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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

KARL KANI INTERNATIONAL, INC.
Opposer,
Opposition No.: 91185806

Application Serial No.: 77/389967

)
)
)
)
\2 )
) Mark: KANU
)
)
)
)
)

EARLE WILLIAMS/E.F. WILLIAMS &
COMPANY, d/b/a EUROS CORP.
VERMONT,
Applicant.
ANSWER
NOW COMES Applicant, Earle Williams/E.F. Williams & Company d/b/a Euros
Corporation Vermont (“Applicant”), by and through his attorneys, Dinse, Knapp &
McAndrew, P.C., and files this Answer to Karl Kani International, Inc.’s (“Opposer™)
Opposition:

1. Upon information and belief, Applicant admits the allegations in paragraph 1 of
the Opposition.

2. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations in paragraph 2.

3. Applicant admits that on February 6, 2008 he filed an application to register the
word and design mark KANU (design plus word) for use with IC 025 “dress shirts, golf shirts,
knit shirts, long-sleeved shirts, open-necked shirts, pique shirts, polo shirts, shirts, short-
sleeved or long-sleeved t-shirts, short-sleeved shirts, sport shirts, sweat shirts, t-shirts, tee
shirts, wind shirts, yoga shirts, Capri pants, cargo pants, denims, jogging pants, lounge pants,
pants, ski pants, snow pants, snowboard pants, stretch pants, sweat pants, hats, coats made of

cotton” (Ser. No. 77389967). Applicant denies that the mark was published for opposition in
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the Official Gazette of October, 1984, page TM 34. Applicant admits that the mark was
published for opposition in the Official Gazette on July 22, 2008. Applicant denies the
remainder of the allegations in paragraph 3.

4.  Applicant denies that the trademark KANU is confusingly similar to Opposer’s
trademarks KANI, KARL KANI, and KARL KANI JEANS. Applicant denies that its
registration and continued use of the mark KANU on its goods is likely to cause confusion,
deception, and mistake. Applicant denies that its use of the mark KANU interferes with
Opposer’s use of its trademarks KANI, KARL KANI, and KARL KANI JEANS. Applicant
denies that its continued use or registration of the mark KANU will seriously damage
Opposer.

AFFIRMATIVE PLEADINGS

Pursuant to the Trademark Trial and Appeal Board Manual of Procedure § 311.02(d),
“Other Affirmative Pleadings — Amplifying Denials,” Applicant submits the following in
support of its denials of the allegations in the Opposition:

1. There is no likelihood of confusion between Applicant’s mark KANU and
Opposer’s mark KANI, registered for use with “footwear” (U.S. Reg. No. 1900729), because
the goods with which Applicant seeks to use its mark do not include footwear.

2. There is no likelihood of confusion between Applicant’s mark KANU and
Opposer’s mark KARL KANI (U.S. Reg. No. 2646615) because:

a. Similarity of the marks: The marks are not similar:
i. Visually, the marks are distinct. Applicant’s mark includes a distinctive
design — the letter “u” at the end of the mark looks like a canoe with a

paddle through it; Opposer’s mark does not contain a design element.
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ii.

iii.

Applicant’s mark consists of one word, “kanu.” Opposer’s mark
consists of two words, “karl kani.” Although the second word of
Opposer’s mark contains three letters that are the same as the first three
letters of Applicant’s mark, the fourth letter differs.

The sound of the marks differs. Applicant’s mark is a two-syllable
word that rhymes with the word “canoe,” with the emphasis on the last
syllable, and the “a” in is pronounced as a schwa. In contrast,
Opposer’s mark is a three-syllable mark. Upon information and belief,
in the portion of the mark “kani,” the emphasis is on the first syllable
and the “a” is pronounced “ah,” and not as a schwa, such that the mark
rhymes with the word “bonny.”

The meaning of the marks also differs. Applicant’s mark, KANU, is a
an arbitrary word that is simply a play on the word “canoe,” as
demonstrated by the design aspect of the mark which depicts the letter
“u” at the end of the mark as a canoe with a paddle through it. The
word “canoe’ is unrelated to Applicant’s goods. Upon information and

belief, Opposer’s mark is the name of the designer of Opposer’s goods.

b. Likelihood that the plaintiff will “bridge the gap™ between the products: Upon

information and belief, Opposer is not likely to expand into the business of

natural fiber clothing, and Applicant is not likely to expand into the business of

urban streetwear.

c. Applicant’s intent in adopting its mark: Applicant did not intend to deceive

when he selected the mark KANU.
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d. Quality of Applicant’s product: Applicant’s mark will be used with natural
fiber clothing and will be high quality.

e. Sophistication of the relevant consumer group: Potential purchasers of goods
associated with Applicant’s mark are likely be sophisticated and to exercise a
high degree of care in making purchasing selections. Applicant will target
high-end retailers, hotel spas, high-end hotel gift shops, outdoor stores, ski and
golf pro shops, and specialty stores particularly in resorts.

3. There is no likelihood of confusion between Applicant’s mark KANU and
Opposer’s mark KARL KANI JEANS (U.S. Reg. No. 2624177).

a. These two marks are distinct from each other. Visually, Applicant’s mark
consists of one word, whereas Opposer’s mark consists of three words.
Applicant’s mark includes a distinctive design — the letter “u” at the end of the
mark looks like a canoe with a paddle through it; Opposer’s mark does not
contain a design element. Opposer’s middle word, “kani,” is distinct from
Applicant’s mark, KANU, because the last letter is different. Regarding the
sound of each mark, Applicant’s mark has two syllables, whereas Opposer’s
mark has four, and the word “kani” is in the middle. “Kani” has a different
sound than “kanu”; as discussed above in paragraph 2(a), “kani” rhymes with
“bonny” whereas “kanu” rhymes with “canoe.” The meaning of the marks is
also distinct. Applicant’s mark, KANU, is an arbitrary word that is a play on
the word “canoe” (which is unrelated to Applicant’s goods); upon information
and belief, Opposer’s mark is the name of the designer of Opposer’s goods

joined with the word “jeans.”
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b. Additionally, as discussed above in paragraph 2, there is no likelihood of
confusion because there is little likelihood that either party will bridge the gap
between the products, Applicant did not intend to deceive in adopting the mark,
Applicant will use the mark with high quality products, and the relevant
consumer group will be sophisticated.

WHEREFORE, Applicant, Earle Williams/E.F. Williams & Company d/b/a Euros
Corporation Vermont, respectfully requests that the Trademark Trial and Appeal Board
dismiss the Opposition filed by Opposer, Karl Kzt'ni International, Inc.

-y

Dated at Burlington, Vermont, this day of September, 2008.

DINSE, KNAPP & McANDREW, P.C.

By: ,.5 _jd;ﬁ( /f //(@ ( Q? //ﬁt

Shapleigh Smith, Esq. '
Attorney for Earle Williams/

E.F. Williams & Company

d/b/a Euros Corporation Vermont
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