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TRADEMARKS

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application Serial No. 76/415,303 and 76/415,305 

 

Mark: “UNION GOLD” and “U-UNION and Design”

American Cigarette Company, Inc.

Opposer/Plaintiff,

Opposition Nos. 91185261

v.    91186841

Cancellation No. 92052621

(Consolidated) 

N.V. Sumatra Tobacco Trading Company

Applicant/Defendant.

                                                                    

Opposer’s Motion for Extension of Time

Opposer/Respondent, American Cigarette Co., Inc. (“ACC”), seeks a 90 day extension of

time to respond to Applicant/Petitioner, N.V. Sumatra’s (“NV”), motion for summary judgment

relative to its petition to cancel ACC’s registration 2972594 for UNION.  In summary, the

enclosed declaration by ACC’s counsel, Robert C. Kain, Jr., Esq, shows that, due to press to

other business, good cause exists to extend the time to respond to NV’s motion for 90 days.

TBMP 509 invokes Fed. R. Civ. P. 6(b) relative to extension of time. “When an act may

or must be done within a specified time, the court may, for good cause, extend the time: (A) with

or without motion or notice if the court acts, or if a request is made, before the original time or its

extension expires.” Fed. R. Civ. P. 6(b). TBMP 509.01(a) states “A motion to extend must set

forth with particularity the facts said to constitute good cause for the requested extension; mere
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conclusory allegations lacking in factual detail are not sufficient. Moreover, a party moving to

extend time must demonstrate that the requested extension of time is not necessitated by the

party’s own lack of diligence or unreasonable delay in taking the required action during the time

previously allotted therefor. The Board will ‘scrutinize carefully’ any motion to extend time, to

determine whether the requisite good cause has been shown.”

The TTAB has recognized that the press of other business on counsel for the movant may

establish good cause to extend time deadlines.  Societa Per Azioni Chianti Ruffino Esportazione

Vinicola Toscana v. Colli Spolentini Spoletoducali SCRL, 59 USPQ2d 1383, (TTAB 2001)

(“Opposer’s counsel, in his declaration, has set forth the facts relating to his other litigation

matters in sufficient detail to warrant a finding that good cause exists for at least a limited

extension of opposer’s testimony period”).

Kain’s Declaration, attached, establishes good cause for this 90 day extension.  In

summary, the Declaration provides that: (a) ACC’s counsel is a small, IP law firm; (b) due to the

unusual concurrence of three different federal court trials over the next 90 days, ACC seeks to

extend the time to file its opposition to NV’s motion for summary judgment up to and including

April 30, 2012; (d) ACC’s counsel must prepare for three (3) different federal court trials over

then next 90 days, including the 4 day Aldar trial with over 16 witnesses and 124 defense

documents, the 28 design copyright Avid trial in California, and a trademark infringement trial in

New York City. 

To show that there is no prejudice to NV, Kain’s Declaration explains that the present

TTAB action has involved three (3) years of discovery, all without motions obstructing or
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compelling discovery, and has involved the production by ACC to NV of over 4,000 pages of

documents and answers by ACC to four (4) different sets of interrogatories by NV.

NV has no license or certificate to sell its brand of cigarettes in the U.S. due to regulatory

problems and therefore a delay does not commercially adversely effect NV.

The 90 day extension of time to respond to NV’s motion for summary judgment is not

unreasonable in light of the press of business and obligations of Kain & Associates to its other

clients and to the federal court system. 

The requested 90 day extension is not due to a lack of diligence by ACC.  The initial,

agreed 30 day extension of time to January 30, 2012 was needed because the last two weeks of

the initial four week response period included the Christmas and New Years holidays.  During

the month of January, Kain traveled to California on three different occasions for the Avid case. 

Spielman, the other attorney in Kain & Associates, has traveled to Las Vegas and to New York

for the Lebewohl case.  This travel from Kain & Associates office in Fort Lauderdale, Florida

was caused by an “end of discovery” rush in the Avid and Lebewohl cases.

Additionally, NV’s motion includes affidavits from previously unidentified persons

which require further investigation by ACC.

Meet and Confer

Counsel ACC requested that NV approve this motion for extension of time but NV has

not agreed to the extension and will oppose such motion.

WHEREFORE, ACC requests that the TTAB grant it a 90 day extension of time, up to

and including April 30, 2012, to respond to NV’s motion for summary judgment.
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Jan. 30, 2012.

/RobertKain/___________________

Robert C. Kain, Jr.

Fla. Bar. 266760

Darren Spielman

Kain & Associates, Attorneys at Law, P.A.

900 Southeast Third Avenue, Suite 205

Ft. Lauderdale, Florida 33316

Phone: 954-768-9002

Fax: 954-768-0158

rkain@ComplexIP.com

Attorneys for Opposer/Plaintiff

CERTIFICATE OF SERVICE

The undersigned hereby certifies that on this __30_____day of _Jan ____2012, a true

copy of the foregoing Motion for Extension of Time was served via email to the following:

Tara Vold

J. Paul Williamson

Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004

Tel: 202-662-0200

Fax: 202-662-4643

        /RobertKain/                                            

                          Robert C. Kain, Jr.
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