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IN THE UNITED STATES PATENT AND TRADEMARX OFFICE
BEFORE THE TRADEMARK TRIAL ANy APPEAL BOARD
MeNEIL-FPC, e in re Trademark Application
Serial No, 76/682,070
Opposition No. 91184978
Trademark: WAL-ZYR

WALGREEN COMPANY,

A
i e e’ St e et it oot S

APPLICANT'S ANSWER TO NOTICE OF OPPOSITION

In the matter of Application Serial No. 76/682,070 for registration of the mark “WAL-
ZYR” by Walgreen Company (hereinafter “Applicant”™), which was filed on Seplemsber 19, 2007,
Applicant hereby submits its Answer to the Neticoof Opposition filed by MeNeib-PPC, Inc.
{heretnadier “Opposer) as follows:

Appiicant lacks sufficient information with whick to form a belief as to the truth or falsity

3

of the corporate allegations relating to Opposer as contained in the nn-mumbered introduciory

¥

aragraph of the Notice of Oppesition and, therefore, denies vach and every allegation therein.

]
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Answering Ruther, Applicant denies that Oppeser will be damaged by registration of Applicant’s
£ P i &
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niark as alleged in the un-numbered introductory Paragraph of the Notiee of Upposition,

ApoHcant admits that it has sought 1o register Application Serfal No, 76/682,070 for the mark

YWAL-ZYR,” and said application was filed on September 19, 2007 as alleged inthe u

munbered opening Paragraph of the Notice of Opposition and that Opposer has initiated this

Opposition proceeding.



1. Applicant lacks sufficient information with which to form a belief as to the truth or
falsity of the allegations contained in Paragraph 1 of the Notice of Opposition and, therefore,

deniey each and every allegation therein.

pa

Applicant lacks sufficient information with which to form 2 belief as to the truth or

P

falsity of the sllegations contained in Paragraph 2 of the Notice of Opposition and, therefore,
denies each and every aliegation therein.

3. Applicant lacks sutficient information with which to form a belief as to the trath or
falsity of the allpgations contained In Paragraph 3 of the Notice of Opposition and, therefore,

denies cach and every allegation therein.

Applicant lacks sutficient information with which to form a belief as to the truth or

X
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falsity of the allegations contained in Paragraph 4 of the Notice of Opposition and, therefore,
dendes cach and every allegation therein.

3. Applicant facks sufficient information with which to form a belief as to the trath or
falsity of the allegations contained in Paragraph 5 of the Notice of Opposition and, therefore,
denies each and every allegation therein.

6. Applicant lacks sufficient information with which (5 form 8 belief as to the truth or
falsity of the allegations contained in Paragraph & of the Notice of Opposttion and, therefore,

¥

7. Applicant lacks sufficient information with which to form a belief as to the truth or

falsity of the allegations contained in Paragraph 7 of the Notice of Opposition and, therefors,

dentes each and every aliegation therein,
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8 Applicant facks sufficient information with which to form a belief as to the truth or

{alsity of the allegations contained in Faragraph 8 of the Notice of Opposition and, therefo
denies cach and every allegation therem.

9. Apphicant admits that ansllergy medication known as ZYRTEC is gvailable over-the-

counter as alleged in Paragraph 9 of the Notice of Opposition. Answering further, Applicant

tacks sufficient information with which to form & belief as to the truth or falsity of the remaining
ablegations contsined in Paragraph 9 of the Notice of Opposition and, therefore, denies each and
every allegation theréin,

16, Applicant lacks sufficient information with which to form a belief as to the truth or
falsity of the allogations comained in Paragraph 18 of the Notice of Opposition and, therefore,
dendes each and every allegation therein.

11, Applicant lacks sufficlent information with which to form a belief as to the truth or
falsity of the allegations contained in Paragraph 11 of the Notice of Opposition and, therefore,
denies each snd every allegation therein.

12, Apphcant denjes that ZYRTEC is well known and famous as alleged in Pavagraph 12
of the Notice of Opposition. Answering further, Applicant lacks sufficient information with
which o form a belief as to the truth or falsity of the remaining allegations contained in

1.
3

Paragraph 12 of the Notice of Opposition and, therefore, dendes each and every allegation

falsity of the allegations contained in the first sentence of Paragraph 13 of the Notice of
Oppostiion concerning Opposer’s alleged status as an exclusive Heensee of UCB and, therefore,

dentes each and every such allegation. Applicant lacks sutficient information with which o

Lk



i & belief as to the truth or falsity of the remaining allegations contained in the first sentence
of Paragraph 13 of the Notice of Oppostiion and, therefore, denies each and every allegation
therein, Answering further, Apphicant facks sufficient information with which to form a belief as
1o the truth or falsity of the allegations contained in the second sentence of Paragraph 13 of the
Notice of Opposition refating to whether the registration is valid, subsisting and in full force and
offect and, therefore, denics those allegations. Answering further, the remalning allegations
contained in the second sentence of Paragraph 13 of the Notice of Opposition are legal
conclusions to which no answer is required. To the extent an answer 18 required, Applicant

denies those allegati Applicant admits that a document prporting to be Exhibit A way

attached to the Natice of Opposition as alleged in the third sentence of Paragraph 13 of the
Notize of Opposition. Applicant further admits that said document appears to be a printout from
the USPTO TARR web server, but lacks knowledge of the remaining allegations in the third
eptence of Paragraph 13 and therefore denies the same,
14, Applicant admits the allegations contained in Pavagraph 14 of the Notice of Oppusition.

&

15, Applicent admits the allegations contained in Paragraph 15 of the Notice of Opposition.

COUNT I—LIKELIHOOD OF CONFUSION

0

16,  Applicant repeats and reasserts its answers to Paragraphs 1-15 above as its anawers (o

Paragraph 16 of the Notice of Opposition.

17.  Applicant demies the allegations contained in Paragraph 17 of the Notice of

Opposition.



I8, Applicant admits that it uses its WAL-ZYR mark in connection with allergy medicing
as alleged in Paragraph 18 of the Notice of Opposition. Answering further, Applicast derdes the

remaining allegations contained in Paragraph 18 of the Notice of Opposition.

L,

19, Applicant lacks sufficient information with which to form a belief as to the truth or
talsity of the allegations contained it Paragraph 19 of the Notice of Opposition concerning how
Opposer has targeted or intends o target customers for s ZYRTEC product and, therefore,
denies those allegations. Answering further, Applicant admits that if has targeted snd intends to
targel customers who reguire allorgy medientions for its WAL-ZYR product. Answering further,
Applicant denies the remaining alisgations contained in Paragraph 19 of the Notice of
Oppesition.

20, Applicant admils that one of the ways it markets and interads 1o market s WAL-ZYR
vroduct 15 next to or in close proximity to Opposer’s product on Applicant’s shelves as alleged in
Paragraph 20 of the Notice of Opposition. Answering further, Applicant dentes that it intends to

market its WAL-ZYR product “in Opposer’s in-store display units” as alleged in Paragraph 20 of

the Notice of Upposition,

1\)

21, Applicant denies each and every allegation contained in Paragraph 21 of the Notice of

Opposition.

22, Applicant dendes each and every allegation contained in Paragraph 22 of the Notice of
OUpposition.

23, Apnlicant tacks sufficient information with which to form a belief as to the truth or

falsity of the allogations contained in Paragraph 23 of the Notice of Opposition velating 1o UCB's

adoption and use of the ZYRTEC mark and, therefore, denies each and every allegation therein.



24, Applicast admits it has sold ZYRTEC in #ts retad! pharmacies since about when the

product was first available, Answering further, Applicant lacks sufficient information with
which to form a belief a3 to the wuth or falsity of the remaining allegations contained in
Paragraph 24 of the Notice of Opposition aud, therefore, denies cach and every allegation
theretn,

25, Appheant dentes each and every allegation contained in Paragraph 2

-e\p-

3 of the Matice of

Oipposition.

COUNT IL--DILUTION

6. Applicant repeats and reasserts its answers to Paragraphs 1-23 above as is answers o
Paragraph 26 of the Notice of Opposition
27.  Applicant denies the allegations contained in Paragraph 27 of the Notive of Opposition.

28, Applicant admits that it adopted and applied to repister WAL-ZYR with some general

F)
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awareness of the ZYRTEC mark. Answering further, Applicant denies that # adopted and

~

applied to register WAL-ZYR with full knowledge of the prior use and alleged fame of

fod)

s
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the
ZYRTEC mark as alleged in Paragraph 28 of the Notice of Opposition.

29, The allegastions comtained in Paragraph 29 of the Notice of Gpposition are lggal
conclusions to which no answer is requived. To the extent an answer 1s required, Applicant
Jdenies those allegations.

3. Apphicant denies each and cvery allegation contained in Paragraph 30 of the Notice of

Upposttion.



AFFIRMATIVE DEFENSE

Apphicant has developed a family of marks using the prefix “WAL-” including such marks
as “WAL-DRYL,” Regisiration Number 2,167,642 and “WAL-HIST,” Registration Number
2,167,643, among others. The public has come to know Applicant and its goods by marks using
the distinetive “WAL-" prefix. Further, Applicant’s own “WALGREENS” mark has become
famous and associated in the minds of consumaers with quality goods dus to extensive use,
advertising and marketing of that mark and products bearing such mark. Consumer awareness of
Applicant and its famous “WALGREENS” and family of "WAL-" marks like "WAL-HIST,”

“WAL-DRYL” and others negates any potential confusion with Opposer and s mark.

Respectfully submitted,
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Leydig, Voit & Mayer

Two Prudential Plaza

180 Morth Stetson

Chicago, Hhnois 60601

{312} 616«*”»53{"

Attorneys for Applicant Walgreen Co.
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CERTIFICATE QF SERVICE

I hereby certify that a true and correet copy of the above foregoing Applicant’s Answer to
t ’ Cgday of August,

R

Notice of Opposition was mailed by first class mat, postage prepaid on this
2008 1o

A

James D. Weinberger

[aura Popp-Rosenberg

Fross Zelnick Lehrman & Zissu, B.C.
866 United Nations Plaza

New York, NY 10617
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