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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
AIDAN TRACEY and SMALL WORLD NET
CORPORATION,
Opposition No. 91184614
Opposers, :  Ser. No. 78/979,411
v. :  ANSWER
ASMALLWORLD LTD. :
Applicant. :
X

APPLICANT'S ANSWER TO OPPOSERS’S NOTICE OF OPPOSITION
In response to the Notice of Opposition issued by the Board on June 13, 2008, aSmallWorld
Ltd. (“Applicant”) hereby responds to Aidan Tracey and Small World Net Corporation

(“Opposers”) as follows:

1. Applicant admits that it is a corporation duly organized and existing under the laws of
the United Kingdom, and that it had offices at Eagle House, 110 Jermyn Street, London SW1Y
6RH, United Kingdom, but denies that it currently has such offices, as alleged in Paragraph 1 of
the Notice of Opposition, as it has moved its offices.

2. Applicant admits the allegations of Paragraph 2 of the Notice of Opposition.

3. Applicant admits the allegations of Paragraph 3 of the Notice of Opposition.

4. Applicant admits that according the U.S. Patent and Trademark Office records (“PTO
Records™), Opposer Aiden Tracey is the record owner of U.S. Trademark Registration No.

2,640,310 (“the Tracey Registration™), and that the PTO records reflect the remaining explicit
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allegations of Paragraph 4 of the Notice of Opposition, but denies the implied claim that the
Tracey Registration is valid, subsisting, and enforceable by Opposer Aiden Tracey.

5. Applicant admits that according the PTO Records, Opposer Small World Net
Corporation is the record owner of U.S. Trademark Registration No, 3,137,789 (“the Small
World Registration™), and that the PTO records reflect the remaining explicit allegations of
Paragraph 5 of the Notice of Opposition, but denies the implied claim that the Small World
Registration is valid, subsisting, and enforceable by Opposer Small World Net Corporation.

6. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the matiers asserted in Paragraph 6 of the Notice of Opposition, and therefore denies
same.

7. Applicant admits that under Section 33(a) of the Lanham Act (15 U.5.C. §1115(a), “a
mark registered on the principal register . . . owned by a party to an action shall be . . . prima
facie evidence the validity of the registered mark and of the registration of the mark, of the
registrant’s ownership of the mark, and of the registrant’s exclusive right to use the registered
mark in commerce on or in connection with the goods and services specified in the registration;”
Applicant denies that Opposers’ Registrations are valid, that Opposers’ own the marks recited
therein, and that Opposers® have the exclusive right to use such marks; and Applicant is without
knowledge or information sufficient to form a belief as to the truth of the remaining matters
asserted in Paragraph 7 of the Notice of Opposition, and therefore denies same.

8. Applicant denies that Opposers are the senior users and have priority over Applicant
for Applicant’s Services, as listed in Applicant’s Application at issue herein; Applicant denies
that Applicant’s Services, as listed in Applicant’s Application, are highly related to Opposers’

Services in Opposers' Registrations; and Applicant is without knowledge or information



sufficient to form a belief as to the truth of the remaining matters asserted in Paragraph 8 of the
Notice of Opposition, and therefore denies same.

9. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the matters asserted in Paragraph 9 of the Notice of Opposition, and therefore denies
same.

10. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the matters asserted regarding Opposers’ customers and potential customers and
therefore denies same; and Applicant denies the remaining allegations of Paragraph 10 of the
Notice of Opposition.

11. Applicant admits that if Applicant’s registration issues, Applicant would have a prima
facie exclusive right to use ASMALLWORD in connection with the services recited in its
Application at issue, but Applicant denies the remaining allegations of Paragraph 11 of the
Notice of Opposition.

12. Applicant admits that Cancellation Action Nos. 92/048,677 and 92/048,682 are
currently pending, but deny the remaining allegations of Paragraph 12 of the Notice of
Opposition.

13. Applicant admits the allegations of Paragraph 13 of the Notice of Opposition.

14, Applicant admits the allegations of Paragraph 14 of the Notice of Opposition.

DEFENSES

In further answer to the Notice of Opposition, Applicant asserts that:



FIRST DEFENSE
Opposers have no rights in and to the marks “I'T*S A SMALL WORLD” and “SMALL

WORLD NET.”

SECOND DEFENSE
Opposers abandoned any rights they may have had to the marks “IT°S A SMALL

WORLD” and “SMALL WORLD NET” though non-use.

THIRD DEFENSE
Opposers’ trademark registrations for the marks “IT°S A SMALL WORLD” and
“SMALL WORLD NET® should be cancelled, Applicant has already filed Petitions for
Cancellation related thereto, and such cancellation actions are currently pending in the U.S.

Patent and Trademark Office, before the Trademark Trial and Appeal Board.

FOURTH DEFENSE
Applicant has used its trademark ASMALLWORLD prior to any resumption of use of
the marks “IT’S A SMALL WORLD” and “SMALL WORLD NET” after abandonment by

Opposers, and thus Applicant has superior rights.

FIFTH DEFENSE
Any rights Opposers may have to the marks “IT’S A SMALL WORLD” and “SMALL

WORLD NET” were acquired subsequent to Applicant’s rights.

SIXTH DEFENSE
Opposers’ purported marks “IT°S A SMALL WORLD” and “SMALL WORLD NET”

include commonly used word, are diluted, and hence weak, and Opposers’ purported rights, if at
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all, extend no further than to the specific marks for the specific services purported to be used by

Opposers.

SEVENTH DEFENSE
There is no likelihood of confusion between Opposers’ purported marks “IT’S A SMALL .
WORLD” and “SMALL WORLD NET” and Applicant’s mark ASMALLWORLD due to the

differences in the marks themselves.

EIGHTH DEFENSE
There is no likelihood of confusion between Opposers’ purported marks “IT’S A SMALL
WORLD” and “SMALL WORLD NET” and Applicant’s mark ASMALLWORLD due to the

differences in the services detailed in the registrations and application, respectively.

NINTH DEFENSE
Upon information and belief, Opposers’ claims are without merit, and Opposers’ have
commenced this opposition simply as a retaliatory measure in response to Applicant’s

commencement of the two cancellation proceedings.

RELIEF REQUESTED
WHEREFORE, Applicant respectfully requests that this opposition proceeding be
dismissed, with prejudice, and Applicant’s Mark ASMALLWORLD be allowed to proceed to

registration.



Please address all future communications regarding this opposition to the undersigned, as
attorneys of record for Applicant.

Dated: July 23, 2008 Respectfully submitted,

LACKENBACH SIEGEL LLP

ow: Cabbon, TM0005) b=

Howard N. Aronson

Robert B. Golden

Cathy E. Shore-Sirotin

One Chase Road

Scarsdale, New York 10583

Telephone: (914) 723-4300

Facsimile (914) 723-4301

Email: cshore@!slip.com, tmefs@LSLLP.com

Attorneys for Applicant
aSmallWorld Ltd.

CERTIFICATE OF MAILING

1, the undersigned, hereby certify that the APPLICANT’S ANSWER TO OPPOSERS’
NOTICE OF OPPOSITION in the above-referenced matter was served on July 23, 2008, via first
class mail, postage prepaid, on counsel for Opposers, as follows:

Judith L. Grubner
Luke W. DeMarte
Gretchen Hosty Kotleba
Michael Best & Friedrich LLP
180 N. Stetson Ave., Ste. 2000
Chicago, IL 60601-6710
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