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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
GEORGIA-PACIFIC CONSUMER  
PRODUCTS LP, 
 

Opposer, 
 

v. 
 
GLOBAL TISSUE GROUP, INC. 
 

Applicant. 

 
 
 
 

 
Opposition No.:  91184529 
Serial No.:  77/364,616 

 
OPPOSER’S MOTION TO SUSPEND 

PROCEEDINGS PURSUANT TO 37 C.F.R. § 2.117(a) 
 

 Opposer Georgia-Pacific Consumer Products LP (“Georgia-Pacific”), respectfully 

requests that the Board suspend this proceeding pursuant to 37 C.F.R. § 2.117(a).  Georgia-

Pacific recently initiated a civil action against Applicant Global Tissue Group, Inc. (“Applicant”) 

in the United States District Court for the Southern District of New York (the “Civil Action”).1  

The Civil Action involves the same parties and the same issues that are before the Board in this 

Opposition proceeding.  As such, the Civil Action will have a bearing on the case, and the Board 

should suspend proceedings in this Opposition until termination of the Civil Action 

I. BACKGROUND 

 A. The Opposition Proceeding 

 Since 1993, Georgia-Pacific has continuously marketed and sold Quilted Northern® bath 

tissue under a large family of marks incorporating the word “Quilted” or some other form of 

“Quilt” (“QUILTED® Marks”). The QUILTED® Marks are the subject of federal registrations, 

many of which are incontestable: 

                                                
1 A copy of the Complaint in the civil action is attached as Exhibit 1. 
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Mark Reg. No. Goods Status First Use Date 

1,877,561 Bathroom 
tissue 

Registered on Feb. 7, 
1995  

 

Incontestable pursuant 
to 15 U.S.C. § 1065 

Jan. 7, 1993 

QUILTED 
NORTHERN ULTRA 

2,059,102 Bathroom 
tissue 

Registered on May 6, 
1997 

 

Incontestable pursuant 
to 15 U.S.C. § 1065 

July 1995 

QUILTED 
NORTHERN 

2,209,027 Bathroom 
tissue 

Registered on Dec. 8, 
1998 

 

Incontestable pursuant 
to 15 U.S.C. § 1065 

June 30, 1998 

IT’S ALL IN THE 
QUILTING 

2,867,895 Bath 
tissue 

Registered on July 27, 
2004 

Dec. 1, 2003 

QUILTING 2,872,813 Bath 
tissue 

Registered on Aug. 10, 
2004 

Dec. 1, 2003 

QUILTED 
NORTHERN 

2,968,615 Facial 
tissue 

Registered on July 12, 
2005 

Aug. 1, 2004 

THE ULTIMATE 
QUILTED CLEAN 

2,980,757 Bath 
tissue 

Registered on Aug. 2, 
2005 

Mar. 21, 2002 

QUILTED 
NORTHERN PS 

3,018,501 Bath 
tissue 

Registered on Nov. 22, 
2005 

Aug. 1, 2004 

PLUSH-QUILTS 3,069,376 Bathroom 
tissue 

Registered on Mar. 14, 
2006 

May 2, 2002 

ACOLCHINADO 
(Quilted in Spanish) 

3,170,713 Bath 
tissue 

Registered on Nov. 14, 
2006 

Mar. 1, 2005 

QUILTED 
NORTHERN PS 

3,293,547 Facial 
tissues 

Sep. 18, 2007 Aug. 1, 2004 

 

3,463,460 Bathroom 
tissue 

Registered on July 8, 
2008 

Feb. 2008 
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Mark Reg. No. Goods Status First Use Date 

 

3,463,899 Bathroom 
tissue 

Registered on July 8, 
2008 

Feb. 2008 

 

3,463,900 Bathroom 
tissue 

Registered on July 8, 
2008 

Feb. 2008 

QUILTED 
NORTHERN ULTRA 
PLUSH 

3,517,622 Bathroom 
tissue 

Registered on Oct. 14, 
2008 

Aug. 3, 2008 

3,642,213 Bathroom 
tissue 

Registered on June 23, 
2009 

Feb. 2008 

QUILTED 
NORTHERN SOFT & 
STRONG 

3,642,378 Bathroom 
tissue 

Registered on June 23, 
2009 

Feb. 2008 

 

3,936,565 Bathroom 
tissue 

Registered on Mar. 29, 
2011 

Feb. 2008 

 

4,030,387 Bathroom 
tissue 

Registered on Sep. 27, 
2011 

Aug. 03, 2008 
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Mark Reg. No. Goods Status First Use Date 

4,030,382 Bathroom 
tissue 

Registered on Sep. 27, 
2011 

Aug. 08, 2008 

 On January 4, 2008, Applicant filed an application (Serial No. 77364616) to register the 

mark QUILTY for “consumer and industrial paper products, namely, facial tissues, napkins, 

towels and bathroom tissues.”  

 On June 11, 2008, Georgia-Pacific filed a Notice of Opposition, initiating this proceeding 

(Doc. No. 1).  Applicant later asserted counterclaims seeking to cancel several of Georgia-

Pacific’s registrations for the QUILTED® Marks (Doc. No. 35).  The discovery period is now 

closed, and Georgia-Pacific’s testimony period is scheduled to begin in December 2011. 

 B. The Recently Filed Civil Action 

 Applicant owns the domain names <QuiltedBathTissue.com> and 

<QuiltedToiletTissue.com> and, earlier this year, began using those domain names to redirect 

online consumers to Applicant’s website.  Georgia-Pacific recently initiated a civil action in the 

United States District Court for the Southern District of New York against Applicant, styled 

Georgia-Pacific Consumer Products LP v. Global Tissue Group, Inc.  See Ex. 1. The Complaint 

alleges that Applicant’s improper use of the domain names violates the Anticybersquatting 

Consumer Protection Act (“ACPA”) and constitutes trademark infringement, dilution, and unfair 

competition.  The Complaint also seeks a determination that: 

(1) Georgia-Pacific’s registrations for the QUILTED® Marks are valid; and 

(2) Applicant’s application to register the QUILTY mark should be refused. 
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Pursuant to 15 U.S.C. § 1119, the Complaint asks the federal court to certify an order to the 

Director of Trademarks that Applicant’s counterclaims should be dismissed with prejudice and 

that the Opposition should be sustained with prejudice. 

 In short, the Civil Action involves the same parties and the identical issues currently 

before the Board in this Opposition proceeding. 

II.  ARGUMENT 

 The Board should grant this motion to suspend because the Civil Action has a clear 

bearing on the issues in the present proceeding, namely, Applicant’s right to register the 

QUILTY mark and the validity of several registrations covering Georgia-Pacific’s QUILTED® 

Marks. The Board has the power to suspend proceedings in favor of a pending civil action 

pursuant to 37 C.F.R. § 2.117(a), which provides: 

Whenever it shall come to the attention of the Trademark Trial and Appeal Board 
that a party or parties to a pending case are engaged in a civil action or another 
Board proceeding which may have a bearing on the case, proceedings before the 
Board may be suspended until termination of the civil action or the other Board 
proceeding. 
 

The Board regularly exercises this power in the interests of promoting judicial economy and 

conserving resources. See Vining Indus., Inc. v. Libman Co., No. 23,546, 1996 TTAB LEXIS 

455, at *6 (T.T.A.B. July 16, 1996) (suspending Board proceedings “in the interest of judicial 

economy and consistent with [the Board’s] inherent authority to regulate [its] proceedings to 

avoid duplicating the effort of the court and the possibility of reaching an inconsistent 

conclusion”); Tokaido v. Honda Assocs., Inc., 179 U.S.P.Q. 861, 862 (T.T.A.B. 1973) 

(“[N]otwithstanding the fact that the Patent Office proceeding was the first to be filed, it is 

deemed to be the better policy to suspend proceedings herein until the civil suit has been finally 

concluded.”); Townley Clothes, Inc. v. Goldring, Inc., 100 U.S.P.Q. 57, 58 (Comm’r Pat. & 
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Trademarks 1953) (“[I]t would not seem to be in the interests of ‘judicial economy’ for the 

parties to proceed in two forums . . . .”).  

 “Ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding may have a bearing on the issues before the Board.” 

Trademark Trial and Appeal Board Manual of Procedure § 510.02(a) (3d ed. 2011). Here, the 

outcome of Georgia-Pacific’s civil action will have a direct bearing upon the outcome of this 

opposition proceeding because the pending civil action involves the very same issues as this 

proceeding, namely the validity of the sixteen registrations for Georgia-Pacific’s QUILTED® 

Marks and whether Applicant may register its QUILTY mark.  The District Court’s 

determination of these issues certainly will “have a bearing on the issues before the Board.” See 

Tokaido, 179 U.S.P.Q. at 862 (“[W]hile a decision by the District Court would be binding upon 

the Patent Office, a decision by the Trademark Trial and Appeal Board would only be advisory 

in respect to the disposition of the case pending in the District Court.”); see also Sam S. 

Goldstein Indus., Inc. v. Botany Indus., Inc., 301 F. Supp. 728, 731, 163 U.S.P.Q. 442, 443 

(S.D.N.Y. 1969) (noting that PTO “findings would not be res judicata in this [civil action]” and 

denying motion to stay district court proceedings); New Orleans Louisiana Saints LLC v. Who 

Dat? Inc., 99 U.S.P.Q.2d 1550, 1552 (T.T.A.B. 2011) (“A decision by the district court may be 

binding on the Board whereas a determination by the Board as to a defendant's right to obtain or 

retain a registration would not be binding or res judicata in respect to the proceeding pending 

before the court.”).2 

                                                
2 Accord Kearns-Tribune, LLC v. Salt Lake Tribute Publ’g Co., No. 151,843, 2003 WL 22134916, at *3 (T.T.A.B. 
Sept. 11, 2003) (suspending Board proceeding and noting that “[s]uspension of a Board case is appropriate even if 
the civil case may not be dispositive of the Board case, so long as the ruling will have a bearing on the rights of the 
parties in the Board case.”); Farah v. Topiclear Beauty Prods., Inc., No. 151,334, 2003 WL 22022077, at * 5 
(T.T.A.B. Aug. 21, 2003) (granting suspension where civil action and Board action would “involve common legal 
and factual issues” and noting that “[s]uspension would avoid the undesirable result of the parties litigating the same 
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  “It is standard procedure for the Trademark Board to stay administrative proceedings 

pending the outcome of court litigation between the same parties involving related issues.” 6 J. 

Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 32:47 (4th ed. 2008); see 

also Trademark Rule 2.117(a); TBMP § 510.02(a) (3d ed. rev. 2011). The present civil court 

litigation involves the same parties and issues, and as such, Georgia-Pacific asks the Board to 

follow that “standard procedure.”   

III.  CONCLUSION 

 For the foregoing reasons, Georgia-Pacific respectfully submits that this proceeding 

should be suspended pending disposition of the civil action.  

       Respectfully submitted, 

/s/ R. Charles Henn Jr.  
R. Charles Henn Jr. 
Charlene R. Marino 
KILPATRICK TOWNSEND & 
STOCKTON LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, Georgia 30309-4530 
Telephone: (404) 815-6500 
Facsimile: (404) 815-6555 
 
Attorneys for Opposer Georgia-Pacific 
Consumer Products LP 

 

                                                                                                                                                       
issue in two forums, with potentially inconsistent results . . . .”); SoftBelly’s, Inc. v. Ty, Inc., No. 150,771, 2002 WL 
1844210, at *2 (T.T.A.B. Aug. 13, 2002) (“[w]henever it shall come to the attention of the Trademark Trial and 
Appeal Board that a party or parties to a pending case are engaged in a civil action . . . which may have a bearing on 
the case, proceedings before the Board may be suspended until termination of the civil action . . . .”).  Although 
these cases are not precedential, they are persuasive examples of the circumstances similar to those in this case in 
which the Board appropriately suspended its proceedings pending the outcome of separate civil actions.  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
GEORGIA-PACIFIC CONSUMER  
PRODUCTS LP, 
 

Opposer, 
 

v. 
 
GLOBAL TISSUE GROUP, INC. 
 

Applicant. 
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CERTIFICATE OF SERVICE  

 The undersigned hereby certifies that on this date, October 31, 2011 a copy of the 

OPPOSER’S MOTION TO SUSPEND PROCEEDINGS PURSUANT TO 37 C.F.R. § 2.117(a) 

has been served upon Applicant, by email and by U.S. mail, to Applicant’s current identified 

counsel, as set forth below: 

 
Charles R. Hoffmann 
R. Glenn Schroeder 
Hoffmann & Baron, LLP 
6900 Jericho Turnpike 
Syosset, New York 11791 
 
choffmann@hoffmannbaron.com 
gschroeder@hoffmannbaron.com  

 
 
 
 
        /Charlene R. Marino/ 
        Charlene R. Marino 
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