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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
GEORGIA-PACIFIC CONSUMER  
PRODUCTS LP, 
 

Opposer, 
 

v. 
 
GLOBAL TISSUE GROUP, INC. 
 

Applicant. 

 
 
 
 

 
Opposition No.:  91184529 
Serial No.:  77/364,616 

 
OPPOSER’S OPPOSITION TO APPLICANT’S MOTION TO COMPEL DISCOVERY  

 
 Opposer Georgia-Pacific Consumer Products LP (“Georgia-Pacific”) responds to 

Applicant Global Tissue Group, Inc.’s (“Global Tissue”) Motion to Compel as follows: 

A. INTRODUCTION 

 The Board already denied Global Tissue’s motion to compel additional depositions, and 

it should not alter its prior decision.  On March 25, 2010, following a telephone conference with 

the interlocutory attorney, the Board expressly denied Global Tissue’s motion to take the 

depositions of Ms. Boss, Mr. Olson, and Mr. Davis -- the very same witnesses it again asks to 

depose.  (See Dkt. 33).  The Board’s Order was explicit that Global Tissue only was entitled to 

take one 30(b)(6) deposition of Andrew Towle: 

[A]pplicant’s request to conduct all six requested depositions is denied. 
Applicant’s motion is granted as modified, with respect to the deposition of 
opposer’s designee. Accordingly, opposer shall make its Fed. R. Civ. P. 30(b)(6) 
designee, Mr. Andrew Towle, available for depositions, as designee and as 
witness, within forty-five days from the mailing date of this order. 
 

(Id. at 9.) 

 Mr. Towle fully satisfied his obligation under Rule 30(b)(6) to provide information 

reasonably known to the company regarding the topics set forth in the deposition notice, and 
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Global Tissue provides no authority for its attempted abrogation of the Board’s March 25 Order.  

A review of Mr. Towle’s complete testimony in the context of the deposition (rather than as 

strategically selected and quoted in Global Tissue’s motion) proves that the only questions not 

fully answered by Mr. Towle pertain to either (1) irrelevant issues outside of the scope of the 

noticed deposition topics; or (2) privileged information.  For these reasons, the Board should -- 

once again -- deny Global Tissue’s motion to compel.  See Int'l Fin. Corp. v. Bravo Co., Opp. 

Nos. 111,276, 111,760, 2002 WL 1271687, at *9 (T.T.A.B. Jun. 5, 2002) (denying second 

motion to compel 30(b)(6) deposition, finding “no merit in opposer’s attempt to depose [the 

original witness] under a second Fed. R. Civ. P. 30(b)(6) notice or in opposer’s attempt to depose 

some other witness on the same topics”). 

B. ARGUMENT AND CITATION OF AUTHORITY 
 

1. Georgia-Pacific Fulfilled its Obligations Under Rule 30(b)(6) to 
 Provide Testimony Reasonably Known to the Company. 

 
 Under Rule 30(b)(6), a corporate deponent has the obligation to investigate only “facts 

reasonably known to the corporation, not any fact potentially relevant to the described topic 

known by any employee of the corporation.”  See Banks v. Office of the Senate Sargeant-At-

Arms, 241 F.R.D. 370, 373 (D.D.C. 2007) (denying motion for sanctions on the ground that the 

Rule 30(b)(6) deponent had reasonably responded to the questions presented in the deposition); 

see also Kay Beer Distrib., Inc. v. Energy Brands, Inc., 2009 WL 3170886, at *4 (E.D. Wisc. 

Sept. 29, 2009) (“The person designated does not become a private investigator of the party 

noticing the deposition-he is only required to provide testimony ‘about information known or 

reasonably available to the organization.’”); Google Inc. v. Am. Blind & Wallpaper Factor Inc., 

No. 03-5340, 2006 WL 2318803, at *3 (N.D. Cal. Aug. 10, 2006) (“Deponents under Rule 
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30(b)(6) must be prepared and knowledgeable, but they need not be subjected to a memory 

contest.”).   

 Although Global Tissue selectively quoted a few “I don’t know” answers from Mr. 

Towle’s entire deposition, a review of the complete transcript shows that he answered the proper 

questions asked of him regarding the noticed deposition topics.  As discussed further below, the 

questions to which he could not respond involved either (1) irrelevant issues outside of the scope 

of the noticed deposition topics; or (2) privileged information.  Because Georgia-Pacific has no 

obligation under Rule 30(b)(6) to proffer a witness that can testify as to information that is 

outside the scope of the deposition notice or is privileged, Global Tissue’s motion should be 

denied. 

a. Mr. Towle Provided all Information Reasonably Known to Georgia-
Pacific Regarding Advertising for QUILTED NORTHERN. 

 
 Global Tissue grossly mischaracterizes the testimony of Mr. Towle that it claims pertains 

to “advertising and marketing of products sold under Opposer’s marks.”  Global Tissue’s counsel 

asked Mr. Towle a series of questions relating to a number of historical advertisements for 

QUILTED NORTHERN® bath tissue pictures of historical packaging.  (See Towle Dep., at 64-

77.)  As is apparent from a review of this entire section of the deposition (rather than the discrete 

questions plucked out of context by Global Tissue), Mr. Towle answered the vast majority of the 

questions posed to him on this issue.  The only questions that Mr. Towle was unable to answer 

involved either old advertising that has not been used by Georgia-Pacific for over six years or 

photographs of product packaging that pre-dated his arrival at the company.  (See, e.g. Exs. 12, 

13, and 15).   But, merely because Mr. Towle “could not answer every question posed to him 

does not equate to the fact that [Georgia-Pacific] did not satisfy its obligation to prepare its 

30(b)(6) witness.”  See Costa v. County of Burlington, 254 F.R.D. 187, 190 (D.N.J. 2008);  see 
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also Wilson v. Lakner, 228 F.R.D. 524, 529 n. 7 (D. Md. 2005) (stating “[t]here is no obligation 

to produce witnesses who know every single fact” and that a “rule of reason” applies in 

determining adequacy of preparation for a 30(b)(6) deposition); Fraser Yachts Florida, Inc. v. 

Milne, No. 05-21168-Civ-Jordon, 2007 WL 1113251, at *2 (S.D. Fla. Apr. 13, 2007) (“A 

corporation’s obligation under Rule 30(b)(6) does not mean that the witness can never answer 

that the corporation lacks knowledge of a certain fact.”).   

 Because Mr. Towle answered the majority of questions posed to him regarding Georgia-

Pacific’s advertising of QUILTED NORTHERN®, the Board should deny Global Tissue’s 

motion as to this topic.  See Chick-fil-A v. ExxonMobil Corp., No. 08-61422, 2009 WL 3763032 

(S.D. Fla. Nov. 10, 2009) (denying motion to compel after finding that 30(b)(6) designee 

answered the majority of questions posed, and that her testimony was responsive and 

informative). 

b. Mr. Towle Testified Completely Regarding all Non-Privileged 
Information Pertaining to Trademark Search Reports. 

 
 Global Tissue admits in its motion that the only search report Georgia-Pacific has in its 

possession pertaining to the “Quilted” marks is a search report for the mark IT'S ALL IN THE 

QUILTING.  Global Tissue also admits Georgia-Pacific produced that search report to Global 

Tissue.  No other search reports exist.  Thus, a further deposition on this topic is entirely 

unnecessary and inappropriate -- it would not reveal any additional, non-privileged information 

not already disclosed by Georgia-Pacific.   

 Global Tissue also complains that Mr. Towle did not discuss Georgia-Pacific’s general 

“process of clearing a mark.”  But Global Tissue fails to explain how Georgia-Pacific’s process 

of clearing a trademark is reasonably calculated to lead to the discovery of admissible evidence 

on an issue before the Board.  The two issues before the Board are (i) whether Global Tissue’s 



5 
 
US2008 1343301.1  
 

QUILTY mark is likely to be confused with Georgia-Pacific’s QUILTED marks and (ii) whether 

Georgia-Pacific’s QUILTED marks are merely descriptive and lack secondary meaning.  What 

non-privileged information could Global Tissue possibly obtain on these issues by asking a 

Georgia-Pacific witness about its “process of clearing a mark”?   

 Moreover, the procedure by which Georgia-Pacific’s in-house legal department clears a 

mark for use is privileged information that is not discoverable.  See Miles Laboratories, Inc. v. 

Instrumentation Laboratory, Inc., 185 U.S.P.Q. 432, (TTAB 1975) (“any comments or opinions 

provided by opposer's attorney in relation [to a search report] are privileged and need not be 

supplied”); TBMP § 414(6) (“Search reports are discoverable, but the comments or opinions of 

attorneys relating thereto are privileged and not discoverable.”).  Mr. Towle testified in his 

deposition that Georgia-Pacific does have a trademark clearance process that is conducted by its 

in-house legal department, which then reports the search results to the marketing department.  

(Towle Dep. at 32-34.)  Any further information regarding the process by which the in-house 

legal department reviews and reports on these trademark clearances searches would be protected 

as privileged.   Accordingly, the Board should deny Global Tissue’s motion to compel an 

additional deposition related to trademark searches and reports. 

c. Georgia-Pacific has Disclosed all Information in its Possession 
Regarding its Objections to Third Party Use of “Quilt.” 

 
 Mr. Towle provided substantial testimony concerning Georgia-Pacific’s knowledge of or 

objection to third party use of the terms “quilt” or “quilted.”  For example: 

 Q. Now, I'm going to ask you to take a look at interrogatory number 5. 
 A. Okay. 
 Q. Now, the answer to interrogatory number 5 identifies two lawsuits, Irving Tissue  
  lawsuit and the Potlatch Corporation lawsuit, and on page 6 identifies three cease  
  and desist letters which were sent by Georgia-Pacific, one to Atlantic Paper, one  
  to Cascades Tissue, and one to Valterra Products.  
 A.  Uh-huh. 
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 Q. As you sit here today are you aware of any other -- let me rephrase that. 
  As we sit here today are you aware of any registrations that consist or include the  
  term “quilt” or variations thereof? 
 A. I don’t understand what you're asking. 
 Q. Let me rephrase that question….Interrogatory number 5 asks you to identify each  
  party – each third party that has used or registered a name, mark, or designation  
  that includes the term “quilt” or a variation, which would be quilted, quilting.   
  Now, in response you identify two lawsuits and three cease and desist letters. Are  
  there other lawsuits that you're aware of where a third party was using the term  
  “quilt” or a variation thereof?   
 A. I believe we've listed all the ones that have been -- we've listed -- I believe we've  
  listed all the actions that we've taken to protect the mark with these five cases as  
  far as I know. 
 Q. Thank you.  

(Towle Dep., at 27:11-29:2.) 

 Q. From a marketing standpoint do you feel that any usage by a third party of the  
  terms “quilt,” “quilts,” “quilting,” or “quilted” is acceptable in the marketplace on 
  bath tissue? 
 A. By a third party? 
 Q. By a third party, correct. 
 A. It's not acceptable. 
 Q. And to the best of your knowledge GP has objected to third parties using those  
  terms in the marketplace?  
 A. As far as I know every single time we have or are in the process of objecting to  
  those terms being used by other brands. 
 Q. Thank you. 

(Id. 56:5-18; see also id. 53:19-23 (discussing Georgia-Pacific’s objections to third party use of 

“quilt”); 54:18-55:2 (discussing Georgia-Pacific’s objections to third party use of “quilting”); 

55:24-56:4 (discussing Georgia-Pacific’s objections to third party use of “quilted”).)   

 Global Tissue conveniently ignores this testimony and instead identifies only a small 

handful of questions Mr. Towle did not answer concerning Procter & Gamble’s use of “quilted” 

in connection with its BOUNTY®-brand paper towels.  (See Global Tissue’s Motion, at 12-13.)  

Procter & Gamble, not Georgia-Pacific, can answer questions about its BOUNTY® brand.  

Indeed, Global Tissue already has served a subpoena on Procter & Gamble requesting the same 

information.  (See Ex. A.)  Additionally, Georgia-Pacific previously disclosed to Global Tissue 
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the information known to the company regarding Procter & Gamble’s use of “quilted” on paper 

towels in response to Global Tissue’s written interrogatories.  (See Ex. A.)1   

 Because “the discovery sought  . . . can be obtained from some other source that is more 

convenient, less burdensome, or less expensive,” the Board should not compel an additional 

deposition of Georgia-Pacific.  See  Fed. R. Civ. P. 26(b)(2)(C)(i).   

d. Global Tissue’s Cited Questions Regarding “Competitive Brands” 
are Irrelevant and Beyond the Scope of the Deposition Notice. 

 
 Global Tissue claims Mr. Towle was unable to answer questions regarding “brand 

awareness and competitive brands” responsive to Category 7 of the deposition notice.  As is 

obvious from the transcript, this assertion blatantly misconstrues the nature of the questions 

asked of Mr. Towle.   

 When asked whether Georgia-Pacific keeps copies of competitive ads in the marketing 

department, Mr. Towle answered in the affirmative.  (See Towle Dep., at 46:4-5.)  The only 

question Mr. Towle could not answer was “whether those ads were reviewed as part of [Georgia-

Pacific’s] document production process.”  (Id. at 46.)  The process of collecting and producing 

documents in discovery has nothing whatsoever to do with “brand awareness and competitive 

brands” as listed in Category 7 of the deposition notice.   

 More importantly, none of Global Tissue’s written document requests even asked for 

production of “competitive ads.”  Therefore, Georgia-Pacific had no obligation to search or 

produce these documents.  The only document request even remotely related to this topic is 

Request No. 15, which states: 

                                                
1 Any additional information with respect to Georgia-Pacific’s position vis-à-vis Procter & 
Gamble’s use of “quilt” would reveal privileged communications or the mental impressions, 
conclusions, opinions or legal theories of counsel, and is thus not discoverable.   
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All documents and things in Opposer's possession or control referring or relating to any 
third-party use or registration of any name, Mark, or designation that consists of or 
includes the term “QUILT” or variations thereof, in connection with goods or services in 
connection with bathroom tissue, facial tissue and/or directed related to the goods 
identified in the registrations for Opposer’s marks.  
 

To the extent that Georgia-Pacific has in its possession any competitive advertisements making 

use of “quilt” or other variation formative, it already has produced those in discovery.   

 The only other unanswered question that Global Tissue contends relates to “competitive 

brands” is a question regarding one statement in a declaration given by Georgia-Pacific’s in-

house counsel in a lawsuit against Procter & Gamble involving its use of an emboss design on 

bath tissue.  (See Global Tissue’s Motion, at 11.)  The declaration contains a statement that 

Georgia-Pacific discovered Procter & Gamble’s use of this design during a “routine field 

investigation.”  (see Towle Dep., at 47:13-17.)  Mr. Towle stated in his deposition that he could 

not identify what a “routine field investigation” was as referenced in the declaration.  Again, this 

question has nothing whatsoever to do with “brand awareness and competitive brands” and falls 

squarely outside the scope of topics listed in Category 7.  Georgia-Pacific complied fully with its 

discovery obligations as to this issue, and Global Tissue’s motion does not provide any 

justification for ordering a further deposition.   

 e. Questions Pertaining to an Unrelated Lawsuit are not within the 
Scope of the Deposition Notice. 

 
 Finally, Global Tissue’s motion cites a number of deposition questions that Global Tissue 

wrongly characterizes as pertaining to “objections made by opposer” pursuant to Category 9 of 

the deposition notice, which states, “Objections made by Opposer as to any third party’s use 

and/or registration of any name, mark or designation which includes the term ‘QUILT’ or 

variations thereof.”  (See Global Tissue’s Motion, at 12-13 & Ex. A.)  However, in the line of 

questioning cited by Global Tissue, Mr. Towle was asked a series of questions regarding a 
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Complaint filed in a false advertising lawsuit that Georgia-Pacific brought against Procter & 

Gamble, in which Georgia-Pacific alleged that Procter & Gamble ran a television commercial 

that made false and misleading statements regarding its BOUNTY®-brand paper towels.  (See 

Towle Dep., at 98:19-100:3.)2  That lawsuit is irrelevant to this proceeding.  More importantly, 

Global Tissue asked questions outside the scope of any of the noticed deposition topics.  

Therefore, the Board should not compel Georgia-Pacific to proffer yet another witness on this 

issue. 

 2. Georgia-Pacific’s Privilege Log Complies with Rule 26. 
 
 Global Tissue cites no authority supporting its claim that Georgia-Pacific’s privilege log 

fails to meet the requirements of Rule 26.  Georgia-Pacific provided Global Tissue with two 

privilege logs:  one listing privileged documents withheld from Georgia-Pacific’s production of 

hard-copy documents (Ex. 3 to Towle Deposition), and the other listing electronically-stored 

information (“ESI”) withheld (Ex. 4 to Towle Deposition).  The privilege log complained of by 

Global Tissue is the latter relating to Georgia-Pacific’s production of ESI, which involved the 

review and production of over 32,000 electronically-stored files.  In this production, Georgia-

Pacific withheld approximately 1,500 emails and other electronic documents on the basis of 

privilege.   

 The 21-page privilege log contains detailed information regarding each file withheld, 

including the date, type of document, sender, recipient, description of the subject matter, and 

nature of the privilege asserted. (See Ex. M to Global Tissue’s Motion.)  The information 

provided thus more than satisfies the requirements of Rule 26(b)(5) to “describe the nature of the 

documents, communications, or tangible things not produced or disclosed—and do so in a 

                                                
2 A copy of the Complaint referenced as Exhibit 39 in the Towle Deposition is attached at 
Exhibit B. 
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manner that, without revealing information itself privileged or protected, will enable parties to 

assess the claim.”  FED. R. CIV . P. 26(b)(5).   

 Indeed, courts have held that privilege logs similar to that produced by Georgia-Pacific 

provided sufficient notice of the nature of the documents withheld and privilege asserted, and 

thus met the requirements of Rule 26.  See Jordan v. Wiley, No. 07-00498, 2009 WL 2913231, at 

*3 (D. Colo. Sept. 8, 2009) (privilege log satisfied requirements of Rule 26 where it “describe[d] 

the documents, identifie[d] the creators and recipients of the documents, and specifie[d] the 

privilege claimed for each document”); Cencast Servs, L.P. v. United States, 91 Fed. Cl. 496, 

503 (Fed. Cl. 2010) (“The descriptions in defendant’s privilege log-many of which are quoted 

below-while somewhat skeletal, meet the requirements of [Rule 26(b)(5)] by adequately 

describing the communications and circumstances surrounding the occurrence of 

communications between employees of the [defendants] and the [defendant’s] attorneys.”); In re 

Grand Jury Investigation v. The Corporation, 974 F.2d 1068, 1071 (9th Cir. 1992) (privilege log 

met the requirements of Rule 26 where it identified (a) the attorney and client involved, (b) the 

nature of the document, (c) all persons or entities shown on the document to have received or 

sent the document, (d) all persons or entities known to have been furnished the document or 

informed of its substance, and (e) the date the document was generated, prepared, or dated.”) 

 The only evidence that Global Tissue cites to support its argument is Mr. Towle’s 

testimony that he could not specifically identify in his deposition one email listed on the 21-page 

privilege log.  However, it is highly unreasonable to expect Mr. Towle to specifically recall one 

email of the thousands he receives each year, and his testimony is in no way sufficient to show 

that the privilege log itself is deficient.  “The basic objective [of Fed. R. Civ. P. 26(b)(5)] is a 

sufficient description of the matters withheld to satisfy the needs of the case,” and Global Tissue 
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failed to show how the privilege log fails to satisfy this requirement.  See 8 Charles Alan Wright 

& Arthur R. Miller, Federal Practice and Procedure § 2016.1.  Therefore, the Board should 

deny Global Tissue’s motion to compel a revised privilege log.    

C. CONCLUSION 

  For all of these reasons, the Board should not alter its March 25 Order denying Global 

Tissue’s Motion to Compel, and the current Motion should be denied in its entirety. 

 DATED:   June 16, 2010. 
       Respectfully submitted, 

 
 

      /s/Charlene R. Marino 
R. Charles Henn Jr. 
Charlene R. Marino 
KILPATRICK STOCKTON LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, Georgia  30309-4530 
Tel:  (404) 815-6500 
Fax:  (404) 815-6555 
chenn@kilpatrickstockton.com 
 
Attorneys for Opposer 
Georgia-Pacific Consumer Products LP 
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CERTIFICATE OF SERVICE  

 

 I hereby certify that a true and correct copy of the foregoing OPPOSER’S RESPONSE 

IN OPPOSITION TO APPLICANT’S MOTION TO COMPEL has been served on counsel for 

Global Tissue Group, Inc. by mailing a copy on June 16, 2010, via email and overnight mail, 

postage prepaid, and addressed as follows: 

 
Charles R. Hoffmann 
R. Glenn Schroeder 
Hoffmann & Baron, LLP 
6900 Jericho Turnpike 
Syosset, New York 11791 
 
choffmann@hoffmannbaron.com 
gschroeder@hoffmannbaron.com  

 
       /s/Charlene R. Marino 
       Charlene R. Marino 
       Attorney for Opposer 

        Georgia-Pacific Consumer Products LP 
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