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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
GEORGIA-PACIFIC CONSUMER  
PRODUCTS LP, 
 

Opposer, 
 

v. 
 
GLOBAL TISSUE GROUP, INC. 
 

Applicant. 

 
 
 
 

 
Opposition No.:  91184529 
Serial No.:  77/364,616 

 
GEORGIA-PACIFIC’S CONSOLIDATED OPPOSITION TO  

APPLICANT GLOBAL TISSUE GROUP’S MOTIONS TO EXTEND THE 
DISCOVERY PERIOD AND TO COMPEL DISCOVERY  

 
 During the entire 18 months this Opposition has been pending, Applicant Global 

Tissue Group (“Global Tissue”) slept on its rights, delayed and obstructed Georgia-Pacific’s 

efforts to take discovery, and utterly failed to pursue any of the discovery Global Tissue now 

seeks.  Despite the fact that the close of discovery was extended twice, Global Tissue failed 

to notice the depositions of any of Georgia-Pacific’s witnesses and failed to follow up on any 

of its document requests.  Now, on the eve of the close of discovery, Global Tissue asks the 

Board to re-open discovery for an additional two months and to compel the untimely-noticed 

depositions of six witnesses of Georgia-Pacific—witnesses Global Tissue has known about 

for more than a year.    

 Global Tissue’s motions are merely the latest in a continued strategy designed entirely 

to obstruct and delay resolution of this matter.  Global Tissue’s failure to take any 

depositions until the last minute was a direct result of its own lack of diligence.  The alleged 

“deficiencies” in Georgia-Pacific’s document production are nothing more than a 

manufactured excuse for the discovery extension.  Indeed, the documents sought by Global 
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Tissue are irrelevant and/or privileged and thus should not have been produced by Georgia-

Pacific in the first place.   

 Discovery has gone on long enough.  Global Tissue made its bed and now should be 

required to lie in it.  The Board should deny the motion to extend discovery as well as the 

motion to compel, and this case should be allowed to proceed to a swift conclusion. 

RELEVANT FACTS  

A. Procedural History 

 On June 11, 2009, Georgia-Pacific filed its Notice of Opposition.  Although the 

original close of discovery was scheduled by the Board for February 16, 2009, since that 

time it has been reset twice, on May 4 and September 9.  (See Dkt. 13 and 22.)  Both 

extensions of the discovery period were necessitated by obstructionist and delay tactics on 

the part of Global Tissue. 

   While Georgia-Pacific substituted counsel early in this proceeding (in December 

2008), it worked diligently to complete discovery within the originally set discovery period 

and Georgia-Pacific served timely notices for depositions of Global Tissue witnesses.  In 

January 2009, however, Georgia-Pacific was forced to file a motion for an extension of the 

discovery period, because Global Tissue: (1) would not make its witnesses available for 

noticed depositions before the close of discovery; (2) refused to consent to Georgia-Pacific’s 

proposed Protective Order eventually approved by the Board; and (3) refused to produce 

documents prior to the Board’s resolution of Georgia-Pacific’s Motion for Protective Order.  

(See Dkt. 8.)  Global Tissue opposed the motion.  (See id.)  On May 4, 2009, the Board 

granted the motion and extended discovery to July 10.  (See Dkt. 13.)  
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 On June 4, 2009, the parties completed the exchange of documents, and Georgia-

Pacific took depositions of Global Tissue’s witnesses a few weeks later, on June 24.  (Marino 

Dec. ¶ 7.)  In these depositions, Global Tissue once again engaged in obstructionist tactics 

when its witnesses refused to answer relevant questions, requiring Georgia-Pacific to move 

to compel responses with the Board shortly before the close of discovery.  (See Dkt. 16.)  

After oral argument with the interlocutory attorney, the Board granted Georgia-Pacific’s 

Motion to Compel and reset the close of discovery to December 2, 2009, to provide 

sufficient time for Georgia-Pacific to re-take the deposition of Global Tissue’s recalcitrant 

witnesses.  (See Dkt. 22.)  Georgia-Pacific worked cooperatively with Global Tissue to find a 

convenient date for the Board-ordered follow-up deposition of Global Tissue’s 30(b)(6) 

representative, and completed it on October 23.  (Marino Dec. ¶ 9.)    

B. Global Tissue’s Last-Minute Deposition Notices. 

 During the discovery period, Georgia-Pacific asked Global Tissue’s counsel on 

several occasions whether it intended to depose anyone from Georgia-Pacific.  (Id. ¶ 10.).  

On every occasion, Global Tissue told Georgia-Pacific’s counsel that it did not intend to take 

any depositions. (Id.)   More than one year ago, in November 2008, Georgia-Pacific 

responded to Global Tissue’s Interrogatories and Requests for Production of Documents, and 

at that time Georgia-Pacific disclosed the witnesses who may have knowledge relevant to 

this case.  (Id. ¶¶ 2-3.)  Thus, over the span of an entire year, Global Tissue never asked to 

depose any of these witnesses.    

 For the first time, on November 2, 2009, Global Tissue’s new counsel contacted 

counsel for Georgia-Pacific, advising of the substitution of counsel and indicating that they 

would be noticing depositions.  (Id. ¶ 12.)  On November 4 -- only seventeen business days 
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before discovery was set to close -- Global Tissue served six (6) deposition notices, 

unilaterally setting the depositions for two weeks later.  (Id. ¶ 13.)  Most of the witnesses 

noticed by Global Tissue are senior executives of Georgia-Pacific (one is a former employee 

over whom Georgia-Pacific has no control) and, due to their schedules and the Thanksgiving 

holiday, were unavailable to clear their schedules in order to be deposed prior to the close of 

discovery on December 2.  (Id. ¶ 14.)    

 Despite the fact that Global Tissue failed to provide reasonable notice of these 

depositions, and despite the significant inconvenience it imposed on Georgia-Pacific and its 

senior executives, Georgia-Pacific offered to make available two (2) witnesses—a 30(b)(6) 

representative and a witness of Global Tissue’s choosing—after the close of discovery, on 

December 3.  (Id.)    Global Tissue rejected Georgia-Pacific’s compromise offer and instead 

filed this motion.  (Id.)    

C. Global Tissue’s Last-Minute Document Requests. 

 On November 17, 2009, Global Tissue requested that Georgia-Pacific produce a 

privilege log as well as search reports for marks listed in the Notice of Opposition and 

documents pertaining to unrelated litigation between Georgia-Pacific and Kimberly-Clark.  

(Id. ¶ 15 & Ex. A.)  Georgia-Pacific promptly responded to this request -- the very next day -

- by producing its privilege log and explaining that it had no responsive search reports other 

than a 2002 search report for the mark IT’S ALL IN THE QUILTING.1  (Id. ¶ 16 & Ex. B.)  

Because the search report is protected by the attorney-client privilege and work product 

doctrine, and because its date (seven years ago) rendered it irrelevant to this proceeding, 

Georgia-Pacific declined to produce the search report.  (Id.) 
                                                
1 The search report was properly listed on Georgia-Pacific’s privilege log. 
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 Georgia-Pacific also responded to Global Tissue’s last-minute request for documents 

pertaining to the litigation between Georgia-Pacific and Kimberly-Clark.  First, the litigation 

is irrelevant to this proceeding because it involved an objection to Kimberly-Clark’s use of a 

diamond-shaped emboss pattern imprinted on bath tissue, not use of a word mark 

confusingly similar to Georgia-Pacific’s QUILTED marks.  (Id. ¶ 17 & Ex. B.)    Second, 

Georgia-Pacific advised Global Tissue that because the pleadings in that matter were 

publicly available (on PACER, for example), they could be downloaded directly by Global 

Tissue without imposing a burden on Georgia-Pacific.  Third, Georgia-Pacific already had 

produced all of the same documents in this proceeding that Georgia-Pacific produced to 

Kimberly-Clark in that proceeding.  Fourth, all of the documents produced by Kimberly-

Clark were marked “confidential” or “attorneys-eyes-only” pursuant to a Protective Order, 

and thus could not be disclosed by Georgia-Pacific.  (Id.).   

 The only documents from the Kimberly-Clark litigation that were not publicly 

available, covered by a Protective Order, or already produced to Global Tissue were emails 

between outside litigation counsel for Georgia-Pacific and outside litigation counsel for 

Kimberly-Clark relating to procedural issues such as extensions of time, deposition 

scheduling, briefing page limits, and the like.  (Id.)  These documents have absolutely 

nothing to do with the issues before the Board in the present action and are neither relevant 

nor reasonably calculated to lead to the discovery of admissible evidence.       
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ARGUMENT AND CITATION OF AUTHORITY  

A. Global Tissue’s Unreasonable Delay in Conducting Discovery is not Good Cause 
for an Extension of the Discovery Period.  

 A party moving for an extension of the discovery period must show “good cause” for 

the requested extension.  TBMP § 509.01.  Moreover, “a party moving to extend time must 

demonstrate that the requested extension of time is not necessitated by the party’s own lack 

of diligence or unreasonable delay in taking the required action during the time previously 

allotted therefore.”  TBMP § 509.01(a) (emphasis added).  Global Tissue’s failure to act 

diligently in conducting discovery is not “good cause” for an extension of the discovery 

period.  As the Board explained: 

A party may not wait until the waning days of the discovery period to serve his 
discovery requests or notices of deposition and then be heard to complain that 
he needs an extension of the discovery period in order to take additional 
discovery.  Mere delay in initiating discovery does not constitute good cause 
of an extension of the discovery period.  If a party believes that issues in a case 
are complex and may involve lengthy discovery, it is his responsibility to 
begin taking discovery early in the discovery period.  To allow an extension 
for all purposes herein would be to reward [applicant] for its delay in initiating 
discovery, a result which is to be discouraged. 

 
Luehrmann v. Kwik Kopy Corp., 2 U.S.P.Q.2d 1303, 1305 (T.T.A.B. 1987). 

  Global Tissue’s claim that it has acted diligently throughout discovery is belied by 

the fact that, since serving Georgia-Pacific with interrogatories and document requests in 

October 2008, it has done nothing to pursue discovery.  It willingly chose to sleep on its 

rights throughout this proceeding, including several extensions of the discovery period, and 

cannot now reasonably seek to extend discovery at the eleventh hour.  See Springs Window 

Fashions, LP v. Novo Industries, LP, 323 F.3d 989 (Fed. Cir. 2003) (“When a party fails to 
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secure discoverable evidence due to his own lack of diligence, it is not an abuse of discretion 

for the trial court to refuse to grant a continuance.”)   

 Although Global Tissue notes that the witnesses it seeks to depose are those identified 

by Georgia-Pacific in interrogatory responses, Global Tissue conveniently fails to mention 

that Georgia-Pacific identified two of these witnesses in its Initial Disclosures served on 

September 19, 2008, and the remaining witnesses in its interrogatory responses on November 

4, 2008.  Thus, Global Tissue has known of these witnesses for over a year, and never once 

noticed their depositions or even requested available dates for their depositions.   

 Global Tissue’s claim that an extension is necessary because Georgia-Pacific’s 

document production is “deficient” is a further red herring.  Global Tissue received Georgia-

Pacific’s document production in June and never once raised any issues regarding perceived 

deficiencies.  As shown below, Georgia-Pacific has produced all responsive documents in its 

possession in a timely manner.  Any “deficiencies” alleged by Global Tissue are a 

contrivance intended to cover up its own lack of diligence. 

 Global Tissue has had ample time to complete discovery in this matter.  See 

Luehrmann, 2 U.S.P.Q.2d at 1305 (denying in part request for additional discovery where 

moving party “did nothing” during the discovery period).  Its recent decision to substitute 

counsel and to pursue a more aggressive discovery strategy at the last minute does not 

constitute “good cause” for an extension.  This proceeding has already languished long 

enough due to Global Tissue’s dilatory tactics, and resolution of Georgia-Pacific’s claims on 

the merits should not be further delayed.    
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B. Global Tissue’s Unreasonable Delay Mandates Denial of its Motion to Compel. 

1. The Requested Depositions Were Not Timely Noticed. 

 Because Global Tissue slept on its rights for an entire year and failed to diligently 

pursue discovery depositions, its motion to compel depositions should be denied.  A 

deposing party must give “reasonable notice” in writing to the other party of a discovery 

deposition.  See FED. R. CIV . P. 30(b)(1).  Global Tissue served six deposition notices on 

November 4 for depositions unilaterally scheduled for 10 business days later (the week 

before Thanksgiving), which is not reasonable notice for the five senior executives and one 

former employee of Georgia-Pacific sought to be deposed.2  Therefore, its motion to compel 

the depositions should be denied.  See In re Sulfuric Acid Antitrust Litig., 231 F.R.D. 320, 

327 (N.D. Ill. 2005) (denying plaintiffs’ motion to compel two depositions, noticed ten days 

prior to the deposition dates and slightly more then two weeks before the close of discovery); 

see also Al-Kidd v. Gonzales, No. CV: 05-093-S-EJL-MHW, 2008 WL 2788418, *4-5 (D. 

Idaho July 17, 2008) (denying plaintiff’s motion to compel, finding the deposition notice five 

days before the deposition was to occur, which was two days before the cutoff period for 

discovery, and where the claims against the defendants had “existed for quite some time”); 

Erbe Elektromedizin GmbH v. Candy, Civ. A. No. 05-1674, 2006 WL 2287176, *1 (W.D. 

Pa. Nov. 21, 2006) (denying plaintiffs’ motion to compel the deposition of nine deponents 

noticed on the last day of discovery, noting that plaintiffs did not propound any discovery for 

seven months, but instead waited until the last day). 

                                                
2 Despite the fact that Global Tissue failed to notice these depositions in a timely fashion, 
Georgia-Pacific offered to make available two witnesses—a 30(b)(6) representative and a 
witness of Global Tissue’s choosing—available after the close of discovery on December 3, 
the first possible date they were available.  Global Tissue rejected this compromise offer.  
(Marino Dec. ¶¶ 6-7.) 
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2. Georgia-Pacific’s 7-Year-Old Search Report Is Privileged and Irrelevant. 

 Georgia-Pacific is not in possession, custody, or control of trademark search reports 

covering the marks at issue in this matter.  The only exception is a 2002 search obtained by 

Georgia-Pacific’s in-house legal department in connection with the mark IT’S ALL IN THE 

QUILTING.   This search report, however, is privileged and confidential work product, and 

is thus not discoverable.  See Flagstar Bank, FSB v. Freestar Bank, N.A., No. 09 C 1941, 

2009 WL 2706965, *4 (Aug. 25, 2009) (rejecting a “bright-line rule that would render all 

documents that demonstrate the execution of a trademark search and all trademark search 

reports, non-privilege[,]” and finding plaintiff’s search report to be protected from discovery 

under the attorney-client privilege).  

 In addition to the privilege concerns, the outdated search report has no relevance to 

the issues in this proceeding.  The search report was conducted seven years ago, and thus it 

has no bearing on the current market perception of Georgia-Pacific’s family of QUILTED® 

trademarks.  See Univ. of Ga. Athletic Ass’n v. Laite, 756 F.2d 1535, 1545 n.27 (11th Cir. 

1985) (third party use of mark only relevant where it can be shown that the marks are 

recognized by the public); McGraw-Edison Co. v. Walt Disney Prods., 787 F.2d 1163, 1171 

(7th Cir. 1986) (existence of other registrations only relevant where it can be shown that the 

marks are actually currently being used by third parties to the extent that they are recognized 

by consumers). 

3. Irrelevant Documents From Third-Party Litigation Should Not Be 
Compelled. 

 The documents pertaining to the federal litigation between Georgia-Pacific and 

Kimberly-Clark are also not discoverable.  As a preliminary matter, such documents are not 
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responsive to Global Tissue’s Document Requests (see Nos. 16, 17, 21, & 22, cited by 

Global Tissue in its Motion), because the litigation between Georgia-Pacific and Kimberly-

Clark does not involve Kimberly-Clark’s use of the term “QUILT.”  Rather, the litigation 

relates to Kimberly-Clark’s diamond-shaped emboss pattern imprinted on sheets of bath 

tissue.  (Marino Dec. ¶ 17 & Ex. B.) 

 Even if the documents were responsive to a properly-served Document Request, 

Georgia-Pacific should not be compelled to produce them.  First, the substantive pleadings 

pertaining to the Kimberly-Clark litigation (as well as the corresponding TTAB cancellation 

action) are available to Global Tissue on the Internet through the PACER and TTABVUE 

systems.  See Tequila Centinela, S.A. de C.V. v. Bacardi & Co. Ltd., 242 F.R.D. 1, 11-12 

(D.D.C. 2007) (“Typically, courts do not order discovery of public records which are equally 

accessible to all parties.”) (citations omitted); Fresenius Med. Care Holding Inc. v. Baxter 

Int’l, Inc., 224 F.R.D. 664, 656 (N.D. Cal. 2004) (denying plaintiff’s motion to compel as to 

publicly available documents); Dushkin Publ’g Group, Inc. v. Kinko’s Serv. Corp., 136 

F.R.D. 334, 335 (D.D.C. 1991) (“To the extent [plaintiff] seeks documents that have been 

filed with the court in the Southern District and that are a matter of public record, the 

plaintiff’s motion to compel is denied.”); Sec. and Exch. Comm’n v. Samuel H. Sloan & Co., 

369 F. Supp. 994 (S.D.N.Y. 1973) (“It is well established that discovery need not be required 

of documents of public record which are equally accessible to all parties.”).   

 Second, the documents produced in discovery by Georgia-Pacific to Kimberly-Clark 

already were included among the materials Georgia-Pacific produced to Global Tissue in this 

matter.  (Marino Dec. ¶ 17 & Ex. B.)  The documents produced in discovery by Kimberly-

Clark cannot be produced by Georgia-Pacific in this action because they were produced on a 
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“confidential” or “attorneys-eyes-only” basis pursuant to a Protective Order in that case.  

(Id.) 

 The only materials (i) not already produced, (ii) protected by a Protective Order, or 

(iii) publicly available for Global Tissue to download, are the emails between outside 

litigation counsel for both Georgia-Pacific and Kimberly-Clark relating to mundane 

procedural issues such as extensions of time, deposition scheduling, briefing page limits, and 

the like.  (Id.)  These are neither relevant nor reasonably calculated to lead to the discovery 

of admissible evidence in this Board proceeding.  Thus, the Board should deny Global 

Tissue’s motion to compel these materials. 

CONCLUSION 
 

 Global Tissue’s last-minute change in counsel at the close of discovery is not 

sufficient “good cause” to overcome its prior negligence in failing to diligently pursue 

discovery during the discovery period.  It would be highly prejudicial to Georgia-Pacific, 

which acted diligently throughout discovery, to delay the resolution of this matter any 

further, and require it to incur the significant expense of another two months of discovery 

and six witness depositions.  The documents sought by Global Tissue are privileged, publicly 

available, or are irrelevant and not reasonably calculated to lead to the discovery of 

admissible evidence.  For all of these reasons, Global Tissue’s motion to compel and extend 

discovery should be denied. 
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 This 15th day of December, 2009. 

/s/ Charlene R. Marino 
R. Charles Henn Jr. 
Charlene R. Marino 
KILPATRICK STOCKTON LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, Georgia  30309-4530 
Telephone: (404) 815-6500 
Facsimile: (404) 815-6555 
 
Attorneys for Opposer Georgia-Pacific 
Consumer Products LP 
 

 

   



13 
 
US2008 1010312.1  
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
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GLOBAL TISSUE GROUP, INC. 
 

Applicant. 
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CERTIFICATE OF SERVICE  

 The undersigned hereby certifies that on this date, December 15, 2009, a copy of this 

paper has been served upon Applicant, by email and by U.S. mail, to Applicant’s current 

identified counsel, as set forth below: 

 
   Charles R. Hoffmann 
   R. Glenn Schroeder 
   Hoffmann & Baron, LLP 
   6900 Jericho Turnpike 
   Syosset, New York 11791 
 
 
      /s/ Charlene R. Marino  
      Charlene R. Marino 
 
      Attorney for Opposer Georgia-Pacific 
      Consumer Products LP 
 

  
 
 
 






































