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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Nikki Beach Hotels and Resorts LLC
Entity Corporation Citizenship Florida
Address 2800 Biscayne Blvd. Suite 600

Miami, FL 33137
UNITED STATES

Name Penrod Management Group Inc.
Entity Corporation Citizenship Florida
Address 2800 Biscayne Blvd. Suite 600

Miami, FL 33137
UNITED STATES

Name Penrod Management International LLC
Entity Corporation Citizenship Florida
Address 2800 Biscayne Blvd Suite 600

Miami, FL 33137
UNITED STATES

Name Penrod Brothers, Inc.
Entity Corporation Citizenship Florida
Address 2800 Biscayne Blvd. Suite 600

Miami, FL 33137
UNITED STATES

Correspondence Steven Savola

information Nikki Beach Hotels and Resorts LLC

2800 Biscayne Blvd. Suite 600

Miami, FL 33137

UNITED STATES

stevesavola@nikkibeach.com Phone:786-390-1297

Applicant Information

Application No 77169992 Publication date 05/13/2008
Opposition Filing 06/09/2008 Opposition 06/12/2008
Date Period Ends

Applicant Nikki Beach LLC

3710 Factoria Blvd. SE
Bellevue, WA 98006
UNITED STATES

Goods/Services Affected by Opposition


http://estta.uspto.gov

Class 044.

All goods and services in the class are opposed, namely: tanning salons

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2750363 Application Date 05/29/2002

No.

Registration Date | 08/12/2003 Foreign Priority NONE
Date

Word Mark

NIKKI BEACH RESTAURANT & BAR

Design Mark

Description of
Mark

NONE

Goods/Services

Class 043. First use: First Use: 1999/12/01 First Use In Commerce: 1999/12/01
Bar Services and Restaurant Services

U.S. Registration | 3031488 Application Date 03/15/2004

No.

Registration Date | 12/20/2005 Foreign Priority NONE
Date

Word Mark NIKKI BEACH

Design Mark

Description of NONE

Mark

Goods/Services

Class 043. First use: First Use: 1999/12/01 First Use In Commerce: 1999/12/01
restaurant and bar services

U.S. Registration | 3379386 Application Date 09/13/2005

No.

Registration Date | 02/05/2008 Foreign Priority NONE
Date

Word Mark NIKKI BEACH

Design Mark

Description of
Mark

The mark consists of a stylized blue teepee consisting of a large "X" and a a
small triangle within the "X" over the name "NIKKI BEACH" in blue letters.

Goods/Services

Class 035. First use: First Use: 2006/06/01 First Use In Commerce: 2006/06/01
Restaurant management for others

Class 043. First use: First Use: 2006/06/01 First Use In Commerce: 2006/06/01
Cafe-restaurants; restaurant and bar services; restaurant services; restaurants

U.S. Application 77174488 Application Date 05/07/2007

No.

Registration Date | NONE Foreign Priority NONE
Date




Word Mark

NIKKI BEACH HOTELS & RESORTS

Design Mark

Description of
Mark

The mark consists of blue appearing in the Teepee design and in the wording
NIKKI BEACH. The color gray appears in the wording HOTELS AND
RESORTS.

Goods/Services

Class 035. First use:

Administrative hotel management; Association services, namely, promoting
diversity in the restaurant and hotel industries on behalf of employees, vendors,
management, and owners; Business management of hotels for others; Hotel
management for others; Management of hotel incentive programs of others;
Managing and operating resort hotels and business conference centers of
others; Providing hotel rate comparison information; Franchising, namely,
offering technical assistance in the establishment and/or operation of hotels and
restaurants; Offering technical assistance in the establishment and/or operation
of restaurants; On-line ordering services in the field of restaurant take-out and
delivery;; Restaurant franchising; Restaurant management for others

Class 043. First use:

Hotel services; Hotel services for preferred customers; Hotel, bar and restaurant
services; Hotels; Making hotel reservations for others; Providing advice to
tourists and business travelers on hotel and restaurant destinations; Providing
on-line reviews of restaurants and hotels; Providing temporary lodging services
in the nature of a condominium hotel; Reservation of hotel rooms for travelers;
Reservation of hotel rooms for travellers; Resort hotels; Cafe-restaurants; Carry-
out restaurants; Delicatessens; Fast food and non-stop restaurant services;
Fast-food restaurants; Fast-food restaurants and snackbars; Reservation of
restaurants; Restaurant and bar services; Restaurant services

U.S. Application 78956688 Application Date 08/21/2006

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

NIKKI BEACH RESORT AND SPA

Design Mark

Description of
Mark

NONE

Goods/Services Class 043. First use:
Hotel, bar and restaurant services; resort hotels; reservation of hotel rooms for
travelers
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The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.




Signature

/Steven Savola/

Name

Steven Savola

Date

06/09/2008




STATEMENT OF CLAIM

1. The Opposers’ Penrod Management Group, Inc. Nikki Beach Hotels and Resorts, LLC, Penrod
Management Group International, LLC and Penrod Brothers Inc. operate Nikki Beach which is a large
group of hotels, beach clubs, restaurants, lounges and bars throughout the world. Nikki Beach also sells
clothing and music.

2. Beginning in 1998, Penrod Brothers Inc. operated under the name “Nikki Beach” and a trademark
application was filed in 2002 with registration on 8.12.03. for “Nikki Beach Restaurant and Bar”

3. Since that time additional marks have been registered under the Nikki Beach brand including but not
limited to “Nikki Beach” and “Nikki Beach Resort and Spa” which are valid, subsisting, unrevoked and
not cancelled.

4. By virtue of extensive advertising, marketing, promotions and sales of its goods and services under
the “Nikki Beach” brand its name and marks have become well and favorably known to the public and
have developed as valuable symbols of Opposers’ business and goodwill appurtenant thereto.

5. On information and belief the Applicant, Nikki Beach Spa was not used prior to 2007 in connection
with the services listed in the application, namely tanning salons in class 44.

6. It must also be specifically noted that the Nikki Beach Hotels will have Spas that they will advertise,
market, promote and sell services for with the hotels.

7. The Applicant seeks registration of the mark used by Opposers’ for which it owns a valid federal
trademark registration and for services similar to that of Opposers’.

8. Use of the “Nikki Beach” mark by Applicant will cause confusion or mistake or deceive purchasers,
resulting in damage and detriment to Opposers’.

9. Upon information and belief, the mark cannot be registered consistent with section 2(d) of the
Lanham Act, 15 U.S.C. sec. 1052(d).

10. Opposers’ believe that they would be damaged by registration of the Mark, and request that
application Serial No. 77169992 be rejected, that no registration be issued thereon to Applicant, and
that this opposition be sustained in favor of the Opposition.



