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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HEAVEN HILL DISTILLERIES, INC., )
)
Opposer, ) Opposition No. 91183753
)
V. : )
. ) Serial No. 77/266,196
DIALLO YASSINN PATRICE, )  Mark: HYPNOTIZER
) Int’l Class: 033
Respondent. )

RESPONSE TO RESPONDENT’S MOTION TO STRIKE OPPOSER’S REPLY BRIEF

Heaven Hill Distilleries, Inc. (“Heaven Hill”), the Opposer, submits this Response
to the motion of Diallo Yassin Patrice (“Diallo”), the Respondent, to strike Heaven Hill’s reply
brief.

At the outset, Heaven Hill notes that the vast majority of Diallo’s Motion to Strike
Plaintiff’s Reply Brief (the “Motion”) is nothing more than a thinly veiled attempt by Diallo to
further reply to Heaven Hill’s substantive arguments by rehashing old arguments, tendering new
arguments, and attaching additional exhibits that are not properly of record in this proceeding.
Since this amounts to nothing more than an attempt by Diallo to submit a reply brief that is not
provided for by the Board’s rules, the Board should strike the Motion and give it no
consideration. Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28 U.S.P.Q.2d 1464, 1465 n.3
(TTAB 1993) (motion to strike portions of opposer’s reply brief given no consideration since
motion was essentially attempt by applicant to file a reply brief).

While Heaven Hill fully believes the Board will strike Diallo’s Motion, it will
now briefly address the statements and arguments set forth by Diallo in the various sections of

his Motion.



1. Diallo’s Misrepresentations Regarding His Rights to Use the HYPNOTIZER
Mark in Connection with Beverage Alcohol Products.

Diallo continues to misrepresent the status of his rights in the HYPNOTIZER
mark in France and the UK. For example, on page 5 of his brief, Diallo asserts that the French
registration certificate attached to his motion as Exhibit L' evidences his right to use the
HYPNOTIZER mark in connection with beverage alcohol products. This is simply not true.

The registration certificate includes no beverage alcohol products whatsoever
since it includes no goods in class 33 and the goods included from class 32?2 do not include any
beverage alcohol products. In fact, the only mention of alcohol in the listing of goods is to
specify that the class 32 aperitifs are alcohol-free (“aperitifs sans alcool”). Thus, this
registration, which issued in June, 2009, fully complies with the May 10, 2006, decision of the
Court of Appeal of Paris that Diallo did not then, and does not now, have the right to register and
use the HYPNOTIZER mark in connection with beverage alcohol products due to Heaven Hill’s
prior registration of the HPNOTIQ mark (see Exhibit 28 to the deposition of Justin Ames).
Diallo’s representation that he has the right to use the HYPNOTIZER mark in France based on
this registration is, therefore, completely and absolutely false and was intentionally and

knowingly made to the Board to advance his position.

! Heaven Hill notes that this document is not properly of record in this proceeding and that the
document is in French and no translation has been provided.

2 The listing of goods in class 32 is provided in French: jus de fruits; sirops et autres preparations
pour faire des boissons; limonades; nectars de fruits; sodas; aperitifs sans alcool; boissons
vitaminees; boissons energisantes, which, according to Google Translate, translates to fruit
juices; syrups and other preparations for making beverages; lemonade; nectars; sodas; alcohol-
free aperitifs; vitamin drinks; energy drinks.




A similar situation exists with regard to United Kingdom (“UK”) Trademark
Number M873089. Attached hereto as Exhibit A® is a more detailed printout from the UK
Intellectual Property Office (“IPO”) for the M873089 registration. This printout makes it clear
that M873089 is the UK designation of International Registration (“IR”) 873089 under the
Madrid Protocol, and, in a note toward the bottom of printout, the IPO directs users to the
website of the World Intellectual Property Organization (“WIPO”) for details of the definitive
IR. A review of the information in the WIPO’s Romarin database for IR 873089 reveals that IR
873089 was based on French registration no. 05 3 342 166 (this is also shown on the printout
from the UK IPO), which is the registration in which the Court of Appeal of Paris upheld Heaven
Hill’s opposition to the registration of the HYPNOTIZER mark to the extent the registration
extended to beverage alcohol products. The WIPO records further reveal that, on May 3, 2007,
all beverage alcohol products included in IR 873089 were deleted following the decision of the
Paris Court of Appeal affirming Heaven Hill’s French opposition. A copy of the publication
from the Word Intellectual Property Organization announcing the cancellation of IR 873089 with
respect to beverage alcohol products is attached hereto as Exhibit B. It is, therefore, clear that
M873089 is no longer pending with respect to beverage alcohol products since these goods are
no longer part of the definitive IR and that Diallo’s representations to the contrary are completely

and absolutely false.

3 Heaven Hill recognizes that the documents attached as exhibits to this Response will not result
in the documents being entered into evidence in this proceeding. Heaven Hill is not, however,
relying on these documents in support of its position that registration of Diallo’s HYPNOTIZER
mark is likely to cause confusion with Heaven Hill’s HPNOTIQ mark. Rather, Heaven Hill is
providing these documents to impeach the documents provided by Diallo and the false
statements made in his various filings with the Board in this proceeding..
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2. The Testimony of Heaven Hill’s Witnesses and the Exhibits Introduced
Therein Are Properly of Record.

As discussed in Heaven Hill’s Reply Brief, under 37 C.F.R. § 2.123(d), a trial
deposition “may be taken before persons designated by Rule 28 of the Federal Rules of Civil
Procedure.” Rule 28(a) provides that a deposition taken in the United States may be taken by
“an officer authorized to administer oaths either by federal law or by the law in the place of
examination”—Kentucky in this case. Finally, Kentucky Rule of Civil Procedure 28 provides
that depositions within Kentucky may be taken before a notary public. Here, the testimony of
each witness was taken before a notary public, Donna Chuppe, as shown by Chuppe’s certificate
that is appended to the transcript of each deposition.

As discussed in detail in Heaven Hill’s Reply Brief, the status of Ames as an
employee of Heaven Hill and Wesley as an employee of a company that provides services to
Heaven Hill does not disqualify them from offering testimony on this matter. Indeed, there
would be few witnesses in oppositions before the Board if such interested witnesses were
excluded. Diallo’s excuse for not cross-examining the Witnesses; “DIALLO is not right to
question people who work and are paid by the Opposer,” is nonsensical. Who else but the
adverse party would be right to question the other party’s witnesses?

Diallo’s arguments that the Board should simply disregard the witnesses’
testimony and the evidence they authenticated are meritless. His objections to and requests to
strike the testimony of Wesley and Ames should therefore be denied.

3. Registration of Diallo’s HYPNOTIZER Mark is Likely to Cause Confusion.

In its principal and reply briefs, Heaven Hill has provided the Board with an
extensive review of the undisputed testimonial and documentary evidence it has presented in

support of its case and an extensive analysis demonstrating that all of the relevant factors support
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Heaven Hill’s position that registration of the HYPNOTIZER mark would result in a likelihood
of confusion. Heaven Hill will, therefore, refrain from again reprising these substantive

arguments in response to Diallo’s Motion to Strike Heaven Hill’s Reply Brief.

CONCLUSION

Diallo’s Motion to Strike Plaintiff’s Reply Brief (the “Motion”) is nothing more
than an impermissible attempt by Diallo to submit a reply brief that is not provided for by the
Board’s rules. The Board should, therefore, strike the Motion and give it no consideration. Levi
Strauss, 28 U.S.P.Q.2d at 1465 n.3.

Respectfully submitted,

/Matthew A. Williams /

David A. Calhoun

Matthew A. Williams

WYATT, TARRANT & COMBS, LLP
PNC Plaza

500 West Jefferson Street, Suite 2800
Louisville, Kentucky 40202-2898

(502) 589-5235

Counsel for Opposer, Heaven Hill
Distilleries, Inc.
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20333225.2

Diallo Yassinn Patrice
2 Square Tribord
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/Matthew A. Williams /
One of Counsel for Opposer,
Heaven Hill Distilleries, Inc.
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PO Howe > Types of P > Trads marks = Onlins TW Serviess = Find trads rarks » By numbsr > Results

Case details for International Madrid{(UK) Trade Mark

M873089

—— Mark

Mark text:

HYPNOTIZER

r— Status
UK case status:
Claszes:

Opposition outstanding
33 32

Relevant dates

bate of international
registration:

Date of designation in UK:
Mext renewal date:

G7 QOctober 2005

07 Qctober 2005
G7 Qctober 2015

— Office of origin details
Office of origin:
QOffice of origin reference:

053242168

France
GH

07 October 2005

First advert:

—— Publication in Trade Marks Journal

Journakl:
8628
Publication date:
07 Aprit 2008

— List of goods or services
Class 33:
Class 32:

Alcohelic beverages, wines, spirits.
Besrs.

r—— Mames and addresses
Holder

UK service:

DIALLO v ASSINN PATRICE
2, =quare Tribord, F-31080¢ COURCOURONNES, France

4 Dialle Yassinn Patrice Cio Willy Bozor
14 Abbey Court, 20 HacLeod Street, London, United Kingdom, SE17 3HA

——— Earlier rights notification

Opted in for notifications

Explanation of terms used on this page

The "M" preftx is used purely within the UK and is not part of the Magrid (UK} registraticn number.

This enquiry shows information from the International Registration held by us. ff you want to see
detaile of the definttive International Registration, please viait the Weorid Inteflactual Froperly

Qreszation.
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partially canceled on 12.02.2007. | El registro suizo n® 532861
ha sido objeto de cancelacion parcial con fecha de 12.02.2007.
(580) 02.05.2007

869 865 (BH HENN GROUP). Produits et services non radiés
/ Goods and Services not cancelled | Productos y servicios no
cancelados:

7 Machines d'impression et leurs éléments, appareils
et machines de reliure et leurs éléments, a usage industriel.

7 Printing machines and their parts, bookbinding
apparatus and machines and their parts, for industrial
purposes.

7 MaAquinas de impresion y partes de éstas, aparatos
y (;né?giTas de encuadernacién y partes de éstas, para uso
industrial.

L'enregistrement de base n° 226 521 a fait I'objet d'une »

limitation a I'égard de certains produits. / The basic
registration No. 226 521 has been limited in respect of some
goods. | El registro de base n°226521 ha sido objeto de
limitacién respecto de algunos productos.

(580) 03.05.2007

871 935 (ORIGINAL BLA). Produits et services non radiés /
Goods and Services not cancelled | Productos y servicios no
cancelados:

33 Boissons alcoolisées (a l'exception de biéres), se
composant essentiellement de réglisse et vodka.

33 Alcoholic beverages (except beers), mainly
consisting of liquorice and vodka.

33 Bebidas alcohdlicas  (excepto  cervezas),
principalmente a base de regaliz y vodka.
L'enregistrement de base numéro VA 2005 03816
(enregistrement de base national VR 2005 04412), a fait I'objet
de modifications a [I'égard de certains produits. Ces
modifications ont été effectuées le 9 novembre 2005. / The
basic registration number VA 2005 03816 ( national basic
registration VR 2005 04412), has been changed in respect of
certain goods. The change was made on 9 November 20035.  El
registro de base numero VA 2005 03816 (registro de base
nacional VR 2005 04412), ha sido modificado respecto de
varios productos con fecha efectiva de 9 de noviembre de
2005.
(580) 03.05.2007

872 665 (TOPLUX). Produits et services non radiés / Goods
and Services not cancelled | Productos y servicios no
cancelados:

11  Appareils d'éclairage.

11 Apparatus for lighting.

11 Aparatos de alumbrado.
La demande de base numéro 882940 a fait I'objet d'une
cessation des effets. La cessation est intervenue suite a une
requéte introcduite le 12-01-2007. / Basic application number
882940 has ceased to have effects. This cessation resulted
Jfrom a request made on 12-01-2007. | la solicitud de base
nimero 882940 ha cesado sus efectos como resultado de una
notificacion del 12 de enero de 2007.
(580) 02.05.2007

872885 (CATTRONIC). Produits et services non radiés /
Goods and Services not cancelled | Productos y servicios no
cancelados:

9 Catalogue électronique, CD-ROM contenant des
catalogues électroniques; logiciel pour consulter un catalogue
électronique; aucun de ces produits n'étant en rapport avec des
équipements de construction ou d'exploitation miniére, des
moteurs diesel (2 'exception des moteurs diesel pour voitures
particuliéres), des moteurs & gaz naturel et moteurs industriels,
générateurs diesel et & gaz naturel et des groupes électrogénes.

9 Electronic  catalog, CD-ROM  containing
electronic catalogs, software for comsulting an electronic

catalog; none of these goods in connection with construction
or mining equipment, diesel engines (except diesel engines for
private cars), natural gas engines and industrial engines,
diesel and natural gas generators and generator units.

9 Catélogos electrénicos, CD-ROM que contienen
catalogos electronicos; programas informéaticos que permiten
consultar catalogos electrénicos; ninguno de estos productos
guarda relacién con equipos de construcién o de explotacion
minera, motores diesel (excepto motores diesel para
automoviles particulares), motores de gas natural y motores
industriales, generadores diesel y de gas natural y grupos
electrégenos.
les autres classes restent inchangées. / The other classes
remain unchanged. / No se han introducido cambios en las
demas clases. '
L'enregistrement de base 04 3 327 143 a fait I'objet d'un retrait
partiel en date du 20.02.2007. / The basic registration No. 04
3 327 143 was subject to a partial withdrawal on 20.02.2007.
!/ El registro de base 04 3 327 143 ha sido objeto de una retirada
parcial con fecha de 20.02.2007.

(580) 02.05.2007

873 089 (HYPNOTIZER). Produits et services radiés / Goods
and Services cancelled | Productos y servicios cancelados:

32 Biéres.

33 Boissons alcooliques, vins, spiritueux.

32 Beers.

33  Alcoholic beverages, wines, spirits.

32 Cervezas.

33 Bebidas alcohdlicas, vinos, bebidas espirituosas.
L'enregistrement de base n° 05 3 342 166 a fait 1'objet d'une
opposition a I'égard de certains produits en date du 21
septembre 2006. / Basic registration no. 05 3 342 166 was
opposed for a number of its goods on 21 September 2006. | E|
registro de base n° 05 3 342 166 ha sido objeto de oposicion
respecto de varios productos con fecha de 21 de septiembre de
2006.

(580) 03.05.2007

875021 (ROVER & LAKES). Produits et services non radiés
/ Goods and Services not cancelled | Productos y servicios no
cancelados:

28 Jeux et jouets, appareils de gymnastique et de
sport, articles de gymnastique et de sport compris dans cette
classe; planches de surf; skis nautiques; matériel de péche, a
savoir hamegons, lignes pour la péche, cannes a péche, leurres;
dispositifs de protection pour tibias, coudes, genoux et pour la
téte (articles de sport), capitonnages de protection (éléments de
combinaisons de sport); équipements de ski, notamment skis;
fart pour skis, fixations de skis, batons de ski, peaux de skis;
planches & neige; toboggans; matériel de golf, a savoir cannes,
balles, sacs de golf; ballons de matchs; filets pour jeux de
balles; matériel de tennis de table, de tennis, de badminton, de
hockey et de squash, notamment battes, raquettes, batons,
cannes, balles et volants; patins en ligne et patins 2 roulettes;
patins & roulettes alignées; planches a roulettes; protections
corporelles pour la pratique du patin en ligne et du patin a
roulettes; cerfs-volants; gants de jeu et de sport, compris dans
cette classe; matériel d'escrime, & savoir masques, armes;
matériel de culturisme, de mise en forme et d'entrainement
physique; haltéres; matériel pour jeux de billard, a savoir
tables, queues de billard; arcs pour la pratique du sport; jeux;
jeux automatiques autres que ceux congus pour n'étre utilisés
qu'avec des récepteurs de télévision, appareils de jeux
électroniques autres que ceux congus pour n'étre utilisés
qu'avec des récepteurs de télévision; piscines (articles de jeu),
tous les produits précités a l'exception de jouets sous forme de
véhicules, modéles réduits de véhicules et véhicules moulés
par injection.

28 Toys and games, gymnastic and sports apparatus,
gymnastic and sports articles included in this class;
surfboards; water skis; fishing sport equipment, namely fish
hooks, fishing lines, fishing rods, lures; shinbone, elbow, knee




