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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

------------------------------------------------------X
PETER MIGNOLA d/b/a METROSONIC,

Opposition No. 91182572

Plaintiff/Opposer, In re Application Serial No. 77/086,256

-against-
 

METROSONICS CONCEPTS LIMITED,

Defendant/Applicant.
------------------------------------------------------X

DECLARATION OF PETER MIGNOLA IN SUPPORT OF 
OPPOSER PETER MIGNOLA D/B/A METROSONIC’S  

CONSENT MOTION FOR EXTENSION OF TIME

Pursuant to 37 CFR §2.20, I, Peter Mignola, hereby declare and state as follows:

1. I am the Opposer in the present proceedings.  As such I am personally and fully familiar

with the facts, proceedings, matters and issues in the above-encaptioned case and have

personal knowledge of the following facts, except as indicated.

2. I make this declaration in support of my Motion for an Extension of Time for Filing a

Response to the Trademark Trial and Appeal Board's Order to Show Cause regarding

filing a brief in the above proceeding (hereinafter the “Motion”), to which the present

Declaration is annexed and for grant of the relief sought therein.

3. I have discussed the Motion with Applicant’s counsel who, as set forth herein below,

agreed to Extend the Time to December 8, 2010. 

4. On February 15, 2008,  I initiated the current proceedings by and through my prior

counsel Nicholas A. Penkovsky of Law Offices of Nicholas A. Penkovsky, P.C.(herein

after “Prior Counsel”), by filing a Notice of Opposition.

5. A short time after the filing of the Notice of Opposition, I was informed by my prior

counsel that the Applicant METROSONICS CONCEPTS LIMITED (hereinafter
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“Applicant”) wished to settle the matter.  Consequently, Applicant and I, by and through

our then attorneys, began negotiations to settle the matter.

6. On April 28, 2008, my prior counsel informed me, via e-mail,  that he had requested

Applicant’s settlement proposal in writing so as to avoid any misunderstandings. A copy

of said e-mail is annexed hereto as Exhibit 1.

7. On April 30, 2008, my prior counsel forwarded me an e-mail accompanied with

Applicant’s settlement proposal in writing.  A copy of said e-mail is annexed hereto as

Exhibit 2.

8. On May 1, 2008, my prior counsel forward me an e-mail attaching the parties’ Motion for

a 30-day extension.  A copy of the e-mail is annexed hereto as Exhibit 3.

9. On February 25, 2009, my prior counsel forwarded to me an e-mail in which he informed

me that Applicant had retained new counsel, Mr. Gordon Martin, and that settlement

negotiations were still ongoing.  A copy of the e-mail is annexed hereto as Exhibit 4.

10. On March 4, 2009, my prior counsel forwarded to me another e-mail, in which he

informed me that Applicant seemed “to be showing a genuine interest in wrapping things

up.”  A copy of the e-mail is annexed hereto as Exhibit 5.

11. On July 6, 2009, my prior counsel forwarded to me yet another e-mail in which he stated

as follows:

I am reviewing the revised proposed settlement agreement from the
other side and will forward same to you with my comments. 
I have also attached the final bill in this matter. There is a
disbursement for filing your trademark application.  There are no
further charges for concluding this matter or filing the Trademark
application as we had previously agreed upon. (Emphasis added).

This e-mail was issued exactly one day before the Opposition proceedings were due to

resume in accordance with the TTAB’s May 8, 2009 Order. A copy of the e-mail is

annexed hereto as Exhibit 6.

12. Yet this e-mail failed to provide me with any notice that if we did not finalize settlement

by the end of the day, or if we did not file for another request for the continuation of the

suspension, the Opposition Proceedings were due to resume.
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13. On July 21, 2009, my prior counsel sent me an e-mail regarding the filing of a trademark

application.  Once again he failed to provide me with any notice that the Opposition

Proceedings had resumed.  A copy of the e-mail is annexed hereto as Exhibit 7.

14. On July 27, 2009, my prior counsel sent me yet another e-mail in which he acknowledged

the receipt of my check.  Yet once again he failed to provide me with any notice that the

Opposition Proceedings had resumed. A copy of the e-mail is annexed hereto as Exhibit

8.

15. On January 29, 2010, my prior counsel sent me yet another e-mail. Once again he failed

to provide me with any notice that the Opposition Proceedings had resumed. A copy of

the e-mail is annexed hereto as Exhibit 9.

16. On March 16, 2010, my prior counsel sent me another e-mail in which he acknowledged

the receipt of my check.  Yet, once again he failed to provide me with any notice that the

Opposition Proceedings had resumed. A copy of the e-mail is annexed hereto as Exhibit

10.

17. Upon information and belief and with the exception of the e-mails set forth herein above,

I have received no further communications, electronic or otherwise, from prior counsel in

connection with the proceedings in this matter.

18. As seen from the foregoing, at no time did my prior counsel  provide me with Notice or

information that the proceedings had resumed pursuant to the TTAB’s May 8, 2009 Order

or that a brief was due within 60 days of June 18, 2010, the date of completion of the

proceedings.

19. As seen from the foregoing, at no time did my prior counsel  provide me with Notice of

the TTAB’s September 15, 2010 Order.

20. All of my communications with prior counsel ended following the filing of my U.S.

Trademark Application Serial No. 77/968,879, in March 2010, despite my numerous

attempts to contact him.

21. On or about October 2010, I became aware that there is an action pending in my U.S.

Trademark Application Serial No. 77/968,879 by visiting the United States Patent and
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Trademark Office website.

22.  At such time and in view of the fact that I had not heard from prior counsel, I decided to

retain new counsel in connection with my U.S. Trademark Application Serial No.

77/968,879.

23. To this end, I had a meeting with Panagiota Betty Tufariello, Esq. of Intellectulaw, The

Law Offices of P.B. Tufariello, P.C. on October 28, 2010 during which I was informed of

both the TTAB’s May 8, 2009 Order, and the TTAB’s September 15, 2010 Order.

24. It was during this October 28, 2010 meeting that I learned of the TTAB’s May 8, 2009

Order, and the TTAB’s September 15, 2010 Order for the very first time.

25. As a result, I retained Panagiota Betty Tufariello, Esq. of Intellectulaw, The Law Offices

of P.B. Tufariello, P.C. (herein after “new counsel”).

26. New counsel filed her Notice of Appearance on October 29, 2010 and my Notice of

Substitution of Counsel on November 1, 2010.

27. Upon information and belief, on or about November 3, 2010, new counsel began

discussions with Applicant’s counsel, in connection with all of the foregoing.

28. Upon information and belief, the discussions continued and, upon information and belief,

on November 8, 2010, new counsel received an e-mail from Applicant’s counsel that

states as follows: “ This will confirm our telephone conversation earlier today that in

order for the parties to pursue settlement discussions since you were only recently

retained, I have agreed to extend the time for filing a response to the Trademark Trial and

Appeal Board's Order to Show Cause regarding filing a brief in the above proceeding for

30 days from today's date. With the extension the new date will be December 8,

2010.You stated that you would file appropriate papers with the TTAB and send me a

copy. I will send you a copy of the settlement agreement which had been prepared last

year as soon as practicable.”  A copy of the e-mail is annexed hereto as Exhibit 11.

29. As it can be seen from all of the foregoing, I have not lost interest in or conceded to the

case.
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