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DESCRIPTION OF THE RECORD

OPPOSER’S EXHIBITS

Opposer’s 1 Second ReNotice of Deposition of Applicant Pursuant to
Fed.R.Civ.P. 30(b)(6)

Opposer’s 2 Applicant Portals Plus Product Catalog

Opposer’s 3 Applicant PortalsuBl Medium Pipe Boot Technical
Product Information from Applicant's website.
ALP00476

Opposer’s 4 Applicant PortalsuBl Medium Pipe Boot Technical
Product Information from Applicant's website (Opposeér's
Exhibit 3), with hand drawn addition. ALP00476

Opposer's 5 Applicant's advertisement, including Portals Plus and
Milcor logos, from Snips &de publication dated January
2008; Vol 77, No. 1

Opposer’s 6 Applicant Portals Plus Installation Instructions from
Applicant's website. ALP00479

Opposer’s 7 Excerpts from websitlr Milcor and Portals Plus,
including Portals Plus arndilcor logos. ALP00458-462

Opposer’s 8 Applicant PortalsuRl Product Selection list from
Applicant's website, including pipe boot information.
ALP00463 — ALP00472

Opposer’'s 9 Applicant Portals PIBge Flashings Technical Produc

Information from Applicant's website, including pipe
boot information. ALP00473 — ALP00478

—

Opposer’s 10

Applicant PortalsuBl Adapter Rings Technical Produg
Information from website. ALP00480 — ALP00481

—+

Opposer’s 11

Drawing and descriptiof Applicant's mark as alleged
in response in applicatioild at time of publication.

Opposer’s 12

Applicant's expired U.S. Patent No. 4,211,423, Res
entitled Roof Seal Device; ALP00209 — ALP00216

ech,

Opposer’s 13

Applicant Portals Plus Installation Instructions for Pi
Boots

be

Opposer’s 14

Hand drawn sketch of left side of hypothetical pipe k
by Attorney for Applicant, Dlis Allen, with hand drawn
additions points A and B by Attorney for Opposer,
Terence J. Linn

)OOt

Opposer’s 20

Color photograph of Opposer's black pipe boot with
inch base and stamp of “ALPHA SYSTEMS EPDM 1’
on the base (Applicant's Physical Exhibit 2)

13-

Opposer’s 21

Color photograph of Opposer's black pipe boot with
inch base and stamp of WO ABOVE RIB” (Applicant's
Physical Exhibit 2)

13-

Opposer’s 22

Color photograph of Opposer's white pipe boot with

13-

inch base (ApplicantBhysical Exhibit 1)




Opposer’s 23

Color photograph By&stone/Firestone black pipe boc
with 13-inch base anstamp “BFDP EPDM” on the
bottom horizontal ring (Applicals Physical Exhibit 4)

Opposer’s 24

Color photograph of Opposer's black pipe boot with
inch base and stamp of “ALPHA SYSTEMS EPDM 2’
(Applicant's Physical Exhibit 3)

O-

Opposer’s 25

Color photograph of Opposer's black pipe boot with
inch base and stamp ofuttabove rib” (Applicant's
Physical Exhibit 3)

O-

Opposer’s 26

Color photograph of Opposer's black pipe boot with
inch base and stamp of “CUT ABOVE RIB”
(Applicant's Physical Exhibit 3)

O-

Opposer’s 27

Color photograph of Firestone/Bidgestone black pip
boot with 9-inch base drstamp of “FBPCO” on the
base (Applicant's Physical Exhibit 5)

(1%}

Opposer’s 28

Color photograph of Firestone/Bidgestone black pip
boot with 9-inch base and “pipe flashing %2-1-1 %2-2 ¥4
epdm” on the base (Applicant's Physical Exhibit 5)

)

Opposer’s 29

Print-out of GenFlex Roofing Systems website page
pages

Opposer’s 30

Collection of first gas of U.S. Patents naming Micha
J. Hubbard as an inventor

Opposer’s 31

Firestone Technicdbirmation sheets for pipe boots a
flashings, 5 pages

Opposer’s 32

Bridgestone/Firestone black pipe boot with 13-inch |
(Applicant's Physical Exhib4), shown with clamping
band

Dase

Opposer’s 33

Bridgestone/Firestone black pipe boot with 13-inch |
(Applicant's Physical Exhib4), shown with clamping
band

base

Opposer’s 34

Color photograph of Opposer's black pipe boot with
inch base (Applicant's PhysicExhibit 2), shown with
clamping band

13-

Opposer’s 35

Color photograph of Opposer's black pipe boot with
inch base (Applicant's PhysicExhibit 2), shown with
clamping band

13-

Opposer’s 36

Color photograph of Opposer's black pipe boot with
inch base (Applicant's PhysicExhibit 3) show with
clamping band

O-

Opposer’s 37

Color photograph of Opposer's black pipe boot with
inch base (Applicant's PhysicExhibit 2) and Opposer's
black pipe boot with 9-inch base (Applicant's Physica
Exhibit 3) shown side by side

13-

D

Opposer’s 38

Color photographBifidgestone/Firestone black pipe

boot with 13-inch base (Applicant's Physical Exhibit 4)),

shown with clamping band




APPLICANT'S EXHIBITS

ot

Applicant’s 1 Hand drawn sketch of left side of hypothetical pipe bg

(Steimle) by Attorney for Applicant, Dillis Allen,

Applicant’'s 1 White 13-inch base pipe boot with stamping on base

(Kintzele) “Alpha Systems EPDM 1”

Applicant’s 2 Black, 13-inch bagepe boot with stamping on base of
“Alpha Systems EPDM 1”

Applicant’s 3 Black, 9-inch bag@pe boot with the stamping on base
“Alpha Systems EPDM 2”

Applicant’s 4 Black, 13-inch bag®pe boot with stamping on the
bottom horizontal circumference of “BFDP EPDM”

Applicant’'s 5 Black, 9-inch bag@pe boot with the stamping of
“BFPCO” and “PIPE FLASHING %2-1-1 %-2 ¥, EPDM

Applicant’s 6 1-color photograpdf pipe boot stamped ‘PFDP EPDM
on bottom horizontal circumference

Applicant’'s 7 1 color photograph pfpe boot, 13-inch base depicting
stamp on base “Alpha Systems EPDM 1”

Applicant’s 8 1 color photograph wfhite 13-inch base pipe boot

Applicant’s 9 1-page,hand drawlocument depicting steps on pipe

boot, dated 11-12-08, Labeled “Exh A”

Applicant’s 10

1-page, document I as “Exh B”, dated 11 (12 13)
08, hand-drawn diagram depigj steps of pipe boot

Applicant’'s 11

26-pages, documentarked “Confidential” from Maple
Mold Technologies

Applicant’s 12

52-pages, Pal$ Plus web-site print-outs

Applicant’s 13

222-pages, United StaRetents on various seals for rg
vent pipes or similar articles

of

Applicant’s 14

21-pages, purchagispecifications from Firestone
Specialty Products to Alpha Systems

Applicant’s 15

1-page, handawing of EPDM, TPO & PVC for
GenFlex Mold Types by Mr. Hubbard

Applicant’'s 17

Photos of Piggoot Insert for BFPD [Ex 4]

Applicant’s 18

Portals Plusivoices to Firestone (2005, 2006)

Applicant’s 21:A
portion only, remainder
is stricken from record

“Firestone Product Specifications,” pages 2-7 of Exhi
Pages 1, and 8-11 of Exhibit were stricken by Orders
dated December 20, 2010 and August 4, 2011

Dit.

Applicant’s 22

Modified D&endant's Exhibit 9 Drawing
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ATENTS

U.S. Patent No. 4,211,423 07/08/1980 Resech/ Roof Seal Device

U.S. Patent No. Des 269,454 06/21/1983 House®eal for Roof Vent Pipe or Similar
Article

U.S. Patent No. Des. 287,872 01/20/1987 EriksSaaling Device for Surrounding the Point
of Emergence of a Pipe from a Wall or Floor

U.S. Patent No. 917,167 04/06/1909 Shaw/ Roof Flashing

U.S. Patent No. 2,985,465 05/23/1961 Church/ Roof Flange Construction

U.S. Patent No. 3,704,894 12/05/19Midszuhn/ Bellows Sleeve

U.S. Patent No. 3,807,110 04/30/1974 Kaminski/ Multipurpose Roof Penetrating Curb

U.S. Patent No. 4,010,578 03/08/1977 Lay¥ Roof Flashing Structure

U.S. Patent No. 4,211,423 07/08/1980 Resech/ Roof Seal Device

U.S. Patent No. 4,318,547 03/09/1982 Ericson/iG®eUsed for the Connection of Pipes

U.S. Patent No. 4,342,462 08/03/1982 Carlesimqgugtdble Seal Member for Conduit to
Manhole Junction

U.S. Patent No. 4,535,998 08/20/1985 Katz/ Sealing Device for Hydraulic Energy
Dissipator of the Telescopic Type

U.S. Patent No. 4,570,943 02/18/1986 Houseman/ Sealing Flashing for Buildings with
Interlocking Ring Members

U.S. Patent No. 4,574,548 03/11/1986 Tupman/ Column Reglet

U.S. Patent No. 4,664,390 05/12/1987 Housdriéeather Seal Device for Conduit
Extending through Ridge Surface

U.S. Patent No. 4,673,034 06/16/1987 Hansest@aVater Wells Having Flexible Pad

U.S. Patent No. 4,676,513 06/30/1987 Tiegs/ Bmee Split Boot for Universal Joint

U.S. Patent No. 4,730,421 03/15/1988 Leeland/ Pitch Box

U.S. Patent No. 4,937,991 07/03/1990 Orth/ Flashing Unit for Sealing Roof Penetrations

U.S. Patent No. 5,067,291 11/26/1991 Even&ass-Through Roof Seal System

U.S. Patent No. 5,176,408 01/05/1993 Pederseal/ Bevice for Pipes Passing Through
Roof Structures

U.S. Patent No. 5,826,919 10/27/1998 Brawekible Penetration Fitting

U.S. Patent No. 5,988,698 11/23/1999 Braviekible Penetration Fitting

U.S. Patent No. 6,353,184 03/05/2002 Daoud/ Lowileréidapter for Variable Size Heat
Shrink Tubing Joint

U.S. Patent No. 6,362,427 03/26/2002 Daoud/ Rrofile Adapter for Variable Size
Tubing

U.S. Patent No. 6,591,561 07/15/2003 Evensen/ ipatef Roof DeckPost Construction

U.S. Patent No. 6,640,503 11/04/2003 Evensen/ iptatef Roof DeckPost Construction
and Method

U.S. Patent No. 6,647,682 11/18/2Q03 sigip/ Drain Pipe Connector

Patent and Trademark Office File Histay for Application Serial No. 76/461,157



DEPOSITION TRANSCRIPTS
Opposer Submitted
Deposition of Sean Steimle — Riglkand Confidential Transcripts
Deposition of Christopher Carl KintzeleRublic and Confidential Transcripts
Deposition of Michael John Hubbard — PublrdaConfidential — Trade Secret Transcript
Applicant Submitted:
Deposition of David Smith, Jr. — Non-Caaténtial and Confidential Transcripts
Deposition of David Smith]l — Non-Confidential ad Confidential Transcripts
Deposition of John Wayne MerrymarNon-Confidential Transcript
Deposition of Sean Steimle — Non-Confidehlieanscript, minus page 5, line 22 through
page 7, line 21 which were stricken by Orders dated December 20, 2010 and August 4,
2011
Deposition of Larry Devitt — Non-Confidentiiranscript, minus page 6, line 5 through

page 8, line 24, which were stricken ®yder dated December 20, 2010 and August 4,
2011



STATEMENT OF THE ISSUES

Whether the mark for which registratimsought is functinal and therefore

unregisterable.

Whether the mark for which registratimsought lacks dimctiveness and is

therefore unregisterable.

Whether Applicant has proven that the mimkwhich registration is sought has
acquired secondary meaning or acquired distinctiveness under 82(f) of the Trademark

Act.

Whether Applicant improperly amended #qgplication during prosecution to add
subject matter sought to be registeredlber part of the mark and therefore

registration should be denied.



[. INTRODUCTION

The opposed application is for the physical shape of a utilitabgett that is
commonplace in the building industry. The configrasought to be registered is a type of
pipe flashing used to form a seal arourgie where it protrudesp through the roof of a
building, commonly called a “pipe boot.” Asstablished by Applicant’s own marketing
materials and expired utility patent, third party patents and the additional evidence of record,
Applicant’s grab-bag collection of featurnssunctional and lacks distinctiveness:

(a) a lower frusto-conical sate 10 provides a range of sizimigout a standard pipe size

to “securely seal all pipesgrovides a seating area for the band that clamps the boot in

place on the pipe, and the slope makes it eas®Erde the boot down over a pipe as well

as easier to remove the padrfr a mold during manufacture;

(b) an arcuate ring 11 provides “supreme tearstance,” “reinforcement,” and a “cutting

guide,” provides a stop that prevents thagbing band from sliding up off the boot, and

the curved shape facilitates removal of the part from a mold during manufacture;

(c) the annular nearly vertical surface 12 provides a cutting area for the associated

standard pipe size located jadtove the cutting guide rib, fite boot “is severable along

the top edge of a selected one of tiautar portions...which has a diameter matching

that of a pipe withira larger size range”;

(d) the horizontal annular gace 13 provides “steps” between standard pipe sizes to

“securely seal all pipes,” reduces the boatjheand reduces theaterial that would

otherwise be located undire clamping band and therefonrinkle and leak; and

(e) the frusto-conical upper surface 14 of‘tsteps” provides a size range about the next

smaller pipe size to “securely seal all pipagd facilitates assembly and manufacture.



No evidence was introduced of rkating the configuration, or en the identified features, as
being a trademark. Virtually no probative exide was introduced that would support a finding
of acquired distinctiverss, and in any event this functionahiguration is not registerable.

Moreover, the original applation drawing did not include the very features that
Applicant now argues are the non-functionaltidegtive aspect of the configuration. Those
features were only later addexthe application drawing after the application was refused.
Applicant's efforts to obtain what in essenca jgerpetual patent must be denied.

II. RECITATION OF THE FACTS

1. The Mark Sought to be Registered

The proposed mark is for the goods “non-metal building materials, namely, pipe flashing
for use in sealing openings for pipes” in Interoadl Class 19. As published the proposed mark
is for the physical configuration of an item aerenced in the drawin@rig. 1) and description
below, with the reference numerals in thea®tion relating to a Figure 3 submitted during

prosecution and also shown below:
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The mark consists of a plurality of frusto-conical steps arranged with the largest
diameter step at the bottom and the |t diameter step at the top as shown
above in Fig. 1.

Each of the steps, as shown in Fig. 3 abowesists of: (1) a lower frusto-conical
surface 10; (b) a circular ring Ilith a semi-circular cross sgon and a vertical plane;



(c) a short annular nearly vertical frustaagzal surface 12; (d) a flat horizontal annular
surface 13, and; (e) a frusto-conical surfadeextending upwardly from the inner reach
of surface 13. Applicant makes no claimshe shape of the boot portions in dotted
lines.
2. History of Prosecution- Serial No. 76/461,157
The subject application Serial No. 76/461, %4 filed October 18, 2002. The original
application recited as goodsiffé Flashing” in Internation&lass 11 and was entitled “PIPE
BOOT Product Design.” The origahapplication stated thahe trademark is the outer
configuration of the goods...” and in transmitting the application Applicant’s counsel
represented “that the present mexrkor the actual shape of theoduct which is a rubber pipe

boot, and is not intended to be a pictorial geglaced on the product itkél The drawing as

originally submitted depicted the proposedknas follows without ribs on the steps:

With the application a document was transrdigatitled “Affidavit Under 37 CFR 2.41(b) (Sec
2, 60 Stat. 428; 15 USC 1052),” in which the AffiglRgnald W. Resech, represented that he was
the President of the then applicant.efeinafter the “Resedchffidavit.”)

In an Office Action mailed June 5, 2003, a refusal was entered on the basis that the
proposed mark was functional and also on the basis that the proposed mark was a non-distinctive
configuration. In the action the Examining Attey noted the drawingequirements regarding
dotted lines and required a nevaaing, as well as suggestedamendment of the goods and

class. The Examining Attorney further requirefbrmation be provided by the Applicant, in



particular asking whether the proposed mark reshlihe subject of a sign or utility patent,
pending or expired, and other infortia relevant to functionality.

On December 4, 2003 thepplicant mailed an amendntemhich submitted a new

drawing shown below:
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That new drawing added raised cilar ribs that wer@ot present in the onigal drawing of the
mark and included dashed lines only at the baskeeopipe boot. In #hresponse the Applicant

submitted arguments with refento the Figure A shown below:

FIG. A

In that argument Applicant stated “Referring to FAga fragment of the Pipe Boot is illustrated.
The horizontal ring surface 10, the vertical annlifall, and the arcuate rim 12 are completely
non-functional and are what idefies to the public ad the industry thahis boot or pipe

flashing emanates from Portals Plus, Inc.”rédaponding to the Examining Attorney’s request

10



for information, the Applicant stated: “In resgento the examining attorney’s request at the
bottom of page 2 of the Office Action, the proposgtk has not been the subject of a design or
utility patent.” Applicant submitted additionadaterials related to the Examining Attorney's
descriptiveness inquirgnd argued registerability under Seoti(f). The goods and class were
amended at that time to those as published.

In an Office Action dated March 30, 2004, theamining Attorney maintained and made
the refusal final. On September 28, 2004 igamt responded by mailing a Notice of Appeal
addressing the functionality refusal. In the Apaft's appeal brief, Applicant directed argument
and discussion toward Figures 1 and 2 showovheFig. 1 below was argued to purportedly
depict a fragmentary view af Portals Plus “mark” takenréictly from the drawing also
illustrated at the cross section drawing Fig. 2 (page 3 in Applicant’s Appeal Appendix), shown

exploded at an exemplary cut line by the installer.
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The Applicant argued relative to Figsand 2 (Appeal Brief page 3.):

Each of the steps includes a lovirersto-conical portion 10, a semi-circular
annular band 11, a small vertical wall 12emd the installer’s cut line is to take
place, the horizontal ledge or step 13 thatappellant maintains is distinctive,

and an upper frusto-conical portion 1M/hen the instéer makes his cut
immediately above semi-circular annuterg 11, he separates the lower portion
10, 11, from the upper portion 13, 14, and the upper portion 13, 14 is discarded.
Thus, wall 13 has no function whatsoeirethis design, and the design would
work equally well if the hazontal step 13 were elimmted and the upper frusto-
conical portion 14 were molded directin top of the semi-circular annular band

or rim 11, in line with frusto-conical portion 10.

11



Since the Applicant only addressed thedtionality refusal, the application was
remanded and the Examining Attey clarified in an OfficéAction dated May 19, 2005, that the
application was refused both under § 2(e)(5)iarttle alternative uret 88 1,2, and 45 of the
Act, (15 U.S.C. 88 1051, 1052, and 1127), without a sufficient claim of acquired distinctiveness
under 82(f) having been made. In an adment dated November 21, 2005, the Applicant
reiterated its previous gument regarding functionality as bgiapplicable to distinctiveness and
recited a list of the five item®umbered 11-14 relative to thegBi 1 and 2 previously depicted
herein) that purportedly comprise the distmetaspect of Apptiant’s product design.

Yet another Office Action was issued January 29, 2006, to address questions
generated by the Applicant’'s amendment. Regarding the drawing the Examining Attorney noted
that the drawing reflected the entirety of thigole pipe boot designith the exception of the
base which was designated as the configumatiark, but the description submitted in the
amendment appeared to be directed to only #gmoof the pipe bootMoreover the description
of that configuration did not nieh the drawing of record. kmresponse dated July 19, 2006, the
Applicant submitted yet another drawing as shd&low, and in its remarks reiterated its

arguments with reference to tfigure 2 previously shown above.

12



In the subsequent Office Action datedguist 30, 2006, the Examining Attorney again
objected to the drawings. In amendmeneddebruary 28, 2007 g pplicant once again

submitted a new set of drawings as shown below:
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In that amendment in response the Applicantided the following argument directed to the Fig

3 included in the arguments and as shown below:

/3 4
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/7. 3

The following Fig 3 illustrates applicanttistinctive design. It should be noted
that in Fig. 3, a cut line is made at 15lkestrate the non-functionality of this step
13, which is discarded afteutting between 11 and 12.

In any event the distinctiveness of the present mark is evidencecblbybenation
of shapes illustrated in Fig. 3; that is: (a) the frusto-conical surface 10; (b) the
arcuate ring 11; (c) the annular nearfytical surface 12; (d) the horizontal
annular surface 13, and (e) the frusto-conical outer surface 14. Thus, itis a

combination of all five of these shepthat defines the present design and
trademark. (Emphasis in original.)

In still another Office Action dated May6, 2007, the Examining Attorney requested a

description of the mark. In a responséedaNovember 15, 2007 Applicant reiterated its
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arguments regarding Fig. 3 and provideddhscription which was eventually published
verbatim with the proposed mark.
3. Applicant’'s Marketing of the Functional Features Alleged to be a Trademark
Applicant markets its pipleoot specifically promoting thfunctionality of the product
configuration, and in particuléine functionality of the partical features it now argues to be
non-functional. Applicant does hpromote the configuration diiis product as a trademark,
such as in “look for” type advertising.
Applicant’s catalog (OE 2)describes the functional aspects of Applicant’s pipe boot
pipe flashings:
The conically shaped steps of the Portals Plus pipe flashing will securely seal all
pipes and the large doefthick molded rib at the top of each step offers supreme
tear resistance and reinforcement, alt asa cutting guide. Utilizing the Pipe
Flashings eliminates the workmanshkipor in field fabrication and makes
flashing pipes a clean, consistent aggto” (OE 2, p. 14, OE 9; Steimle p.31-36.)
In Applicant’s Technical Product Informati carried on its website for pipe flashings,
the medium pipe boot is depicted. (OE 3.)tHat Technical Product Information the conically

shaped steps of the pipe boot usechate with various stockype diameters are reflected in a

dimensional diagram which is shown below (OE 3):

MIN,  MAX,
1.000"- 1.375"

f y n 1.625"-1.878"
T T 7 \"‘ 2.000"- 2,623"
il
/

- 2.750"- 3.625"
85250 ! $
) 45" +

7 - 4 000"~ 4,500"
’ 35" 1
2.75" 4
l l l VS

-— 5000"- 5.563"
l—— 13 -

=— 5,000"- 6.875"

1“OE " means Opposer Eikit(s) Number “
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As depicted in OE 3, the steps along the side of the pipe boot ardiecat dimensioned at
standard pipe sizes. (SteindlB-46, 67-68; Devitt p. 33.) Thwrizontal walls create a jump
from one standard pipe size to the next, i angled walls providg a range around each of
those standard pipe sizes. (OE 3;18tei39-41, 50-52, 67-68; Ddtp. 33, 37-38.) For
standard pipe sizes the ribs pawicutting guides, and the bootig in the short vertical wall
above the rib. (Steimle p. 33-34, 67; Devitt p. 36.)

Applicant's pipe boots are cut to size dmeh clamped onto the pipe using a clamping
band. As indicated under the heading “Speatfon” the TechnicaProduct Information
requires “the medium pipe boot shall also inclédetals Plus Snaplock Clamp.” (OE 3; Steimle
p.39-41.) That Specification furthexquires that attachment oetimedium pipe boot to a roof
system is to be done in accordance with*Bwtals Plus Installadin Instructions.” As
established by Applicant’s Installation Instructioasjser is to determirtee proper step of the
pipe boot to accommodate the particular pipedestalled, and thecut the boot using the
index ring as a guide: “Select proper stephefflashing and cut off above index ring.

Remember: When in doubt, cut the smaller size.” (OE 6, step 2; OE 13.)

SNAPLOCK
Stainless Steel
gilljﬂtgabwe e Clamp Band

INDEX RING

STEP 2

Select proper step of the flashing and cut off above STEP 4

index ring. REMEMBER: When in doubt, cut the Using the Stainless Steel SnapLock Clamp, place at
smaller size. Clean and prime flange in accordance top of boot and tighten to projection.

with roofing manufacturer's recommendations.
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In step 4 a clamping band is placed over timeaiaing top step of the pipe boot and clamps the
neck about the pipe: “Using ts&inless steel Snaplock Clanptace at top of boot and tighten
to projection.” (OE 6; OE 13.)

Applicant markets its products on w&bsite under Product Selection, including
marketing materials for its various pipe boots. (OE 8, p. ALP00466; Steimle p 61-63.) Those
marketing materials likewise describe the functional aspects of the Applicant’s pipe boots:

Pipe Flashings (boots)for economical flashing afingle ply roofing systems.

Pipe boots (or witches’ hats) are econaahilashings designed for single pipe
penetrations through single ply roofgirtually any comnon pipe size can be
accommodated with one of these boots. ddwcally shaped steps of the Portals
Plus Pipe Boots will securely seal alpps and its large double thick molded rib

at the top of each step offesgperior tear resistance and reinforcement, as well as
a cutting guide for installation. The RBer{sic] Plus Stainless Snaplock Clamp
maximizes the secure seal at the petietra Utilizing the Pipe Boots eliminates
workmanship errors in field fabrigah and makes flashing pipes a clean,
consistent approach. (OE 8, p. ALP00466; Steimile 63.)

Additional marketing materials distributed Bpplicant on its website, under the heading
Pipe Flashings Technical Product Information, similarly depicts fourrdiifestyles of pipe
flashing, the small pipe boot, the medium pyo®t, the large pipe boot and the Quadraseal
flashing. (OE 9; Steimle 63.) Those markgtmaterials likewise describe the functional
aspects now sought to be registeasdh trademark by Applicant.

“The “Pipe Boot” is an economical flastyg designed for single pipe penetrations

on single ply rubber roofs. The unit will@mmodate virtually all pipe sizes:

1.75” and 2.75” on Small Pipe Boot, 1'tttugh 6” on Medium Pipe Boot, and 8”

through 12” on Large Pipe Boot. ... Tbenically shaped steps of the Portals

Plus pipe flashing will securely sedl pipes and the large double thick molded

rib at the top of each step offers supect@ar resistance and reinforcement, as

well as a cutting guide. Utilizing the Pipéashings eliminates the workmanship

error in field fabrication md makes flashing pipes a aea&onsistent approach.”

(OE 9 p. ALP00473.)
Other marketing materials distributed bp@#icant do not even depict the pipe boot

configuration sought to be regesed by Applicant. (OE 5, 7.)
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Applicant sells roofing accesses, such as flashings, merabes, drains, roof drains,
roof vents, expansion joints, a&ll as other products. ($tde 11-12.) As confirmed and
shown in Applicant’s cataly, Applicant sells a number of diffart products, not just pipe boots.
(OE 2)%. The logo of Applicant is gcted on the upper left cornef its catalog, and comprises
the company name PORTALS PLUS overlayingjlzosiette of one oits products, as shown

below (OE 2):

SINCE 1977

www.portalsplus.com

The product shown in silhouette Applicant’s logo isa product marketed by Applicant as a
“pipe portal system,” the product shown at pdgd Applicant's catalog. (OE 2 Cover, p. 4;
Steimle 22-23; Devitt p. 29.) That pipe portadteyn is a product different from the pipe boot
for which Applicant seeks registration. (OE 24pl14; Steimle 16; Devitt p. 29-30). This logo
is used by Applicant in other marketing, sashadvertising for Adjcant and its related
companies. (OE 5, OE7; Steimle 55.) This lagthe trademark Applicant uses to market the
activities of the Portals Plusmpany, and is the logo Applicantassfor all of its Portals Plus

products and throughout its packaging and other product salesatsat¢8teimle 30, 55.)

2 Products of Applicant included its catalog at least includestrofit flashing (OE 2 p.3; Steimle 22),jpe portal
system(OE 2 p.4; Steimle 22-24)puble pipe portal system(OE 2 p.5; Steimle 24jpof drains (OE 2 p.8;
Steimle 24) parapet/scupper drain (OE 2 p.10; Steimle 243lumi-flash (OE 2 p.12; Steimle 24-25)eck mate
(OE 2 p.13; Steimle 25pipe flashings(OE 2 p.14; Steimle 25-28)remolded corners(OE 2 p. 15; Steimle 28).
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Applicant’s product catalog depicts on itsreoat least nine tferent products of
Applicant which also appear elgkere in the catalog, none of whiare the pipe boot argued by
Applicant to be its trademark. ER; Steimle 27- 29; Devitt p. 36.)There is no depiction on
the cover of Applicant’s catalog of the pipe btmtwhich Applicant seekregistration. (OE 2;
Steimle 30; Devitt p. 30.)

Every page of Applicant’s catalog, includitite pages with pipe flashings, carries
Applicant’s pipe portal silhoute logo. (OE 2.) Under ¢hheading Pipe Flashings in
Applicant’s catalog, four differergroducts are shown. (OE 2, p.140f the four items, namely
the small pipe boot, medium pipe bolarge pipe boot, and Quadraseal 41,25ly the medium
pipe boot is depicted in thealing published as Applicant’s trachark. There is no evidence of
record reflecting use of the current pipe bocd &mdemark or the listddatures as a trademark,
such as “look for” type advertising.

Applicant believes the configuration opplicant’s pipe boot is superior to the
configuration of competitor's products. (Devitt p. 34.) Customers purchase Applicant’s pipe
boot because the customers believe Applicgnpe boot works better than boots of other
companies. (Devitt p. 34.) Applicant’s intesithat customers believe Applicant’s pipe boot
works better than boots of other companies and Applicant markets its pipe boot as performing
better than those of competitorschase of the various featurestsfpipe boot. (Devitt p. 34.)

4. Applicant’s Expired Patent No. 4,211,423

The original Applicant, Portals Plus, Ihwas the owner of now expired U.S. Utility

® The products depicted on the coveApplicant’s catalog (OE 2), in addition to the logo with a silhouette of the
pipe portal system(Steimle 29-30), include thmeof drain (Steimle 27-28)premolded corner- outside corner
(Steimle 28)scupper drain (Steimle 28)premolded corner- inside corner(Steimle 28)retrofit flashing

(Steimle 28)alumi-flash (Steimle 28), dreather or vent (Steimle 28-29)equipment rails (Steimle 29), and

deck mate(Steimle 29).

* A Quadraseal is a pipe flashing but not a pipe boot. (Steimle p. 26.)
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Patent No. 4,211,423 (*’423 patent”; OE 12; Steimb-76). That patent includes figures such

as representative Figure 1 below:
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The Abstract of Applicant’s ‘423 patent recite®\ split boot is securto the upper end of a
tubular portion on the base sections and is of a stepped, severable construction for
accommodating pipes or other objects of variougelasizes.” The Summary of the Invention
likewise references the functionality of tluenfiguration: “most pferably of a stepped,
severable construction for accommodating pipestloer cylindrical objects of various larger
sizes.” (OE 12, Col. 1, lines 67- Col. 2, line 4.)

The ‘423 patent specification’s Descriptiltkewise discusses tHfanctionality of the
elastic stepped configuration for sealadgput pipes that protrude through a roof.

Pipe seal means are secured to the uppeiof the base andclude a split boot

18 of a flexible elastomeric material whipreferably has a pfality of annular

step portions 19 — 22 in verticallyaged planes and tubular portions 23 — 26

progressively smaller diameters joining theer edge of each of the step portions

and the outer edge of the next higher step portion. An additional tubular portion

27 extends around the upper end of the ba$e boot 18 is severable along the

top edge of a selected one of the fabportions 23 — 27 which has a diameter

matching that of a pipe withia larger size range, such as from 3 %2 to 6 inch pipe,
for example. For smaller sizes oppi a split annular plug 28 is provided.
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The plug 28 has an outwardly projectiannular flange 29 which overlies
the upper most tubular portion 26 oéthoot 18 and a clamp 30 is disposed
around the tubular wall poain 26, a screw 31 being exteatdthrough the ends of
clamp 30. (OE 12, Col. 3, lines 40 — 58.)

When the boot 18 is severed for use waitlarger size of pipe, the clip 44 is
correspondingly severed. (OE 12, Col. 4, lines 53-54.)

The ‘423 patent describes thmctional cutting of the reducetlameter steps to size the
boot to different pipe sizes:

If the device is used with a pipe ather cylindrical object having a diameter

greater than thatorresponding to the uppwibular portion 26 of the boot 18, the

boot 18 is cut at the upper edge of thprapriate one of the tubular portions 23 —

25 prior to installation, the clip 44 is alsat at a corresponding level and a clamp

similar to clamp 30 is inst&d around such tubular portion.

If the device is used with a pipe ather cylindrical object having a diameter

corresponding to the upperular portion 26, the clamp 30 is used to clamp the

portion 26 directly to the pipe or othebject. (OE 12, Col. 6, lines 49 — 60.)

Claim 6 of the ‘423 patent claimed the progres stepped configuration of the flexible
boot section in order to aawwnodate different sizes:

6. In a device as defined in claim 4 tse with a cylindrial object, said split

boot having a plurality cinnular step portions in vertically spaced planes and

tubular portions of progressively smaltkameters joining the inner edge of each

step portion and the outer edge of tlest higher step podn, said boot being

severable along the top edge of a&stld tubular portiohaving a diameter

matching that of said object. (OE 12; Col. 8.)
5. Third Party Patents

Additional utility patentslepict the features now attempted to be monopolized by
Applicant for itself. Third pay patents disclose “stepped” construction that accommodates
different standard pipe sizes and is cut toistdo the appropriatpipe. (AE 13, Patent
3,807,110; Patent 5,826,919 Patent 5,988,698.) The aseuaite ribs on the stepped regions is

disclosed as useful to hold the clamp in plasewell as provide a cutting guide with the cut

being made above the rib:
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A plurality of circumferential beads 52 running around the sleeve above each hose

clamp help to keep the hose clamps in place at their respective points along the

sleeve. The beads are also useful inti@y can be used as guides for trimming

from the boot any portion of the sleeve thét not be used. For example, if the

boot is used to seal a large diametg@epne, the portion ahe sleeve above the

bead at the first hose clamp can be tridrsech as with a utility knife. (AE 13,

Patent 5,826,919 Col. 5 lines 7-15; AB, Patent 5,988,698 Col. 5 lines 7-15).

Numerous third party patents disclosapered or conical approach in order to
accommodate the different diamepgoes and include ribs at the standard pipe locations. (AE
13 4,664,390, Patent 5,176,408, Patent D269, 454). Thwssare disclosed as being used to
establish cutting of the pigeoot to different pipe sizemnd reinforcing at the cut:

Spaced along the tapered portion 18 are a plurality of external ridges 14 denoting

where the sleeve may be cut off to suit eldagaembers of different diameters.

The ridges also provide a reinforcemahbut the edge of the open end of the

sleeve so formed. (AE 13, Patent 4,664,890 4 lines 32-36; AE 13, Patent

5,176,408 Col. 5 lines 37-42).
6. Third Party Uses

Michael Hubbard is Senior Development Chemist for Opposer. (Hubbard pM&e
Hubbard was employed for years at the imgproduct supply company Genflex Roofing
Systems (“GenFlex”), a company with about $1@8ion in sales and a subsidiary of Gencorp,
previously named General Tire. (Hubbardb-9, 24, 39-40, 104; OE 29.) For many years

Genflex sold pipe boots having a stepped bootigardtion, with taper vertical sections

between the steps and an annular rib at therugpd of each tapereértical wall. A rough

® Mr. Hubbard has a degree in chemistry and worked from 1983 to 1992 at the company AG&@sPmainly
working on adhesives and sealants for the roofing industry. (Hubbard p. 6-8, 102-OBlyibiard is a member of
ASTM and chaired two different committees for ASTihas the Technical Chair for the Single Ply Roofing
Institute (SPRI), and the NIST-CRADAsxiation that deals with adhesive seams. (Hubbard p. 109.) While at
ADCO Mr. Hubbard invented and was granted a patent relating to adhesive tape on the bottom ad, @Eipd 5
the inventor on approximately eighteen patents. (Hubbard p. 108, 109-110, 113-14; G@EL392 Mr. Hubbard
began working at GenFlex Roofing Systems where he was employed until 2006 as Head of Technology with
responsibility for new products development among other duties. (Hubbard p. 8, 24, 103-04; OE Ruibbisird
was responsible for all products and systems of GenFlex, which systems include pipe bdaiard(plul04-05.)
When GenFlex was purchased by Firestone in 2006, Mr. Hubbard went to Opposer to avoid a move. (Hébbard p
9,104.)
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depiction of this pipe boot profile tepicted below (Hubbard p. 25-27; AE 15):

At GenFlex, for installation the pipe boots weré touthe desired pipe size above the rib and a
band clamped around the boot beneath the (fHubbard p. 50-51. 56; see Hubbard p.122-25,
OE 32-38.) While working at GenFlex Mr. Hubdanstalled many pipe boots as part of the
company's testing programs. (Hubbard p. 24-25; Merryman p. 17-18.)

GenFlex was purchased by Fireston@®6. (Hubbard p. 6-9, 104.) The pipe boots
sold by GenFlex were very similar to thosdla# Firestone pipe boot leits, although GenFlex
did not put the Firestone name on its pipe bogHubbard p. 74-75, 77; OE 4, 5.) GenFlex
owned molds that were used to make pipe $twtn sold by GenFlewith the various pipe
boots all made from different materials to niatice different roofing systems of GenFlex.
(Hubbard p. 9-12.) Those molds owned by Gexfpre-dated Mr. Hubbard's 1992 hiring at
GenFlex, and GenFlex sold the pipe boot befoat 1992 hiring date (Hubbard p. 26-28, 39).
GenFlex had these pipe boots made by two diffaresiting companies, and sold the pipe boots
during the same time period tf@pposer alleged it sold pipe botitsit are the subject of this
Opposition. (Hubbard p. 38-39.) It is Opposersierstanding that Firestone is now making its

own pipe boots. (Hubbard p. 144; Smith Jr. p. 11.)
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Firestone sold pipe boots\hag similar construction to #t sought for registration by

Applicant (OE 31). A picturand diagram from Firestond'gchnical Information Sheet

showing the stepped boot ctmtion with annular ring is shown below (OE 31):

Firestone’s Technical Information Sheet ligte ranges of pipe diameters targeted by the
stepped configuration and theadrings include instretions for cutting above the rib for the
selected pipe size and affixing the clangpband below the rib: “STAINLESS STEEL
CLAMPING RING (SEE NOTES),” “NOTES..2. PRE-MOLDED QUICK SEAL PIPE
FLASHING MAY BE CUT TO HEIGHT, BU' NO LOWER THAN REINFORCING RING
(NO WRINKLES OR FOLDS UNDR CLAMPING RING).” (OE 31.) Firestone's pipe boot
specifications make repeated reference RE3STONE, in text and on drawings, and make no
reference to any othemanufacturer. (AE 14.)

Companies that sell pipe boots similar to $@might to be registered include GAF, Johns-
Manville, Firestone, Carlisle, MerHide, Versico, Dow/JP Stevens, Duralast, and possibly
others. (Hubbard p. 81-85.) Applicant's desigdavitness admitted thather companies sell

pipe boots. (Steimle p. 21.)
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“BFDP” molded into a pipe boot refersBoidgestone, Firestone and identifies Firestone
as the source of the pipe boot. (Kintzeld1, 76; Merryman p. 8, 10-11; AE4; OE 23.)
Likewise, “FBCO” refers to Firestone Buildifgyoducts and means thge boot comes from
Firestone. (Kintzele p. 77, 81; AE 5; OE 27, 28pposer molds “Alpha Systems” into its pipe
boots. (Kintzele p. 75-76, 78-79, 81; AE 1320E 7, 8, 13, 20, 22, 24, 25.) No source of
origin other than these three labels is shawthe pipe boots of recd. (Kintzele p. 77.)
7. Other Evidence of Functionality

The angled surfaces 10, 14 make it easiputbthe pipe boot down over a pipe, because
a straight sided surface would have too mucheserfirea in contact with the pipe, and the slope
also make it easier to get thge boot out of the mold. (Hbbard p. 128-29; Kintzele p. 47.)
The horizontal steps bring the pipeot sides down to standard size pipes. Absent these steps
the pipe boot would have to be too tall to accadate the size range or would have to use too
severe of an angle that requir®o much material and proneca wrinkle under the clamp where
water could leak in. (Hubbaml 127-28, 132-34; Kintzele p. 48e&OE 4; See relative height
to diameter comparison of OE 37.) The relatiiaes of the clamping ring to the regions under
the ribs on the Firestone and Opposer’s pipets are shown in the pios of OE 32-36 and 38.

The ribs 11 are used in cutting the pipe bodh&dimension of the pipe and also to keep
the clamp from sliding off the boot. (Hubbard129-30; Kintzele p. 45-47.) The curved shape
of the ribs is easier to get oofta mold than a shape with corners. (Hubbard p. 45, 130; Smith
Jr. p. 38-48.) The small vertical surface 12 above the rib provides the location for cutting the

boot along the rib. (Hubbard p. 130, 138, 140; Shith. 13; Steimle p. 67; Devitt p. 36.)

® Opposer is in the commercial roofing business and specializes in various product moldingray. (Smith Jr.

p. 27; Kintzele p. 25.) The President of Opposer previously owned another businesg Ramfircts,

International (“RPI"), in addition to running Opposer. (Sndithp. 27, 33, 35.) Prior to the sale of RPI in 1997, that
company had also made and sold pipe boots.
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Opposer’s pipe boots themselves depict the stepped boot striistuhe standal pipe sizes
targeted by those steps amtvige the boot is to be “Cétbove Rib.” (OE 21.)
8. Origin of Opposer’s Pipe Boot

Opposer is in the commercial roofing busisie (Smith Jr. p. 27.) The President of
Opposer previously owned another business, iRgdfroducts, Internatioh@'RPI”), in addition
to running Opposer. (Smith Jr. p. 27, 33, 35.) Rodhe sale of RPI in 1997, that company had
made and sold pipe boots. (Smith Jr. p. 17.)

Prior to getting into the business of making pipe boots, Opposer would buy and then
resell pipe boots from Firestone Building Products. (Kintzele p. 11-12, 51, 62.) Opposer
specializes in thermal forming, adhesive mawtiring and injection molding, and Opposer was
asked by several companies to make pipe boothéon. (Smith Jr. p. 27; Kintzele p. 25.) One
of those companies, Firestone Building Prdduapproached Opposer and inquired whether
Opposer could manufacture Fires¢'s pipe boots, and in June 2006, Opposer decided to move
forward with a pipe boot. (Smith Jr. p. 12-13, 27; Kintzele p. 20; Hubbard p. 42.) Opposer
therefore bought pipe boots from Firestone and sent them with specifications to a mold
manufacturer. (Kintzele p. 24-25; Smith Jr. p. 2At)the time Firegine approached Opposer
Firestone had two designs, onendfich was made in South Carwdi, but Firestom preferred the
other type of material. (Smith. p. 41.) Opposer would hapeovided pipe boots to Firestone
on a private label basis with the Firestone naméhe pipe boots, as well as sold Opposer’s own
pipe boots bearing the Alpha name. (Smith Jr. p. 13).

Prior to making the pipe boot for FirestoBpposer made a patent check of the product
through patent counsel. (Smith Jr. p.15-16, 2ht2&le p. 30, 82.) Opposer was and is not

aware that the Firestone pipe baoa design of Opposer. (Smith p. 15, 27; Kintzele p. 23.)
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The Firestone pipe boot had the qualities thaewdeemed acceptable by roofing contractors,
and worked in the commercial applications Oppteped to sell to. (Kizele p. 32, 51-52.)

Opposer is prepared to introduce a cotitige product onto the market, has made metal
tooling for manufacturing the pduct and has contacted custosnegarding potential purchase
of the product. (Kintzele p. 26-28; Hubbard 20, 44-45, 65-66; Smith Jr. p. 23; Smith Il p. 6, 12;
See AE11.) Those tooling were completedViawrch 2007, and Opposer has made pipe boots
from that tooling. (Kintzelg@. 7-9, 22; Hubbard p. 22.)
9. Applicant’s Evidence of Secondary Meaning

Applicantsubmittedvirtually no evidence of secondary meaning. During prosecution of
the subject application Applicant submitiaal “Affidavit Under 37 CFR 2.41 (b)” signed by
Applicant’s then president, Ronald W.dgeh, and dated September 30, 2002 (the “Resech
Affidavit”). ” That affidavit states that the pipeots are manufactured to accommodate pipes
from 1 inch up to 6 inches in diameter, angarling the shape admits: “The conically shaped
steps of the Portals Plus piff@shing design will securely akall pipes ad the large double
thick molded rib at the top of each step offempreme tear resistance and reinforcement, as well
as a cutting guide.” Applicahiad designated Mr. Resech aseapert to testify on Applicant’s
behalf, but Mr. Resech never testified.

The Resech Affidavit appears to refer to exteqd a catalog in the PTO file that bears a
2002 copyright notice, with one ga possibly marked Exhibit AAlthough the cover of that
catalog bears the Portals Plus logo and depictsréenof different products, the cover does not

depict the subject pipe boot. @Resech Affidavit references ape of paper (Exhibit B) that is

" As is subsequently discussed herein, Opposer objects to consideration of this ex parte adfjolmliative
evidence regarding any issues in this Opposition. Opjpdgects to this Affidavit and the attachments thereto as
hearsay, lack of authenticignd competency, as well as not entered duhingestimony period in this proceeding
and without agreement by Opposer.
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alleged to show annual sales figures forytbars 1995 — 2001. That document was clearly one

put together for the affidavénd the underlying sales document$usiness records summaries

are not submitted or disclosed. The Resech Afftdaferences a piece of paper (Exhibit C) that

is alleged to show annual advertising cosis @atalog literature costs from 1997 — 2001, and

trade show costs from 1996 — 2001. That docurieewise was clearly onput together for the
affidavit and the underlying financial documents or business record summaries are not submitted
or disclosed.

The Resech Affidavit Exhibit C sheet refers to the Advertising Costs as those “that
includepipe boots,” while the catadp literature costs are similgneferenced as those “that
includepipe boots.” As reflected in Applicasitatalog (OE 2), Applicant sells a number of
different products and therens way to determine the number of different products included in
the materials encompassed by Exhibits B and tBepercentage of the sts actually dedicated
toward pipe boots, if the document were tabeepted at all. Likewise, the sheet Exhibit C
references trade shows at which the pipe @t shown, but there is no way to determine how
many total products were shown at these showiseopercentage of thegsosts that would be
attributed to pipe boots. The advertisememis trade show displays were not themselves
submitted, but there is no evidence of record of any advertising reflecting “look for” type
marketing of the pipe boot. Documents reflegtither companies' marketing items apparently
are submitted, but at best these reflect a latgeber of other products and no advertising of a
pipe boot shape being a trademark. Duringgrosgon from time to time Applicant’s counsel
sent additional documents with a response, butth@se not accompanied by an affidavit.

During testimony Applicant submitted virtualho evidence as talaption, history, sales

or marketing volume for the subject product, whether in dollar or placement volume.
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. ARGUMENT

1. Applicant’s Product Configuration is Functional

Under 82(e)(5) a mark that is functionahist registerable. 38SC §81052(e)(5). The
Supreme Court has cautioned, “product design almost invariably serves purposes other than
source identification. TrafFix Devicednc. v. Marketing Displays Inc532 U.S. 23, 58
USPQ2d 1001, 1004 (2001). A product feature istianal and cannot serve as a trademark if
the feature is essential to the use or purpose of the article or if it affects the cost or quality of the
article. TrafFix, 58 USPQ2d at 100@) re Dietrich, 91 USPQ2d 1622, 1626 (TTAB 2009);
Mag Instrument Inc. v. Brinkmann Coy96 USPQ2d 1701, 1718 (TTAB 2010). When the
design is dictated by the underigi functional aspects tiie physical design of the product, the
design “affects the quality” of the produddietrich, 91 USPQ2d at 1633.

Four factors which may be consideradletermining whether a product design is
functional include:

(1) The existence of a utility patent that tises the utilitarian advantages of the design;

(2) The touting by the originator of the desigradvertising material of the utilitarian

advantages of the design;

(3) Facts showing the unavailability ¢ompetitors of alternative design; and

(4) Facts indicating that the design results from relatively simple or cheap method of

manufacturing the productDigtrich, 91 USPQ2d at 1626.)
In considering patents, review to determine figmality is not limited to review of the patent
claims, but the Board may also coresithe disclosures in the patemtietrich, 91 USPQ2d at
1627;Mag Instrument96 USPQ2d at 1718. Third partytgats are equally probative since
ownership of the patent is not relevaAimerican Flange & Mfg. Co. v. Rieke Car@0
USPQ2d 1397, 1404 (TTAB 2005). Whareature of a device is founal affect the quality of

the device, there is no need to proceed furtheotwsider if there is a competitive necessity for

the feature.TrafFix, 58 USPQ2d at 100®ietrich, 91 USPQ2d at 1636. In such a case the
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availability of alternive designs does not detract frone flanctional character of the design.
Kistner Concrete Products Inc. €ontech Arch Technologies In87 UASPQ2d 1912, 1928
(TTAB 2011);Dietrich, 91 USPQ2d at 1636. Moreoverdatermination that a product
configuration is functional concludes the analysisce the non-registility of a functional
design cannot be overcome by a showing of secondary medmaidrix Devices532 U.S. 23,
33, 34 — 35, 58 USPQ2d 1001, 1007 (20&hyerican Flange v. Riek80 USPQ2d at 1411; see
35 USC 81052(e)(5) (“Except as expresslgleded in subsections ...(e)(5)").

Section 2(e)(5) of the Trademark act retersegistration beindenied if the mark
comprises any matter that as hoke is functional. Although th&tatute references the matter as
a whole, the law is clear thtite inclusion of a nonfunctional fese does not make an otherwise
functional configuration disctive and registerableKistner,97 USPQ2d at 1919. For an
overall product configuration to hecognized as a trademark, “tmatire design must be
arbitrary or non de jure functionalKistner,97 USPQ2d at 1919 (quotifigextron, Inc. v.
U.S.I.T.C, 753 F.2d 1019, 224 USPQ2d 625, 628-29 (Fed.Cir. 1985)(emphasis in original).

In the present proceeding evidence of fiomality is overwhelming. The Applicant’s
own advertising touts the functidrattributes provided by each thfe concatenated features that
Applicant now alleges as a mark. Applicant’sropatent describesnd claims, the functional
structure of a stepped, severabimt construction that accommodategariety of pipe sizes, and
targets standard pipe sizes. Third party patémwise disclose functionattributes for each of
the alleged features of Applicant’s purportedknar hird party productiterature discusses the
functional features. These featuesch therefore affetie quality of the dicle. In addition,
some of the features argued by Applicant make the molded product easier to remove from the

mold, such as the “frusto-conical”’ surfaces andamouate” rib, and thusfiect the cost as well
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as the quality. Itis Applicant’s stated interdittit make customers believe that the configuration
performs better than other configurations &pglicant believes that it is successful in
convincing customers of this functioredvantage of the configuration.
An applicant bears the ultimate burden on the issue of functionality, and once an opposer
has made a prima facie case of functiondhty burden shifts tthe applicant.Valu Engineering
Inc. v. Rexnord Corp278 F.3d 1268, 61 USPQ2d 1422, 1429 (Fed. Cir. 2@082grican
Flange v. Rieke80 USPQ2d at 1404. In this instance gurported mark is unquestionably
functional, not only because one of the reciteduieastis functional, buh this case each and
every feature is categorically functional. Bpplicant’s own admissions these features are
functional:
(a) A lower frusto-conical surface 10 - Adleeted in Applicant’s marketing materials
and instructions, this provides a range airgj about a standard pipe size to “securely
seal all pipes.” As stated in Applicantisarketing materials, structions, patent and
third party patents, this area provides aisgarea for the band that clamps the boot in
place on the pipe, and as explained by witretse slope makes it easier to slide the boot
down over a pipe as well as easier to remove the part from a mold.
(b) An arcuate ring 11 - As admitted by Agalnt's marketing materials and instructions

and in third party patents,ighring provides “supreme teegsistance,” “reinforcement,” a
“cutting guide,” and provides a stop that pFats the clamping band from sliding up off
the boot. As explained by witnesses, the edrshape facilitates removal from a mold.

(c) The annular nearly vertical surface 12 — As reflected in Applicant’s marketing

materials, instructions, patent and third paudtents, this region provides a cutting area

for the associated standard pipe size locatstdabove the cuttinguide rib, so the boot
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“Iis severable along the top edge of a sel@acne of the tubutgortions...which has a
diameter matching that of a pipethin a larger size range.”

(d) The horizontal annular surface 13 — Aseetitd in Applicant’'s marketing materials,
instructions, patent and third party patents, and as explaynetitnesses, these surfaces
provide a “stepped” configuration betweearstard pipe sizes to “securely seal all

pipes,” reduce the boot heigintd reduces the material thbuld otherwise be located
under the clamping band anatkfore reduces the potentialwrinkle and leak.

(e) The frusto-conical upper surface 14 — Aterted in Applicant’'s marketing materials
and instructions; this upper surface of the “stepped” configuration provides the range of
sizing about the next smaller stkamd pipe size to “securelyaeall pipes”and facilitate
assembly. As explained by witnesses, thpalalso makes it easier to slide the boot
down over a pipe as well as easier to rentbeepart from a mold. The unsubstantiated
comments by Applicant’s attorney that these surfaces are completely unnecessary and
non-functional since thesegiens are cut off and discarded are specious, if not
misleading. These upper sections are usedsnadler pipe sizes and therefore allow the
one pipe boot to accommodate a number otbffit pipe sizes. Thieature is functional
even though some customers maytake advantage of the featurdmerican Flange

80 USPQ2d at 1408.

In view of the functionality of ta product configuration soughtbe registered, the other issues

such as lack of distinctiveiss become moot.

Applicant’s Product Configuration is Not Distinctive and Acquired
Distinctiveness Has Not Been Proven

The Trademark Act provides that to legisterable, the subject matter must be a

trademark, and to be a trademark the device dastify and distingish the products of a
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person. 35 USC 881051, 1052 (“...by which the gaufdbe applicant may be distinguished
from others...”) and 1127 (“trademark... to ident#nd distinguish his or her goods...”). As
specified under 82 of the Act, a mark that ig@hedescriptive of thgoods in question is not
registerable. 35 USC 81051(e)(Ihe Supreme Court has cl&d that a product configuration
can never be inherently distingt, and is registerable on tReincipal Register only with a
showing of acquiredistinctiveness Wal-Mart Stores, Inc. \Samara Brothers, Inc529 U.S.
205, 54 USPQ2d 1065 (200@); re Craigmyle 224 UPSQ2d 791 (TTAB 1984). Of course, as
noted, the non-registerability of a design tisdtinctional cannot be overcome by a showing of
acquired distinctivenesslrafFix Devices532 U.S. 23, 33, 34 — 35, 58 USPQ2d 1001, 1007
(2001);American Flange v. Riek80 USPQ2d at 1411.

In this instance there is nopdite that the item sought to begistered is the physical
configuration of an actual produeind therefore is not inherentlystinctive. Lest there be any
doubt, Applicant pursued registm@ti under 82(f), which itself is@ncession that the mark is
not inherently distinctiveYamaha International Corp. v. Hoshino Gakki.G&10 F2d 1571,
1577, 6 USPQ2d, 1001, 1005 (Fed. Cir. 1988)get Brands Inc. v. Hughe85 USPQ2d 1676,
1679-80 (TTAB 2007).

An opposer must establish a prima facie cadadlf of distinctiveness, after which the
burden shifts to the applicant toope registerability under 82(f)yamaha Int'l Corp. v. Hoshino
Gakki Co.,840 F.2d 1572, 1578-80, 6 USPQ2d 1001 (Fed.Cir. 1988&rican Flange v. Rieke,
80 USPQ2d at 1411. In this instance Oppossrshi@mitted overwhelming evidence as to the
prima facie functionality andon-distinctive character ofghconfiguration sought to be
registered. That evidence includgsity patents, marketing materials of Applicant that tout the

functional attributes of Apptant’s configuration and other nkating materials that make no
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reference to the purpodealesign. Just as Mag Instrument96 USPQ2d 1723 — 24, there is no
evidence that Applicant undedk any form of “look for” advertising campaign regarding
Applicant’s product configuration. This produangiguration is but onef many utilitarian and
functional constructions sold by Applicant. Third parties have @iplel boots having similar, if
not identical, configuration.

In order to meet its burden to establish segiability under §82(f), aapplicant must show
that the primary significance of the allegedtures in the minds of consumers is not the
utilitarian parts of the product btite source of that produckag Instrument, Inc. v. Brinkman
Corp., 96 USPQ2d 1701, 1723 (TTAB 2010). In this proceeding Applicant has not submitted
direct evidence of the mindset of consumers, exitefhe extent of an admission against interest
by Applicant’s witness that customers buy the product because of the way the pipe boot works,
and in particular has not submitted direatlewce of acquired distinctiveness of this
configuration in the minds of the purchaspgplic. Although ciramstantial evidence of
acquired distinctiveness can inde advertising expendituressaccessful advertising campaign
is not in itself necessarignough to prove secondary meaning, particularly when there is no
“look for” type of advertising.Mag Instrument96 USPQ2d at 1723. Those advertising
activities are of even less probative if tipenditures involve advising of a number of
different items and there is no allocation of atigeng expenses to the different items. E.g.
Target Brands Inc. v. Hughe®5 USPQ2d 1676, 1681 (TTAB 2007).

Regarding the circumstantial evidence in this case, the marketing materials of Applicant
nowhere promote Applicant’s pipe boot shapa asurce identifierThe catalog of Applicant
depicts numerous products on is cover, none athvaire the pipe boot iguestion. Applicant’s

advertisements of record shaewdifferent logo of Applicant wibh Applicant’s witnesses admit
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is the trademark that Applicant uses to maitssproducts. The ex parte Resech Affidavit does
not establish the relative sizetbe marketing activities regandj this product, whether relative
to the trade in general or even to the mangeApplicant undertakes for its other products. One
cannot determine from the Resech Affidavit wpatcentage of the unmigstantiated advertising
expenditures should be apportioned to the pou,lsince Applicant hasumerous products and
the Resech Affidavit does nptovide this informationTarget Brands85 USPQ2d at 1681.
Moreover, affidavits of an applicant's employees are biased and of little probative value
on the issue of secondary meaning. lBee Redken Laboratories, Int70 USPQ 526, 529
(TTAB 1971);Kayser-Roth Corp. v. Greene, Tweed & A&9 USPQ 494, 498 (TTAB 1968).
Here the affiant, Mr. Resech, was allegedly gointgstify on behalf of fAplicant. Rather than
proceed with the testimony of Mr. Resech, overdhjection of Opposer Applicant elected to
request a resetting of the perifmd Applicant to take expertsémony and identified a different
expert. Notwithstanding the Board granting thation of Applicant to substitute a new expert
and resetting the period, Applicant did not take the testimony of the substitute expert. The
credibility of the Resech Affidavit is highly suspect and is of little or no probative worth.
Sales figures spanning a number of yearsauitlany context in the particular trade to
which they relate, such as market share foptieduct or how the sales tifis product ranks in
terms of sales of the trade, do not elevate a gseimark to the status of a distinctive mark.
E.g. Target Brands Inc. v. Hughe®5 USPQ2d 1676, 1681 (TTAB 2007). Even large sales

figures show only that a productpspular and do not show thaetrelevant customers of such

8 Until 2009 ex parte affidavits filed during prosecution, although part of the application file of record, were not
considered at all for their substantive content unlessiplicant authenticateddaproperly introduced them

through a witness during the testimony period, something that the Applicant did not do hefeadegark Board
Manual of Procedure (TBMPY,04.04;British Seagull Ltd. v. Brunswick Car28 USPQ2d 1197, 1200 (TTAB

1993), aff'd, 35 F.3d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994)((2)(f) affid®utjpeam Corp. v. Battle Creek
Equipment Cg 216 USPQ 1101, 1102 fn.3 (TTAB 1982)(Affidavit submitted for purposes of § 2(f) in application).

34



products have come to view the alleged naskhe applicant's source-identifying maiflarget
Brands,85 USPQ2d at 1681. Testimony by an aplits principal regarding the product
configuration sought to be regesed is an industry leader sales is not probative when the
applicant does not produce the urygiag sales information and information on product share is
not provided. See e.tn re Valkenberg97 USPQ2d 1757, 1766-67 (TTAB 2011). No
meaningful business records summarizing sakesnmation were made of record. The Resech
Affidavit mentions sales volumes, but no substdimgadocuments were maaé record or even
produced. No evidence was made of recordwioadd put this information into context in the
industry or in the context of Applicant's sale®tfer products. As previously noted the Resech
Affidavit is highly suspect and is of little or no probative worth.

There is no competent proof in this proceedhghen use of applicant’s specific pipe
boot began, and in no event is there evidei@xclusive use. As provided under the
regulations: “The allegain in an application faregistration, or in a gstration, of a date of
use is not evidence on behalftbé applicant or registrant; atdaof use of a mark must be
established by competent eviden&pecimens in the file of arpplication for registration, or in
the file of a registration, are nevidence on behalf of the applicamtregistrant unless identified
and introduced in evidence as exhibits duthmgperiod for the taking of testimony.” 37 CFR
§2.122(b)(2). Applicant made no effort to intua@ such evidence thugh testimony during the
testimony period.

During discovery counsel forpplicant repeatedly intimatedeotion that pipe boots of
Firestone and of others waranufactured by Applicant and tleéore these are not third party
uses that negate distinctiveness. Regardless of whether Firestone at some point obtained some

pipe boots from Applicant, there is no evidetitat all pipe boots soldy Firestone were
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obtained from Applicant. To the contrary, #sadence would establishahsome pipe boots of
Firestone came from manufacturers other #ygplicant and from multiple manufacturers.
More importantly, the products and marketing materof record establisthat Firestone pipe
boots are marketed and sold under the Firedtosred and company trade name, and no other
companies are indicated as being the sourcere$téine's pipe boots. The same holds true for
the other third party companies. There is ndevce that all of the pducts from any one of
these third parties originate from Applicamgdahere is no evidence that these third parties
market these products as being sourced from Applicant.

Even if Applicant could prove it was the soerfor pipe boots sold by Firestone and that
one hundred percent of Firestone pipe bootsratg from Applicant under a private label
arrangement, such private label sales defeat a claim of secondary meamgercan Flange &
Mfg. Co. v. Rieke Cor@0 USPQ2d 1397, 1409 (TTAB 2005); $&xdtish Seagull Ltd. v.
Brunswick Corp.28 USPQ2d 1197, 1203-04 (TTAB 1998jf'd, 35 F.3d 1527, 32 UPSQ2d
1120 (Fed.Cir. 1994 hlexander Binzel Corp. v. Nu-Tecsys Cor@5 F.Supp. 719, 722, 22
USPQ2d 1793 (N.D. lll. 1992Filter Dynamics Internationallnc. v. Astron Battery, Inc311
N.E.2d 386, 395, 183 USPQ2d 102 (2d Dist. Ill. App.X374). There is no indication to the
purchasing public that the pijp@ots are anything but Firestopeducts and nothing that would
generate acquired distinctivess in Applicant for this pduct as opposed to acquired in
Firestone. Once again, the sameliggpo other third parties.

During discovery Applicant's counsel likesgi repeatedly intimated some degree of
copying by Opposer of Applicant's productwdfich no evidence was introduced. Not only
does the evidence establish tgiposer did not copy Applicanpsoduct, but with regard to a

product configuration, even if Applicant coulcope that copying had occurred copying does not
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infer acquired distinctiveness$n re Valkenberg97 USPQ2d 1757, 1766-67 (TTAB 2011).
3. Applicant Improperly Materially Altered Its Drawing After Filing

Under Trademark Rule 2.72 the drawing itneelemark application may not be amended
if the amendment constitutes a “material raten” of the drawingn the application.In re
Pierce Foods Corp 230 USPQ 307, 308-09 (TTAB 1986). Under that rule, an amendment to
the drawing may be made “only if” the specmaeriginally filed sipport the amendmerdand
the proposed amendment does not materially akkemidrk. Both of these requirements must be
met. Regarding the second requirement, Rul@ further provides: “The Office will determine
whether a proposed amendment materially adiareark by comparing the proposed amendment
with the description or drawing of the mdiled with the originalapplication.” 37 CFR

8§2.72(a)(2). A comparison of theiginal drawing to the published drawing is made below:

-
-
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In this instance Applicant has added materightodrawing that include the very features that
Applicant is now arguing form its trademarkb)(a circular ring 11 with a semi-circular cross

section and a vertical plane) @ short annular nearly vertical frusto-conical surface 14

37



extending upwardly from the inner reach offage 13.” The Applicant did not provide the
Examining Attorney with this description until tked of prosecution. Theaded features “(b) a
circular ring 11 with a semi-cir¢ar cross section andvartical plane; (c) ahort annular nearly
vertical frusto-conical surface 14 extending upwafdbm the inner reach of surface 13” did not
reside in the original applitan description and misleads tasthe subject matter that was
originally shown in the drawg as filed and described.

That Applicant added these after refusal is all the nmatieative of material alteration.
The Examining Attorney noted tiele for configuration cases thportions are to be shown in
broken or dashed lines and that a descriptioprbeided. In response Apcant did not convert
the original drawing into one withortions shown in broken lin@s would be expected. Instead,
when the revised drawing was submitted AppliGdded subject matter to the drawing. The
absence of these features from the originaiittg would raise an farence that Applicant
recognized that the mark as originally presént@s not registerable, and therefore additional
product features were added to the mix in aimaly effort to manudcture a collection that
would be registerable. At a minimum it is indtive that Applicant'saunsel, who had reviewed
all of the information provided by Applicant, dibt even recognize theseatures as being part
of a trademark at the timeelapplication was filed.
4. Registration of the Alleged Mark Will Damage Opposer and Opposer Has Standing

Opposer is in the commercial roofing mess. Opposer has made substantial
preparations regarding sales of a pipe bogipd3er has been asked by a number of customers
to provide a pipe boot. Oppodaas had made and purchased a final metal mold that would be
used to make pipe boots and has made pipe boots from that mold. Opposer has discussed the

possible sales of pipe boots with customers.eAs$t one of the pipe boots prepared to be sold by
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Opposer utilizes a configuration thatsimilar to that sought to yegistered by Applicant. (OE
20, 21, 22.) As a potential competitor to Applicant on this product for which Applicant has
sought registration, for Applicaito be awarded a registratidor this functional and non-
distinctive design would damage Opposer in vagthe substantial pparations Opposer has
made for production and sale of pipe boots. &agnt-Gobain Corp., v. 3M C82 USPQ2d
1425, 1428 (TTAB 2007).
5. Opposer Maintains Its Objectians to Evidence of Applicant

Opposer renews its objection to the proposeuibits and testimony taken by Applicant
which was stricken from the record in tthecision mailed December 20, 2010, and as confirmed
in the decision on motion for reconsideoatimailed August 24, 2011, namely: Applicant’s
Exhibit 16 and any testimony in relation tagr, including testimony of Sean Steimle on
November 12, 2009, page 5 line 22 through patiee 21; Applicans Exhibit 20 and any
testimony in relation thereto, including Devittgee6 line 15 through page 8, line 4; and pages 1
and 8 through 11 of Applicant’'s Exhibit 2hdany testimony in relation thereto, including
Devitt page 8, lines 5 though 24. These matewals not properly identified during pre-trial
disclosures and not produced dgyidiscovery. Opposer promptlyoned to strike these exhibits
and testimony. For the same reasons as stategposer’s motion and for which the orders
striking these materials were gtad, Opposer renews its objection.

Opposer objects to the testiny of Devitt, page 39, linestBough 21, as hearsay, lack of
personal knowledge and lacking foundation. Applisacounsel inquired a® the mental state
of customers, to which Mr. Devitt respondedh subject which is outside his personal

knowledge without any foundation for his iesbny on this question or legal basis for
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knowledge of this mental state. This testimony is inadmissible under Fed.R.Civ.P. 602, 701,
802.

Opposer objects to Devitt page 22, line 1@tgh page 25, line 25, as being leading and
lacking foundation for a hypothetl and outside the witnesgdersonal knowledge. This
testimony is inadmissible under Fed.R.Civ.P. 602, 611(c), 701.

Opposer objects to Steimle (November2@)9) page 13, lines 13 through page 15, line
16 as leading and lacking faundation and in personal knowledge. This testimony is
inadmissible under Fed.R.Civ.P. 602, 611(c).

Opposer objects to the Resech Affidavilaany materials referenced in the Resech
Affidavit from being considered as evidence tloe substantive content of the Resech Affidavit
and associated materials. This inforroatand materials are unsubstantiated hearsay, and
Opposer further objects to the materials submittitl the Affidavit as lacking authenticity and
competency. Under the rules the parties ale tabstipulate to the entry of testimony via
affidavits. 37 CFR 82.123(b). In this proceeglihe parties did not stifate to submission of
testimony by way of affidavit. The pieces oppareferred to in the Resech Affidavit as
Exhibits B and C are clearly not business res@nad the underlying documents and information
were not produced by Applicant. Therena sufficient authentication or competency
established regarding the other iterttaghed to the Resech Affidavit.

The acceptance of such an ex parte affidawthout first requiringan agreement of the
parties to submission of evidemby affidavit, would provide aapplicant with a significant
unfair advantage over an opposer. An applivantld be able in essence to manufacture and
introduce any testimony it wished by affidasitbmitted during ex parte prosecution, yet an

opposer is unable to submit evidence by way of affidathout agreement betwedine parties.
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For many years the Board had not acceptepbete affidavits filed during prosecution
for the substantive content of those affidigvalthough the documents do form part of the
application file of record. Thdhere is an ex parte affidavit the application file, however, does
not make it competent, the attachments adib@n any of the materials probative. E.g.
Trademark Board Manual of Procedure (TBMP)4.04;British Seagull Ltd. v. Brunswick
Corp., 28 USPQ2d 1197, 1200 (TTAB 1993), aff'd, 35 F.3d 1527, 32 USPQ2d 1120 (Fed. Cir.
1994)((2)(f) affidavit);Sunbeam Corp. v. Battle Creek Equipment b6 USPQ 1101, 1102
fn.3 (TTAB 1982)(Affidavit submitted for purpes of § 2(f) in application); se¢MG
Recordings, Inc. v. Charles O'Rourle2, USPQ2d 1042, 1047 (TTAB 200Qgvi Strauss &

Co. v. R. Josephs Sportswear I123,USPQ2d 1464, 1467 (TTAB 1998)mega SA v.
Compucorp.229 USPQ 191, 195 (TTAB 198%)sage Oil & Transportation, Inc. v. Standard
Oil Co.,226 USPQ 905, 906 n.4 (TTAB 1985). Evenauxt proceedings the Federal Rules of
Civil Procedure do not allow the admission ofextparte written statement to be submitted
absent proof of an exceptionttee hearsay rule. Fed.R.Civ882, 803. To the extent that the
Board may have made a change in this apgirode Resech Affidais not probative or
competent. Se€old War Museum, Inc. v. Cold War Air Museum, 1686 F.3d 1352, 1357
(Fed. Cir. 2009).

IV. SUMMARY

The product configuration sougtat be registered by Applicant is functional and is not
proper subject matter for a trademark registratiApplicant’s description of the purported
trademark reads like a utility patent claim, avith good reason, Applicant is seeking to obtain
pseudo patent protection for a configuration tres long been in the public domain. Applicant

is seeking to obtain a perpetual monopoly for a cttda of utilitarian atures, each and every
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one of which Applicant itself marketed as pding functional benefits. Applicant owned a now
expired patent that disclosadd claimed many of the featurgsught to be registered.
Additionally, the configuration sougko be registered is not tiisctive and does not function as
a trademark. Applicant has nobpen secondary meaning hasakted to this configuration.
Finally, Applicant did not originally seek to protecétbonfiguration now sought to be
registered. Features of thenfiguration that Apjicant now argues were improperly added to
the drawing after filing. Fathis reason alone Applicant&pplication should be denied.

The opposition should be sustained amtbgment entered in favor of Opposer,

registration being denied #pplication Serial No. 76/461,157.

Respectfullgubmitted,

October20,2011 [Terence J. Linn/
Terencd. Linn, Reg.No. 30283
MatthewD. Kendall,Reg.No. 60815
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