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APPLICANT, H&C MILCOR, INC.’S OPPOSITION TO OPPOSER'’'S
MOTION TO STRIKE EXHIBITS AND TESTIMONY FOR IMPROPER
DISCLOSURE AND FAILURE TO DISCLOSE

I. INTRODUCTION

This case is in part about the Opposer’s pirating the
Applicant’s pipe boot, millimeter by millimeter, when it
contracted for its tooling without a single engineering
drawing generated by the Opposer. The Opposer sent one of
Applicant’s pipe boots to its tooling sub-contractor for
copying. Opposer has known Applicant’s position on this
issue since Applicant’s discovery depositions of Opposer’s
employees on November 12 and 13, 2008.

The Opposer attempts to strike Applicant, H&C MILCOR,
INC.’S Exhibits 16 to 22, introduced and disclosed for the
first time at trial on the ground that Rule 37 CFR 2.121(e)

requires them to be specifically described or produced in

Applicant’s pre-trial disclosures.



Rule 2.121(e) requires only ”“a general summary of the
types of documents” that may be introduced at trial; there
is no requirement for specificity. Applicant’s pre-trial
disclosures stated that Mr. Steimle would testify about ”“the
origination of the Firestone -- pipe boots” and that the ex-
hibits produced at trial may “be contemporaneously provided
as the testimony of the individual witnesses progresses”.

The Opposer is myopically confusing the Rule 2.121(e)
requirement for a specific identification of witnesses, with
its much looser and broader requirement for a “general” sum-
mary of documentary exhibits.

Opposer states that it asked for third party use docu-
ments in its Request 21, but Applicant firstly agreed to
produce them and in fact did, but Opposer never sent a Rule
37(a) (1) letter or Motion to Compel. In any event, Exhibits
16 to 22 are not produced to show third party use of the
mark, but only to show that Applicant was the manufacturer
of the Firestone pipe boot identified as Applicant’s Exhibit
4 in this case.

Opposer also argues that during the first Steimle
deposition Applicant refused to produce the Firestone sales
documents. That statement is completely false.

The documents representing Exhibits 16 to 22 are not in

any way prejudicial to Opposer, AS HOLDINGS, INC.




The Jurgensen/Rhaphsody v. Baumberger case, 91 USPQ2d
1443 (TTAB 2009) relied on by Opposer supports Applicant’s
position more than Opposer’s. Baumberger merely held that
Mr. Clayman, Petitioner’s(Opposer’s) trial witness, should
have been disclosed in Petitioner’s pre-trial disclosures.
Applicant does not argue with that holding. And in fact,
the Baumberger Board left in evidence Exhibits presented at
trial that were identified by Petitioner after the pre-
trial disclosure date had passed.

And how is Opposer’s prejudiced? Does it deny that
Portals Plus’ manufactured pipe boots for Firestone, does it
deny that the pipe boot Opposer copied in making its
tooling(Firestone Exhibit 4) was in fact made by Portals
Plus? If it does, which Applicant does not believe, let Op-
poser bring evidence in its yet presented Rebuttal testimony
to prove otherwise.

II. RULE 2.121(e) DOES NOT REQUIRE THAT EXHIBITS BE DEFINED

WITH ANY SPECIFICITY

Rule 2.121(e) provides:

"However, no later than fifteen days prior to
the opening of each testimony period, or on
such alternate schedule as may be provided by
order of the Board, the party scheduled to
present evidence must disclose the name and,
if not previously provided, the telephone
number and address of each witness from whom
it intends to take testimony, or may take
testimony if the need arises, general iden-

tifying information about the witness, such
as relationship to any party, including job



title if employed by a party, or, if neither
a party nor related to a party, occupation
and job title, a general summary or list of
subjects on which the witness is expected to
testify, and a general summary or list of the
types of documents and things which may be
introduced as exhibits during the testimony
of the witness.” (emphasis added)

When Opposer’s counsel cites this Rule on page 3 of its
Brief, he states or implies that Exhibits must be specifi-
cally listed by underlining the word “must”. But the must
in Rule 2.121(e) applies to the identification of the wit-
nesses, not the evidence or exhibits.

All of the Exhibits 16 to 22(App.p.2-36) introduced by
Applicant at trial, with the exception of Exhibit 22, relate
to the Firestone pipe boot which is depicted in Exhibit
4(App.p.1) to which the Opposer has not objected.

Applicant was the manufacturer of the Firestone Exhibit
4 pipe boot, and Exhibits 16 to 21 simply are introduced to
prove that point.

Applicant’s Pre-trial Disclosures state with respect to
both Mr. Steimle and Mr. Devitt that they will testify about
"the origination of the Firestone --- pipe boots”. This
statement alone is believed to support the introduction of
evidence relating to Portals Plus’(Applicant’s) manufacture

of the Firestone Exhibit 4 pipe boot.



Exhibit 16 (App.p.2-3) is two photographs of the tool
owned by Portals Plus(Applicant) used to make the lettering
“BFDP EPDM” on the Exhibit 4 Firestone pipe boot.

Exhibit 17(App.p.4-5) is two photographs of the letter-
ing on Exhibit 4 already in evidence. How can the Opposer
object to that?

Exhibit 18(App.p.6-21) is 15 invoices from Portals Plus
to Firestone for the Exhibit 4 type pipe boot shipped from
Portals Plus to Firestone in 2005, the time frame Exhibit 4
was manufactured.

Exhibit 19 (App.p.22) is a copy of a Portals Plus pipe
boot specification that is already a part of Defendant’s Ex-
hibit 12(ALP00476,ALP00477) to which the Opposer does not
object.

Exhibit 20(App.p.23-25) is a Firestone specification of
the Exhibit 4 pipe boot with related Portals Plus correspon-
dence almost identical in substance with Defendant’s Exhibit
14.

Exhibit 21 (App.p.26-35) is a Firestone specification
generated in part by Portals Plus also contained in
Defendant’s Exhibit 14.

Exhibit 22(App.p.36a) is a hand drawn pipe boot which
is nothing more than Exhibit 9 to which Opposer does not ob-

ject, with a short vertical line 24 added thereto.



How can Opposer be prejudiced by the introduction of
Exhibits 16 to 227

Not only does Applicant’s Pre-trial Disclosures
(App.p.37-41) tell the Opposer that the witnesses would tes-
tify as to the "origination of the Firestone” pipe boot, but
during the depositions of AS Holdings employees David V.
Smith, Jr., Christopher C. Kintzele, Joseph V. Merryman,
David V. Smith, III, and Michael J. Hubbard on November 12
and 13, 2008, the attorney for Applicant, Dillis V. Allen,
repeatedly asked these witnesses, in the presence of
Opposer’s counsel, Terence Linn, questions about who
manufactured the Exhibit 4 pipe boot. So Opposer is hardly
surprised by these Exhibits 16-22.

III. OPPOSER SUGGESTS FALSELY THAT APPLICANT SHOULD HAVE
PRODUCED THE EXHIBIT 18 INVOICES IN DISCOVERY

Opposer suggests on page 4 of its Brief that Applicant
should have produced Exhibits 16 to 22 during discovery.
Firstly, Exhibits 17, 19, part of Exhibit 20 and 99% of Ex-
hibit 22 were generated during discovery.

The simple answer is that Opposer did not ask for them
except Request 21 (App.p.42-43), which reads as follows:

Opposer’s Request 21: All documents and things refer-

ring or relating to third party use of the Applicant’s Mark.



Applicant’s Response: Subject to classification under
the Protective Order and the August 231, 2007 changes to 37
CFR 2.116(g), and the overbroad nature of the request, these
documents will be produced.

Applicant has provided exemplary invoices to Opposer of
its private label customers. Opposer never objected to the
completeness of Applicant’s production under FRCP Rule
37(a) (1) and never brought a Motion to Compel. Discovery is
now over in this case.

Opposer further states falsely on page 5 of its Brief
that Applicant refused to produce additional documents
during the Steimle discovery deposition -- ”“Counsel for Ap-
plicant represented that Applicant would not produce more
documents that had not been previously produced and attempt
to use those documents at trial. (Steimle deposition October
3, 2008 pp.73-74).”

The colloquy at pages 73 and 74 of the first Steimle
deposition related to gross sales figures. Exhibit 18 is
not introduced to show Portals Plus’ gross sales, but was
introduced only to show that Portals Plus made and shipped
the Exhibit 4 Firestone pipe boot to Firestone during a
period in 2005 when AS Holdings got the Exhibit 4 pipe boot
from Firestone for the purpose of copying the design and

making tooling.



IV. THE JULES JURGENSEN/RHAPSODY V. BAUMBERGER CASE DOES
NOT SUPPORT THE OPPOSER’S POSITION HERE

In Jules Jurgensen/Rhapsody, Inc. v. Peter Baumberger,
91 USPQ2d 1443 (TTAB 2009) the Board held that a Mr. Clayman,
an employee of the Opposer, could not testify at trial be-
cause he was not identified in the Opposer’s pre-trial dis-
closures. It should be noted in the Jules Jurgensen case
that the Opposer, on March 11, 2009 served the Applicant
with a list of Exhibits it was going to use at trial -- al-
most a month after the Opposer’s pre-trial disclosures were
due on February 16, 2009(p.1446). The Trademark Trial and
Appeal Board failed to strike those Exhibits under Rule
2.121(e).

Thus, the Jules Jurgensen case supports Applicant’s
position here more than the Opposer’s. This Motion should
be denied.

V. CONCLUSION

In conclusion, Opposer’s Motion to Strike Exhibits 16

to 22 should be denied in its entirely because they have

been adequately identified in Applicant’s Pre-trial Dis-

s V. Allen’
eg. No. 22,460
Attorney for H&C MILCOR, INC.

DATED: December 16, 2009
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Technical Prodact Information

SPECIFICATION

L s isioil e Cortals Plas Small Pipe Boot as manufactired by Portals Plus, Inc., Bensenville, IL, at all points where any
doi pencisies the roof system, and is less than 3" in diameter. The Small Pipe Boot shallinciude 60 mil EPDM, NEOPRENE,
“ALOM compression molded body. The Small Pipe Boot shall also include Portals Plus' Snaplock Clamp. Use white or black
A1, 1 )2 Portals Plus Adapter Rings for round penetrations less than 1" diameter. Attachment of Smali Pipe Boot to roof
il ha dons in accordance with Portals Plus Installation Instructions and the roofing membrane imanufacturer's

TREERH A RIS VISR

Medium Pipe Boot
MIN. MAZL

; ——— 4 000" - 1,375
T - 1 325" - 1.875"
; & 0 000" - 2.625°
. T T VA \f—“—— 2.750" - 3.625" 1
LA : - ~——— 4.000" - 4.500
526" | f -»———-——/f Y ey #—— 5.000" - 5.563"
45 e 4 R ~&— 6.000" - 6.875"
l Vo5 A \ "
AR |
vy, .
| 13" e o]
Al ‘»
SPECIFICATION

=i inctall the Portals Plus Medium Pipe Boot as manufactured by Portals Plus, Inc., Bensenville, iL, at all points wher 'y
A i penetrates the roof system, and is less than 6* in diameter. The Medium Pipe Boot shali inciude 60 mil EPDM,*
BEOFRERNE, or HYPALON compression molded body. The Medium Pipe Bootshall also inclyde Portals Pius' Snaplock Clamp.
A e necessary utilize Portals Plus Adapters to seal to square tubing and angle iron and for round penetrations less than
17 in diameier. Use white or black as necessary. Attachment of Medium Pipe Boot to roof system shall be done in accordance
wizh Portals Flus Installation Instructions and the roofing membrane manufacturer's requirements.

Large Pipe Boot

MIN.  MAX. 3

. I/ \

a5k l - ~'~Cr~-1 2.062" - 12.748

it Y
e ———————% 2075 e ]

ot ifﬂf‘ npenetiates the roof system, and is from 8" to 12" in diameter. The Large Pip¢ Boot shall includa 80 mil EFDM 4
IEORPENE compression m»airled body: The Large Pipe Boot shall also include Portals Plug’ Snaplock Clamp. Use white or
- sary. Attachment of Large Pipe Boot ta roof system shall be done in accordance with Portals Plus Instaliation Instructiof

roefing membrane manufacturer's requirements.,

i Vo [ Gpy T R D B TANM R A

i . y s,
Al information s subject to change ‘#Mthout notice. Dimensions and spectfications shown are igiring ;
.‘ L d
-

] —X4~--——- 8.062" - 8.6253
T -4—-—10.062" - 10.%



FAX TRANSMISSION

PORTALS PLUS, INC.
639 THoMAas DRIVE
BENSENVILLE, IL 60106

PHONE: 630-766-5240
Fax: 630-595-7868

To: Kevin Mannix | Date: Aiugust 20“‘19'99‘ B
Firestone

ax #: 317-575-7100 Pages: 2, including this cover sheet.

kom: Ron Resech

‘Bubject EPDM Pipe Boot
COMMENTS:

| .s.evm attached please find the information which you requested. If you have any
_ ’ACSUOHS please feel free to call. Thank you for the opportunity. '

I
It

E &
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: ,  Firestone

Building Products Company
EPDM Pipe Boot

MIN. MAX.

" 1 000" - 1.375"
" 1 §25" - 1.875"
- * 2.000" - 2.625”

] f 2.750" - 3.625"

AVAILABLE IN BLACK AND WHITE
WITH OR WITHOUT QUICKSEAM TAPE

J

pPp. 24




Failals Plus, Inc. 639 N. Thomas Drive, Bensenville, IL 60 06 °
3 TEL: 630-786-5240 FAX: 830-585-7:68

\ ‘ ' : - i

www.portalsplus.com

May 7, 2003

Clinne ethkang Products
seggoraogen fial

i iy Frand

¥aclosed please find the samples per your request. After you have had an opportunity to
seview them please give me a call at 1-800-PPI-5240.

Sincerely,

T WA

) Ronald W. Resech
; Portals Plus, Inc.

EEISSPIE— -
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EcoWhite™ EPDM QuickSeam™ Pipe Flastiings

Product Number{s): WS56358106A

Prepared By: Joe Kalwaia : - Date: 9/4/Z (7
Joe Kalwara, Engineer
Reviewed By: Jim Jannasich " Date: 927

(Y7

Jim Jannasch, EPDM Product Manager

) Reviewed By: John Fieldhouse Date: 10/5/ : (07

John Fieid house, PhD, Director of Adhesives

Reviewed By: Stephanie iner Date: 10/1/ 107
Stephanie Riner, Purchasing
Reviewed By: Larry Devitt, Portals Plus Date: i1/ .uf/ ,
Vendor
' A.SHOLDINGS V H&C MILCOR
"NO. 91182064

DEFENDANT’S EXHIBIT 21

Product Specification for EcoFlexWhite QuickSeam Pipe Flashing_S733- =C-XXX _A2/7/2007
THIS REVISION SUPERSEDES ALL PREVIOUS ISSUES
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&) ‘F‘.“e_' L ‘%e Product Specification Page 2 0f7

1. Scope

This specification is for the Firestone EcoWhite™ EPDM QunckSeam"‘ Pipe Fshing, hereafter
referred to as EcoWhite QuickSeam Pipe Flashing, is to be used in conjunctioi with Firestone
Ecowhite Roofing Systems. The Firestone EcoWhite QuickSeam Pipe Flashin; s a pre-fabricated pipe
Flashing with a tape adhesive laminated to the bottom flange of the Flashing. "hey are to be used 1o
flash pipes, rods or other similar penetrations on roofs. : This specification cove ‘s a EcoWhite
QuickSeam Pipe Flashing that can be used to flash a variety of pipe sizes fror.. 1" O.D. 10 6.875" O 1.

2. Applicabls Documents

2.1 The Ecowht:e QuickSeam Pipe Flashing shall pass the Dead Load Shear | est when fester! in
accordance 'mMth Firestone Test Specification W56-358-1002

2.2 Appendix 1: EPDM Material Specifications (attached)

2.3 Firestone BLilding Products “Quality System Manual® issued 7 Sept 2004
2.4 Label Specification for Firestone Accessories S733-TEC-204

2.5 Package Spacification for QuickSeam Products S733-TEC-211

SEREA

3. Physical and Performance Requirements

3.1 QuickSeam Tape Material — The tape adhesive shall be SP-610 from AL 1.3, white in color, or ain
altemate apjroved by Firestone.

) 3.2 Dimensions::

3214 The EcoWhite QuickSeam Pipe Flashing shall conform dimensior : lly to Figure 1 of this
spevification.

322 The QuickSeam tape thickness shail be .030"-.040".

323 The QuickSeam tape shall extend 1/16" to 1/8" beyond the flange i the EcoWhite
QuickSeam Pipe Flashing.

4. Qualification Testing

Firestone shall conduct a series of qualification tests on each vendor's pmdm s essTil pamsing
these tests shall qualify a vendor's product for use by Firestone. In addition, F = ﬁm\c Sl coorp g
such qualification tests in-house, as required, to assure that a vendor's produiri continues to praring.

Pt

satlsfactonly
4 g Mlﬂcwdon Value
Tensﬂe strength perfo:med at room temperature 1000 psn (mxmmum) 3
Elongaftion pe-formed at room temperature 300% (minimum}) - '
Die C tear petformed at room temperature 100 Io#in (minimum) ¢
Shore A Duroneter Hardness ‘ 55-70 (reading at 3 sec r:ﬂ - '_ *
L Tensile streng th after heat aging® 750 psi (minimum)

Product St ecification for EcoFlexWhite QuickSeam Pipe Flashing_$73% “ZC-XXA 12/77200¢
THIS REVISION SUPERSEDES ALL PREVIOUSISSUES
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‘ijesgﬁe Product Specification

Elongation after heat aging* 225% (minimum)

Die C tear after heat aging* 150 1bfAn (minimum)

Shore A Duromster aﬂar heat aging*™* : 75 Shore A, maximum o
Color | White

*Heat aging: :28 days at 240°F
**Testing and performance may be certified by an outside faboratory.

5. Inspection/Certification

5.1 Vendor shall inspect finished EcoWhite QuickSeam P:pe Flashing at a freg..ency that will ensure
Firestone recsives only kits that meet this specification. A written certificatic n that kits shipped to

Firestone met this specification shall be required with each shipment. Ce ification forms shall be
sent to the atiention of the Purchasing Agent.

5 2 Firestone may inspect samples of incoming material to ensure that the pro: 1t meets the
requirefnents of this specification.

6. Packaging and Marking

: 6.1 Packaged 10 boots per carton. Refer to Firestone Package Specification fi. - QuickSeam 1w
3 Products (S7:33-TEC-211). Package contents include clamps and Applicati: Instructions.

6.2 Refer to Firestone Label Speclﬁeahon for Accessories (S733-TEC-204).
Template: #1005 (8 %" x5 %), Elements: A, B, C, D, E, F, G, J; Templat:= #1007

6.3 Adate code ( nonth and year) shall be molded on the top surface of the Ec :#hite QuickSeam Fips
Flas&\g.

7. Warranty

Suppiier shall wairant the' workmanship and the integrity of the EcoWhite Quict aum Pipe r'-Ia‘ finy 5 ooy
a period of 20 years to perform as intended when installed In accordance with | racioric spaei :

8. Changes in Process or Product

Vendor shall be required to report to Firestone Purchasing Department 30 day: crior to progucitiy &t
shipping any material when making a change in a purchased raw material, mai: ifacturing process,
manufacturing location, sources, or the product. Firestone will review all chang - s and shall reserve ihe
right to require re-qualification of the subject material or equipment. Firestone ' “serves the right io
approve or Ieject any proposed changes.

) ‘3 Product Spe:ification for EcoFlexWhite QuickSeam Pipe Flashing_S733-1 130 XXX _2/7/2067
*3 THIS REVISION SUPERSEDES ALL PREVIOUS ISSUES
1
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SUILDING PRODUCTS Product Speciﬁcation - Page4of?

EcoWhite QuickSeam Pipe Flashing Certiﬂcation;'.- Form

C:upplier; Material:
Date: By: )
Assambied: . o
A R e Lot#: )
Ceiitin B - ’

e

. 8
inspection Results for EcoWhite QuickSeam Pipe Fjashing

Base Polymer

Color

Shore: A Hardr ess (reading at 3 L

secohds) 65-7Q

Dimensions (3ee Figure 1)

Thickness of flange and wall ‘ .N55" - §.075"

Flange oD 1§:‘

Legihility of da:e code and all '

printing on pars ' Nct2 1 in-Figure 1

Voids, air traps, splits, pitting, ,

cured in flash, or surface %

blemishes or tlisters r\!e'

Tensile streng h, room ' o 3

temperature : . : |- 1000 psi,#ninimum

Elongation, room temperaturé B ' L. 300%, fﬁin‘imum

Die C tear, rocm temperature:f i o 100 lbf/in,?fminimum
p

Product 3pecification fd_r EcoFlexWhite QuickSeam Pipe Flashing_S733-TEC-XXX_12/7/2007
THIS REVISION SUPERSEDES ALL PREVIOUS ISSUES
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susmersosicts  Product Specification Page 5 ui 7

e i , ‘ Spocification Value
Tensile strength after heat aging* | . | | 7501 ‘eji minimum
Elongation, aﬁef heat aging* S 225" minimum
Die C tear, after t eat aging* f - 75 11, minimum
Durometer, after heat aging* 80 Sho: - '—A maximum
QuickSeam DeacT.oad Shear ]
Test » : less thar ) 128" slipoads
QuickSeam tape thickness K¢ U();l.o‘~ o
QuickSeam tape beyond flange , s

* Heat aging: 28 days at 240’F
List below any items from note callouts on dravwng in F|gure 1 that do not meet s| - cified values:

Product Specification for EcoFlexWhite QuickSeam Pipe Flashing_S73" TEC-XXX_12//12007
,’ THIS REVISION SUPERSEDES ALL PREVIOUS ISSUL:S
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DN iuu%ﬁ?rt«g.lgse Product Specification = ragesor7

FIGURE 1: EcoWhite QuickSeam Pipe Flashing Dimensions

MIN. MAX
e e } e 1.000" - 1.375"
. i . A —- 1.626" - 1.876"
¢ s 2 (00" - 2,626
. 2.750" - 3.626"

’A
R T : '

" 11 Té"'—lf—"""""’" - 4.500"
. !i.zsg‘s.f I Y 5.000" - 5.563"
| 7 .

i _

Vb

. ' ) .

Wn Tape nid Relonse Paper

NOTES: -.
4. “RFDP” and “EPDM” to-he molded and spaced as shown by Detail “A”.

% Tolerance on dimensions shown is £0.06” unless otherwise noted.

EBFDP_____%T
EPDM %
Detail ‘A’

s ) Product !Speciﬂcaﬁon'fdr EcoFlexWhite QuickSeam Pipe Flashing_S733-TEC-XXX_12/7/2007
THIS REVISION SUPERSEDES ALL PREVIOUS ISSUES
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SUILDING PRODICTS Product Specification Page 7 ot 7

Appendix 1: EPDM Material Specifications B-1000

Propeiy | THRMENNIET bolljr
Specific Gravity ASTM D-297 1.13+ .03
RTINS ASTM D-412 (Die C) 300% minimum
B I (9.6 MPa)
Tensile Sirength ASTM D412 (Die C) 1000 ;‘);si‘(9.6 MPa)
o minimum
‘i ear Resistan e ASTM D-624 (Die C) 00 Ibffin minimum
3 (33.3 N/mm)
Shore A Duroineter ASTM D-2240 56 -70
Ozone Resistance: ASTM D-1149 No Cracks
7 days @ 1000phm@ 100°F with 50%
exiension
Heat Aging ASTM D-573
/ ) 28 days @ 240°F )
Tensile Strength, after Heat Aging ASTM D412 750 psi minimum
' (8.9 MPa)
Elongation, after Heat Aging . 4 ASTM D-412 (Die C) 225% minimum
Tear Resistar ce, after Heat Aging ASTM D-624 (Die C) 75 Ibffin minimum
Lo e _ (26.3 N/mm)
Shore A Durometer, after Heat Aging _ ASTM D-2240 80 maximum
Brittieness Temperature ASTM D-2137 | 49°F (45°C)
Resistance to Water change in weight after ASTM D-471 +8, -2
immersion 7 days @ 158°F, maximum, %
Water Vapor_ermeability max., perm mils _ ASTM E-96 2.0
Tolerance on Nominal Thickr:'tess, % , ASTM D-751 ~ +10
Penetration pocket Composiﬁon:’ ’ | ASTM D-297 ’
Weight percent of Polymer that is EPDM, % '_, 100
Weight percent of material that is EPDM 30 minimum
Polymer, % S '

*Heat aging is' 28 days at 240°F per ASTM D-673

Produc Specification for EcoFlexWhite QuickSeam Pipe Flashing_S733-TEC-XXX_12/7 12007
THIS REVISION SUPERSEDES ALL PREVIOUS ISSUES
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Halwara, Joe [KalwaraJoe@firestonebp.com]
i“riday, December 07, 2007 11:09 AM
PeN Vet Larry
Cies Weeer, Vicki .}
Feends R White pipe boot

S reften your values. We will forward shortly for your review.

Froe: Devity, Larry [mailto:Lammy.Devitt@hartcool.com]
Sent: | ridsy. December 07, 2007 11:11 AM

To: Kalwara, Joc

Subject: FW: White pipe hoot

Iimportance: High

Page 1 of 3

__Joe, are; you OK. with our published test results on the White EPDM boots NOT conplying with the Purchase Spec

at I received?

Based on Seott’s note on delivery necds, we need to resolve that quickly.

. . R e e e . R Y. S
=rom: Hettmansperger, Scott [mailto:HettmanspergerScott@firestonebp.com)
Hent: Friday, December 07, 2007 10:02 AM
Tere Levidl, Lanry

e Yickar, Max b

Suiject: RE: White pipe boot

[

s part io VM you should see these orders show up very soon. We will be running

et ac can add the BFDP logo. We will want these in o1 whse's by 1/7/08.

Gicott Heltmansperger ;
Purchasmg Manager- TPO Raw Materials and Acoessones
. EEL T30 B AR VAR TS S e
L0 OB Sireat
ndignapolic, B 46740

Eridh 24 TR AORG r
[}
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/ jONFEDENT&AU‘W»NO'I‘ICE: if you received this email in error, please immediately notify the sender by email at the address
- shown. This email transmission may contain confidential information. This information is intevded only for the use of the

individual(s) or entity to whom it is; intended even if addressed incorrectly. Please delste it from your files if you are not the
intended recipient. Thank you for vour compliance.

: Fridery, November 02, 2007 9:30 AM o
. marisperger, Seott
Casbriecis BT White pipe boot

RGO, T

£, meott,

Yes, with ot jeast | eces ¥ your cost would drop to only aci.

From: Hetbnansperger, Scott [mailto:HettmanspergerScott@firestonebp.com]
Sert: Friday, November 02, 2007 7:35 AM :

To: Devilt, Larry

Subject: RE: White pipe boot

Do

wwtigrua o tons aith logo will there be a price break and if so what is it?
b4 "
Zooft Hettmansperger

Furchasing Manager- TPO Raw Materials and Accessories

T rnasified Produects, LLC

310 F. 46th Street ‘ C
resisnapolis, IN 46240 '
B 317-875-T050 :

Faxd 247-816-3838

GONFIRZENTIALITY NOTICE: If you received this emall in error, please immediately notify the sender by email at the address
shown. This email transmission may contain confidential information. This information is iniended only for the use of the

individual(s) or entity to whom it is intended even ifaddresse& incorrectly. Please delete it from your files if you are not the
intenced recipient. Thank you for your compliance. '_ _

From: Devitt, Larry [mailto:Larr.Devitt@hartcool.com]
Gank: 1 hursday, November 01, 2007 5:14 PM
/ot Hettmatisperger, Scott '
s’s Nare, Joe

o ¥E: White pipe boot




Page 3 of 3

-~ Latached is your c;)st_ for the Taped White EPDM Pipe Boots. Please note that we have two “concems’.

1. 'The purchase spec diffe-s trom our published test results for white EPDM (copy attached). 1f Joe has tested
£ th= samples that ~ sent and it conforms to the purchase spec requiremer ts, then the “concern”

7. Taced on the simail guarttities of White Boots currently anticipated, the costs are based on *NO LOGO” boots
(Pirestone labei and packaging, of course). If the white EPDM system sees increased volume, we will be able

i mold with the BEDP/EPDM logo as requested. Logoed boots would require orders of at leas! oots

S,
LTI Y

se cz)i 'f von have any quastions. Thank you for the opportunity. ‘

rrove e onieperaer, Soott [imailto:HettmanspergerScott@firestonebp.com]
Sent: (uesoay, Octoher 20, 2007 7:53 AM

T Devith, . sity

e Kalwara, Joe

Subiject: White pipe hoot

Larry,
Specification for white pipe boot is attached. Please review. Also, will need a quot: based on a volume of approx

o~ ATTONG.

LEPRIET

Zeott Hettrnansperger

Purchasing Manager- TPO Raw Materials and Accessories
L e Bpaeangdn, LG

=40 L 96th Street

indianapolis, IN 46240

EHfE 317-575-T050

Vet 50 T-316-5838

CONFIJENTIALITY NOTICE: If you received this email in eror, please immediately notify the sender by email at the address
<howr. This email transmission nay contain confidential information. This information is intended only for the use of the
incividual(s) or entity to whom it is intended even if addressed incorrectly. Please delete it from your files if you are not the
intended recipient. Thank you for your compliance. -
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Portals Plus, Inc. 639 N. Thomas Drive, Bensenville, IL 601¢
TEL: 630-766-5240 °  FAX: 630-695-786
wWiww . poyrtpte oty -

May 1, 2003

Mr. Paul Oliveira

Firestone Building Products

525 Congressional Blvd.

Carmel, IN 46032

Dear Paul: |

As per your request enclosed please find a distributor binder. If you h 3 any questions
please do not,hesitate: to call.
/ ) 1 Sincerely,

Ronald W. Resech
Portals Plus, Inc.

Reo

e
Ps sewr me somple oo -
Swatd fe€ BR7 ~& P

‘OUFS IDe coRwi™ -~ Cﬁ[),fr
CTNE coradl T EFPM

- 1= e APP 36

' Prefabricated Roof Accessories For ALL Roofing Syst: mis!
y LI S10NACHHd "I R WIS A A-TT  COMP-CO-LHLS )
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AS HOLDINGS vs. H&C MILCOR
Opposition No. 91182064
Serial No. 76/461,157
Deft. No. 9

—_— S —1

W 'A.S. HOLDINGS V H&C MILCOR
! ——NO. 91182064 -
'DEFENDANT’S EXHIBIT 22
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AS HOLDINGS, INC.,

Opposer,
Opposition No. 91182064

Serial No. 76/461,157
Mark: Miscellaneous Design
(Pipe Boot Product Design)

)

)

)

)

-vs- )
)

H&C MILCOR, INC. f/k/a )
AQUATICO OF TEXAS, INC., )
)

)

Applicant.

APPLICANT, H&C MILCOR, INC. f/k/a AQUATICO OF TEXAS, INC.’S
PRETRIAL DISCLOSURES

Pursuant to Rule 2.121(c¢), 37 C.F.R. Section 2.121(4),
Applicant, H&C Milcor, Inc. f/k/a Aquatico of Texas, Inc.,

makes the following pretrial disclosures:

WITNESSES

Applicant intends to take testimony or may take the
testimony if the need arises, from the following witnesses:

1. Tom Mollen, Field Supervisor/Installer of Winward
Roofing, 919 S. Sacramento, Chicago, IL 60611, Telephone:
773/638-6580. Mr. Mollen may testify regarding Applicant’s
products, Opposer’s activities regarding pipe boots, the
functional aspects of the industry and Portals Plus Pipe
Boots, the origination of the Firestone and other manufac-
turers’ pipe boots, the installation of pipe boots, the
marketing of industry and Portals Plus pipe boots, materials
and specifications thereof used in the manufacture of pipe
boots, the testing of pipe boots, the recognition of the
Portals Plus pipe boot in the trade and industry, the file
history of Serial No. 76/461,157, patents relating to pipe
boots, and industry practices.

APP. 37




2. John Cirachi, Controller of Winward Roofing,, 919
S. Sacramento, Chicago, IL 60611, Telephone: 773/638-6580.
Mr. Cirachi may testify regarding Applicant’s products,
Opposer’s activities regarding pipe boots, the fupctional
aspects of the industry and Portals Plus Pipe Boots, the
origination of the Firestone and other manufacturers’ pipe
boots, the installation of pipe boots, the marketing of in-
dustry and Portals Plus pipe boots, materials and specifica-
tions thereof used in the manufacture of pipe boots, the
testing of pipe boots, the recognition of the Portals Plus
pipe boot in the trade and industry, the file history of

Serial No. 76/461,157, patents relating to pipe boots, and
industry practices.

3. Larry Kozak, Engineering Manager of Hart & Cooley,
815 Kimberly Drive, Carol Stream, IL 60188, Telephone:
630/588-2544. Mr. Kozak may testify regarding Applicant’s
products, Opposer’s activities regarding pipe boots, the
functional aspects of the industry and Portals Plus Pipe
Boots, the origination of the Firestone and other manufac-
turers’ pipe boots, the installation of pipe boots, the
marketing of industry and Portals Plus pipe boots, materials
and specifications thereof used in the manufacture of pipe
boots, the testing of pipe boots, the recognition of the
Portals Plus pipe boot in the trade and industry, the file

history of Serial No. 76/461,157, patents relating to pipe
boots, and industry practices.

4. Larry Devitt, Marketing Manager/Architect of Hart &
Cooley, 815 Kimberly Drive, Carol Stream, IL 60188,
Telephone: 630/588-2514. Mr. Devitt may testify regarding
Applicant’s products, Opposer’s activities regarding pipe
boots, the functional aspects of the industry and Portals
Plus Pipe Boots, the origination of the Firestone and other
manufacturers’ pipe boots, the installation of pipe boots,
the marketing of industry and Portals Plus pipe boots,
materials and specifications thereof used in the manufacture
of pipe boots, the testing of pipe boots, the recognition of
the Portals Plus pipe boot in the trade and industry, the
file history of Serial No. 76/461,157, patents relating to
pipe boots, and industry practices.

5. Sean Steimle, Vice President of Hart & Cooley, 815
Kimberly Drive, Carol Stream, IL 60188, Telephone: 630/588-
2510. Mr. Steimle may testify regarding Applicant’s
products, Opposer’s activities regarding pipe boots, the

HPFP. 38




functional aspects of the industry and Portals Plus Pipe
Boots, the origination of the Firestone and other manufac-
turers’ pipe boots, the installation of pipe boots, the
marketing of industry and Portals Plus pipe boots, materials
and specifications thereof used in the manufacture’ of pPipe
boots, the testing of pipe boots, the recognition of the
Portals Plus pipe boot in the trade and industry, the file
history of Serial No. 76/461,157, patents relating to pipe
boots, and industry practices.

A 6. Russ Verbrugge, Engineer of Hart & Cooley, 5030
Corporate Exchange Boulevard SE, Grand Rapids, MI 49512,
Telephone: 616/656-8200. Mr. Verbrugge may testify regard-
ing Applicant’s products, Opposer’s activities regarding
pipe boots, the functional aspects of the industry and Por-
tals Plus Pipe Boots, the origination of the Firestone and
other manufacturers’ pipe boots, the installation of pipe
boots, the marketing of industry and Portals Plus pipe
boots, materials and specifications thereof used in the
manufacture of pipe boots, the testing of pipe boots, the
recognition of the Portals Plus pipe boot in the trade and
industry, the file history of Serial No. 76/461,157, patents
relating to pipe boots, and industry practices.

7. Tom Kelly, Owner/Roofing Manager of 2001 Company,
325 Thomaston Avenue, Waterbury, CT 06702, Telephone:
800/537-7663. Mr. Kelly may testify regarding Applicant’s
products, Opposer’s activities regarding pipe boots, the
functional aspects of the industry and Portals Plus Pipe
Boots, the origination of the Firestone and other manufac-
turers’ pipe boots, the installation of pPipe boots, the
marketing of industry and Portals Plus pipe boots, materials
and specifications thereof used in the manufacture of pipe
boots, the testing of pipe boots, the recognition of the
Portals Plus pipe boot in the trade and industry, the file

history of Serial No. 76/461,157, patents relating to pipe
boots, and industry practices.

8. George Criel, President of Century Roofing Consult-
ing, 1645 Hicks Road, Rolling Meadows, IL 60008, Telephone:
847/202-8500. Mr. Criel may testify regarding Applicant’s
products, Opposer’s activities regarding pipe boots, the
functional aspects of the industry and Portals Plus Pipe
Boots, the origination of the Firestone and other manufac-
turers’ pipe boots, the installation of pipe boots, the
marketing of industry and Portals Plus pipe boots, materials
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and specifications thereof used in the manufacture of pipe
boots, the testing of pipe boots, the recognition of the
Portals Plus pipe boot in the trade and industry, the file

history of Serial No. 76/461,157, patents relating to pipe
boots, and industry practices. )

9. Mitch Rabin, Owner of A1 Roofing, 1425 Chase
Avenue, Elk Grove Village, IL 60007, Telephone: 847/952-
3600. Mr. Rabin may testify regarding Applicant’s products,
Opposer’s activities regarding pipe boots, the functional
aspects of the industry and Portals Plus Pipe Boots, the
origination of the Firestone and other manufacturers’ pipe
boots, the installation of pipe boots, the marketing of in-
dustry and Portals Plus pipe boots, materials and specifica-
tions thereof used in the manufacture of pipe boots, the
testing of pipe boots, the recognition of the Portals Plus
pipe boot in the trade and industry, the file history of

Serial No. 76/461,157, patents relating to pipe boots, and
industry practices.

10. David Rabin, Owner of A1 Roofing, 1425 Chase
Avenue, Elk Grove Village, IL 60007, Telephone: 847/952-
3600. Mr. Rabin may testify regarding Applicant’s products,
Opposer’s activities regarding pipe boots, the functional
aspects of the industry and Portals Plus Pipe Boots, the
origination of the Firestone and other manufacturers’ pipe
boots, the installation of pipe boots, the marketing of in-
dustry and Portals Plus pipe boots, materials and specifica-
tions thereof used in the manufacture of pipe boots, the
testing of pipe boots, the recognition of the Portals Plus
pipe boot in the trade and industry, the file history of

Serial No. 76/461,157, patents relating to pipe boots, and
industry practices.

EXHIBITS
Applicant intends to rely on or may rely on the Ex-
hibits listed in the Opposer, AS HOLDINGS, INC.’s Pretrial
Disclosures, and additionally may rely on the deposition
witnesses and exhibits also listed in Opposer, AS HOLDINGS,

INC.’S Pretrial Disclosures, and also may rely on further
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Exhibits that may be produced at trial. These latter Ex-
hibits will be provided to Opposer’s attorney either in ad-
vance of the testimony of the individual witnesses or may be

contemporaneously provided as the testimony of the in-

[

s V. Allbﬂf
ttorney for H&C Milcor, Inc.
f/k/a Aquatico of Texas, Inc.
Reg. No. 22,460

dividual witnesses progresses.

Dated: October f6, 2009

CERTIFICATE OF SERVICE

This is to certify that a copy of APPLICANT, H&C MIL-
COR, INC. f/k/a AQUATICO OF TEXAS, INC.’'S PRETRIAL DIS-
CLOSURES was sent via Federal Express to the Trademark
Trial and Appeal Board on October 16, 2009, and a true and
correct copy of same was sent on October 16, 2009, via

first-class mail, postage prepaid, to Opposer’s counsel as
follows:

Terence J. Linn, Esq.
Van Dyke, Gardner, Linn & Burkhart, LLP
2851 Charlevoix Drive SE, Suite 207

Grand Rapids, MI 49588-8

Dillis V. Allen, Esq.
105 S. Roselle Road
Suite 101

Schaumburg, IL 60193
847/895-9100
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ALPHA SYSTEMS, INC.,

Plaintiff,
Opposition No. 91182064
Serial No. 76/461,157

Mark: Miscellaneous Design
(Pipe Boot Product Design)

H&C MILCOR, INC. f/k/a
AQUATICO OF TEXAS, INC.,

T s N sl Vst Nd Vil Vel gt et

ngendant.

H&C MILCOR, INC.'S RESPONSES TO OPPOSER'S FIRST SET

OF REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS

Defendant, H&C MILCOR, INC. f/k/a AQUATICO OF TEXAS,
INC., by its attorney, Dillis V. Allen, pursuant to Rule 34
of the Federal Rules of Civil Procedure, hereby responds to
Plaintiff, ALPHA SYSTEMS, INC.’S, FIRST SET OF REQUESTS FOR

PRODUCTION OF DOCUMENTS AND THINGS, as follows:

APP.



RESPONSE: Subject to classification under the Protec-
tive Order and the Augqust 31, 2007 changes to 37 CFR
2.116(g), and the overbroad nature of the request, these
‘documents will be produced.

20. Documents and things sufficient to establish the
class or type of customers to which Applicant distributes or
intends to distribute goods and services in association with
Appiicant's Mark.

RESPONSE: Subject to classification under the Protec-
tive Order and the August 31, 2007 changes to 37 CFR
2.116(g), and the overbroad nature of the request, these
documents will be produced.

21. All documents and things referring or relating to
third-party use of the Applicant’s Mark.

RESPONSE: Subject to classification under the Protec-
tive Order and the August 31, 2007 changes to 37 CFR
2.116(g), and the overbroad nature of the request, these
documents will be produced.

22. All documents and things referring or relating to
instances of actual confusion regarding Applicant,
Applicant’s Mark, and/or goods or services of Applicant dis-
tributed in association with Applicant’s Mark.

RESPONSE: None

10
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