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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

E. & J. GALLO WINERY, 
 

Opposer, 
 
 v. 
 
MIMULANI AG, 
 
 Applicant. 
 

 
 
 
Cancellation No. 91181380 et al. 
(Consolidated) 
 

 

APPLICANT MIMULANI AG'S MOTION TO COMPEL  
 
 Applicant Mimulani AG ("Mimulani") hereby moves the Board for an Order compelling 

Opposer E. & J. Gallo Winery ("E. & J.") to respond to certain of Mimulani's discovery requests 

as detailed below.  

 Counsel for Mimulani sent an email to counsel for E. & J. on December 13, 2008 

specifying the manner in which E. & J.'s discovery responses were deficient and requesting 

amended and supplemental responses and production.  E. & J.'s counsel made an immediate, 

preliminarily reply indicating that he believed the responses were not deficient and that more 

substantive response to the mail would be forthcoming the following week.  These 

correspondence are attached hereto as Exhibit A.   

Counsel for Mimulani has not received any substantive response to its email at this time, 

now more than two weeks after counsel for E. & J. indicated it would respond.  Opposer has 

made no indication that it will be amending or supplementing its responses and has not otherwise 

contacted Applicant to narrow the issues.  It is clear from Opposer's initial response, and its 

subsequent failure to respond more fully, that the parties have an entrenched discovery dispute 
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regarding each of the issues in Applicant's December 13 email and each such issue therefore 

appropriate for resolution by the Board. 

Applicant believes that the parties' correspondence, and Opposer's failure to continue the 

correspondence, satisfies Applicant's obligation to meet and confer in an attempt to resolve any 

discovery dispute prior to filing a motion to compel. 

 Attached hereto are the following exhibits:  

Exhibit B  Applicant's First Request for Admissions to Opposer  
Exhibit C Applicant's First Request for Production  
Exhibit D Applicant's Second Request for Admissions to Opposer  
Exhibit E Applicant's Second Request for Production  
Exhibit F Applicant's First Set of Interrogatories  
Exhibit G Opposer's Objections and Responses to Applicant's First Request for 

Admissions to Opposer  
Exhibit H Opposer's Objections and Responses to Applicant's First Request for 

Production 
Exhibit I Opposer's Objections and Responses to Applicant's First Interrogatories  
Exhibit J Opposer's Objections and Responses to Applicant's Second Request For 

Admissions to Opposer  
Exhibit K Opposer's Objections and Responses to Applicant's Second Request for 

Production  
Exhibit L Opposer's Objections and Responses to Applicant's First Set of 

Interrogatories  
 

I. An order compelling sufficient responses to Requests for Admissions Nos. 5, 23, and 
26 and Request for Production No. 1 is appropriate.   

 
Applicant's Requests for Admissions Nos. 5, 23, and 26 were partially denied, but no 

documents were produced in support of the denials pursuant to Applicant's production request 

No. 1.  More specifically, Opposer admits that each respective trademark cited in the admission 

requests was not the subject of a TTAB opposition or cancellation challenge by Opposer, but 

denies that the cited trademark was not "otherwise challenged" by Opposer.  Accordingly, it is 

apparent that the trademarks that are the subject of Requests for Admissions Nos. 5, 23, and 26 



APPLICANT MIMULANI AG'S MOTION TO COMPEL  
Cancellation No. 91181160 
Page 3 of 8 
 
were challenged by Opposer in some manner other than TTAB proceedings, such as perhaps a 

cease and desist letter followed by an out-of-court settlement or a state or federal court case.   

Applicant believes that it is entitled, pursuant to its request for production No. 1, to any 

documents supporting the partial denial of these admission requests.  Such documents would 

include any cease and desist letter, correspondence, settlement agreement, coexistence 

agreements, court pleadings and filings, etc. that may have related to any non-TTAB challenge to 

the identified trademarks. 

Applicant notes specifically that Opposer indicated in its response to request for 

production No. 1 that documents supporting the denial of admission No. 23 would be produced.  

Despite a follow up request made to counsel for Opposer regarding these documents, no such 

documents have been produced.  Accordingly, Applicant requests that the Board's Order 

specifically require production of documents relating to Admission No. 23.  

 

II. An order compelling sufficient responses to Applicant's Interrogatory Nos. 3 and 4, 
and Requests for Production Nos. 4  and 5 is appropriate.  

 
Applicant's Interrogatory Nos. 3 and 4 and Requests for Production Nos. 4 and 5 pertain 

to the identification and production of agreements between Opposer and any third party that 

resolve trademark disputes relating to the GALLO mark, including particularly, but not limited 

to, coexistence agreements.  The requests encompass agreements relating to any jurisdiction, 

foreign and domestic.    

Applicant does not believe that the search for and production of such agreements would 

constitute an undue burden and does not object to the production of such agreements under Fed. 

R. Civ. P. 33(d) in response to the interrogatories.  
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Such agreements are relevant at least because any such agreement is relevant to the scope 

of protection properly afforded to Opposer's marks and Opposer's views regarding channels of 

trade and its area of commerce. 

 

III. An order compelling sufficient responses to Applicant's Second Set of Requests for 
Admissions and Second Set of Request for Production, as detailed below, is 
appropriate. 

 
a. Admission Nos. 59, 61, 62, 65, 68, 71, 75, 78, 79, 80, 84, 88, 92, 95, 99, 103, 

106, 109, 112 
 

Each of these requests for admissions is identical in form and substance in that each asks 

Opposer to admit the authenticity of specific printouts from the USPTO online database that 

were attached to the admissions as exhibits.  Each of Opposer's replies to these requests is also 

identical in form and substance: a blanket denial apparently based solely on the objection that the 

request is argumentative. 

These requests are intended to lay the foundation for the subsequent requests and each 

merely asks Opposer to admit the authenticity of the cited documents, i.e. that the cited 

documents originate from the USPTO database.  Similar requests were made with respect to 

registration printouts in Applicant's admission request Nos. 1 – 55 and, for each of these, 

Opposer responded by essentially admitting the authenticity of the cited exhibit.  Opposer 

believes that a simple admission of authenticity is likewise warranted in response to requests 59 

etc.  

b. Admission Nos. 63, 66, 69, 72, 76, 81, 85, 89, 93, 96, 100, 104, 107, 110, 113 
 
 

Each of these requests for admissions is substantially identical in that each requests the 

admission that the trademark identified in the immediately preceding requests was not known to 
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Opposer because of either (1) a lack of interest or (2) a lack of inquiry, and not due to an 

investigation by Opposer that determined the mark was not in use.  

Each of these requests is categorically denied based on the objections that each was 

misleading, vague, and argumentative.  Applicant believes these denials are without merit and do 

not satisfy Opposer's various duties in responding to admission requests.  In particular, the 

denials appear to be based on Opposer's objections that the meaning of the request is unclear.  In 

this case, Opposer has a duty to respond to the unobjectionable portions of the request and a duty 

to clarify its view of the objectionable portions of the request and to craft a response according to 

that understanding.   See U.S. ex rel. Englund v. Los Angeles County, 235 F.R.D. 675, 684 (E.D. 

Cal. 2006) ("[I]t is not ground for objection that the request is “ambiguous” unless so ambiguous 

that the responding party cannot, in good faith, frame an intelligent reply."] 

In general, denials to requests for admission cannot be based on an overly-technical 

reading of the request and Opposer cannot simply avoid responding based on alleged 

technicalities.  Id.  If Opposer is unable to agree with the exact wording of the request, or objects 

to the meaning of the request, it should try to frame an alternate wording or suggest a stipulation.  

Id. 

c. Nos. 64, 67, 70, 73, 82, 86, 94, 97, 101, 105, 108, 111, 114 

For each of these requests, Applicant is requesting the admission of two specific things 

with regard to specific USPTO registration printouts identified in the request and supplied to 

Opposer in the form of exhibits.  The two things are: (1) that the USPTO record shows an 

allegation of use, and (2) that USPTO record shows that specimens of use were provided to the 

USPTO.  The requested admissions do not relate to or request an admission of the accuracy or 
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truth of any allegation of use or specimen of use and it is improper for Opposer to interject this 

into the request or into Opposer's response to the request.   

Applicant believes that these requests are clear and not "misleading, vague and 

argumentative" as objected to by Opposer.  These requests are no more than a request to admit 

the authenticity of the content of the USPTO records, not the underlying truth of the content.  If 

Opposer would like to make this distinction clear in its response, it not only may do so, but it is 

under an obligation to do so.  As noted above, blanket denials based on technicalities or 

vagueness are not appropriate when the responder can clarify in its response what is being 

admitted and what is not being admitted.  Id.; see also Herrera v. Scully, 143 F.R.D. 545, 548-49 

(S.D.N.Y 1992); Bouchard v. U.S., 241 F.R.D. 72, 76 (D.Me. 2007) 

 

d. Admission Nos. 74, 83, 87, 90, 98, 102 

These requests ask for the admission that the products branded with the identified mark 

are used in commerce.  Each request is denied in the exact same manner: "Subject to the General 

Objections, Request for Admission No. XX is denied."  None of the denials are based on an 

asserted lack of sufficient information to admit or deny and none include the statement that a 

reasonable inquiry has been made and that the information known or readily obtainable by 

Opposer is insufficient to enable it to admit or deny (which statement would have been required 

to accompany any denial based on an asserted lack of information). 

Applicant notes that Opposer is under an obligation to make a reasonable, good faith 

inquiry into the truth or falsity of any request for admission and that the inquiry must include 

sources reasonably available to Opposer.  U.S. ex rel. Englund at 680; Bouchard at 76; Herrera at 
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548-49.  In each of its requests, Applicant specifically identifies particular sources available to 

Opposer that Applicant believes provides information that requires an admission.   

If Opposer's denials of these requests are based on based on an asserted lack of 

information after a reasonable good faith inquiry, Opposer is under an obligation to have stated 

this in its response so as not to give the impression that the denial is based on specific knowledge 

known to Opposer.  Since the responses are not based on a purported lack of information, the 

assumption is that Oppose has or has acquired particular knowledge which forms the basis of its 

denial.  Any such information or knowledge is of course itself properly the subject of discovery.  

To the extent the denials are supported by documents, these must be produced pursuant to 

Applicant's requests for production Nos. 1. 

 

Applicant requests and order from the Board compelling responses from Opposer to each 

of Applicant's discovery requests as noted above. 

 

Dated:  December 30, 2008 

 
     Respectfully submitted, 

      /Mark Lebow/     
     Mark Lebow 
 

    Attorney for Applicant 
     Young & Thompson 

   209 Madison Street, # 500 
     Alexandria, Virginia  22314 
     Tel: (703) 521-2297 
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CERTIFICATE OF SERVICE 
 

I hereby certify the foregoing APPLICANT MIMULANI AG'S MOTION TO 

COMPEL was deposited as first class U.S. Mail to Paul W. Reidl, Attorney for Opposer, E. & J. 

Gallo Winery, 600 Yosemite Boulevard, Modesto, CA 95354 

 
 
     /Jeff Goehring/    
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From: Reidl, Paul [mailto:Paul.Reidl@ejgallo.com]  
Sent: Tuesday, December 16, 2008 5:10 PM 
To: Mark Lebow 
Subject: RE: Galliss Oppositions - TTAB Consolidated Opposition No. 91181380 - Our Ref. 0540-1048-1 
  
Dear Mr. Lebow: 
  
I am in New York this week so will be unable to respond substantively to your e‐mail until next week.  I note, 
however, that I disagree with the assertions in your e‐mail, especially about the alleged relevance of Gallos’ 
enforcement efforts outside the United States and for brands not at issue in the case.  As part of the meet and 
confer process, I believe you are obliged to provide me with some authority supporting that proposition.  As you 
know, the law is quite to the contrary. 
  
Also, the reason why I did not produce documents in response to certain of your requests is that there are 
none.   
  
Finally, to the extent you are complaining that Gallo did not admit to certain “facts” that are based on undefined 
excerpts from a web site that would not be admissible in any event, I would be interested in any authority that 
says these are proper requests for admission.  I also disagree with your assertion that I am obligated to explain 
why certain admission were denied.  Again, I would be interested in any case law supporting such a proposition. 
  
Also in light of your refusal to produce your witness, I will obtain a Federal court subpoena in the 4th Circuit 
where, as you know, the law is very clear that the witness must appear.  I was hoping that you would do that 
voluntarily but if you want to put my client through the cost of doing what you should be doing voluntarily, then 
so be it. 
  
Yours sincerely, 
  
Paul Reidl 
  
  
  
From: Mark Lebow [mailto:mlebow@young-thompson.com]  
Sent: Tuesday, December 16, 2008 9:08 AM 
To: Reidl, Paul 
Subject: RE: Galliss Oppositions - TTAB Consolidated Opposition No. 91181380 - Our Ref. 0540-1048-1 
  
Dear Paul: 
  
Thank you for your letter of November 11, 2008 and the accompanying discovery responses.  As you 
note, we inadvertently served two sets of second-round discovery with overlapping numbering.  In 
referencing this discovery going forward, we will attempt to be clear as to which requests are being 
identified. 
 
Regarding your request that we provide a date for deposition of our client in the U.S., we are not aware 
of you having previously asked for a date.  We note that Applicant and its representatives are located 
abroad and that there is no certain procedure for obtaining an in-person deposition of foreign parties.  
We do not anticipate Applicant submitting to an in-person deposition and believe the deposition upon 
written questions procedure is sufficient.  
  
We have not yet received any document production from Opposer.  In particular and as previously noted 
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in my letter of October 15, 2008, we have not received any documents in response to our Request for 
Production No. 1, which asked for all documents supporting Opposer's denials of any of Applicant's first 
set of Requests for Admissions.  Opposer's response to this request expressly agrees to produce 
documents relating to the denial of Admission No. 23 and Applicant believes that documents relating to 
other denials should also be forthcoming, particularly admission requests Nos. 5 and 26.  These and 
other discovery issues are detailed below. 
  
Applicant requests a meet and confer regarding each of these issues so that they may be resolved or 
narrowed prior to any motion to compel that may be necessary. 
  
Requests for Admissions Nos. 5, 23, and 26 and Request for Production No. 1 
  
These requests for admissions were partially denied, but no documents were produced in support of the 
denials pursuant to production request No. 1.  More specifically, Opposer admits that each respective 
trademark cited in the admission requests was not the subject of a TTAB opposition or cancellation 
challenge by Opposer, but denies that the cited trademark was not "otherwise challenged" by Opposer.  
Applicant believes that it is entitled to any documents supporting the denial of these admission requests, 
i.e. any cease and desist letter, correspondence, settlement agreement, coexistence agreements, etc. that 
may have related to any non-TTAB challenge to the identified trademarks. 
  
Interrogatory Nos. 3 and 4, and Requests for Production Nos. 4  and 5 (relating to third party 
agreements) 
  
These interrogatories and requests pertain to the identification and production of agreements between 
Opposer and any third party that resolve trademark disputes, including particularly, but not limited to, 
coexistence agreements relating to the GALLO mark.  The requests encompass agreements relating to 
any jurisdiction, foreign and domestic.    
  
Applicant does not believe that the search for and production of such agreements would constitute an 
undue burden and does not object to the production of such agreements under Fed. R. Civ. P. 33(d) in 
response to the interrogatories. 
  
Such agreements are relevant at least because any such agreement is relevant to the scope of protection 
properly afforded to Opposer's marks and Opposer's views regarding channels of trade and its area of 
commerce. 
  
Second Set of Requests for Admissions (Based on Exhibits A – X and relating to third party 
marks) and Second Set of Request for Production (with Nos. 3-5) 
  
Nos. 59, 61, 62, 65, 68, 71, 75, 78, 79, 80, 84, 88, 92, 95, 99, 103, 106, 109, 112 
  
Each of these requests is identical in form and substance in that each asks Opposer to admit the 
authenticity of printouts from the USPTO online database.  Each of Opposer's replies to these requests is 
also identical in form and substance: a blanket denial apparently based solely on the objection that the 
request is argumentative. 
  
These requests are intended to lay the foundation for the subsequent requests and each merely asks 
Opposer to admit the authenticity of the cited documents, i.e. that the cited documents came from the 
USPTO database.  Similar requests were made with respect to each of these same cited trademarks in 
Applicant's admission request Nos. 1 – 55 and, for each of these, Opposer responded by essentially 
admitting the authenticity of the cited exhibit.  Opposer believes that a simple admission of authenticity 
is likewise warranted in response to requests 59 etc.  
  
Nos. 63, 66, 69, 72, 76, 81, 85, 89, 93, 96, 100, 104, 107, 110, 113
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Each of these requests is substantially identical in that each requests the admission that the trademark 
identified in the immediately preceding requests was not known to Opposer because of either (1) a lack 
of interest or (2) a lack of inquiry, and not due to an investigation by Opposer that determined the mark 
was not in use. 
  
Each of these requests is categorically denied based on the objections that each was misleading, vague, 
and argumentative.  Applicant believes these denials are without merit and do not satisfy Opposer's 
various duties in responding to admission requests.  In particular, the denials appear to be based on 
Opposer's objections that the meaning of the request is unclear.  In this case, Opposer has a duty to 
respond to the unobjectionable portions of the request and a duty to clarify its view of the objectionable 
portions of the request and craft a response according to that understanding. 
  
In general, denials to requests for admission cannot be based on an overly-technical reading of the 
request and Opposer cannot simply avoid responding based on alleged technicalities.  If Opposer is 
unable to agree with the exact wording of the request, or objects to the meaning of the request, it should 
try to frame an alternate wording or suggest a stipulation. 
  
Nos. 64, 67, 70, 73, 82, 86, 94, 97, 101, 105, 108, 111, 114 
  
For each of these requests, Applicant is requesting the admission of two specific things with regard to 
specific USPTO registration records identified in the request and supplied to Opposer in the form of 
exhibits: (1) that the USPTO record shows an allegation of use, and (2) that USPTO record shows that 
specimens of use were provided to the USPTO.  The requested admissions do not relate to or request an 
admission of the accuracy or truth of any allegation or specimen of use and it is improper for Opposer to 
interject this into the request or into Opposer's response to the request.   
  
Applicant believes that these requests are clear and not "misleading, vague and argumentative" as 
objected to by Opposer.  These requests are no more than a request to admit the authenticity of the 
content of the USPTO records, not the underlying truth of the content.  If Opposer would like to make 
this distinction clear in its response, it not only may do so, but it is under an obligation to do so.  As 
noted above, blanket denials based on technicalities or vagueness are not appropriate when the 
responder can clarify in its response what is being admitted and what is not being admitted.  
  
Nos. 74, 83, 87, 90, 98, 102 
  
These requests ask for the admission that the products branded with the identified mark are used in 
commerce.  Each request is denied in the exact same manner: "Subject to the General Objections, 
Request for Admission No. XX is denied."  None of the denials are based on an asserted lack of 
sufficient information to admit or deny and none include the statement that a reasonable inquiry has 
been made and that the information known or readily obtainable by Opposer is insufficient to enable it 
to admit or deny (which statement would have been required to accompany any denial based on an 
asserted lack of information). 
  
Applicant notes that Opposer in under an obligation to make a reasonable, good faith inquiry into the 
truth or falsity of any request for admission and that the inquiry must include sources reasonably 
available to Opposer.  In each of these requests, Applicant specifically identifies particular sources 
available to Opposer that Applicant believes require an admission.   
  
If Opposer's denial is nonetheless based on an asserted lack of information after a reasonable good faith 
inquiry, this must be stated in the response.  Since this is not stated in the response, Opposer must have 
acquired information supporting each denial and such information would be the appropriate subject of 
further discovery.  Also, to the extent these denials are supported by documents, these must be produced 
pursuant to already served document requests.
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Please let me know when we may get in touch regarding these issues.  
  
Very truly yours, 
  
Mark Lebow | Young & Thompson  
209 Madison St. | Suite 500 
Alexandria, VA 22314  
Tel: (703) 521-2297 | Fax: (703) 685-0573  
mlebow@young-thompson.com | www.young-thompson.com  
Skype: gaucho000 
  
CONFIDENTIALITY NOTICE.  This email message and any attachments may be confidential and may 
be subject to the attorney-client privilege or other privilege.  If you are not the intended recipient, please 
do not read, copy or re-send this email message or its attachments; immediately notify the sender by 
reply email or call to 703-521-2297; and delete this email message and any attachments.  Thank you for 
your kind assistance. 
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