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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MARC VIANELLO
Opposition No. 91180471
Opposer,
Mark: JUDICIAL REVIEW

V.

SANDRA L. NUDELMAN,

e

Applicant.

OPPOSER’S MOTION FOR SUMMARY JUDGMENT

Opposer, Marc Vianello (“Opposer” or “Vianello”), through his undersigned
counsel, hereby moves pursuant to Federal Rule of Civil Procedure 56 and Trademark Rule
2.127 for entry of summary judgment in his favor in this Opposition proceeding on the grounds
that the JUDICIAL REVIEW mark depicted in Application Serial No. 77/110,266 (the
“Application™) by Applicant Sandra L. Nudelman (“Applicant™), is likely to be confused with
Vianello’s THE JUDICIAL VIEW marks in U.S. Registration No. 3402464 and Serial No.
77/212,172 (hereinafter, collectively, “Vianello’s Marks”), in violation of § 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d); and that Applicant has retused to comply with the Opposer’s right to
discovery during Opposition and several Motions to Compel Discovery.

L. STATEMENT OF UNDISPUTED FACTS
A. The Parties
Marc Vianello is the founder and head officer of The Judicial View, LLC (“TJV”). TJV
is engaged in, among other things, the business of online publication of categorized summaries
of recent court decisions, categorized articles regarding the law, people, and entities of interest to

the legal profession, and to provide a means for the exchange of ideas regarding the foregoing in



connection with Vianello’s Marks. Vianello’s Marks are registered for goods and services under
International Classes 038 and 041 for newspaper publication, providing on-line publications in
the nature of publication of text and graphics in the field of law, classified advertising, display
and text advertising, law review, legal case summaries, feature articles, current events, civil
rights, finance and banking, communications. immigration, education, politics, administrative
law, agriculture, intellectual property, antitrust, bankruptcy, civil procedure, civil remedies,
commercial contracts, computer/technology, conflicts at law, constitutional law, criminal justice,
corporate/shareholder law, employment law, energy/utilities, environmental law, expert witness,
family law, health, immigration, international law, lost profits, maritime/marine, military,
products liability, professional malpractice, real and personal property, securities law, federal,
state and local taxation, torts/personal injury, veterans, wills/trusts/estates, sports, entertainment,
art, government, insurance, transportation, business valuation, alternative dispute resolution and
topics of general public and legal interests; on-line journals, namely, blogs featuring topics of
general public and legal interests; and providing e-mail notification alerts of recent court
decisions to others. See U.S. Registration No. 3402464 and Serial No. 77/212,172. TIV began
using Vianello’s Marks as early as September 2007, and these marks have been continuously
used in the United States since that time. TJV has used and continues to use THE JUDICIAL
VIEW mark as the dominant component of its trademarks, and THE JUDICIAL VIEW mark has
acquired fame and distinctiveness of great value to TIV.

Applicant, a Boston, Massachusetts individual, is in the business of providing a database
of judicial decisions and services to track and trend of the data therein. See Deposition of Sandra
L. Nudelman, attached as Exhibit A at 10: 6-8. JUDICIAL REVIEW has been described as “a

legal research service tool that could be used to help attorneys optimize their litigation strategies



through  judicial opinion analysis.”’ See Washington University News,
http://law.wustl.edu/news/index.asp?id=5674, April 2007. (Attached as Exhibit B). Nudelman
has applied for registration in “background investigation and research services” and “legal
services,” without restriction. See Serial No. 77/110,266. (Attached as Exhibit C). These
services overlap Opposer’s marks which include, but are not limited to, providing legal case
summaries, articles in the field of law, and court decisions.
B. Procedural History

On February 18, 2007, Applicant filed an intent-to-use trademark registration application
for the mark JUDICIAL REVIEW under International Class 045 for “background investigation
and research services” and “legal services” with the USPTO. See Serial No. 77/110,266. The
USPTO sent Applicant a Notice of Publication on July 25, 2007 to be published August 14,
2007. On September 6, 2007, Opposer timely filed in opposition requesting an extension of
time. That same day, an extension of time for opposition was granted. This Opposition was
filed and stituted on October 31, 2007. On December 10, 2007, Applicant answered Opposer,
denying the allegations set forth in the Notice of Opposition. From April 14, 2008 to June 19,
2008, Opposer made several attempts to obtain discovery from Applicant. On April 14, 2008,
Opposer served Applicant with Opposer’s First Set of Interrogatories (attached as Exhibit D),
and Opposer’s First Set of Document Requests (attached as Exhibit E). On April 19, 2008,
Opposer served Applicant with Notice of Deposition, designated to occur on May 15, 2008. On
May 7, 2008, Applicant faxed Opposer’s counsel and informed them that she would be
unavailable for deposition on May 15, 2008 and would have to reschedule. (Attached as Exhibit

F.) On May 27, 2008, Applicant, by letter, contended that Opposer’s discovery requests were

' Michelle Nudelman, Applicant’s sister, attended Washington University School of Law and helped develop the
business plan that eventually became “Judicial Review.”
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improper and therefore was unwilling to provide discovery. (Attached as Exhibit G). That same
day, Opposer’s counsel responded to Applicant’s contentions, informing Applicant that her
unwillingness to provide discovery was baseless as the law which she cited was inapplicable.
(Attached as Exhibit H). On June 2, 2008, Applicant responded to Opposer’s letter, via
facsimile, of May 27, 2008, and stated that she would not be participating in Opposer’s
deposition. (Attached as Exhibit I). In addition to Applicant’s refusal to attend Opposer’s
deposition, Applicant failed to properly respond to Opposer’s First set of Interrogatories,
(attached as Exhibit J) and Opposer’s First Set of Document Requests (attached as Exhibit K).
Applicant’s responses to these discovery requests were minimal and insufficient with no
documents produced whatsoever. On June 19, 2008, Opposer filed his Combined Motion to
Compel and Motion to Extend Discovery and Trial Dates (attached as Exhibit L). The TTAB
granted Opposer’s Motion on August 6, 2008 and reset trial dates at that time (attached as
Exhibit M).

Subsequently, on August 29, 2008, Applicant finally made herself available for
deposition pursuant to the August 6, 2008 Order of the TTAB. During the deposition, Applicant
provided contradicting responses. In addition, Applicant stated there were documents available
for production. See, Exhibit A 14-16; 19; 90. Opposing Counsel made a request for these
documents on the record. See, Exhibit A 14:22; 15:17; 16:12; 19-20; 90:8. On September 24,
2008, Opposer made a follow up request for documents (attached as Exhibit N). To date, no
documents have ever been produced in response to these requests, or any other discovery
request. On October 9, 2008, Opposer filed a Second Motion to Compel Discovery (attached as
Exhibit O). On October 21, 2008, Opposer filed a Second Amended Motion to Compel,

clarifying the October 9 filing (not attached). On December 31, 2008, the Interlocutory Attorney



granted the Second Motion to Compel based upon Applicant’s refusal to comply with discovery,
giving the Applicant thirty days to respond in full (attached as Exhibit P). To date, Applicant has
demonstrated a complete disregard for the Orders of the TTAB and Opposer’s discovery
requests.

I1. ARGUMENT
A. The Standard for Granting Summary Judgment

A party seeking summary judgment must “show that there is no genuine issue as to any
material fact and that the moving party is entitled to judgment as a matter of law.” Fed. R. Civ. P.
56(c); see also Celotex Corp. v. Catrett, 477 U.S. 317, 322 (1986). Opposer bears the initial
burden of demonstrating the absence of any genuine issue of material fact. See, Celotex, 477 U.S.
at 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 1563, 4
USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence of record,
a reasonable fact finder could resolve the matter in favor of the non-moving party. See,
Opryland USA Inc. v. Great American Music Show Inc., 970 F.2d 847, 850, 23 USPQ2d 1471,
1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy’s, Inc., 961 F.2d 200, 202, 22 USPQ2d
1542, 1544 (Fed. Cir. 1992).

In this case, Applicant has failed to provide any evidence to dispute any factual statement
of Opposer. While the evidence on summary judgment must be viewed in a light most favorable
to the non-movant, here Applicant has introduced none. Lloyd’s Food Products, Inc. v. Eli's,
Inc., 987 F.2d 766, 767, 25 USPQ2d 2027, 2029 (Fed. Cir. 1993); Opryland USA, supra. When
an Applicant withholds evidence, “it cannot ... rely upon such withheld evidence, if any there be,

as a basis for claiming the presence of a disputed issue of material fact so as to defeat summary



judgment.” Monaplastics, Inc. v. Caldor, 264 F.Supp. 57 (D. Conn. 1966), 153 USPQ 328,
affrm’d. 328 F.2d 20, 153 USPQ 826 (1967).

The threshold inquiry on a motion for summary judgment is whether there are disputes
over any factual issues. If there are none, then the motion is ripe for consideration. See,
Anderson v. Liberty Lobby. Inc., 477 U.S. 242, 250 (1986) (noting that without sufficient
evidence favoring the nonmoving party from which a jury could return a favorable verdict, there
is no issue for trial and a motion for summary judgment is proper). In deciding whether triable
issues of fact exist, the Court must view the underlying facts and draw reasonable inferences in
favor of the non-moving party. See, Matsushita Elec. Indus. Co., Ltd. v. Zenith Radio Corp., 475
U.S. 574, 587 (1986). Here, the Applicant provided the Opposer with no documents in response
to any discovery request; the Applicant’s response to Opposer’s seventeen (17) interrogatories
was a mere five (5) pages long, which simply denied the existence of any documents or
evidence. (See, Exhibit J). Additionally, Applicant produced no other evidence in this
proceeding to dispute any of Opposer’s contentions and assertions. Applicant produced nothing
to dispute Opposer’s claim of confusion, nothing to dispute Opposer’s claim of similarity, and
nothing to dispute Opposer’s claim of overlapping channels of trade. While Opposer has
presented a prima facie case opposing Applicant’s registration, Applicant has failed to present
any evidence to challenge or in any way refute Opposer’s pleadings. In addition, Opposer has
expended substantial time, effort, and money during this proceeding, only to be encumbered by
Applicant’s constant and deliberate refusal to adequately and fairly respond. Accordingly,
because there is no factual dispute of Applicant’s prima face opposition, summary judgment

should be entered against the Applicant.



B. Failure to Comply With Board Orders

This Opposition was instituted over a year and a half ago, and to date, Opposer has only
been able to obtain one set of insufficient interrogatory responses and one set of document
request responses (which denied the existence of discovery documents). In addition, after
several requests and motions to compel, Opposer was finally able to depose Applicant three full
months after the original deposition date, in which Applicant gave contradictory responses.

Applicant has presented absolutely no evidence, through discovery or otherwise,
regarding any actual use of the JUDICIAL REVIEW mark. Applicant indicated in her response
to Opposer’s document requests, under oath and notary seal, that no documents existed. (See,
Exhibit J). However, during deposition, Applicant contradicted herself, admitting to having
documents that were requested by Opposer’s first document request. See, Exhibit A 14-16; 19;
90. Despite Opposer making a request on the record for the identified documents during
deposition, and following up with a second request for documents, Applicant has continued to
refuse to respond and otherwise participate in the discovery process. Concurrent with this
Motion for Summary Judgment, Opposer has filed a Motion for Entry of Judgment as Discovery
Sanctions for Failure to Comply with Discovery Order. Since Applicant has failed to introduce
any evidence in support of her claim, she has failed to factually refute any claim made against
her by the Opposer. Accordingly, summary judgment should be entered against the Applicant.

C. No Genuine Issues of Fact Exist Regarding Likelihood of Confusion Created by
Applicants Mark

Even though Applicant has refused to comply with the TTAB Orders in this case, the
evidence on the record supports Opposer's claim that Applicant’s mark is likely to cause
confusion. Section 2(d) of the Trademark Act provides that the Trademark Office may refuse

registration of any mark that so resembles the mark of another that it is likely to cause confusion,



mistake, or deception. 15 U.S.C. § 1502. Courts evaluate a likelihood of confusion under
Section 2(d) by weighing the relevant factors identitied in /n re E.I. DuPont de Nemours & Co.,
177 USPQ 563, 567 (C.C.P.A. 1973). In re Majestic Distilling Co., Inc., 65 USPQ2d 1201, 1203
(Fed. Cir. 2003). Not all of the DuPont factors may be relevant or of equal weight, and the
likelihood of confusion analysis may turn on dispositive factors such as similarity of the marks
and relatedness of the goods. Herbko Int'l, Inc. v. Kappa Books, Inc., 64 USPQ2d 1375, 1380
(Fed. Cir. 2002).

The likelihood of confusion analysis ultimately weighs the similarity or dissimilarity of
the marks in their entireties, but the analysis places greater weight on dominant features of the
marks. Herbko Int'l, 64 USPQ2d at 1380; Giant Food, Inc. v. Nation's Foodservice, Inc., 218
USPQ 390, 395. The likelihood of confusion analysis focuses on the marks and goods described
in the Opposer's applications and registrations and the Applicant's application. Hewlett-Packard
Co. v. Packard Press, Inc., 62 USPQ2d 1001, 1004 (Fed. Cir. 2002). Cunningham v. Laser Golf
Corp., 222 F.3d 943, 55 USPQ2d 1842, 1846 (Fed. Cir. 2000) ("The identification of
goods/services statement in the registration, not the goods/services actually used by the registrant
frames the issue."). Here, each of the relevant DuPont factors irrefutably weighs in favor of a
likelihood of confusion.

Particularly probative are the similarity of the marks; similar services; and the similar, if
not identical trade channels. The marks at issue are almost identical - THE JUDICIAL VIEW
and JUDICIAL REVIEW; the channels of trade both include attorneys and other legal
professionals; and both services include publication and research. As demonstrated below, an

examination of the relevant DuPont factors demonstrates that no material questions of fact



remain and no reasonable finder of fact could ignore the likelihood of confusion between
Applicant's JUDICIAL REVIEW mark and Opposer's THE JUDICIAL VIEW mark.

1. The Common Use of JUDICIAL and VIEW in Opposer's and Applicant's Marks
Creates an Overall Similarity for the Marks as a Whole.

The first DuPont factor is the similarity or dissimilarity of the marks in their entireties as
to the appearance, sound, connotation, and commercial impression. Majestic Distilling, 65
USPQ2d at 1203. Marks should be compared in the ordinary way in which prospective
customers would be exposed to the marks, and a side-by-side comparison is not appropriate
when the marks do not appear side-by-side in the marketplace. Spoons Rest., Inc. v. Morrison
Inc., 23 USPQ2d 1735, 1741 (TTAB 1991). When marks would appear on visually identical
goods or services, the degree of similarity necessary to support a conclusion of likely confusion
declines. Century 21 Real Estate Corp., v. Century Life of America, 23 USPQ2d 1698, 1700
(Fed. Cir. 1992); Hard Rock Cafe Int'l (USA), Inc., v. Elsea, 56 USPQ2d 1504, 1521 (TTAB
2000).

Further, when a particular feature or word in a mark is dominant, similarities in the
dominant part are given greater weight in the likelihood of confusion analysis. Kangol Lid. v.,
Kangaroos U.S.A., Inc., 23 USPQ2d 1945, 1946 (Fed. Cir. 1992); Giant Food, 218 USPQ at
395.

Here, the opposed mark is JUDICIAL REVIEW. JUDICIAL is the first and most
prominent word in both the Applicant’s JUDICIAL REVIEW mark and the Opposer’s THE
JUDICIAL VIEW mark. See Palm Bay Imports, Inc. v. Veuve Cliquot Ponsardin, 73 USPQ2d
1689, 1692 (Fed. Cir. 2005) (finding confusion regarding VEUVE when it is the first and most
prominent word in both marks VEUVE CLICQUOT and VEUVE ROYALE). On its face,

Applicant’s mark is almost identical to Opposer’s; both marks are in typed form and the word
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portions JUDICIAL and VIEW are dominant in both marks. In addition, applicant’s mark
contains a mere two letters more — “RE” in REVIEW — for identical if not overlapping services.
During the deposition, the Applicant even admitted that she thought the term “JUDICIAL
REVIEW™ would be better suited for a newspaper publication, which is covered by Opposer’s
mark. See, Exhibit A 55:2-4. Furthermore, JUDICIAL REVIEW and THE JUDICIAL VIEW
are almost phonetically identical and pronounced the same.”

There can be no doubt that given the strong similarities between the two marks,
confusion is likely. See G.D. Searle & Co. v. Chas. Pfizer & Co., 265 F.2d 385, 387, 121 USPQ
74, 76 (7th Cir. 1959), cert. denied, 361 U.S. 819, 80 S. Ct. 64, 4 L. Ed. 2d 65 (1959)
(BONAMINE is phonetically similar to DRAMAMINE as they contain the same number of
syllables, they have the same stress pattern, with primary accent on the first syllable and
secondary accent on the third, and the last two syllables are identical); Crown Radio Corp. v.
Soundscriber Corp., 506 F.2d 1392, 184 USPQ 221, 223 (CCPA 1974) (CROWNSCRIBER held
confusingly similar to SOUNDSCRIBER); and Hoffman-La Roche Inc. v. Knoll Pharm. Co., 167
USPQ 183, 185 (TTAB 1970) (TARUXAN and TARACTAN, both coined terms comprising the
same number of syllables, bear a strong resemblance in sound). Accordingly, the first DuPont
factor weighs in favor of a likelihood of confusion and in favor of summary judgment.

2. Opposer’s and Applicant’s Services are Identical

The second DuPont factor is the nature and similarity or dissimilarity of the goods or

services on which the marks are used. Consideration of this, and the other DuPont factors,

? The Merriam Webster Dictionary pronunciation guide for the term “review™ is \ri-'vyii\ while the term “view” is

\'vyli\ - they have both phonetically and alphabetically identical base structures.

"view." Merriam-Webster Online Dictionary. 2008. Merriam-Webster Online. 1 June 2009 <http://www.merriam-
webster.com/dictionary/view>,

"review." Merriam-Webster Online Dictionary. 2008. Merriam-Webster Online. 1 June 2009 <http://www.merriam-
webster.com/dictionary/review=,

-10-



focuses on the way Applicant's goods and services are identified in the opposed application. G-
Mar Development Corp. v. Tully's Coffee Corp., 2001 TTAB LEXIS 89, at *8. As mentioned
above, Applicant seeks registration of the JUDICIAL REVIEW mark for "legal services,"
without restriction. Opposer's registrations identify several services specifically limited to the
legal community and industry.

Both Opposer and Applicant make their products available through the World Wide Web
which would be accessible by consumers in a highly similar manner — through a web browser.
Opposer operates a website available on the World Wide Web at uniform resource locator
("URL”) http://www judicialview.com.  Applicant has operated a website for the mark
JUDICIAL REVIEW on the World Wide Web at URL http://www judicialintelligence.com,
(screenshot attached as Exhibit Q) and, upon information and belief, has registered and intends to
use the URL http://www judicialreview.com. Applicant’s registration is for “background
investigation and research™ and “legal services” without restriction. Opposer’s registration
includes newspaper publication, providing on-line publications, providing legal case summaries,
articles in the field of law, and court decisions. As admitted by Applicant, the JUDICIAL
REVIEW registration for “legal services” which is targeted towards attorneys and overlaps
services for which Opposer has registered and is using in commerce.

Accordingly, the evidence demonstrates that there is a high degree of similarity between
Opposer's use of THE JUDICIAL VIEW mark and Applicant’s intended use of the JUDICIAL
REVIEW mark, this factor weighing heavily in favor of a finding of likelihood of confusion and

in favor of summary judgment.
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3. Opposer and Applicant Market Their Services Through Similar If Not Identical
Trade Channels.

The third DuPont factor is the similarity or dissimilarity of established, likely-to-continue
trade channels. Absent restrictions in the application and registrations, goods and services are
presumed to travel in all appropriate trade channels to all potential purchasers of such goods,
Cunningham, 55 USPQ2d at 1846. Again, Applicant seeks registration of the JUDICIAL
REVIEW mark for "legal services." Applicant has admitted that site would be selling services
targeting attorneys and bearing the JUDICIAL REVIEW mark. See, Exhibit J at § 3. Applicant
further stated that the trade channels may include magazines or trade journals. See, Exhibit J at bl
2(B)(7). Opposer’s services also include the legal community and industry. It is obvious that
there will be an overlap in trade channels in that both are targeted towards the legal services
industry, attorneys and their clients. Opposer and Applicant will therefore market services
through similar trade channels and this factor weighs heavily in a DuPont analysis, in favor of a
likelihood of confusion and in favor of summaryjﬁdgment.

4. The Potential for Confusion is Substantial.

The twelfth DuPont factor is the extent of potential confusion, whether de minimis or
substantial. Here, the potential confusion is substantial as both marks are promoted and available
on the internet through a website. The marks at issue are not only the identity of the parties'
services, but also the URL by which the public accesses these marks on the World Wide Web,
one being found at URL www judicialview.com and the other at URL www judicialreview.com.
Once Applicant makes the commercial product available, a simple typographical mistake of two

letters, would send the consumer to a wholly different website, offering substantially similar
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services under a substantially similar mark. Accordingly, this DuPont factor weighs in favor of a
likelihood of confusion and in favor of summary judgment.
III. CONCLUSION

Applicant has failed to dispute any factual issue in this proceeding. In addition, no
questions of fact have been introduced with respect to any relevant DuPont factor, and each
relevant factor weighs in favor of a likelihood of confusion between Opposer's THE JUDICIAL
VIEW mark and Applicant's JUDICIAL REVIEW mark. Indeed, in view of the identity of
Applicant's services and the identity of the parties' trade channels, any reasonable trier of fact
would conclude that a likelihood of confusion exists. Because no genuine issues exist and
Section 2(d) of the Lanham Act presents a statutory ground barring registration of Applicant's
mark, the Board should grant Opposer's Motion for Summary Judgment and sustain this

Opposition.

By: y, ‘
u
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CERTIFICATE OF SERVICE

[ hereby certify that a true and correct copy of the foregoing Opposer's Motion for
Summary Judgment has been served upon the attorney for Applicant Sandra L. Nudelman, by
deposit with the U. S. Mail, first class postage prepaid at Overland Park, Kansas, the 3rd day of
June, 2009.

>
r Arthuy/K. Shaffer
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PROCEEDI NGS
SANDRA L. NUDELMAN, having been
satisfactorily identified was duly sworn by the
Notary Public that her testinmony will be the truth,
t he whole truth and nothing but the truth testified
as follows in answer to direct interrogatories by
M. Sonnabend:

Q. Thank you for com ng, Ms. Nudel man. Today
this is the deposition of Sandra Nudel man in the
matter of application Serial No. 77/110, 266,
Proceedi ng No. 91180471 before the Trademark Tri al
And Appeal Board. Ms. Nudel man, have you ever been
deposed before?

A. No.

Q Let ne tell you real quickly what this is
all about and how it works and why it's not really
as scary as people make it out to be. You've just
been sworn in and |I'm going to now ask you a series
of questions. You're going to be answering them

pursuant to the oath you just took. The swearing,

t he oath, you've sworn to tell the truth. | don't
want you to answer things you don't know. | don't
want you to offer conjecture or guesses. |If you

don't know the answer to sonething, that's what you

JONES REPORTI NG COVPANY
617-451- 8900




© 00 N oo o b~ w N B

N NN NN R R R R R R R R R
A W N P O © © N O OO M W N B O

Sandra L. Nudel man

should tell ne. |If there are any questions | ask
that aren't clear, which there's a possibility,

pl ease let me know, | wll do everything |I can to
clarify them And also being a New Yorker, | tend
to speak too fast so if you don't understand

sonething | say because |'ve spoken too fast, please

l et me know and | wll try to sl ow down.
A. Uh- hum
Q. Do you have any questions before we start

about how this works or anything?

A. Nope.

Q Then let's just junp in. 1'd like to
start with just sonme background, sone easy stuff.
Can you tell nme about your education post high
school ?

A Harvard Col | ege, Harvard Busi ness School .

Q. And Harvard Col | ege, you got a degree from
Harvard Col | ege?

A. Yes.

Q. What degree was that?

A. A Bachel or of Arts.

Q Bachel or of Arts in what field?
A Behavi oral Econom cs.

Q. What i s Behavioral Econom cs?
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A. It's the study of the intersection of
psychol ogy and econom cs.

Q. Things |ike consunmer behavi or and the
i ke?

A. Sort of.

Q Did you get a master's from Harvard

Busi ness School ?

A Master's in Business Adm nistration.

Q An MBA. Vhat year did you get your NBA?
A. 2007.

Q. VWhat about your BA?

A 2003.

Q. 2003. And you graduated high school in

' 997

Yes.

Were you fromthe Boston area?
Long Island, New York.

| think | saw Dix H |lls somewhere?

Uh- hum

o » O > O >

| have an old college roonmate from Di x
Hills. You graduated fromthe high school in Dix
Hills?

A. Home Ec. hi gh school.

Q. Where are you living currently?
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gquesti ons.

Q

131 Sewal |l Ave., Apartnent 46, Brookline,

S-E-W--

S-E-WA-L-L.

Sewal | ?

Ave.

Br ookl i ne?

Yeah, Apartnment 46.

Are you currently enpl oyed?
Yes.

Where are you enpl oyed?
McKenzi e & Conpany.

What does McKenzie & Conpany do?
Managenment consulting firm
They're a rather large firnf
Yes.

What's your position there?

Associ ate, consul tant.

What kind of things do you consult on?

How | do explain that -- strategy

Things |i ke product positioning,

eval uati on?

A

Gowh strategy --

mar ket

7
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Q. The areas | nentioned are they --
A. Not as much. G owth strategy, sone back
of fi ce operations.

Q VWhat is growth strategy?

A. Determ ning how to pursue a new market.
Q. A new mar ket for products and services?
A. Uh- hum

Q. You have to answer verbally.

A. Yes, yes. And | do this for financial

servi ces conpani es.

Q What ki nd of products and services do
t hese financial services conpanies have that you
work with?

A. | concentrate nostly in the paynent
sector. So things |like unscoured and secured | oans,
soneti mes deposits.

Q. When you're hel ping one of your clients
with their growmth strategy, does that help include
| ooki ng for new market for their products and
servi ces?

A. In the cases |'ve been involved, they have
generally identified the market they want to | ook at
and | help themsize it and assess it. But it

coul d.
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Q Il n connection with that market assessrrent9
do you expl ore what demands there m ght be for the
products and services of the clients?

A. Yes.

Q The trademark at issue which we wll --
mar ket i1issue, application market issue which we'l
get intoin alittle nore detail a bit later is
Judicial Review, is that correct?

A. Yes.

Q. Ckay, | have the right case then.

Judi ci al Review covers -- is going to
be used in connection with certain services. |'m
correct?

A. Uh- hum

Q That was a, "yes"?

A. Yes.

Q. It's all right, depositions are very
different fromnormal conversation. |t takes sone

time. Are you currently devel oping a business in
connection with the services that will be branded
with the Judicial Review mark?

A. Yes.

Q Let's start kind of at the beginning then.

Well, let's -- maybe let's do this first. Can you
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10
give nme a brief explanation as to what the services

are?

A. Yes, | can.

Q Okay.

A. *I'mtrying to think of the best way to
describe it. It is a database of judicial decisions
that allows you to track and trend and find patterns
I n judicial decision making. So it renders
statistical data in the fornms of graphs and charts
in an online, on demand format for the user.

MR. SONNABEND: Can you just reread
the answer? | want to make sure that | got the
ri ght buzz words there.

(*Record read as requested)

MR. SONNABEND: Thank you.

Q. VWhen did you first have the idea for this

busi ness?

A Some time around October and Novenber of
2006.

Q. How did you cone to this idea?

A. | was attending a oral argunment on
behal f -- that nmy nother was making in Appellate

Court and | asked her sonme questi ons about her

preparation and realized that her preparation was
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| nadequate and there was a potential market for o
sonet hi ng.

Q Your nother's an attorney?

A. Yes.

Q. Do you renmenmber where the oral argunent
was ?

A. Br ookl yn.

s it federal court or state court, do you
know?

A. | don't renenber.

Q After you had this genesis of an idea in
Oct ober or Novenber of 2006, what was your next
step, what did you do next in connection with
devel oping this service?

A | applied to the business plan contest at
Har vard Busi ness School .

Q. Can you explain to me what this business
pl an contest was, what it involved, what was it
about ?

A. So the business plan contest is an
academ c exerci se where everyone submts a business
pl an and presentation to a closed group of judges
who are ostensibly under confidentiality. And

they're rated by those judges and soneone w ns.
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Q. What do you win, what does the wi nner w n?
A. Cash pri ze.
Q So in connection with the Harvard Busi ness

Pl an Contest you submtted a business plan?

A. Uh- hum

Q. At the tinme you submtted the business
pl an had you al ready conme up with the mark, Judici al
Revi ew?

A. At that time | had, yes.

Q. Do you renmenber when you canme up with the
mar k, Judicial Review?

A | believe I first thought of them when |
was comng up with the business idea, but | didn't
bother to file because | wasn't sure whether it was
sonething I was going to pursue. So in terns of
actual filing date, that was sonetine in February of
2007.

Q | want to understand about the business
pl an, the actual docunent -- well, let nme ask that

guestion. The business plan is a docunent, correct?

A. Yes.

Q. And you created one yourself for the
contest?

A Uh- hum
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Q. That was a, "yes"?

A. Yes.

Q I n the business plan does it talk in part
about the mark, Judicial Review?

A. It doesn't talk about it as a nark.
brought up different nanes for the product.

Q Names of the product. In your
under st andi ng how does a nanme of a product differ
froma mark if at all?

A. At that point | was purely doing an
academ c exercise and | was filing nore for the
purposes -- | wasn't sure that | was taking the
busi ness idea seriously. | didn't know how it would

be perceived and | was using the business plan
contest as a way to gauge whet her there was a market
and there was interest in this idea. And so | filed
the mark sinultaneously with filing the business
plan, so that | could be able to say that | had
filed some sort of intellectual property.

Q. Okay, let nme make sure | understand the
answer. In your viewis the nanme of a product
different froma mark?

A | "' m guessing that's a legal definition

that | don't know.

JONES REPORTI NG COVPANY
617-451- 8900




© 00 N oo o b~ w N B

N NN NN R R R R R R R R R
A W N P O © © N O O M W N B O

Sandra L. Nudel man

14
Q. Is it fair to call your offering under the

nanme "Judici al Review' a product?
A. You could call it a tool and | woul d guess

a tool could be construed as either a product or
service.

Q. So it has aspects of both product and
service.

A. Uh- hum

Q. Ckay, in the business plan though, to get
back to the actual docunent, you do nention the nane

"Judi cial Review, " correct?

A | believe | did.

Q. Do you still have a copy of the business
pl an?

A. The one | submtted to the business plan
contest?

Q. Correct.

A. | believe | do.

Q As far as | understand that was not
produced in response to the docunent requests and |
believe it falls under the request. So I'mgoing to
request here on the record that we get a copy of
t hat .

A. Portions of that are confidential and have
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trade secrets and so that would have to be redact ed.

Q. Well, we can talk about that. Certainly I
don't want to turn over any confidential or
sensitive information to the other side. Generally
speaking, we can enter into a confidentiality
agreenent. We can tailor it so that things are
protected when docunents are very sensitive, which
as | nentioned you deemthis to be. That's fine, we
can make those portions or the whol e docunent
"Attorneys' Eyes Only," so I'd be able to see it and
counsel in Mssouri would be able to see it, but the
client would not see it.

And to the extent it was entered into
t he proceedings it's done so under all Kkinds of
rules to make sure that only judges see it and no
one else basically. W can get that set up. Just
to be clear I'm going to request that business plan.
| do request that business plan.

| take it from your answer, if |
under stood correctly, that there m ght have been
sonme business plans later -- there was a business
plan for the contest, correct?

A. Uh- hum

Q. And then were there subsequent revisions
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of the business plan?
A. Yes.
Q Those al so di scussed the product and the

mar k, Judi ci al Revi ew?

A. Those do not include the name "Judi ci al
Review." So | did not use the nane "Judici al
Revi ew' after the business plan contest.

Q. Understood. So the subsequent revision
t hey tal k about the product that you intend to brand
with the nanme "Judicial Review'?

A. Yes.

Q. So I'mgoing to request those as well.

And, again, you can get in touch with either ne or
the counsel for -- or M. Shaffer, | should call him
by nanme, to work out a confidentiality agreenent

that you're confortable with before this closes.

But we shoul d get that going as soon as possi bl e.

We have sone limts tine wise that the Board has put
I n place.

A. | woul d assune that the confidentiality
agreenment would include sonme sort of nonconpete as
wel | ?

Q. Yes, we can hit all those terns, but it

never gets into his hands. But, yes, both Shaffer
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and -- all counsel involved will be ethically bannég
to otherw se not conpete, yes, absolutely.
In connection with the contest, did
you do any kind of market study?
A. What do you nmean by "market study"?
Q. Well, let me throw that back at you. The

term "market study" is generally a termthat | think
a busi ness consul tant m ght come across, yes?

A. There are nultiple definitions for what
you woul d nean.

Q Ckay, under any of the definitions that
you commonly use -- strike it, let nme ask it this
way. Did you do anything in connection with the
busi ness pl an under the contest that you consi dered
a mar ket study?

A. | researched other conpetitors who offered
simlar types of products. | tried to understand in
general who the major players were in | egal
services. | tried to understand the major
custoners' needs.

Q. What conpetitors did you research during
this tinme?

A The major ones. So Wil ters Kluwer, Reed

El sevi er, Thonson.
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Q. Thonmson is -- you have to wait. Thomson18
s West| aw?

A. West | aw.

Q Reed El sevier is Lexis.

A. Westlaw is Loislaw -- no, sorry, Wlters
Kluwer is -- yes, Wlters Kluwer is Loislaw.

Q. Right. |'mnot even famliar with
Loislaw. It must be a state | aw thing.

A It's federal.

Q s it?

A It's a simlar service to Westlaw, Lexis.

Q. |"mvery brand loyal. 1'ma Wstlaw guy.

You call them conpetitors, these
are -- Westlaw s a publisher, Lexis is a publisher?

A. They have nmultiple products, so portions
of their platforns could be construed for uses
simlar to what ny product woul d be used for.

Q. Which portions of their platfornms would
t hat be?

A Specifically I -- 1 don't renmenber the
exact nanes but the portions that are tailored for
litigators to research judicial backgrounds.

Q So Westlaw has a product, if | understand

your testinony correctly, Westlaw has a product that
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allows its custoners to research judici al o
backgr ounds?

A. Well, in theory you could go and search a
judge's nanme and bring up all of their cases and
read through all of their cases.

Q. Ckay, understood. So their case | aw
dat abase conpetes at sone |l evel with your product,

i f | understand correctly?

A. It's a very poor conpetitor, but it is a
conpeting offer

Q Ckay, understood, understood. And Lexis,
| guess, is the sane thing; they have a case | aw
dat abase as well, so the sanme applies for Lexis?

A. Yes, and a bi ography of the judge.

Q Ckay, understood. So let ne see -- so hy

publ i shing this database of judges' biographies, the
dat abase of decisions, etc., Westlaw is a
conpetitor, albeit a poor one, with your product
branded under the Judicial Review nanme?

A. Yes.

Q. When you did these studies of these
conpetitors, did you produce any witten work
product? Were there market study reports or

conpetitor reports or anything you did?
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A. It's all part of the business plan.

Q. It's all in the business plan.

Ils a market analysis different froma
mar ket study or am | totally mangling terns of art
her e?

A. | woul d consider a nmarket analysis to be
nore quantitative, so in ternms of sizing demand.
Q. Okay, did you do a market analysis in

connection wth your business plan?

A. Yes.

Q Was there a witten product for that?
A. It's in the business plan.

Q. So there were never separate docunents

prepared for the market study or the market
anal ysi s?

A. No.

Q |'mcorrect that there were no ot her
docunment s?

A. There were no ot her docunents.

Q. In perform ng your market study and your
mar ket anal ysis, did you generate any worKking
docunents, notes, spreadsheets or the |ike?

A. Probably, but | never really kept interim

wor k product. Everything -- | tried to keep
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everything in a version of the business plan. “
Q. Under stood. Have you kept nultiple

versi ons of the business plan?
A | used to but | had a hard drive that died

and so a | ot of those have been di scarded.

Q. Ckay, to the extent that you have nultiple
revisions | request the revisions as well. You used
the term before, if | understood correctly, the term
"l egal services" to refer to the field in which
West | aw and Lexis operated; am | correct?

A. Yes.

Q. s it the legal services industry, what is
| egal services?

A. So "legal services" is a broad industry
definition for all those conpani es.

Q. Does your product fall in the |egal
services industry rubric as well?

A. Yes.

Q What's the current state of devel opnent of
your product?

A. We have a prototype that is operational
and devel opnent is continuing.

Q. And devel opnent is continuing?

A Devel opnent is continuing.
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Q. You have software developers witing the
software for you?
A. | had one who was working for ne but she's

goi ng back to school soon so...

Q. Who is that?

A Elli Lobach.

Q Do you have the spelling of her nanme?

A. E-L-L-1, Lobach, L-OB-A-CH

Q. And she's located in the U S.?

A. Yes.

Q Have you filed any patent applications to
cover the product?

A. No.

Q. Have you filed any provisional

applications to cover the product?
A. No.
Q. Have you spoken to any attorneys about

filing an application?

A Yes.

Q. When did you speak to an attorney about
t hat ?

A. As part of the business plan contest there
was an attorney who cane to canmpus. | don't even

recall his nane.
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Q. But you never actually filed an =
application?

A. No.

Q. Did you ever tell anyone you filed an
application?

A. No.

Q You had a Del aware corporation?

A. | had one.

Q. And it's no | onger --

A. | had to dissolve it because of my current
enpl oynent at McKenzie. They do not allow ne to
have a permanent position on a board of directors.

Q. Are you on the business side as opposed to
t he product devel opnent side? Are you stil
actively devel opi ng your business?

A. | am self funded so | amattenpting to
devel op ny business at this point.

Q. How active would you say you are right now
In this business?

A. Getting nore active. So the nmore | -- ny
savi ngs account grows the nore active | becone.

Q. | know that feeling. | take it then for a

whil e things were devel oping -- devel opnent of the

busi ness was sl ow?
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A. It goes on and off depending on ny =
fi nances.

Q Understood. Did you at any tinme have a
board in connection with the Del aware corporation?

A. Yes.

Q Who was on the board?

A. Me.

Q. Smal | board.

A. Yes, | think EIli may have been on the
board. | don't renenber.

Q. | imagi ne there was very little infighting
on the board?

A. Well, there was but it was just between
mysel f and |.

Q. Did you ever have -- | don't know if the
right word is a board of advisers or group of
advi sers?

A Not official.

Q Did you have an unofficial group of
advi sers?

A. | had people | consulted on a one op.
basi s.

Q. Are you presently seeking private funding?

A Today? No, in the next few nonths, yes, |
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amgoing to try again. The market environnent is
not very good.

Q Yes, | agree with that. Up until now have

you made any pushes to get funding for the product?
A. | did make a push after the business plan
contest, yes.
Q Did you contact people in connection with
this push for funding?
A Yes, there was a contest at a | ocal
venture capital firmcalled Hi ghland Capital
Part ners.

Q Hi ghl and Capital Partners?

A. Yes.

Q. And they had a contest?

A. Yes.

Q. They're a VC firmand they had a contest?

A. Yes. And | incubated there for a few
nmont hs.

Q | always thought that was a strange

phrase. \When you say you intubated there for a few
nmont hs, can you explain what you nmean by that?

A. They gave ne office space, advice as
needed. Just -- and they gave ne noney in order --

not directly to the conpany but just to ne to fund
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me i n devel oping the idea. %

Q. Understood. Did you have a particul ar
ment or there or mentors?

A. | had sonmeone who was assigned to nme | net
with tw ce.

Q. Do you renmenber who that was?

A. Peter Bell.

Q Peter Bell?

A Yeah.

Q B- E-L-L?

A. Yeabh.

Q | s Highland Capital Partners still in
exi stence?

A | believe so.

Q. Where are they | ocated?

A | should know that. | don't renmenber the
exact town. It's near Walthamor it m ght be in
WAl t ham

Q Up here, though?
A Yeah.
Q. So says the New Yorker.
You i ncubated Hi ghl and Capit al
Partners after the Harvard Busi ness Pl an contest,

yes?
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A. Yes.

Q. Do you know roughly nonth and year that
you started i ncubating there?

A Roughly it would have been June '07 to --
t hrough August ' 07.

Q. And why did you | eave?

A. It was a sunmmer program

Q Did you ever prepare any prospectus or
simlar docunents in connection with the funding
drive?

A. The busi ness plan, sanme plan. Everything
is in one docunent. | try to keep organized.

Q. Let's dive into the product a little nore,
t he product -- the Judicial Review product. And |et

meet start by asking a question, and make sure |I'm
using the right termnology. |If | say the "Judici al

Revi ew product,"” do you understand that to nean the
product, slash, service that you described earlier
I n connection with the -- let me get the right
wor di ng here -- connection with the tracking and the
trending, the finding of patterns in judicial
deci si on nmaki ng?

A. Yes, that's fine.

Q. So the Judicial Review product, was there
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a problem was there sonething |acking in what

Westl aw, for instance, or Lexis provided that the
Judi ci al Revi ew product does? Was there a shortfall
that it solves, a problemthat it sol ves?

A. Yes.

Q What is that?

A They don't provide statistical
guantitative anal yses of these patterns. The
attorney has to find themthensel ves.

Q. You' re using sone kind of statistical
anal ysis on data pulled froma review of the
judicial record?

A. So it's data created by review ng the
judicial record that is then statistically anal yzed.

Q Ckay, so you start with the review of the

judicial record, yes?

A. Yes.

Q. You pull out certain data points?

A. Uh- hum

Q "Yes"?

A. Yes.

Q. And then you perform statistical anal yses

on these data points?

A. Yes.
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trends in
j udge- by-j

A
basi s.

Q
testi nony,
SO0 noti vat
exists in

A

Q
revi ew of
correct?

A

> O > O

Q
of the dat
noti vat ed?
A.

and their

Q

In order to determ ne whether there are
the judicial decision making on a
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Yes. O jurisdiction by jurisdiction

| take it that, fromyour earlier

29

that an attorney if he were so inclined,

ed, could review the judicial record that

t he Westl| aw dat abase; is that correct?
They coul d.
And an attorney could perform a judicial

t he dat abase that Lexis has; is that

Yes.

And there was a third conpany?
VWl ters Kl uwer

Wal ter?

Wl ters Kl uwer.

So an attorney could do a judicial review

abase that Wl ters Kluwer has if they were

If they were notivated and had the tine
client had the noney.

Understood. Do you think there's a | ot

of
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demand for the product, the Judicial Review product?
A. | believe there is, yes.

Q Can you descri be, can you characterize for

us and for the Board what that demand is?

A. The demand is for -- in high val ue
litigation.

Q Who woul d be the demanders?

A Most |ikely corporate clients and then

because of that their attorneys.

Q. It's basically a litigators' tool,
correct?

A. Yes.

Q. Did your business plan discuss any

specifics about rolling out the product and where
you would -- who you would target first or
subsectors of the market you would target first;
t hat kind of thing?

A. Yes.

Q What did it talk about in that regard?

A. We woul d target | awyers at corporations
first to generate demand at |arger corporate firns
that do litigation second.

Q So in house counsel first?

A. Uh- hum
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Q. And then large | aw -- *

A. Large external counsel as pull-through
demand.

Q. Pul | -t hrough demand?

A. (Nods head)

Q Sometines | think the MBA vernacular is as

foreign to a patent attorney as patent vernacul ar
must be to an MBA student. "Pull-through demand, "
okay. Large external counsel as a pull-through
demand mar ket .

A. Uh- hum

Q. Do you have a characterization or
gquantization of what a large external firmis as to
a large firm is there a cutoff that you have, for
I nst ance?

A. | went back and forth on this a lot. |
think -- 1 don't renmenber where | ended up in the
nost current version of the business plan but ny
I ntuition now says sonething around -- you know,
nore than 250 attorneys is a large firm

Q. And at any tinme did you have a different
definition?

A It may have gone down as | ow as 50 but

that would be in secondary and tertiary phases of
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roll out.

Q. Did you ever analyze or did you ever cone
to a conclusion as to what the total narket woul d be

for, say, law firns, 50 or nore attorneys?

A. Soin that inter-- so 50 or nore total ?
Q. Ri ght.
A. Yes, probably in several hundred mllion

dollars if done appropriately.

Q. Ckay, that sounds |like a reasonable size
mar ket .

A. Yeabh.

Q. Did you do the sanme thing for in-house

general counsel ?

A. | assuned that the in-house counsel would
be receiving their reports through their external
counsel. So it's a single -- single paynent.

Q. Does the Judicial Review product publish

I nformation to attorneys?

A. No.
Q. It provides information to attorneys?
A. Yes, in an on-demand fashi on. So in the

sanme way that in Westlaw you type in a word to
search and based on the word you search different

i nformation comes up; that is how it works.
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Q. | s the Judicial Review product -- strike33
that, let me ask it this way. Let's back up. The
conpany that you had forned, was that Judici al
Intelligence?

A. Yes.

Q Sounds |i ke a nazi want to be, but |
shouldn't say that on the record. All right,
Judicial Intelligence was the business or the -- was

t he i ntended busi ness of Judicial Intelligence a
consul ting busi ness?

A. No.

Q. How woul d you characterize the intended
busi ness of Judicial Intelligence?

A. It's the hol ding conpany for the product
t hat we have previously defined as Judicial Review

Q. s it unfair to characterize it as
judicial consulting?

A. It is unfair in the sense that we woul d
not be doing any specific consulting work. W would
provide information that an attorney could interpret
for thensel ves.

Q. Ckay, | see. | see. So it differs from
say, trial consulting?

A. Yes.
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Q. And | take it that you're famliar with >
trial consulting at least in a general sense?

A. Yes.

Q. What ' s your understanding, just so I'm
sure we're on the sanme page, as to what trial
consulting conprises?

A. So nmy understanding of trial consulting is

that there's really two fornms: You have jury
consultants who can conme in and can give
psychographic profiling, in other words, to sel ect
specific jurors generally, | guess, for crimnal
cases. And you al so have sonetinmes expert w tnesses
that are pulled in for these conpanies that are
called "trial consulting firnms" and so providing
expert w tness testinony.

Q. What is -- you said "psychographic"?

A. And | guess denographic profiling.

Q. What is psychographic profiling?

A. So trying to -- using the denographics and
the informati on you have about that juror, potenti al
juror, trying to ascertain how you think that person
woul d deci de and potentially get themthrown out if
you don't think that they would be fair for your

client.
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Q. Ckay.

A. At |least that's ny understanding of how it
wor ks.

Q Okay, fair enough. The Judicial Review
product would provide information to attorneys to
help them start form ng the psychographic profile of
a judge, for instance; is that fair to say?

A It's different. Jury consulting relies
purely on a couple of pieces of data about ZIP codes
and i ncome and education |evel and then tries to
ascertain what that person will decide. This is
based purely on the judge's previous decision
hi story and cases.

Q. Ckay, but you provide that information
that you just nentioned to attorneys; that's what
t he Judicial Review product does?

A. Yes.

Q. Ckay, and in your opinion is there a
di fference between providing informtion and
publ i shing information?

A. Yes, because publishing information is
I nherently static. So, for exanple, the New York
Ti mes publishes an article, it goes on line; that is

the article. \Whereas providing information -- the
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information is different for any user that tries to
pull it. It's conpletely custom zed.

Q So the difference is a |evel of

custom zation of the information given; aml
under st andi ng correctly?

A. So, for exanple, would you consi der Google
a publisher?

Q. Well, let nme ask you that question. Wuld
you consi der Google a publisher?

A. No, not unless -- no.

Q | f Google created customreports and
provi ded those to its custoners, would you consider
it a publisher?

A. If the reports are static and provided to
nore than one custoner, yes, they would be a
publisher. So if I'mcreating an article and
handing it out to five people; that's a publisher.

Q. You if you create an article and hand it
out to one person, in your opinion are you not a
publ i sher?

A. | suppose you woul d be.

Q. What makes a report static versus, |
suppose, dynam c? Let ne just ask this, strike

that. What makes a report in your opinion static?
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A. That there are no dynam-- that there's no

flexibility toit, there's no dynamcism So, for
exanple, we're using an online format that, you
know, basically displays statistical information.

It has tic marks and the user can custon ze the way
that chart | ooks and the information that's being
pulled right then and there. So the chart is very
unlikely to ever | ook the same way twi ce to that
user or to anyone el se unless they do the exact sane
search pattern.

Q Ckay. | take it, based on your testinony,
you're fairly well famliar with Westlaw s services
and Lexis' services; is that correct?

A. Yes.

Q | n your opinion does Westl aw publish any
static content?

A. Well, their bound books are certainly
static.

Q. Fai r enough.

A Their bound copies are certainly static.
Q. How about in their online offerings?
A. Yes, because the case |law you're pulling

Is always the sane. So if |I'm searching for a

specific decision froma specific date, whether |
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pull it today or you pull it today or | pull it a
week fromnow or you pull it a week fromnowit's
going to | ook exactly the sane. It's not updated

continuously and it's sonething that is very likely
to |l ook the sane to everyone.

Q. | n your understanding of the market, is
demand driven by the static versus dynam c
differential ?

A. Yes.

Q. Can you expl ain how?

A. Peopl e want to know that their decision --
or their -- the decision criteria they're using is

conpletely up to date.

Q. Runni ng a search on Westlaw on a topic
w ||l provide that, correct?
A In theory, yes. But the anmount of tinme it

woul d take to absorb all of that information naybe
Is not feasible froma usability perspective.

Q. In the absence of your product being on
the market, the Judicial Review product, if an
attorney has the resources, | take it that he can go
to Westlaw and run a search on the Westl aw dat abase,
pull the information fromthe Westl aw dat abase, and

crunch the nunbers, again, if he has the resources;

JONES REPORTI NG COVPANY
617-451- 8900




© 00 N oo o b~ w N B

N NN NN R R R R R R R R R R
A W N P O © © N O O M W N B O

Sandra L. Nudel man

39
am | correct, is that accurate?

A. He could and woul d be doing a great
di sservice to his client because it woul d take
t housands of hours.

Q. Fair enough. Fair enough.

MR. SONNABEND: Let's mark as Exhibit
1 a TEAS Plus application for Serial #77110266,
filing date February 18, 2007.

(Docunent marked as Exhibit No. 1
for identification.)

Q. "' mgoing to hand you what's been marked
as Exhibit No. 1. Take as nuch tine as you need
just to famliarize yourself just generally with the
docunment. And when you've done that the first
question I'mgoing to ask you is: Does this
document | ook famliar to you, do you recognize it?

A. Yes.

Q What is Exhibit No. 17?

A. This is the trademark application |
subm tted for the mark Judici al Revi ew.

Q. Who prepared the application?

A | did,.

Q Did anyone hel p you prepare the

application?
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A. No.
Q. Do you renmenber when you prepared the
application?
A. Must have been the sanme day that | filed
It. So February 18th.
Q. Are you famliar with the phrase "I.D." as

it's used in connection with a trademark
application?

A. No.

Q. Are you famliar with the phrase "Goods
and Services" as it's used in connection with a
trademark application?

A. It sounds vaguely famliar.

Q. Do you see about two-thirds of the way
down the first page a heading, "Goods And/ O
Services And Basis Information"?

A. Yes.

Q. Under that do you see an entry that says,
"Description"?

A. Yes.

Q. What i s your understandi ng of what that
field is, what information do you understand that to
be asking for?

A | ' m guessing that that was what you
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menti oned i s goods and servi ces.

Q. Do you know substantively what is being
requested of you for that field?

A. | believe so, yes.

Q. What' s your under st andi ng?

A. A description of the goods and services
that the mark is intended to provide.

Q Did you fill in the information that
appears next to, "Description"?

A. Yes.

Q Just for the record I'lI|l read it:
"Background investigation and research services;
Legal services." Did | read that correctly?

A. Yes.

Q What i s background investigation -- strike

t hat . Let nme ask this. | "' m not cl ear about the

conjunction "and," is it background investigation
services and research services or is it research
background and investigation services; is it two
separate services or is it one service there?

A. You m ght want to ask the Trademark Board
because that was one of the prefabricated itens in
t he application.

Q. It was. So this you took fromthe I.D.

JONES REPORTI NG COVPANY
617-451- 8900




© 00 N oo o b~ w N B

N NN NN R R R R R R R R R R
A W N P O © © N O O M W N B O

Sandra L. Nudel man

42
manual - -
A. Yes.
Q -- fromthe |list of approved --
A. Yes.

Q. What did you understand that to nmean when
you picked that fromthe list?

A. That it was any service that allowed you
to better understand sonmeone's background.

Q. Did you disclose to the Trademark O fice
anywhere in this application that the background

t hat you woul d be searching was background for the

judiciary?
A. (W tness perusing docunent.)
Q. Take as nmuch tine as you need to | ook
t hrough it.
A. | don't believe that was requested in the

applicati on.

Q. So if I understand correctly you did not
di sclose to the Trademark Office in this application
that you will be doing judicial background review
under the mark; is that correct?

A | don't know if there was -- | don't
remenber if there's anything else that | submtted

in addition to this application.
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Q. Sitting here today do you recal

di sclosing that information to the Trademark Office?
A | don't renmenber.
Q Do you think that information is rel evant
to the Trademark Office's review of your

application?

A. | don't know.
Q. Let's | ook at the second of the two
descriptions. You have, "legal services." \Wat is

your understandi ng of what that neans as used in the
description field?

A Services provided to | awers or services
provi ded by |lawers to their clients.

Q. So it's not |egal services as in providing
| egal counsel ?

A. Under the broadest definition you could
construe it that way but it also incorporates any
services to | awers.

Q So as you used it in this application you
didn't intend it to nean being a | awer?

No.
Correct?

You are correct.

o > O »F

Do you see under "Description" it says,
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"Filing Basis"?

A. Yes.

Q Do you have an understandi ng of what that

That is the basis under which I fil ed.
And what basis did you file under?
Under Section 1(b).

Whi ch nmeans what to you?

> O >» O >

According to the page in the exhibit, it
says: |If the applicant is filing under Section
1(b), intent to use, the applicant declares that it
has a bona fide intention to use or use through the
applicant's related conpany or |icensee the mark in
commerce or in connection with the identified goods
and services.

Q. And that was your understanding of what it
meant to file this as a 1(b) application?

A. Yes.

Q At the tinme you filed this back in
February of '07 when did you intend to start using
the mark?

A. After graduation.

Q. Ckay, let me make sure |'mcl ear, because

"after graduation” | suppose could nean any tine
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bet ween now and the tine ny grandchil dren graduate.

Let's narrow it down. When you say "after
graduation" | take it you mean shortly after
graduati on?

A. Once | began working on it full tine.

Q. After you graduated from Harvard with your
VBA?
Uh- hum
Whi ch was what 2007, you said, right?

> O »

Uh- hum

Q Let ne ask just to clear up dates, you
graduated -- you got your MBA from Harvard Busi ness
School in the spring of '07?

A June of 'O07.

Q So after you graduated with your MBA from
Har vard Busi ness School in June of 2007 did you --
we know you went that summer to the venture
capitalist, right?

A. Uh- hum

Q. After you left the venture capitalist in
August of '07, did you continue working actively on
t he Judicial Review product?

A. Yes.

Q In August of '07 -- strike that, let ne
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ask this: At what point did you go to work, and |

apol ogize if | asked this before, at what point did
you start working at MKenzie?

A. January of ' 08.

Q From August of '07 to January of '08 did
you have any ot her enpl oynent?

A. No, | was working full time on Judicial
Intelligence and Judicial Review

Q So from graduation or before your
graduation from Harvard Busi ness School through the
time you started at McKenzie you were actively
wor ki ng on Judi ci al Revi ew?

A. Well, at the tine we were calling it
"Judicial Intelligence" but, yes.

Q At that tinme you were working on the
Judi ci al Revi ew product ?

A. But we were just calling the conpany
"Judicial Intelligence" and we weren't referring to
t he product.

Q Ckay, understood. | take it from your
testinmony that at some point you pulled back the
active devel opnent of the Judicial Review product;
Is that correct?

A. Yes.
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Q Did you ever conpletely cease your

activities, your devel opment activities of Judicial

Revi ew?
A. No.
Q What was the nadir, the low point, in

terms of anount of activity in connection with the
Judi ci al Revi ew product ?

A Do you nean the tinme or a description?

Q You tell nme. Was there a point, |ooking
back now, that you would say for X amount of tine |
was doi ng al nbost nothing on this or very little
or --

A. It's kind of a consistent buzz since
January.

Q Since January of '08?

A. Ri ght .

Q You' ve been working on it consistently

al t hough | evel s of how nuch you were working on it

changed?
A. It's not full time anynore. Can't be.
Q Under st ood, we have to eat.
A Yeah.
Q Do you still intend to bring this to
mar ket ?
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A. Yes.

Q. Do you still intend to use the Judici al
Revi ew mar k?

A. Yes, as long as this goes away.

Q. Let nme ask you this question. |n your
under st andi ng does a federal trademark registration
give you the right to use the mark and register it?

A. That sounds |ike a |legal question so |
don't know.

Q. You have no under st andi ng?

A. My understanding is you probably coul d use
any word you want and any mark you want as |ong as
you don't get sued.

Q. The reason | ask is if you still intend to
use the Judicial Review mark dependi ng on the
outcone of this proceedi ng?

A. Yes.

Q. | n your understanding if this proceeding
ends favorably to you, do you understand that that
gives you the right to use the mark?

A. | assune so.

Q. Let ne ask you sone questions about the
mark itself. How did you cone up with the nane

"Judi ci al Review'?
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A. *| envisioned the use of ny product be

sonet hing that could be used to be a check and
bal ance agai nst the judiciary and judicial review
that is the definition of it.

MR. SONNABEND: Can | have that
answer back again, please?

(*Record read as requested)

Q. So Judicial Review is the definition of
t he process of --

A. Judicial Reviewis the ability of the
judiciary to have checks and bal ances on the other
branches of the governnent. So inherently it brings
about the sensitive checks and bal ances in the
system

Q The definition of judicial reviewin
connection with your product, that's a sort of
judicial review of the judiciary?

A | didn't understand that.

Q " mnot sure | did either. So let's
strike that.

" mtrying to understand -- you chose
t he nanme "Judicial Review' because the definition of
"judicial review' is a sort of checks and bal ances

that the judicial branch asserts over the other
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branches; is that correct? >

A Uh- hum

Q How does that relate to your product |
guess is the sinpler question?

A. | view ny product as also creating a check
and bal ance on the judiciary.

Q So it's sort of a judicial review, in
quotes, of the judiciary?

A. | guess you could say that.

Q. Your product, the Judicial Review product,
reviews judicial records; you testified to that
earlier, is that correct?

A. Yes.

Q Let's take each of the two words
separately. Starting with the word "judicial," does
t hat descri be an aspect of your product?

A. It -- having to do with the judiciary.

Q. | just want to be clear, so the answer is,
"yes"?

A. Yes.

Q. Ckay. How about the word "review, " your

process includes or your product under the hood, so
to speak, reviews the judicial record; that's

correct, yes?
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A. It aggregates a judicial record and >
creates a statistical analysis.

Q And that's done through a review of the
record as you testified to earlier, correct?

A. It's done by a machine, so | don't know if
you'd call it -- yes, sure.

Q Is it fair to say then that the Judici al

Revi ew product is a product that undertakes a review

of sorts?
A. It depends how you define "review "
Q Ckay.
A. | don't think so because, you know, a

review of a showtries to pass judgnment on a show.
Q | see.
A. *We're not passing judgnent on a judge.
"' mnot taking a perspective on a particular judge.
" mjust aggregating information and publish -- |
guess |'m publishing the information statistically.
Q Under st ood, okay.

MR. SONNABEND: Can | ask you to read
back the |last answer? | was tal king over her and |
want to make sure | got it.

(*Record read as requested)

Q. | understand the issue you had with the
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word "review," certainly | didn't mean it as a .
critique in that sense as in review of a Broadway
play. | jotted down a definition for "review' --
why | did that, I'mnot sure, but | did -- fromthe

Anerican Heritage Dictionary: To look at or to

wat ch, verb. Exam nation or an inspection as a
noun. Would you agree that those are fairly conmmon
definitions for "review'?

A. "1l have to rely on the fact that that's
the definition, yes.

Q Yes, and |I'm not asking you to confirm
that's what the Anerican Heritage Dictionary says,
but woul d you agree just in your understandi ng of
English that if | said that a "view' is an
exam nation and inspection, that that's at |east one

definition for word "view' as a noun?

A. "Revi ew' you nean.
Q. No -- right, so let's strike that. Let's
back up. "Review," a reexam nation or

reconsi deration. Wuld you agree that that's a fair

definition at | east of one context of the word

"review'?
A. Yes.
Q. And as far as a verb it's fair to say that
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"review' is to |look over or study or exan ne agai n?

A. Yes.

Q Under that definition that we just talked
about, I don't know if | totally clouded things up,
under those comon definitions would you say that
t he Judicial Review product undertakes a review of
the judicial record?

A. So you have to differentiate between the
engi ne of what is done prior to giving the product
to the custoner. So in the background we are

review ng the judicial record, but the product

itself -- what is given to custoners is not a
revi ew
Q It's a report based on a statistical

anal ysis that's based on data pulled fromthe
revi ew?
A. Was one of the words there you used

sonet hing |i ke exam nati on.

Q. Yes.
A. Actually, can you just read it again?
Q Sure, and you and | nmaybe can agree on a

definition that we agree, |eaving the American
Herit age asi de.

A. Yeah.
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Q. Review. To | ook over, study or exam ne

agai n.

A Yeah, see, ny issue with the definition as
to describe our process is that in reality the data
being pulled it's automated. So you have these
deci sions and records and it's not as though a
person is going in and | ooking at anything or
exam ning anything. There's specific fields that
are pulled into a database which is then
statistically anal yzed.

Q So let's start with a definition. [If |
handed you, and | nmay have done this already with
Exhibit 1, if | handed you a docunment and said take
a nmonment and review this, what would you understand
me to be instructing you to do?

A To read through it and conprehend it.

Q. And is it safe to say, is it fair to say
that in sonme sense your conputer algorithm your
conput er program does that with the judicial record?

A | don't know.

Q. Does "judicial review," the phrase, does
It describe, do you think, the Judicial Review
pr oduct ?

A. | think it has interesting connotations
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t hat makes it good for marketing the product. | >
don't think it's a definite description of it. It
woul d be a better description of a newspaper
publication, |ike the National Review.

Q. Do you think that your customers wl|
understand that the results they get, work product
that they get fromthe Judicial Review product is
the result of a review of the judicial record or
results froma review of the judicial record?

A. | don't know, that's for themto figure
out for thensel ves.

Q Wel |, when you market it to them-- in
your plans to nmarket it to themw ||l you explain to

them that you have an algorithmthat goes through
and reviews the judicial record?

A | think I just have a problemw th the
word "review' because it's the algorithm pulls down
data into a database, then runs statistical analyses
onit. It's not areview it's a statistical
anal ysi s.

Q. Do you think it's inportant for custoners
to know, your potential custoners, to know that your
product bases the work product on substance of the

judicial record?
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A. Of course.

Q You testified earlier that the -- an
attorney if he had the resources and wanted to waste
his client's noney could do the same thing through
t he West| aw dat abase t hrough brute force; am|
characterizing your testinony fairly?

A In some cases he could do it. |In sone
cases it would be humanly i npossible.

Q. And in the cases that he could do it, even
t hough it's a nonunental task, he would be required
to review the judicial records that he pulls down;
Is that correct?

A. He could or if he was smart enough he
could also figure out a way to downl oad the data the
way we do and parse it.

Q. But he could do the sanme thing by
reviewng the judicial record; is that correct?

A. (Pause)

Q Through brute force, perhaps?

A By readi ng through all of the docunents,
creating quantitative coding of those docunents,

I nputting those codes into a database and then
runni ng an analysis he could do it.

Q. We' ve been going for a little over an
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hour. | don't know if you want to take a break? >

A No, |I'm fine.

Q. Are you famliar with the term "trade
channel " or "channel of trade"?

A. Not the precise definition.

Q. Have you heard the phrase before, either
of those two phrases?

A Possi bly but | don't have a clear sense of
the definition.

Q. How about "field of a product"”; does that

mean anything to you?

A. Not beyond a | ayperson definition.

Q. I n the business consulting world, in the
vernacul ar you're famliar with, confortable with
professionally, is there a termthat is used to
descri be the boundaries of a market for a product?

A. "Scope," the scope of a product.

Q. I n that context does the scope of a
product include how the product makes its way to
mar ket ?

A. No, that's sonmething different.

Q. Does scope of the product cover how the
consuner obtains the product?

A. No.
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Q Is there a termfor that? >

A. | guess it would be channel, "channel to
mar ket . "

Q Okay, "channel to market." So that we're
clear or that the record's clear, how would you
defi ne "channel to market"?

A Are you asking how would | market this?

Q. No, | want to make sure that when we say
"channel to nmarket," because | have sone questions
about that, but | want to make sure that we're
t al ki ng about the sane thing.

A Okay.

Q. So as you're using it can you kind of give
me a definition back as to what a "channel to
mar ket" 1s?

A. It is the mechani sm by which you're
selling the product to the custoner.

Q. So one channel to market m ght be through
bi g box retail ers, another channel to market m ght
be direct sales via the internet?

A. Yeabh.

Q. Anot her channel to market m ght be door to
door ?

A. Yes.
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Q So when we tal k about that, those are aII59
di fferent channels to market?

A. Yes.

Q. What is the channel to nmarket that you see

for your Judicial Review product; what do you
anticipate the channel to market to be?

A. Di rect sales, door to door.

Q. So speaking kind of colloquially knocking
on a law firm s door and saying: |'ve got this
great tool, check it out?

A. Yes.

Q. |s that the same channel to market, do you
believe, as the channel to market for Westlaw s
servi ces?

A. That is a difficult question because
Westlaw s penetration in the market is already
sonmething like 85 to 90 percent, so they don't rely
on direct sales. They have relationship managers
who manage rel ationshi ps as opposed to engage in
active sales at this point.

Q. Do you believe that Westlaw is still
devel opi ng new accounts?

A. Not many.

Q. Okay, do you have any understandi ng based
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on your nmarket research or any other basis as to how

Westl aw, for instance, devel ops new accounts?
A. They would nost likely rely on a direct
sal es nodel, door to door.

Q. Knocki ng on a door, picking up the

t el ephone, sending an email; that kind of thing?
A. | assune that's how they do it.
Q. The same would hold true, | inmagine, both

the Westlaw s online offerings as well as to their
hard copy, old fashioned book products; am
correct?

A | don't know.

Q. Do you see, sitting here today, do you
have any reason to believe that the channels of
trade for their on line would be different from
their books?

A. No.

Q. I n your business plan did you assess the
channel to market for your product?

A. Yes.

Q. And the channel to narket that you
i dentified as being the best opportunity was a
direct sales channel to market, correct?

A. Yes.
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Q. Does that nmean contacting | awers o
directly?

A It's a bit nore nuanced than that.

Q Okay.

A. In a large law firmyou woul dn't cont act

an individual |awer, you're nore |likely to contact

the law li brari an.

Q. The law librarian. That's interesting.
Well, et nme explore that; why the law |librarian?

A. Because they control the contracts for the
t ool s.

Q Have you ever been in a law library of a

|large law firm say a 50 attorney or nore |aw firnf

A. Directly in the library? No.

Q Do you have any understandi ng of what a
|l aw li brary conprises in a larger law firnf

A. Physi cal | y?

Q Yes.

A. There's -- it's very unlikely to have a
physi cal location at this point.

Q. You testified just a nmonment ago that | aw
i brarians, |'m going to paraphrase, they hold the
keys or -- the "purse strings" maybe is a better

expression -- law librarians hold the purse strings
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for new research tools for law firms; is that .
correct?

A They're the first ones to |l ook at them

Q. Do you have an understandi ng as to whether
the law li brarians al so make deci sions or are
I nvol ved -- strike that, |let me make sure the
question's clear. Do you have an understandi ng as
to whether law librarians are also involved in
deci si on nmaki ng regardi ng hard copy publications
that a law firm subscribes to?

A. It depends on the firm

Q. How did you cone to determ ne that |aw
| i brarians were a good point of contact as far as
channel to market?

A I n speaking to friends who were attorneys.
Law | i brarians are the only ones who know all the
different types of tools that are out there.
They' re supposed to be the experts.

Q. I n your discussions about the role of the

law librarians in law firns, did anyone ever talk to
you about paper periodicals, paper publications that
| aw | i brari ans manage?

A. No.

Q. If law librarians do, in fact, also nanage
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paper periodical subscriptions for the law firns,

woul d that nean that the channel of trade is the
sane for the periodical as it is for the Judici al
Revi ew product ?

A. It depends on whether the librarian sees
the two itens as being -- what's the right word --
It depends on whether the law |librarian sees two
different itens as being able to replace one
anot her.

Q. Ckay. If you were to add to the offerings
of Judicial Intelligence a nonthly newsletter, would
you think that a law librarian is still the best
first point of contact in your channel to market?

A. It depends on what type of subscription
" mcharging or what the plan is for it. So, for
exanple, if it's something that is free and |I'm
maki ng ny noney off advertising revenue, | woul dn't
bother. 1'd mail it to every attorney | know.

Q What if it's a pay for that subscription,
woul d that change the answer?

A. Yes, but only in so far as -- it depends
on how unique the data is. So if it's a very niche
mar ket, for exanple, it's only geared towards very

specific types of attorneys who specialize in a very
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tiny portion of the law, there's not a real reason

to contact the law librarian because that i ndividual
attorney will have the budget to go after that
hi msel f, you don't need to contact the librarian.
If it's something of nmass interest, he'd probably go
t hrough the law |ibrary.

MR. SONNABEND: Well, I think |I'm
going to take a break.

(A brief recess was taken.)

Q. | wanted to follow up on the channel to
market a little bit. W have been tal king sone
about law librarians, it's a topic dear to ny heart.
My best nmenory is with the law librarians, good

group of people.

A. Yeah.

Q We're tal king about channels to market.
If a -- well, I don't want to say "conpetitor" so
let's strike that. |If another conpany started a

weekly newspaper for |awers that tal ked about the
judiciary and they called it the "Judicial Review'?
A. Yeabh.
Q. How woul d you feel about that in |ight of
your product, the Judicial Review?

A. | wouldn't care.
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Q You woul dn't care?

A. Nope.

Q. Do you think that law librarians m ght
think that this weekly periodical was put out by
your conpany?

A | would make it clear that it wasn't.

Q Do you think that they m ght have that
initial inpression until you cleared it up?

A. | don't know. Possibly.

MR. SONNABEND: We're going to mark
now as Exhibit No. 2 a docunent marked as or titled
"Opposer's First Set OF Interrogatories To
Applicant.”

(Docunent marked as Exhibit No. 2
for identification.)

MR. SONNABEND: And to save sone tine
l et us mark at the sanme tinme Exhibit No. 3. Well,
we'll have to characterize it on the record to
figure out exactly what we'll call it.

(Docunment marked as Exhibit No. 3
for identification.)

Q. So I'"'mgoing to hand you now what's been
mar ked as Exhibit No. 2 which we have said is

entitled "Opposer's First Set O Interrogatories To
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Applicant.” And |I'm also going to hand you Exhibit

No. 3 which, at |east appears on the first page,

appears to be a letter fromyou to Marc Vi anell o,

Care of Arthur Shaffer.

So if you'll take just a few nonents

and review these two docunents? The first question

' mgoing to ask you once you're done with your

review is do you recogni ze one or both of these

docunent s?

A. Yes, both of these docunents.

Q Ckay, let's start with No. 2. Exhibit No.

2, what is Exhibit No. 2?

A. This is the Opposer's First Set O
| nterrogatories.

Q So these were the interrogatories served

on you by opposer in the present action; is that

correct?
A. Yes.
Q And you renenber receiving these?
A. Yes.
Q. And you renmenber preparing responses to

them correct?

Yes.

Q Okay, what is Exhibit No. 3?
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A. Exhibit No. 3 is a cover letter and ny o
responses to the set of interrogatories listed in
Exhi bit No. 2.

Q I f you could turn to Exhibit No. 3 --
wel |, before you do that | may ask just one nore
foundati onal question. The Exhibit No. 3 contains
I n part your responses to Exhibit No. 2; is that
correct?

A. Yes, but there's a random page stuck in
the m ddl e.

Q You're referring to the page that does not
have the fax across -- the fax banner across the
top?

A. Yes.

Q | will represent to you, and you can

doubl echeck this, that it is, in fact, the proper
page of the docunent in the proper order. It was

omtted fromthe fax that was originally sent to ne.

And if you read through in context you'll see that
it is, | believe.

A. Ckay.

Q. Do you want to take a m nute and just | ook

t hrough and confirmthat so that you're confortable

that everything is on the up and up here?
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(W tness perusing docunent.)

A That's correct.

Q. Turn to the fifth page of Exhibit No. 3.
Do you see in the upper right-hand corner there's a
fax banner that says P 5/13?

A. Yes.

Q And you see on the upper left, it says,
2008- 06- 02 15: 427

A. Under the staple in --

Q Yes.
A. Yes.
Q. In the mddle of the page, it says, Sandra

L. Nudel man's Answer To Opposer's Interrogatories?
A. Yes.
Q This is the first page of the actual
i nterrogatory responses you prepared in response to
opposer's first set of interrogatories, correct?
A. Yes.
Q Let's |l ook at Interrogatory Response No.
1. Do you see that on the page here?
A. Yes.
Q. | nterrogatory No. 1 reads in pertinent
part, quote: Ildentify by common comerci al

descriptive nanme each product and/or service which
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has been or is intended to be sold, offered for

sal e, manufactured, advertised, and/or rendered by
Applicant in the United States under the Judici al
Review mark. Do you see that in Exhibit No. 2?

A. Yes.

Q. So No. 1 on the page that we're | ooking on
ri ght now of Exhibit 3 is answering in part the
passage | just read, correct?

A. Yes.

Q. Your answer reads, quote: 1. A  Legal
services, specifically involving background research
on judges and their opinions. |s that correct?

A. Yes.

Q We | ooked earlier at Exhibit No. 1 which
"1l make sure you have available to you and under
the description there it doesn't nmention anywhere
judges and their opinions; is that correct?

A No, it does not.

Q It is not correct?

A. No, it does not say anything about judges
on Exhibit 1.

Q. Ckay. Why in answering Interrogatory No.
1 did you include the phrase, "On judge's and their

opi ni ons"™ but not include it in the description of
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your application for registration?

A. Because in the application that was
avai |l abl e here these were the commopn nanes that were
avail able and so |I used the conmopn nanes that were
avail abl e and the checkmarks for the application.

Q. Do you have any understanding as to the
di fference between a TEAS, T-E-A-S, Plus application
and a TEAS application?

A. | vaguely renmenber | ooking into the
di fference but right now | don't renenber.

Q Do you have an understandi ng as to whet her
or not you are limted to the list of descriptions
provi ded by the Trademark Office?

A. | don't think you are.

Q. So it's your understanding that you're
allowed to fornul ate your own description if the
descriptions in the Trademark O fice |ist are not

sufficiently specific; is that correct?

A. Yes.

Q |s the answer you gave to 1. A accurate?
A. Yes.

Q Is it correct?

A. Those woul d be the common descriptive

names that | would use. It can go nore detail ed
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t han t hat. There are different |evel s of
specificity.
Q. |s there anything -- strike that. Let ne

ask it this way. |Is it under inclusive, the

description that you provided in the answer to

1.A?

A | woul d probably include the word
"statistical" in there.

Q. Statistical research on judges?

A. Uh- hum

Q Is that a, "yes"?
A. Yes.
Q. So statistical research on judges is

actually narrower, though, than on research on
judges; is that correct?

A. Yes, but | also wanted to nmake sure that |
was being broad enough to include all the different
I deas that | had not yet devel oped.

Q Fair enough. | just want to make sure
that it's broad enough to cover those and doesn't
| eave anyt hi ng out?

A. Yes.

Q So it is broad enough to cover all the

| deas you had for products under the Judici al
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Revi ew?

A. So sone of the things that | thought of
were not statistical, soinreality this is
i ncl usive of everything. The ones that are nost
devel oped are statistical.

Q Under st ood, but it's not under inclusive,

It doesn't |eave anything out; am | correct?

A. No.

Q. ' m not correct?

A. No, you're correct. It doesn't exclude
anyt hi ng.

Q. Okay. You understand that the exam ner

has al | owed your application for the Judicial Review
mark; is that correct?

A. | believe so.

Q. Do you think the examner's decision to
al l ow your mark, your application, would have been
different if you had used the description in 1. A in

your application?

A | don't know.

Q. The services you describe in 1. A --

A. Well, actually I'mjust thinking.

Q. Okay.

A 1.A. is actually slightly under inclusive.
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Q. Ckay, what does it exclude? s

A. It should technically be judges,
jurisdictions, and also | awers thensel ves.

Q. So background research on judges,
jurisdictions, and | awers and their opinions?

A. Well, judges and their opinions as well as

jurisdictions and | awyers.

Q. Okay. What products do you foresee using
t he Judicial Review mark on that involve background
research on | awers?

A. It's the same product. |t can be used
multiple ways. That is a nuch |ater stage of
devel opnent.

Q. Who do you think would be interested in
buyi ng the product, the Judicial Review product,
that's described in 1.A ?

A. Lawyers.

Q. Lawyers in their professional capacity?
A. Yes.
Q. The same group of people who woul d be

Interested in, for exanple, in buying a subscription
to the New York Law Journal; is that correct?
A. Well, |I'"massum ng that nost of the people

who read the New York Law Journal are in New York so
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It would be a broader group of attorneys than just

New York attorneys.

Q Ckay, sane group of people who would be
I nterested in buying the National Law Journal weekly
publ i cation, correct?

A. | can't answer that. | know in ny
pr of essi onal capacity | subscribe to certain
dat abase products and | don't read the Wall Street
Journal. So sone people read those things and use
dat abase products and sone people don't use database
products and read journals. So | can't comment on
what the overlap in the market is.

Q. | s your Judicial Review product
subscri ption based?

A. We're attenpting to figure out what the
best nodel is but it nost |ikely nodel would be a
subscri pti on basis.

Q. Have you ever analyzed the exit potenti al
for your Judicial Review product or the business

pertaining to it?

A. What do you nmean by "exit potential"?

Q. Is that a termyou're famliar with?

A Do you nean in ternms of selling the
conpany? |I'mtrying to clarify what -- is that the
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gquestion?
Q. Well, let me ask you, "exit potential" is
a terml've heard bandi ed about but it is not
exactly my expertise. Is it a termthat you know of
I n your --
A. | would define it as sonehow selling a

conpany either through a public offering or to a
private owner.

Q. Ckay, so under that definition have you
ever analyzed the exit potential for the business of

Judi ci al Revi ew?

A Yes.
Q. What were the results of that anal ysis?
A. It was in several hundreds of mllions of

dollars if you could actually get to the sales you
want ed.

Q. Who woul d be the potential buyers?

A Westl aw, Lexis or Whlters Kl uwer.

Q. Legal publishers?

A They are -- they are congl onerates that
have publication arns, yes.

Q. You wouldn't call Westlaw or their parent
conpany Thonmson West a | egal publisher?

A Yes, but they wouldn't -- this wouldn't go
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under their publication unit. They have several 76
busi ness units that would go in through their
on-line nmedia unit.

Q. Okay, so turning back to Exhibit No. 3,
let's | ook at answer to No. 2. |In particular on the

next page, the page that's nmarked page 6 of 13 in

t he upper right, P 6/13? Under -- let ne see if |
can get the nunbering right here -- 2., capital A.,
| ower case (a), your response reads -- let ne just

read it into the record: While Opposer registered
THE JUDI Cl AL VI EW under U. S. Serial #77031981 on
March 25, 2008, the scope of this registration is
limted to International Class 041 for, quote,
Publication of an online | egal newspaper, unquote,
which is unrelated to the class under which the
applicant filed Judicial Review nanely Class 045
for, quote, Legal Services, and Background
I nvestigative research and services, unquote. D d I
read that correctly?

A. Yes.

Q. What did you nmean in your answer that --
t hese two classes here Class 041 for publication of
an online | egal newspaper and Cl ass 045 for | egal

servi ces and background investigative research and
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services are unrel ated; what did you nean by that?

A. Cbviously, this is sonething that a judge
woul d need to rule on but fromny perspective, in
common perspective, an online | egal newspaper has
nothing to do with what ny product is doing.

Q | s that because one is in Class 41 and one
Is in Class 457

A. Because one is a publication and one is an
onli ne database that is used for |egal services and
background research.

Q So it has nothing to do with the cl asses
that they're in?

A. | don't know whether the Trademar k Board

views different classes as being distinct froma

commoner's perspective. It would appear that they
woul d be.
Q. If the two descriptions were in the sane

cl ass woul d your answer change?

A. Probably not because they're stil
different. The fact that they're so -- they're in
different classes and they are so different just
exacerbates it.

Q Ckay, noving to |lower case (b), the next

paragraph, it reads: Opposer's second application
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concerning THE JUDICIAL VIEW U.S. Serial #77212172,

was filed on June 21, 2007, four nonths after
Applicant's filing date for Judicial Review. Did I
read that correctly?

A. Yes.

Q. The phrase "four nonths after Applicant's

filing date" is in italics; is that correct?

A. Yes.
Q. Why ?
A. Just to draw attention to the fact that it

was after the filing date for Judicial Review

Q. So opposer for his mark, "The Judici al
View," filed after you filed your application for
"Judicial Review'; is that correct?

A. For Serial #77212172, yes.

Q VWy is that rel evant?

A. Again, this is sonething that a | awer or
a judge would have to figure out as opposed to ne.

Q Why did you decide to include that there
I n your response?

A Just to draw attention to the facts.

Q. | n your opinion does that fact have any
| egal bearing on who has senior rights to their

mar k?
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A. That's for the judge to deci de. "
Q Do you know under U.S. | aw whet her the
first file or the first to use a mark has senior
ri ghts?
A. | don't know. |'m guessing, it depends.

Q Di d anyone hel p you prepare these

responses?

A. Nope.

Q Your sister's an attorney, correct?

A. No.

Q. She's not an attorney?

A She's in | aw school .

Q. | s your sister, Mchel e?

A. Yes.

Q. |s she still in |aw school ?

A. Yes.

Q. At Washi ngton University?

A. Yes.

Q. VWhen does she graduate?

A. This year.

Q. Did she help you at all with this
response?

A No. | w sh she had.

Q Why do you wi sh she had?
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A. It would have been hel pful. %

Q. Let's look at |lower case (c) and I'll read
It again, and don't worry, | don't think |I'm going
to be reading the whole exhibit. It's alnpbst a page

|l ong but let's read C. Opposer's second application

concerning THE JUDICIAL VIEW U.S. Serial #77212172,

filed on June 21, 2007, is of uncertain status, as

an ex parte appeal of a final refusal to register

the applied for mark is pending before the Trademark

Trial and Appeal Board. Did | read that correctly?
A. Yes.

Q. Why did you include that as part of your

A. Again, drawing attention to the fact --

Q The fact that --

A. That the mark had not been accepted as of
that tine.

Q. Are you aware of the status of that mark
now -- of that application, | should say?

A. No.

Q. If | told you that it had been all owed,
woul d that change your answer to (c)?

A. (Pause)

Q. | should say would that change your answer
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(c)?
A Yes.
Q. Ckay, how would it change it?
A. It had been all owed.

Q. Does that change your basis for stating
t hat opposer has failed to state a legally
sufficient ground for sustaining the opposition?
A | don't know.
MR. SONNABEND: Let's mark as Exhibit
No. 4 a docunent first page of which is an
Exam ner's Anmendnent dated July 7, 2008. And the
| ast page of which is a Notice of Publication under
Section 12(a) dated July 23rd, 2008.
(Docunment marked as Exhibit No. 4
for identification.)
Q. | just hand you Exhibit No. 5. Take a
nmoment to review that docunent.
A. (W tness perusing docunent.)
Q. Have you ever seen Exhibit No. 5 before?
A No, this is No. 4.
MR. SONNABEND: |'m sorry, we're on
No. 47
THE REPORTER: Yes.
MR. SONNABEND: Just so the record's

JONES REPORTI NG COVPANY
617-451- 8900




© 00 N oo o b~ w N B

N NN NN R R R R R R R R R
A W N P O © © N O O M W N B O

Sandra L. Nudel man

82
clear, Exhibit No. 4 is a three-page docunment, first

page of which is entitled, "Exam ner's Amendnent”
dated July 7, 2008. Third page of which is Notice
of Publication under Section 12(a) dated July 23rd,
2008. And as of yet there is no Exhibit 5.

Q. Do you have an understanding as to what
Exhibit 4 is?

A | believe so.

Q. And what is that understandi ng?

A That the mark "The Judicial View' was
al l owed for publication on August 12th, 2008 -- or
was published on August 12th, 2008.

Q. Ckay. Do you believe now that your
Affirmati ve Defense No. 1 in connection with Seri al
No. 77212172 is no |longer a tenable affirmative
def ense?

A. | don't know.

Q. Do you intend to oppose Application
772121727

A | don't know.

Q. Turning to the next page of Exhibit 3, do
you see at the bottom a paragraph nunbered 37

A. Yes.

Q That reads: Even if the conponents of the
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term JUDI Cl AL REVI EW are abstracted and taken to

mean a, quote, review, unquote, of the, quote,
judiciary, unquote, this is still substantively
different fromthe nmeaning inplied by the term
Judi ci al Revi ew because this would nean JUDI Cl AL
REVIEW inplies a third-party perspective ON the
judiciary, whereas THE JUDI CIl AL VIEWIinplies the
perspective of the judiciary. End-users woul d
expect entirely different services based on these
meanings. Did | read that correctly?

A. Yes.

Q. What do you nean by "abstracted and taken
to mean a review of the judiciary"?

A. I n | ooking at each word in isolation and
t hen aggregating those definitions -- the
definitions of the two isolated words as opposed to
| ooki ng at Judicial Review giving the specific
definition of bal ances, checks -- checks and
bal ances of powers. Looking at judicial and then
revi ew separately.

Q. And if you look at "judicial" and "review'
separately, that would nean a third-party
perspective on the judiciary; is that correct?

A. Yes.
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Q And that's what you said in Paragraph No.

3 on the page we're looking at; is that correct?

A Yes.

Q | s that what your product does?

A. (Pause)

Q Provide a third-party perspective on the
judiciary?

A. Not really because the database provides
statistical information that a user can interpret
t hensel ves.

Q And it allows the user to get a
perspective on the judiciary?

A Yes.

Q s it safe to say or is it fair to say
t hat your product allows an attorney to perform a
Judi ci al Review of the judiciary under the
definition of paragraph 3?

A. Under the definition in paragraph 2, not
3. So to performa check and bal ance on the
judiciary, yes. But in ternms of actually -- they
are not developing a third-party perspective; they
are devel oping their own perspective on that judge
based on dat a.

Q They're a third party to the judiciary;
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aren't they?

A. Athird -- athird party is not the self.

Q. Does the Judicial Review product give an
attorney the ability to establish a perspective on
the judiciary?

A. It gives themdata from which they can
create their own perspective.

Q. On the judiciary?

A. Yes.

Q. Let's | ook on the next page of Exhibit 3,

on the top right-hand corner, it says, page 7 of 13,

P 7/ 137

A. Yeabh.

Q | nterrogatory No. 4, your response to
Interrogatory No. 4. |I'mjust going to read the

first paragraph just so we're clear we're | ooking at
t he sanme response. Paragraph 4 reads: Applicant
was solely involved in the origination, clearance,
sel ection and adoption of the Judicial Review mark
to identify the services outlined in 1. A above.
Applicant initially applied for a trademark for the
termon February 18, 2007, open paren, U.S. Seri al
#77110266, cl ose paren. The term "Judicial Review'

was selected for two reasons. Did | read that
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par agraph correctly?

A. Yes.

Q When you say, "applicant," are you

referring to yourself there in Paragraph No. 4?

A. Yes.
Q The second -- | don't know what part of
t he sentence that is -- after "origination," it

says, "clearance"; so you were solely involved in

t he cl earance of the Judicial Review nmark: is that

correct?
A Yes.
Q What does that nean, "clearance"?
A. In going on the U S. P.T.O web site and

typing in "Judicial Review' and making sure that
there wasn't an application out there for the sane
termfor the sanme services.
Q And is that sufficient to clear a mark?
A From a | egal perspective, | don't know.

Q Do you know what Lanham Act Section 2D

says?
A No.
Q Do you know what the Lanham Act is?
A No.
Q Are you famliar with the phrase, "Likely
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to cause confusion,” as it's used in connection with

the determ nation of whether a mark is registerable
or not?
A. |"ve heard of it.

Q. Do you have any understanding as to what

It means?

A. In a precise definition, no.

Q. In any definition at all?

A. Fromthe common definition if it's likely
to cause confusion. WIIl it confuse people?

Q And if it is likely to cause confusion

what does that nmean about the registerability to
you, if anything?
A. It may or may not be approved dependi ng

upon what the Trademark Board thinks.

Q Are you famliar with the Dupont Factors?
A. No.
Q. | n your opinion as a result of your

efforts to clear the mark "Judicial Review' --
strike that. Let nme ask you this way. Did you
conclude fromyour efforts to clear the mark that
the mark was, in fact, clear to register?

A. It appears that you may be using a

different definition of what "clearance" neans so |
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don't know.

Q. Presently does Westl aw have a product
that's the sane as yours?

A. No.

Q. | f you called your product "West Judici al

Review," do you think they'd have a problemw th

t hat ?
A. Yes.
Q. Why ?
A. Because "West" is a well-known publicly

traded conpany, and it would be confusing to people
to have a smaller, |esser known conpany using the
term"West" for a very specific legal online product
that mght fit into their portfolio of products.

Q Let's turn to the next page of Exhibit
3 -- 1 don't know why | can't renmenber this is
Exhibit 3 -- | keep turning to the first page. 1In
t he upper right-hand corner of the page we're
| ooki ng at now you see it says, P 8/13?

A Yeah.

Q Do you see paragraph No. 77

A. Yeabh.
Q | want to ask you specifically about one
of those subsections of your response. | just need
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to figure out which one that is. You have 7. A,

l"mgoing toread 7. AL It reads: 7. A Neither
Applicant, nor the corporation in which she holds a
majority stake, Judicial Intelligence, Inc., has
advertised services under the JUDI Cl AL REVI EW mar k
I n a nmagazine or trade journal, but reserves the
right to do so in the future. You reserved the
right to do so in the future, why?

A Because | see no reason to waive that
ri ght.

Q You believe that you m ght advertise the
Judi ci al Review product in a nagazine or trade
journal in the future?

A. | don't know, naybe.

Q Have you gi ven any thought to doing that?

A It is not high on ny |ist.

Q. Why not ?

A. It's not a very effective neans of
adverti si ng.

Q. Do you have in m nd any namgazi nes or trade

journals you woul d consi der advertising in?

A. No.
Q Any cl ass?
A. No, as | nentioned before | want to rely
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on direct sales. So marketing and advertising is

not really a huge conponent of the business plan.

Q |f you were to advertise your product in
Ti me Magazi ne, would that be a good use of your
resources, your financial resources?

A. Yes.

Q. Why is that?

A Because the product is interesting and
conpel I i ng enough that doing that woul d generate a
| ot of free advertising in other venues.

Q How woul d it generate free advertising in
ot her venues?

A. News cover age.

Q. Of an advertisenent placed in Tine
Magazi ne?

A It would generate interest in the product
I n general.

Q How about an advertisenment in National Law
Journal, would that be a good use of your resources,
financial resources?

A. Possi bly, but | haven't really thought
about law journals. | haven't really thought about
advertising and marketing. | really do want to rely

on direct sal es.
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Q. There is an expense associated with

creating a print advertisenent, correct?

A. Yes.

Q. | f Autonotive Weekly, the magazi ne, said
t hey would give you free advertising and all you had
to pay for was the cost of preparing the
advertisenent, would you take them up on the offer?

A. No.

Q. Why not ?

A. Not a big enough circulation for ne to
worry about.

Q. How about the profile of the average
reader of Autonotive Weekly, would that affect your
deci si on?

A. No, |I'd want to get as nmass a distribution
as possi bl e.

Q. | f the publishers of the National Law
Journal made you the sanme offer, would you take them
up on it?

A |f they were doing it for free?

Q. You only have to pay the cost of preparing
t he advertisenment.

A It would really depend on whether | could

have very specific control over what was said to
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t hat audi ence.

Q. It's your advertisenent.

A | would rather it be covered in a news
article and not journal as opposed to an
advertisenent.

Q. So you woul d not take them up on the offer
of free advertisenent?

A | don't think advertising for this is
going to nake a huge difference one way or the
other. Direct sales is really the way to go.

Q Ckay, let ne ask you this question. |If
Field And Stream -- what did | use before,

Aut onoti ve Weekl y?
A Uh- hum
Q. | f Autonotive Weekly invited you to submt

a 1,000 word article on your product that they would
publ i sh, would you think that would be hel pful to
t he sal es of your product?

A. | guess it depends on the denographics of
t he readers.

Q. | f Autonotive Weekly was read primarily by
car manufacturers and people in the auto industry
and not by |lawers, would it be worth the effort?

A. No.
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Q. And if the National Law Journal made you93
the sanme offer, would you do it?

A. Sur e.

Q. VWhy, yes, to National Law Journal and, no,
to Autonotive Weekly?

A. Because based on the description you gave

|'"d be reaching nore attorneys in the second
publ i cation as opposed to the first.

Q. 7. B. reads: Neither Applicant, nor the
corporation in which she holds a majority stake,
judicial Intelligence, Inc., has made trade
presentati ons, sem nar or neetings under the
Judi ci al Review mark, but reserves the right to do
so in the future. Did |l read that correctly?

A. Yes.

Q. VWhy do you reserve the right to nake
presentation -- trade presentations, sem nars or

meeti ngs under the mark "Judicial Review' in the

future?

A. Because | see no reason to waive that
ri ght.

Q. s that an inportant right to retain?

A. Possi bl y.

Q. It sounds |like that's nmuch closer to
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direct sales than the advertisenents we were just

tal ki ng about; am | correct?

A Yes, although nmy vision of direct sales
truly is door knocking. Direct sales participation
in events like this is table stakes. You have to do
nore than that.

Q Meetings, you say in 7. B. that you
reserve the right, anong other rights, to have
nmeeti ngs under the Judicial Review mark in the
future; is that correct?

A. Yes.

Q Woul d that include neetings of the

door-to-door selling variety?

A. | suppose that would be a neeting.

Q Ckay.

A "Meeting" is a very broad definition.
Q. Where woul d you | ook to have these

meetings in the future, the ones you're reserving

the rights to have?

A In people's offices, |awers' offices, |aw
|l i brarians' offices, | suppose.
Q. How about in offices of engineers at

General Motors?

A. If it's a tool they want to use and
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they're willing to buy it, sure.

Q. Do you think that the engi neers at Cener al

Mot ors would want this tool ?

A. No, but there are uses for non-|lawers as
well. Side point.

Q. You said it's a side point?

A. Yeabh.

Q. Your business plan doesn't call for

pushing this out to non-|lawers, correct?
A It nmentions the fact that there are
applications beyond | awyers.
MR. SONNABEND: Let's mark as Exhibit
No. 5 a docunent entitled, "Opposer's First Set O
Docunment Requests To Applicant.”
(Docunent marked as Exhibit No. 5
for identification.)
BY MR. SONNABEND:
Q. | " mgoing to hand you what's been marked
as Exhibit No. 5. | believe on the first page is

Opposer's First Set OF Docunent Requests To

Applicant; do you see that?

A. Yes.
Q | want you to take a noment to review this
docunent .
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(Wtness conplies)
A Uh- hum
Q And first question |I'mgoing to ask you
after you' ve finished your reviewis do you
recogni ze this docunent?
A. Yes.
Q What is Exhibit No. 57
A This is the opposer's first set of
docunment requests to applicant.
Q. And you received this earlier in these
proceedi ngs?
A. Yes.
Q. On the first page do you see -- |'msorry,

on the second page do you see four enunerated

requests?
A. Yes.
Q. Did you personally search for docunents

requested on this page?

A. Yes.

Q. Where did you search?

A. In ny file.

Q You nmaintain a file sonmewhere?
A. Yes.

Q How big is the file?
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A. About that big (indicating). About 2
I nches wi de.

Q So it's |like an accordi on fol der?

A. Pretty nuch, yes.

Q. Do you al so mai ntain docunents

el ectronical ly?

A. Yes.

Q. Do you have those collected in --
A. One file folder.

Q One file folder?

A. Uh- hum

97

Q. Okay. When you did your trademark search

did you generate any printed results either
el ectronic, printed, or printed in hard copy?

A. No.

Q. Woul d you say that Judicial Review is part

of the legal services industry?

A. (Pause)

Q. And | apologize if |I've asked that before.

A. Yes.

Q. Whul d you say that the | egal services
I ndustry is conprised of the |egal publishing
I ndustry?

A. | think it's a different part of the
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i ndustry. But it's a service to lawers in the sane

way that a court reporter is a service and it's to
| awyers.

Q. It's fair to say that both |egal
publ i shing and judicial consulting conprise the
| egal services industry; is that correct?

A They are subsegnments. There are other
segnents, too.

Q. And the services offered by the National
Law Journal is another segnment, correct?

A. Uh- hum

Q That's a, "yes"?

A. Yes.

Q. What was the cash prize for the contest?
A. |"'mtrying to renmenber. Maybe $10, 000.

Q I n connection with the contest you gave a

presentation, correct?

A. Yes.

Q Do you renmenber how long it was?

A 15 m nutes.

Q. s it possible it was, oh, 7 to 8 m nutes?
A. It m ght have been shorter. | think |I was

al l owed 15 m nutes.

Q. Do you renenber if it was videotaped or
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ot herwi se recorded?
A. The final presentation was.
Q In the presentation did you use Power

Poi nt slides or anything of that sort?

A Yes, Power Point slides.
Q. Do you still have those?
A | think so.

Q

|"d |ike to request those as wel |.
think they were --

That's a portion of the business plan.

Q The Power Point slides are in the business
pl an?

A. Uh- hum

Q. That's a, "yes"?

A. Yes.

Q. Did you have any notes with you when you

were giving the presentation, the final

presentation?

A. Yes, those were copies of the slides.

Q Okay. \Where was the final presentation
gi ven?

A. It was given in the business school

audi tori um

Q. That's the Harvard Busi ness School

JONES REPORTI NG COVPANY
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auditorium vyes?
A. Yes.
Q. To whom was it given?
A To students.
Q. Do you renmenmber --
A. And faculty.
Q " msorry, | didn't nean to interrupt you,

student and faculty?

A. Yes.

Q. And anyone el se?

A. | guess the judges who were nostly
faculty.

Q. Do you renmenber roughly how many peopl e
were there?

A. Maybe 30 to 40.

Q. And where is the Harvard Busi ness School

auditorium on the canmpus?

A. Yes.

Q Do you renmenber approximately when it was
gi ven?

A No, | don't renmenber the exact date.

Q. Did your sister, Mchele have any role in

devel opi ng the concept for the Judicial Review

product ?

JONES REPORTI NG COVPANY
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A. She hel ped validate certain things. o
Q. Did she advise you in any way?

A. In terms of |egal term nol ogy, yes.

Q. Anyt hi ng el se?

A. No.

Q. Al right, let me see -- before | nopve on

to the part | don't know how to do, let ne just get
a couple nore docunents into the record.

MR. SONNABEND: First one, let's mark
as Exhibit 6, it's a one-page docunent with a
headi ng, "Law Student W ns Harvard Busi ness Pl an
Cont est . "

(Docunent marked as Exhibit No. 6
for identification.)

Q. " ve handed you Exhibit No. 6. Take a
nmoment to review it and ny first question is going
to be: Have you ever seen Exhibit No. 6 before?

A. Yes.

Q What is Exhibit No. 67

A. It was an article that was published in
WashU about the business plan contest at Harvard.

Q. And "WashU" is Washington University in
Sai nt Loui s?

A. Yes.

JONES REPORTI NG COVPANY
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Q. Where your sister is presently attending

| aw school ?
A. Yes.
Q. Do you see where it says: Mchele
Nudel man, JD/ MBA ' 09 and her sister, Sandra, an MBA
student at Harvard, won the prestigi ous Harvard
Busi ness School's Business Plan Contest for their

proposal for a Judicial Review opinion research

tool. Do you see that?
A. Yes.
Q WAs your sister a co-entrant with you?
A. Yes.
Q. So | guess she was al so a corecipient of

t he award that you won?
A. Yes.
Q VWhat qualified her to be a co-entrant?
A. She hel ped me by validating very specific
things that | needed to know.
MR. SONNABEND: Let's mark as Exhibit
7 a docunent that says, "Judicial Intelligence” in
t he upper, left-hand corner and has a title, "About
Us. "
(Docunent marked as Exhibit No. 7

for identification.)

JONES REPORTI NG COVPANY
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Q. Ckay, | hand you Exhibit 7. Have you ever

seen Exhibit 7 before?

A. Yes.

Q. What is Exhibit 7?

A. It is a screen shot of the "About Us" page
of the Judicial Intelligence web site.

Q Wwv. judicialintelligence. conf?

A. Yes.

Q. That's "judicial intelligence" all one

word with no punctuation, correct?

A. Yes.
Q Do you still own that donmain?
A. Yes.

Q. What are you presently doing with that
domai n?

A | have it down in order to continue to
develop it.

MR. SONNABEND: Okay, | have as the

next exhibit -- | guess it wll be Exhibit No. 8,
two copies of a DVD, of a video on DVD. Each of the
two DVDs is | abeled, "Judicial Intelligence Business

Pl an Presentation,” copy 1 -- I'"'msorry. Each is
| abel ed "Judicial Intelligence Business Plan

Presentation.” One is |abeled "Copy 1" and one is
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| abel ed "Copy 2." Let's go off the record for just

a second.

(Di scussion off the record)

(DVDs mar ked as Exhibit Nos. 8-1 and
8-2 for identification.)

(View ng DVD No. 8-1.)

Q So I've shown you the first 40 seconds of
the video that we have marked as Exhibit 8; do you
recogni ze what this video is depicting?

A. Yes.

Q. What is it depicting?

A This is my presentation -- final
presentation in the business plan contest.

Q. Ckay. Right now we're | ooking at 43rd

second. | don't know if you can see that?
A Uh- hum
Q. There's a single person on the screen?
A. Yes.
Q s that you?
A. Yes.
Q. | woul d have not have recogni zed you, your

hair was curly back then?
A. Yes.
Q. Okay. What I'd like to do is the video is

JONES REPORTI NG COVPANY
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7 mnutes and 29 seconds in length |'mjust going to

play it through. | want to nake sure that you have
a chance to review it and make sure that you are
confortable that this is accurately depicting what
it purports to show. And then | think that should
be it. | may have one or two quick questions on it
but that really should be it. Let nme see if | can
get it playing again.
(View ng Video DVD No. 8-1.)

Q. Ckay, so you've just watched all 7 or so
m nutes of Exhibit 8; was that your entire
presentation?

A. Yes, |'ve never actually seen it before.

Q Sometines it's hard, | think, to watch
yourself in that kind of situation. Was it, in your
recol lection, is there anything m ssing, was there
any edits in there that you are aware of?

A. What do you nean by "edits"?

Q Let ne back up. | want to nmake sure that
you agree that this is -- that is an accurate
vi deoi ng of your presentation?

A. That seens |ike an accurate video of the
presentation.

Q. Towards the end, and |I've watched t hat
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several tines now, | mssed -- in the presentation

you said that you had an advisory board. | thought
you testified earlier you never had a fornal
advi sory forunf

A. Exactly because this was still when | was
In a very academ c version. This is an acaden c
contest. The business plan is submtted to an
academ c contest. Therefore, the advisers were
academ c advisers. This plan at that point was not
yet a fully fleshed out plan for commerce. It was a
plan to within a contest.

Q. Understood. | thought that you had said
t hat your advisory board included judges. |'m

assumng that's judicial judges, not judges fromthe

cont est ?
A. Yes, there was a judge.
Q. | think you also said in your presentation

that you had retained a patent attorney?

A Yes, so | had hired one. | had one
conversation which included a deposit and then had
t he deposit refunded. So we never actually went
t hrough wi t h anyt hi ng.

Q Is this the sane attorney that you

menti oned earlier?

JONES REPORTI NG COVPANY
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A. It was at the sanme firm

Q. It looked to nme |ike you did not have in
the video a script you were reading from it sounded
| i ke you were speaking very naturally. Am|
correct, there was no script?

A. There was no script.

Q Let ne just doubl echeck ny notes. | think
t hat maybe it.

(Pause)
Who is Ivory Tower Associ ates?

A. Ch, that was ne. | had a coll ege
consul ting business very briefly in coll ege.

Q. Did you and your sister, M chele,
correspond at any tinme regarding this project, the
Judi ci al Review project, the Judicial Intelligence
proj ect?

A. You nmean on the phone?

Q. Ot her than on the phone. For instance, by
email or by witten mail?

A. | don't think so. | nostly just asked her
questions around how to, you know, understand very
specific legal ternms and put theminto the business
pl an.

Q. Okay, that's it. Normally there's an
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opportunity for cross-examnation. | don't know if

t here's anything you want to cross-exan ne yourself
on. |s there anything you want to clarify?
A. No, | think I'm okay.
Q. Ckay, that's it. W'Il go off the record.
(Wher eupon the proceedi ngs concl uded

at 1:55 p.m)
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CERTI FI CATE

|, SANDRA L. NUDELMAN, do hereby certify that I
have read the foregoing transcript of my testinony,
and further certify that said transcript is a true
and accurate record of said testinony (with the
exception of the following corrections |isted
bel ow) :

Page Li ne Correction

SANDRA L. NUDELMAN
Signed under the pains and penalties of perjury this

day of , 2008.
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CERTI FI CATE

Commonweal th of Massachusetts
Suf fol k, ss.

|, Donna J. \Whitconb, Certified Shorthand
Reporter, CSR #135593, and Notary Public in and for
t he Commonweal th of Massachusetts, do hereby certify
t hat SANDRA L. NUDELMAN, the w tness whose
deposition is hereinbefore set forth, was duly sworn
by me and that such deposition is a true record of
the testinony given by the witness to the best of ny
skill and ability.

| further certify that | amneither related to
or enployed by any of the parties in or counsel to
this action, nor am| financially interested in the
outcome of this action.

| witness whereof, | have hereunto set ny hand

this 5th day of Septenber, 2008.

Donna J. Whitconmb, CSR/ RPR/ RVMR
My comm ssion expires: 12/13/13
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Law Student Wins Harvard Business Plan Contest

Michele Nudelman, JD/MBA'09, and her sister, Sandra, an MBA student at Harvard, won the prestigious Harvard Business
School’s Business Plan Contest for their proposal for a judicial opinion research tool.

The Nudelman sisters submitted a detailed business plan for the development of “Judicial Intelligence,” a legal research
service tool that could be used to help attorneys optimize their litigation strategies through judicial opinion analysis.

“My legal education here at Washington University definitely contributed to our team’s success and our ability to complete a
coherent proof of concept and business plan,” Michele noted. “l am honored that | was able to successfully represent the
Washington University community.”

In addition to submitting a business plan that included financial projections and market analysis, the Nudelmans presented
their proposals to a panel of judges in the semi-final and final rounds.

Winners of the contestreceive a cash prize and in-kind donations of legal and accounting services. The proposals are
judged by professionals from various industries, including venture capitalists and entrepreneurs, and are evaluated on the
basis of whether they present a viable business opportunity.
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PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 09/30/2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77110266
Filing Date: 02/18/2007

NOTE: Data fields with the' are mandatory under TEAS Plus. The wording "(if applicable)" appeat

where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

TEAS Plus
MARK INFORMATION

*MARK
*STANDARD CHARACTERS
USPTO-GENERATED IMAGE

LITERAL ELEMENT

*MARK STATEMENT

APPLICANT INFORMATION

*OWNER OF MARK
*STREET
*CITY

*STATE
(Required for U.S. applicants)

*COUNTRY

*ZIP/POSTAL CODE:
(Required for U.S. applicants only)

PHONE

EMAIL ADDRESS

YES

Judicial Review
YES
YES

Judicial Review

The mark consists of standard characters, without
claim to any particular font, style, size, or color.

Nudelman, Sandra L
92 Stone Hurst Lane
Dix Hills

New York
United States
11746-7934

(617) 921-4080
snudelman@mba2007.hbs.edu


file:\\TICRS2\EXPORT12\771\102\77110266\xml1\FTK0002.JPG

AUTHORIZED TO COMMUNICATE VIA

EMAIL Yes

LEGAL ENTITY INFORMATION

*TYPE INDIVIDUAL

* COUNTRY OF CITIZENSHIP United States

GOODS AND/OR SERVICES AND BASIS INFORMATION
*INTERNATIONAL CLASS 045

Background investigation and research services; Legal

*DESCRIPTION .
services

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION
(if applicable)

*TRANSLITERATION
(if applicable)

*CLAIMED PRIOR REGISTRATIOM
(if applicable)

*CONSENT (NAME/LIKENESS |
(if applicable)

*CONCURRENT USE CLAIN
(if applicable)

CORRESPONDENCE INFORMATION

*NAME Nudelman, Sandra L

*STREET 92 Stone Hurst Lane

* CITY Dix Hills

* STATE

(Required for U.S. applicants) New York

* COUNTRY United States

* ZIP/POSTAL CODI:

(Required for U.S. applicants only) 11746-7934

PHONE (617) 921-4080

* EMAIL ADDRESS snudelman@mba2007.hbs.edu

*AUTHORIZED TO COMMUNICATE

VIA EMAIL Yes



FEE INFORMATION

NUMBER OF CLASSES 1
FEE PER CLASS 275
TOTAL FEE DUE 275

SIGNATURE INFORMATION

* SIGNATURE /Sandra Nudelman/

* SIGNATORY'S NAME Sandra Nudelman

SIGNATORY'S POSITION Owner

* DATE SIGNEL 02/18/2007

FILING INFORMATION SECTION

SUBMIT DATE Sun Feb 18 10:43:22 EST 2007

USPTO/FTK-69.114.151.202-
20070218104322480685-7711
TEAS STAMF 0266-36049afb0c9979397d8b
7a4823a4e1c6-CC-1279-2007
0218103940856491

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77110266
Filing Date: 02/18/2007

To the Commissioner for Trademarks:

MARK: Judicial Review (Standard Characters, segk

The literal element of the mark consists of Judicial Review. The mark consists of standard charact
without claim to any particular font, style, size, or color.

The applicant, Sandra L Nudelman, a citizen of United States, having an address of 92 Stone Hur:


file:\\TICRS2\EXPORT12\771\102\77110266\xml1\FTK0002.JPG

Dix Hills, New York, United States, 11746-7934, requests registration of the trademark/service ma
identified above in the United States Patent and Trademark Office on the Principal Register establ
the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended.

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 045: Background investigation and research services; Legal services

If the applicant is filing under Section 1(b), intent to use, the applicant declares that it has a bona fi
intention to use or use through the applicant's related company or licensee the mark in commerce
connection with the identified goods and/or services. 15 U.S.C. Section 1051(b), as amended.

If the applicant is filing under Section 1(a), actual use in commerce, the applicant declares that it is
the mark in commerce, or the applicant's related company or licensee is using the mark in comme
or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amendec

If the applicant is filing under Section 44(d), priority based on foreign application, the applicant dec
that it has a bona fide intention to use the mark in commerce on or in connection with the identifiec
and/or services, and asserts a claim of priority based on a specified foreign application(s). 15 U.S.
Section 1126(d), as amended.

If the applicant is filing under Section 44(e), foreign registration, the applicant declares that it has ¢
fide intention to use the mark in commerce on or in connection with the identified goods and/or set
and submits a copy of the supporting foreign registration(s), and translation thereof, if appropriate.
S.C. Section 1126(e), as amended.

Correspondence Information: Nudelman, Sandra L
92 Stone Hurst Lane
Dix Hills, New York 11746-7934
(617) 921-4080(phone)
snudelman@mba2007.hbs.edu (authorized)

A fee payment in the amount of $275 will be submitted with the application, representing payment
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punis
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements
the like, may jeopardize the validity of the application or any resulting registration, declares that he
properly authorized to execute this application on behalf of the applicant; he/she believes the appli
be the owner of the trademark/service mark sought to be registered, or, if the application is being f
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in corr
to the best of his/her knowledge and belief no other person, firm, corporation, or association has tt
to use the mark in commerce, either in the identical form thereof or in such near resemblance ther
be likely, when used on or in connection with the goods/services of such other person, to cause cc
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are trut
that all statements made on information and belief are believed to be true.



Signature: /Sandra Nudelman/ Date: 02/18/2007
Signatory's Name: Sandra Nudelman
Signatory's Position: Owner

RAM Sale Number: 1279
RAM Accounting Date: 02/20/2007

Serial Number: 77110266

Internet Transmission Date: Sun Feb 18 10:43:22 EST 2007
TEAS Stamp: USPTO/FTK-69.114.151.202-200702181043224
80685-77110266-36049afb0c9979397d8b7a482
3a4el1c6-CC-1279-20070218103940856491
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application )
Serial No.:  77/110,266 )

)
Filed: April 14, 2008 )

)
Applicant: Sandra L. Nudelman )

)
Mark: JUDICIAL REVIEW )

)
Published:  August 14, 2007 )

) Opposition No. 91180471

)
MARC VIANELLO, )

Opposer, )

)
V. )
)
SANDRA L. NUDELMAN, )
Applicant. )

OPPOSER'S FIRST SET OF INTERROGATORIES TO APPLICANT

Pursuant to Section 2.120 of the Rules of Practice in Trademark Cases and Rule
33 of the Federal Rules of Civil Procedure, Opposer, Marc Vianello, by its undersigned
attorneys, requests that Applicant, Sandra L. Nudelman, answer the following interrogatories in
accordance with the instructions below. As required by Rule 33, the interrogatories are to be
answered separately, under oath, within thirty (30) days from their date of service. These
interrogatories are continuing and the responses thereto must be supplemented to the extent

required by Fed. R. Civ. P. 26(e).



Instructions and Definitions

Unless otherwise indicated, the following definitions and instructions shall be
applicable:

A. "Opposer" means Marc Vianello and each of his employees, agents or
representatives, accountants, attorneys or other individuals acting or purporting to act on her
behalf.

B. "Applicant” means Sandra L. Nudelman. and each of her employees, agents or
representatives, accountants, attorneys or other individuals acting or purporting to act on her
behalf.

C. "Use" of the JUDICIAL REVIEW mark shall infer to the actual use of the
mark and/or the intended use of the mark.

D. Reference to Applicant's JUDICIAL REVIEW mark refers to the mark
identified in U. S. trademark application S#MNo. 77/110,266 and/or any variations of such
mark.

E. "Documents” shall have the same meaning and scope as in Rule 34(a) of the
Federal Rules of Civil Procedure and shall include without limitation correspondence,
memoranda, reports, minutes of meetings, agreements, notes, studies, plans, analyses, work
papers, statistical and financial records, statipretterhead, press releases, records or notes of
meetings, conferences, telephone calls, or other conversations, invoices, checks, printouts,
videos, photographs, microfilms, microfiche, datacessing tapes, disks, or other records,
phonographs, tapes, product prototypes, or other recordings, data compilations and all copies of
any documents that contain any notation or otisndiffer from the original and other copies,

in the possession, custody or under the control of Applicant and specifically including any and
-2-



all drafts of the above and any and all handwritten notes or notations in whatever form.

F. When used in connection with a person, "identify” means to state the person's
full name, present (or last known) address, present place of business or employment, present
position, present phone number, and email address.

G. When used in connection with a document, "identify" means to state the
document's title or other subject matter identification, date, author(s) and recipient(s) (including
all recipients of copies).

H. When used in connection with an occurrence, “identify” means to state the
date of the occurrence, the person or persons involved in the occurrence, if the occurrence was
recorded, each and every document related to the occurrence, and any follow up activities related
to the occurrence.

I. When used in connection with a company, "identify” means to state the
company's full legal name, its trading name(s) if any, its place of incorporation if any, its
principal business address, and the identity of the person or persons having knowledge of the
matter with respect to which the company is named.

J. Wherever used herein, the singular shall be deemed to include the plural, the
plural shall be deemed to include the singular; the masculine shall be deemed to include the
feminine and the feminine shall be deemed to include the masculine; the disjunctive ("or") shall
be deemed to include the conjunctive ("and"), and the conjunctive ("and") shall be deemed to
include the disjunctive ("or").

K. A document "relating," "related," which relates" to any given subject
includes any document that constitutes, contains, embodies, evidences, reflects, identifies, states,

refers to, deals with, or is in any way eent to that subject, including without limitation,
-3-



documents concerning the preparation of other documents.
L. If a claim of privilege is asserted concerning any document for which
identification is requested, please:

1. Identify the document with sufficient particularity so the matter may be
brought before the Board. This identification should include its date, author,
recipients, length and subject matter;

2. State the nature of the privilege asserted; and

3. State in detail the basis for the claim of privilege.

M. To the extent that you consider any of the following interrogatories subject to
objection, respond to that part of each interrogatory to which you do not object, and separately

describe that part of each interrogatory to which you object and each ground for objection.



Interrogatories

Interrogatory No. 1

A. Identify by common commercial descriptive name each product and/or service
which has been or is intended to be sold, offered for sale, manufactured, advertised and/or
rendered by Applicant in the United States under the JUDICIAL REVIEW mark.

B. For each type of product and service identified in answering subpart "A"
above:

I. State the date of first use by Applicant in the United States of the
JUDICIAL REVIEW mark in connection with the product or service;

ii. Describe the circumstances surrounding such first use;

iii. ldentify the geographical location of such first use;

iv. State the date and geographical location of last use in the United
States of the JUDICIAL REVIEW mark iconjunction with the product or service;

v. State the dollar volume of sales of the product or service bearing the
JUDICIAL REVIEW mark from the date of first use to the present, on a yearly basis;

vi. State the dollar volume expended by Applicant in advertising the
product or service bearing the JUDICIAL REVIEW mark from the date of first use to the
present, on a yearly basis;

vii. Describe the wholesale, retail and/or other channels of trade in the
United States through which the product or service is distributed, rendered and/or sold;

viii. State the intended end use of the product or service;

ix. Identify each type or class of consumers and/or end users for the
-5-



product or service and/or the characteristics of the consumers and/or end users for the product or
service, and the class or type of purchaser or end user to which Applicant concentrates its

marketing efforts.

Answer.



Interrogatory No. 2

In connection with Applicant's Affirmative Defenses, explain with particularity

each fact known to Applicant which it asserts is a basis for such Affirmative Defenses.

Answer.



Interrogatory No. 3

A. Identify individuals and/or businesses and identify the nature of such
individuals and/or businesses who buy, sell andéerand/or are intended to buy, sell and/or use
Applicant's services bearing the JUDICIAL REVIEW mark.

B. For each service listed in Applicant's application, explain with particularity
the purpose of such services, the uses of such services and those who are intended to receive

such services.

Answer:



Interrogatory No. 4

Identify each person who supervised, participated in or was involved in the
origination, clearance, selection, and adoption of the JUDICIAL REVIEW mark to identify
Applicant and Applicant's services, and describe with particularity the circumstances
surrounding the origination, clearance, selectam adoption of the JUDICIAL REVIEW mark
including, but not limited to, the date of origination, the derivation of the mark, the meaning or
suggestive connotation of the mark, if any, and identify any searches that were conducted for

third party uses or registrations of the JUDICIAL REVIEW mark.

Answer.



Interrogatory No. 5

State the date Applicant first became aware of Opposer's use of THE JUDICIAL
VIEW mark, and describe the circumstances surrounding this first awareness, including, but not
limited to, the identity of the person(s) assamiatvith Applicant who first became aware of
Opposer's use thereof.

Answer.

-10-



Interrogatory No. 6

Identify all occurrences of actual confusion known to Applicant resulting from the
contemporaneous use or offering of the JUDICIAL REVIEW mark by Applicant and THE
JUDICIAL VIEW mark by Opposer, giving thaate of, location of, and circumstances
surrounding each such occurrence, including the persons confused in each case and the persons
witnessing each such occurrence.

Answer.

-11-



Interrogatory No. 7

A. Identify each magazine and trade journal in which Applicant has advertised or
plans to advertise or promote itself orservices under the JUDICIAL REVIEW mark.

B. ldentify each trade presentation, seminar, and meeting Applicant has attended
or plans to attend at which it promoted itselfterservices under the JUDICIAL REVIEW mark.

C. Identify any other media, including internet websites Applicant has used or
intends to use to promote itself or its services under the JUDICIAL REVIEW mark, including
the dates of such use, the name of eachanadid the person who has custody of the copy of

each use.

Answer.

-12-



Interrogatory No. 8

Identify each individual, employee, agent or representative of Applicant, from the
earliest date of use of the JUDICIAL REVIEW mark asserted by Applicant to the present, who
was and/or is primarily responsible for marketing, advertising, sales or other distribution, or
manufacturing of any products or services maelegdered, sold, offered for sale, distributed by
Applicant, or intended for sale or distribari under the JUDICIAL REVIEW mark and briefly
describe their respective duties and the products or services for which they are or were
responsible.

Answer.

-13-



Interrogatory No. 9

Identify all advertising agencies, marketing agencies or other business entities,
and the account executives at each such agency or other entity, that have been responsible for the
advertising and promotion of Applicant's goausservices bearing the JUDICIAL REVIEW
mark and state the time period when each was so responsible.

Answer.

-14-



Interrogatory No. 10

Identify all agreements, including licenses and assignments, entered into by
Applicant relating to the JUDICIAL REVIEW mark, and identify all persons participating in the

negotiation and creation of each such agreement and the parties to each such agreement.

Answer.

-15-



Interrogatory No. 11

Identify all interviews, surveys, or public opinion polls conducted by or on behalf
of Applicant pertaining or relating to the JUDICIAL REVIEW mark by date, title, and company
or other entity conducting the interview, survey, or public opinion poll and the person requesting
the survey.

Answer.

-16-



Interrogatory No. 12

A. Identify with particularity all trademark registrations of, and all trademark
applications to register the JUDICIAL REBAW mark or other designations including the
formative "JUDICIAL REVIEW" owned and/or filed by Applicant in the United States
(including state applications and registratiomg)ate of registration or filing date, status,
registration or serial number, country or state, the goods and/or services listed in the application
or registration, and the date or dates of fus# claimed in the application or registration.

B. If any application identified in answering subpart "A" above was abandoned
without a registration issuing therefrom, itigneach such application, state the date of
abandonment, and state why the application was abandoned.

Answer.

-17-



Interrogatory No. 13

Identify all objections by Applicant and all legal proceedings instituted by
Applicant against third parties’ use of trade names, trademarks, service marks or other
designations based on Applicant's percenvglis in the JUDICIAL REVIEW mark and
provide:

(a) Country or state in which the objection was made or in which the legal
proceeding was filed,;

(b) Name and address of the third party;

(c) Date of objection or institution of the legal proceeding;

(d) Court, governmental agency or other forum in which the objection or legal
proceeding was filed,;

(e) Status or outcome of the objection or legal proceeding;

)] The mark(s) employed by the third party which was (were) the subject of
the objection or legal proceeding.

Answer.

-18-



Interrogatory No. 14

Identify all objections by third parties made to Applicant and all legal proceedings
instituted by third parties against Applicant related in any way to Applicant's use of the
JUDICIAL REVIEW mark, including the maskand goods and services involved and the
outcome of the controversy.

Answer.

-19-



Interrogatory No. 15

Identify each person who had more than a clerical role in preparing the answers to
these interrogatories and the responses to the contemporaneously served first requests for
production of documents, stating specifically the number of each interrogatory or request for
production for which such person supplied information or documents.

Answer.

-20-



Interrogatory No. 16

If documents and things identified in answering these interrogatories are known
or believed to exist but are not in Applicant's possession, custody or control, identify each such
document and thing insofar as it is possible to do so, and identify who has possession, custody or
control of such document or thing.

Answer.

-21-



Interrogatory No. 17

Identify any expert witnesses expected to testify in this opposition and set forth
the substance of each expert's testimony.

Answer:

MARC VIANELLO

Respe tfuliy submitted,

ARTHUR K. SHAFFER

Patent Office Reg. No. 50,257
"INTELLECTUAL PROPERTY CENTER, LLC
9233 Ward Parkway, Suite 100

Kansas City, Missouri 64114

Telephone: (816) 363-1555

Facsimile: (816) 363-1201

Attorney for Opposer

o 39



Certificate of Service

I hereby certify that a copy of the foregoing Opposer's First Set of Interrogatories
to Applicant has been served by first class mail, postage prepaid, on Sandra L. Nudelson 92

Stone Hurst Lane, Dix Hills, NY 11746-7934, this 14™ day of April, 2008.

%M_/

{ effrey Sonnabend

SonnabendLaw

600 Prospect Avenue

Brooklyn, NY 11215
718-832-8810
JSonnabend@SonnabendLaw.com



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application
Serial No.: 77/110,266

Filed: April 18, 2008
Applicant: Sandra L. Nudelman
Mark: JUDICIAL REVIEW

Published:  August 14, 2007
Opposition No. 91180471

MARC VIANELLO,
Opposer,

V.

SANDRA L. NUDELMAN,
Applicant.

N’ N N N N S N S it S e S et e et v e o ot

OPPOSER'S FIRST SET OF DOCUMENT REQUESTS TO APPLICANT

Pursuant to Fed. R. Civ. P. 34 and 37 C.F.R. § 2.120(d)(2), Opposer, Marc
Vianello, by its undersigned attorneys, hereby serves the following Document Requests on
Applicant.

Instructions and Definitions

The definitions provided in Opposer’s First Set of Interrogatories to Applicant are

incorporated herein by reference.



Requests

Request No. 1

All documents identified by Applicant in her responses to Opposer’s First Set of
Interrogatories to Applicant.

Request No. 2

All documents relating to the use of the JUDICIAL REVIEW in commerce by
Applicant.

Request No. 3

All documents concerning any trademark searches that Applicant or its representatives or
agents (including without limitation attorneys) performed in connection with the mark JUDICIAL
REVIEW.

Request No. 4

All documents comprising, constituting, concerning or relating to advertising, promoting or
marketing of any services under the mark JUDICIAL REVIEW by Applicant.

MARC VIANELLO

Respectg{lly submitted,

L |
|}

S |
] -

| )

 ARTHUR K. SHAFFER
Patent Oftice Reg. No. 50,257
INTELLECTUAL PROPERTY CENTER, LLC
9233 Ward Parkway, Suite 100
Kansas City, Missouri 64114
Telephone: (816) 363-1555
Facsimile: (816) 363-1201

Attorney for Opposer



Certificate of Service

I hereby certify that a copy of the foregoing Opposer's First Set of Document
Requests to Applicant has been served by first class mail, postage prepaid, on Sandra L.

Nudelson 92 Stone Hurst Lane, Dix Hills, NY 11746-7934, this ___ day of April, 2008.

Jeffrey Sonnabend

SonnabendLaw

600 Prospect Avenue

Brooklyn, NY 11215
718-832-8810
JSonnabend@SonnabendLaw.com
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Sandra Nudelman

131 Sewall Ave. #46
Brookling, MA 02446
May 7, 2008

Arthur Shaffer

Intellectual Property Center, L.I.C
9233 Ward Parkway, Suite 100
Kansas City, MO 64114

VIA FACSIMILE: (816) 363-1201

Dear Mr. Shaffer:

1 just received your letter regarding the deposition scheduled for May 15, 2008.
Unfortunately, 1 will have to re-schedule given that I have since moved to
Massachusetts, and am currently out-of-state on business in Illinois until the end of
June. If it is more convenient, I would be happy to answer any questions you have
in a written format. If so, please send them to my home address above so that I can
have them forwarded to me more directly.

Sincerely,

Phandia Jpdtbman

Sandra Nudelman
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Sandra L. Nudelman
131 Sewall Ave. #46
Brookline, MA 02446
May 27, 2008

Via Priority Mail and Facsimile

Marc Vianello

¢/o Arthur K. Shaffer

Intellectual Property Center. 1.1.C

9233 Ward Parkway, Suite 100

Kansas City, MO 64114
Re: Marc Vianello v. Sandra L. Nudelman
91/180471

Dear Mr, Vianello:

As you know, on May 7, 2008, in response 10 a voicemail from the attomey
representing the Opposcr, Applicant sent Opposer 2 facsimile noting that she would
be unable to attend the deposition that Opposer had unilaterally scheduled for May
15, 2008 in Brooklyn, NY. At the time Applicant sent the facsimile response, she
noted that she had recently moved from Dix Hills, NY to Brookline, MA and
because of this move, and because of significant out-of-town travel, she had not had
the opportunity 1o consult or retain new counsel there. Applicant has since filed a

Change of Correspondence Address Form with the Court, which will be served to

a1l
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Opposer under separate cover. Applicant has not received any response to her
facsimile communication from the Opposer or attorneys representing the Opposer.
Applicant has since been advised that the discovery demands sent by
Opposet to Applicant on April 14, 2008 were premature and improper because the

Opposer failed to comply with FRCP 26(d), FRCP 26(f) and 37 CFR 2.120. The
Opposer never attempted, in good faith, to hold the required discovery plan
conference or work out a discovery schedule with the Applicant, pursuant to FRCP
26(f), prior to initiating discovery demands, as rcquired by CFR 2.120 and FRCP
26(d). The rule set forth in 37 CFP 2.120 expressly states:
(2) The discovery conference shall occur o later than the opening of the
discovery period, and the parties must discuss the subjects set forth in
Federal Rule of Civil Procedure 26(f) and any subjccts sct forth in the
Board's institution order. [Emphasis added. ]
Similarly, as stated in FRCP 26(d), unless leave of Court is obtained, interrogatories
may not be served prior to the meeting of the parties under FRCP Rule 26(f):
(1) A party may not seek discovery from any source before the parties have
conferred as required by Rule 26(f), cxcept in a proceeding exempted from
initial disclosure under Rule 26(a)( 1){B), or when authorized by these rules.
by stipulation, or by court order. | Emphasis added. |
Applicant holds that:
1. The Opposer had a burden to schedule and hold a discovery plan conference, as

required by rule FRCP 26(f), prior to initiating any discovery demands, including

interrogatories and document requests, as required by CFR 2.120 and FRCP 26(d).
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2. Contrary to CFR 2.120 FRCP 26(d), no discovery plan conference was scheduled
or held. no mutually-agreeable discovery plan was stipulated to by Applicant and
Opposer, and the leave of the Court was not obtained before the Opposer’s
unilateral demands for discovery were made to the Applicant.

3. No aftempt was made by Opposer to schedule or hold a discovery plan
conference. and no mutually-agreeable discovery plan stipulated to by Applicant
and Opposer after Applicant's facsimile response to Opposer on May 7, 2008 or
prior 1o the close of the discovery period on May 18, 2008.

4. Since the discovery period has now expired, and no discovery plan conference
was initiated or held by the Opposer, Oppaser has waived any right to further

discovery under CFR 2,120 and FRCP 26(d).

Sincercly.

Sandra Nudelman
131 Sewall Ave. #46
Brookline, MA 02446

Applicant
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Centifi { Servi

I hereby certify that a copy of the foregoing letter has been served by Priority
Mail, postage prepaid, to Arthur K. Shaffer, Intellectual Property Center, LLC.
9733 Ward Parkway Suite 100, Kansas City, MO 64114 and by facsimilc to Arthur
K. Shaffer, Intellectual Property Center, LLC at (8] 6) 363-1201 on this 27 day of

May, 2008.
1 Fl ,_,/ &

Sandra .. Nudelman
131 Sewall Ave. #46
Brookline, MA 02446




Intellectual™
Property

Center, LLC
Patents * Copyrights ® Trademarks

Sent Via First Class Mail
May 27, 2008

Sandra L. Nudelman
131 Sewall Ave. # 46
Brookline, MA 02446

Re: Marc Vianello v. Sandra Nudelman
Opposition No. 91/180471

Ms. Nudelman:

In response to your letter dated May 27, 2008, Applicant’s failure to
provide the requested discovery, which includes interrogatories, document requests, and
your duly noticed deposition, is noted. Your basis for refusing to comply with Opposer’s
discovery requests, however, is baseless, and Opposer requests immediate compliance in
providing the requesting discovery.

Contrary to your contentions, Opposer’s discovery demands were proper
and in compliance with 37 CFR 2.120 and the Federal Rules of Civil Procedure in force
at the time the above referenced opposition proceeding was filed.  Specifically, the
amended provisions at 37 CFR 2.120 you cite in your letter are applicable only to cases
commenced on or after November 1, 2007

(see:http://www.uspto.gov/web/offices/com/sol/notices/72r42242 _FinalRuleChart.pdf).

The case in question was commenced on October 31, 2007, and so the amended rules do

not apply.

theiPCenter.com « 9233 Ward Parkway ¢ Suite 100 « Kansas City, MO 64114 «816.363.1555 +« 816.363.1201



Therefore, Opposer requests immediate compliance with the discovery
requests. Compliance includes: (1) production of responsive documents; (2) providing
proper written responses to Opposer’s interrogatories; and (3) rescheduling your
deposition, which you have unilaterally cancelled. In addition, Opposer has received
notice that Applicant’s address has changed from that previously provided in the record

and hopes Applicant will notify the board in advance of any further changes of

correspondence.

Finally, we understand you have refused to obtain counsel; however, your
decision to proceed pro se does not excuse you from compliance with the rules applicable

to the present matter. We trust that you will conduct yourself accordingly in the future

and will not make additional frivolous objections.

Sincerely,

INTELLECTUAL PROPERTY CENTER, LLC

!

I .J 5\‘ - J, :
By: | o V
/Arthur K. Shaffer




Certificate of Service

[ hereby certify that a copy of the foregoing Opposer’s First Set of
Interrogatories to Applicant has been served by first class mail, postage prepaid, on
Sandra L. Nudelman, 131 Sewall Ave. #46, Brookline, MA 02446 this 27™ day of May,

2008.

«’/—\
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Arthur K. Shgffer

N

INTELLECTUAL PROPERTY CENTER, LLC
9233 Ward Parkway

Suite 100

Kansas City, MO 64114

Phone: (816) 363-1555

Facsimile: (816) 363-1201

E-mail: ashaffer@thelPCenter.com
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Sandra L. Nudeiman
131 Sewall Ave. #46
Brookline, MA 02446
June 2, 2008

Via Priority Mail and Facsimile

Mare Vianello

/o Arthur K. Shaffer

Intellectual Property Center, LLC

9233 Ward Parkway, Suite 100

Kansas City, MO 64114
Re: Marc Vianello v. Sandra L. Nudelman
917180471

Dear Mr. Viapello:
1 would first like to correct some of the misstatements in the letter of your

counsel dated May 27, 2008:

1. 1 did not unilateraily cancel my deposition. As noted in my fax to your
counsel on May 7, 2008, which I referenced in my letter dated May 27, and which
you did not deny receiving thereaficr, 1 was willing at thai time to re-schedule the
deposition that your counsel had unilaterally scheduled for May 15. However,
neither you nor your counsel responded to that request for re-scheduling by the

close of the discovery period on May 18, 2008. As such, I hold that you have



2008-06-02 15:42 o

o , > 1-646-607-3699 P 3/13

waived the right to conduct a deposition. As a show of good faith, however, 1 am
wiling to provide answers t6 your requested written interrogatories and to provide
the requested documentation.

2. T have not refused to obtain counsel. Again, s stated in my fax to your counse!
dated May 7, 2008, between my mave t6 Massachusetts and the fact thai my job
requires me to be out of town ~75% of the time, and nearly the entire work weck, it

has been difficult for me to find appropriate representation a1t my new location.

Furthermore, | would like to stipulate that al} future service to me be conducted via
e-mail in addition to traditional mail service, as this will significantly expedite my
ability to respond to your requests in & timely fashion, Also, please do not use

facsimile a5 2 means of compmmication with me agsin, as I do not have a reguiar

Sangra Nudelman

facsimile number.

sandranudelman@gmail.com
131 Sewall Ave, #46
Brookline, MA (2446

Applicant
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Centificate of Sery

I hereby certify that & copy of the foregoing lstter has been szrved by Priority
Mail, postage prepaid, to Arthur K. Shaffer, Intellectual Property Center, LLC,
9233 Ward Parkway Svite 100, Kansag City, MO 64114 and by facsimilé to Asthur
K. Shaffer, Intellectual Property Center, LLC at (816) 363-1201 on this 2ad day of
June, 2008,

Sandrea 1.. Nndejman
131 Sewall Ave. #46
Brookline, MA 02444
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application )

Serial No,: 77/110,266 )
)
Filed: February 18, 2007 )
)
Applicant:  Sandra L. Nudelman )
)
Mark: JUDICIAL REVIEW I
)
Published:  August 14, 2007 )

) Opposition No. 91180471
)
MARC VIANELLO, )
Opposer, ;
v. )
).
SANDRA NUDELMAN, )
Applicant, )
)
)

ANDRA L. NUDELMAN’S ANSWER TO OPPOSER’S INTERROGATORIES

Sandra L, Nudclman (“Nudelman” or “Applicant”) hereby responds to the
intzsrrogatories filed by Marc Viasello (“Opposer”) on Febmary 18, 2007 as foliows:

1. A. Legal services, specifically involving background research on judges and their

B. (i) ~(vii). Not applicable. The merk was filed under Section 1(b) on
February 17, 2007, and will be used once official registration has been received.

viil. The end-use of the product is to help attorneys and their ¢lients better
understand the judges handling their cases

ix. The intcnded end-users for this product are attomeys and their clients;
however, we will concentrate our marketing cfforis on attomeys.

2. With respect to providing facts for the Applicant’s Affirmative Defenses:

P 5/13
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A. With regpect to Applicant’s Affirmative Defense #1, that Opposer’s Notice of
Opposition fails to state a claim for which relief can be granted, and fails to state legally
sufficient grounds for sustaining the spposition:

(8) While Opposer registered THE JUDICIAL VIEW under U.S, Serial
#77031981 on March 25, 2008, the scope of this registration is limited to
Interational Class 041 for “Publication. of an online legal newspaper” which is
unrelated to the clags under which the Applicant filed JUDICIAL REVIEW,
namely Class 045 for “Legal services, and Background investigative research and
services.”

(b) Opposer’s second application conceming THE JUDICIAL VIEW, U.S.
Serial #77212172, was filed an June 21, 2007, four months after Applicant’s
filing date for JUDICIAL REVIEW.

(c) Opposer’s second application conceming THE JUDICIAL VIEW, U.S.
Serial #77212172, filed on June 21, 2007, is of uncertain status, as an ex parte
appeal of a final refusal to register the applied for mark is pending before the
Trademark Trial and Appeal Board.

{d) Even given the uncertain status of Opposer’s second application
concerning THE JUDICIAL VIEW, U.S, Serial #77212172, the scope of said
application is limited to International Class 038 for “providing e-mall notification
alerts of recem court decisions to others,” and International Class 041 for
“Providing on~line publications in the nature of newspapers, newsletzers,
magazines, and articles in the field of law, classified advertising, displav and text
advertisimg, law review, legal case summaries, feature articles, ourrent events, civil
rights, finance and banking, communications, immigration, education, politics,
administrative law, agriculture, intellectual property, antitrust, baxkruptey, civil
procedure, civil remedies, commercial contracts, computer and technology,
conflicts at law, constitutional law, criminal justice, corporate and shareholder
law, employment law, energy and utilities, environmental law, expert witness,
family law, health, immigration, international law, lost profits, maritime and
marine, military, products liability, professional malpractice, real and personal
propesty, securities law, federal, state and local taxation, torts and personal injury,
veterans, wills, trusts and estates, sports, entertainment, art, government,
insurance, transportation, business valuation, alterpative dispute resolution and
legal matters; on-line journals, namely, blogs featuring information on recent court
decisions, current events, civil rights, finance and banking, communications,
ummigration, education, politics, administrative law, agriculture, inteliectual
property, antitrust, bankruptoy, civil procedure, civil remedies, comamercial
contracts, computer and technology, conflicts at law, constitutional law, criminal
justice, corporate and shareholder law, employment law, energy and utilities,
cavironmental law, expert witness, family law, health, immigration, internationat



law, lost profits, maritime and marine, military, products liability, professional
malpractice, real and personal property, securities law, federal, state and local
taxation, torts and personal injury, veterans, wills, trusts and estates, sports,
entertainment, art, government, insurance, transportation, business valuation,
alternative dispute resolution and legal matters” [emphasis added]. Again, this 1s
very different from Applicant’s application for JUDICIAL REVIEW under
International Class 045 for “Legal services. and Background investigative research
and services.”

(e) Finally, as Applicant filed for the mark JUDICIAL REVIEW under
Section 1(b), and asserts that she has not yet used the mark in commerce yet, and has not
vet received a notice of allowance, there is no basis for which the Opposer to assert past
customer confusion, or damages to which he might claim potential relief.

B. With respect to Applicant’s Affirmative Defenses #2-4, that Applicant’s use of
the mark JUDICIAL REVIEW is not likely to cause confusion with THE JUDICIAL
VIEW name for three reasons:

(1) Opposer’s applications for THE JUDICIAL VIEW. U.S. Serial #77031981 and
#77212172, are both filed under International Class 041 for “newspaper publications.”
Applicant does not intend to use the mark JUDICIAL REVIEW for newspaper
publications. In order to provide online content, Applicant properly registered under the
International Class pertaining to that content, Class 045 for “Background investigation
and research services” and “‘Legal services.” Given that Opposer’s services primarily
pertain to newspaper publications, and Applicant’s services primarily pertain to legal
services and research, customers are unlikely to be confused by the two offerings. unless
Opposer seeks to encroach upon International Class 045 in his offerings.

(2) Further, unlike THE JUDICIAL VIEW, the term JUDICIAL REVIEW carries
a specific definition, separate and apart from the definitions of its component terms.
JUDICIAL REVIEW is defined in the Oxford English Dictionary (for the U.S.) as
“review by the Supreme Court of the constitutional validity of a legislative act.”
Therefore, the primary connotation of JUDICIAL REVIEW is a reference to the power
granted to the judiciary that enforces a balance of power between the three branches of
government. Applicant wanted to imply the ability to create such a “balance of power”
between judges and the attorneys before them through the use of Applicant’s services.
THE JUDICIAL VIEW does not have a specific definition in the Oxford English
Dictionary apart from definitions that could be implied by its component terms (e.g., the
perspective of the judiciary), which is very different from the literal definition of
JUDICIAL REVIEW.

(3) Even if the components of the term JUDICIAL REVIEW are abstracted and
taken to mean a “review” of the “judiciary,” this is still substantively different from the
meaning implied by THE JUDICIAL VIEW because this would mean JUDICIAL
REVIEW implies a third-party perspective ON the judiciary, whereas THE JUDICIAL



2008-06-02 15:44. - >>  1-646-607-3699 P 7/13

VIEW implies the perspective OF the judiciary. End-users would expect entirely
different services based on these meanings.

3. A.Applicant and the corporation in which she holds 3 majority stake, Judicial
Intelligence, Inc., are expested to sell services bearing the fudicial Review mark. All
end-users, as identificd in B(7-9} above, are expected to buy or intend to buy services
bearing the Judicial Review mark.

B. As stated in 1.B,(vii-viii) above, attorneys are intended to use the services
described in 1(A), above.

4, Applicans was solely involved in the origination, clearance, sejection and adoption of
the Judicial Review mark to identify the services outlined in 1(A) above. Applicant
initially applied for a rademark for the term on Rebruary 18, 2007 (U.S. Serial
#77110266). The term JUDICIAL REVIEW was selected for two reasons:

(1) it contained the word “judicial,” which was indicative of the underlying judicial
research facilitated by her services, and

(2) as stated in 2.B.(2), the term JUDICIAL REVIEW carries a specific definition,
separate and apart from the definitions of its compenent terms. JUDICIAL REVIEW is
defined in the Oxford English Dictionary (for the U.S,) as “review by the Supreme Court
of the constitutional validity of a legislative act.” Therefore, the primary connotation of
JUDICIAL REVIEW is a reference to the power granted to the judiciary that enforces a
balance of power between the three branches of government. Applicant wanted to imply
the ability to create such a “balance of power” between judges and the attomeys before
them through the use of Applicant’s services.

Applicant conducted two searches when applying for ber mark on February 18, 2007
one for the exact term. “Judicial Review,” arid a second for the exact terra “Judicial
Intelligence.” The second of these resulted in application U.S. Serial # 77110263, which
was given a Notice of Allowance oxt November 6, 2007. No other searches were
conducted, and no records wexe retained of those searches, as no active applications
appeared in the Trademark Electronic Search System (TESS) at the time under class 045.

5. Applicant first became aware of Opposer’s use of THE JUDICIAL VIEW mark on
September 13, 2007 after the opposition papers against Applicant’s application.
Applicant received a phone call (to the nuraber listed in the Applicant’s trademark
application) on September 12, 2007, asking suspicious questions regarding Applicant’s
business and the names of the services rendered. At the time, the Applieant was only in
the process of fundraising for her company, and presentations regarding the nature of the
services rendered had boen exceedingly limited, leading her to question whether the
inquiry had been prompted by a corpetitor who may have noticed her wrademark
application. This prompted Applicant to check on the status of her trademark application
on the Trademark Applications and Registrations Retrieval (TARR) website on
September 12, 2007, and found that Opposer had filed an opposition to the application.
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Applicant denjes having any prior or additional knowledge of, or interest in Opposer’s
use or offering of services under THE JUDICIAL VIEW mark.

6. Applicant has no knowledge of any occurrences of actual confusien reenlting_ﬁom
sontemporaneous use or offering of the JUDICIAL REVIEW mark by the Applicant and
THE JUDICIAL VIEW mark by Opposer.

7. A Neither Applicant, nor the corporation in which she holds a majority stake,
Judicial Intelligence, Inc., has advertised services under the JUDICIAL REVIEW mark in
& magazine or trade journal, but reserves the right to do so in the future.

B. Neither Applicant, nor the corporation in which she holds 2 majority stake,
Judicial Intelligence, Inc., has made trade pregentations, seminar or meetings under the
JUDICIAL REVIEW mark, but reserves the right to do so in the future,

C. Neither Applicant, nor the corporation in which she holds 2 majotity stake,
Judicial Intelligence, Inc.. has used the JUDICIAL REVIEW mark to promate itself or it
services using any other media, but reserves the right to do so in the future,

8. Applicant is primarily réspousible for marketing, advertising, sales and distribution of
all services made or intended for sale,

9. Neither Applicant, nor the corporation in which she holds a majority stake, Judieial
Intelligence, Inc., has engaged any advertising agencies, marketing agencies or other
business entities to advertise or promote Applicant’s services bearing the JUDICIAL
REVIEW mark,

10. Applicant has no knowledge of any agreements entered into relating to the
JUDICIAL REVIEW mark.

11. Applicant has no knowledge of any interview, surveys or public opinion polis
pertaining 10 the JUDICIAL REVIEW mark.

12.  A. Applicant has only registered JUDICTAL REVIEW through the current
trademark application (U.S. Serial #77110266) to the United States Patent and
Trademark Office. Application wzs filed under Section 1(b) on an intent to use basis on

February 18, 2007, pertaining o International Class 045 for background investigation and
research services and legal services.

B. No applications listed in subpart “A” above were abandoned.

13, Applicant has not made any objections or instituted legal proceeding againgt any third
pariies’ use of trade names, trademarks, service marks or other designations based on
Applicant’s rights to the YUDICIAL REVIEW mark.

14. Applicant has no knowledge of any objestions made by thh:d parties or legal '
proceedings instituted by third parties agaiust the Applicant, aside from Oppoger’s
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current opposition to the JUDICIAL REVIEW trademerk (Opposition # 91180471,
mailed October 31, 2007),

15, The Applicant had sole responsibility in preparing the answers to these interrogatories
and the responses to the contemporaneously served first requests for production of
documents.

16, Applicant has no knowledge of such documents.

17, None identified so far, but Applicant reserves the right to retain expert witnesscs
going forward.

aandra Nudeimoen

121 Sewall A #A40
Grookuing, ma 02446

&P?u‘ cont
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Certificate of Service
[ hereby certify that a copy of the foregoing answer to the Opposer’s First Set of
Interrogatories to Applicant bas been served by pricrity mail, postage prepeid, and
facsimile to Arthur K. Shaffer, Intellectual Proparty Center, LLC, 9233 ‘Ward Parkway
Suite 100, Kansas City, MO 641 14, this 2™ day of Juae, 2008

SANDRA NUDELMAN
131 Sewall Ave, #46
Brookline, MA 02446

Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APFEAL BOARD

In the matter of application
Serial No.:  77/110,266

Piled: February 18, 2007
Applicant;  Sandra L. Nudelman
Mark: JUDICIAL REVIEW
Published:  August 14, 2007 -

Opposition No. 21180471

MARC VIANELLOQ,

-
L./u\...-uuvvvwv e S Y S S S ot N Sl N T

SANDRA NUDELMAN,
Applicant,

SANDRA L. NUDELMAN’S ANSWER TO OPPOSER’S DOCUMENT
REQUESTS

Sandra L. Nudelman (“Nudelman” or “Applicant”) hereby responds to the
document requests filed by Marc Vianello (“Opposer”) on Febrnary 18, 2007 as follows:

1, No such documents were identified in the First Set of Applicant Interrogatoties.
2. No such documents were identified in the First Set of Applicant Interrogatories.
3. No such documents were identified in the First Sct of Applicant Interrogatoties.
4. No such documents were identified in the First Set of Applicant [ntexrogatories,
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DATE: June 2, 2008
Respectfully submitted,

P IR

SANDRA NUDELMAN
sandranudelman{@gmail .com
131 Sewall Ave. #46
Brookline, MA 02446
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Certificate of Service
1 hereby certify that a copy of the foregoing answer to the Opposer’s First Set of
Document Requests to Applicant has been served by priority mail, postege prepaid, and
facsimile to Arthur K. Shaffer, Intellectual Prupearty Center, LLC, 9233 Ward Patkway
Suite 100, Kansas City, MO 64114, this 2™ day of June, 2008.

SANDRA NUDELMAN
131 Sewall Ave. #46
Brookline, MA 02446

Applicant

X% TOTRI PRGF.13 sk



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIA L AND APPEAL BOARD

Marc Vianello

N N’

Opposer, )
V. OppositiorN0.:91180471

SandraNudelman

N e N N

Applicant.

OPPOSER’S COMBINED MOTION TO COMPEL
AND MOTION TO EXTEND DISCOVERY AND TRIAL DATES

Pursuant to Rules 26 and 37 of the FatlRules of Civil Procedure and Rule
2.120 of the Trademark Rules of Practiopposer Marc Vianello (“Opposer”)
respectfully moves the Badfor an order compellingpplicant Sandra Nudelman.
(“Applicant”) to make herself availablto Opposer’s Depostion Request without
objections.

In addition, Opposer requests an extensif the discovery period for the limited
purpose of allowing Opposer (and not Applicait)e to consider Applicant’s deposition
testimony as ordered by the Board, angucsue follow-up discovery if necessary.

Such an order is appropriate becafipplicant failed entirely to respond to
Opposer’s Interrogatories and Document Regugsor to the Discovery cut-off date and
Applicant failed to make herself availatfor the scheduled Depostion and has since
stated that she will not comply with Oppdsaleposition request. Counsel for Opposer
has made good faith efforts to resolve theasswith Applicant butto date, such efforts

have been unsuccessful.



BACKGROUND

On October 31, 2007, Opposer filed atid® of Opposition agnst Application
Serial No. 77/110,266 for Ms. Nudelman’snkéor “background investigation and
research services” and “legadrvices.” Opposer assersnong other things, that it owns
the distinctive marks shown in SarNos. 77/031,981, 77/212,172, (“the Vianello
Marks”) for various electrogiand print publication needsOpposer also asserts that he
has extensively used and promoted the Viamaboks in the United States since at least
as early as September 1, 2007 (Not. of Opp5Y, 2+ell prior to thedate of Applicant’s
use of Applicant’s mark which was filed aslatent to Use and no Statement of Use has
been entered. As grounds for the oppositOpposer alleges priority of use and
likelihood of confusion under Section 2(d)tbe Trademark Act, 15 U.S.C § 1052(d) and
dilution under Section 43(c) of the Tradam Act 15 U.S.C. 8 1125(c). (Not. of Opp.

f16-8).

! THE JUDICIAL VIEW, U.S. Application Serial No. 731,981, filed October 30, 2006, in international
class 041 for “publication of an online legal ngaper,” and THE JUDICIAL VIEW, U.S. Application
Serial No, 77/212,172, filed June 21, 2007, inrimional class 038 for “providing e-mail notification
alerts of recent court decisions to others” and terivational class 041 for “providing on-line publications
in the nature of newspapers, newsletters, magazinesytelds in the field of lawglassified advertising,
display and text advertising, law review, legal case sana®, feature articles, aent events, civil rights,
finance and banking, communications, immigratiomaadion, politics, administrative law, agriculture,
intellectual property, antitrust, bankruptcy, civil proaea] civil remedies, commercial contracts, computer
and technology, conflicts at law, constitutional laviminal justice, corpate and shareholder law,
employment law, energy and utilities, environmental kexpert witness, family law, health, immigration,
international law, lost profits, maritime and maringlitary, products liability, professional malpractice,
real and personal property, securities law, fedstate and local taxation, torts and personal injury,
veterans, wills, trusts and estates, sports, entertainment, art, government, insurance, transportation, business
valuation, alternative dispute resolution and legatters; on-line journals, namely, blogs featuring
information on recent court decisions, current events, civil rights, finance and banking, comonsyicati
immigration, education, politics, administrative lawriagiture, intellectual propéy, antitrust, bankruptcy,
civil procedure, civil remedies, commercial caatis, computer and technology, conflicts at law,
constitutional law, criminal justice, corporate andrgtolder law, employment law, energy and utilities,
environmental law, expert witness, family law, healtimigration, international law, lost profits, maritime
and marine, military, products liability, professional matfice, real and personal property, securities law,
federal, state and local taxation, torts and persopaly, veterans, wills, trus and estates, sports,
entertainment, art, government, irece, transportation, business valuation, alternative dispute resolution
and legal matters.”



On October 31, 2007, the Board institutkeid proceeding and set discovery to
open on November 20, 2007, and to close oy Mg 2008. Applicant’s Answer to the
Notice of Opposition was due December 10, 2007.

On December 10, 2007, Applicant @lan answer denying the essential
allegations in the Notice of Opposition. On April 14, 2008, Opposer served the
Applicant with Opposer’s First Request for the Production of Documents and Opposer’s
First Set of Interrogatories to ApplicanfCopies of these Requests are attached as
Exhibit A.) Responses to Opposer’s digery requests were due May 14, 2008. On
April 19, 2008 Opposer served ApplicantlivDpposer’'s Request for Deposition (copy
of which is attached as Exhibit B). Thdeposition was scheduléal be conducted in
Brooklyn, NY on May 15, 2008 near Applicant'ddress in the city of Applicant’s
residence as listed with the TTAB.

Opposer’s requests were all servedApplicant within the time permitted by 37
CFR § 2.120(a) and were in compliance véthapplicable discovery rules. The
deposition was noticed in compliance withdFR. Civ. P. 30(b)rad 37 CFR § 2.120(a).
The deposition was scheduled to be coteplet an appropriate venue in accordance
with 37 CFR 8§ 2.120(b) based opplicant’s residential addss contained in the record.

On May 7, 2008, after a phone call by Opgrosn May 6 confirming receipt of
said notices, Applicant sentPoser notice via fax (attachedE&shibit C) indicating that
Applicant needed to reschedule the depmsibiecause she was unavailable. In addition,
she notified Applicant that iwould be more convenient if Opposer would send future
communications to Applicant’s home address, which was different from that listed with

the TTAB.



More than ten days after a responses due, On May 27, 2008, Applicant sent
Opposer’s attorney a letter refusing to prowiiscovery (attached as Exhibit D). In the
letter, Applicant stated that Opposer'savery demands were premature and improper
because “Opposer never attempted, in gadt, to hold required Discovery Plan
Conference or work out a Discovery schedwith the Applicant...prior to initiating
Discovery demands....” In addition, Applicanatetd that because leave of court was not
obtained prior to Opposer’s “unilateral discovery demands” and because Opposer made
no attempt to schedule or hold a Discovelgn Conference, Opposer had waived any
right to further Discovery.

Opposer then responded via Firsa§d Mail on May 27, 2008 (attached as
Exhibit E) to Applicant’'s May 27, 2008tter demanding compliance with Opposer’s
Discovery Requests, referringoplicant to the relevant kes and suggesting she obtain
counsel. Specifically, Opposer requestempliance by (1) producing documents
responsive to Opposer’s request for praaun; (2) providing written responses to
Opposer’s interrogatories, and (@scheduling her deposition.

On June 2, 2008, via facsimile, Applicant provided written responses to
Opposer’s First Set of Document Requesis lterrogatories. Hwever, Applicant has
still refused to comply with Opposer’s pasition request as stated in her June 2, 2008

transmittal letter (attached as Exhibit F).



Il. MOTION TO COMPEL

A. Opposer Has Made a Good Faith Effort to Work with Applicant

In accordance with Trademark Rule 2.120(e), Opposer submits that it has made a
good faith effort to resolve with Applicathe issues presented in the motion.
Specifically, Opposer has contacted Applicand requested thahe comply with
Discovery Demands and that she obtaimpetent counsel, but Applicant has not
responded timely to Opposer’s Requeststaasimade it abundantly clear that she will
not. As detailed above, Applicant has regponded timely to Opposer’s discovery
requests, and has informed Opposer thel sestimony will not be forthcoming in the
foreseeable future.

B. Applicant Forfeited its Right to Object

The Trademark Trial and Appeal Boavthnual of Procedure (“TBMP”) provides
that a party that fails to comply withstiovery requests andpissition requests during
the time allowed therefor, and which is unatoleshow that its failure was the result of
excusable neglect, may be found, upon matiocompel filed by the propounding party,
to have forfeited its right to object tosdovery on the merits. See TBMP 88§ 403.03 and

407.01,_citingBison Corp. V. Perfecta Chemie B,M.U.S.P.Q.2d 1718 (TTAB 1987);

Luehrmann v. Kwik Kopy Corp2 U.S.P.Q.2d 1303 (TTAB 1987).




Notice was sent on April 19, 2008 schedgliApplicant’s deposition for May 15,
2008, prior to the close of discovery. Applicéted to appear or make herself available
pursuant to the notice. Apgant’s discovery responses rgedue on or before May 14,
2008. Applicant’s belated responses weceineed on June 2, 2008, more than ten days
after discovery had closed and more thardlweeks after they were due. As we are
now more than three weeks beyond the clossafovery and intthe testimony period
without receiving the requested discovedpposer is placed at a disadvantage in
determining what testimony to seek in orttebolster its claimand rebut Applicant’s
assertions. Accordingly, Opposer respectfudigjuests that the Bahorder Applicant to
fully respond to Opposer’s Notice of Degam without objections within the first

twenty days from the mailing daté the Board’s ader on this motion.

lll.  MOTION TO EXTEND
In accordance with Fed. R. Civ. P. 6(b), Opposer hereby moves the Board for a
thirty (30) days extension of the discovemriod for the limited purpose of allowing
Opposer (and not Applicant) time to reviépplicant’s deposition responses as ordered
by the Board, and to pursue follow-up discoviémyecessary. Opposer also requests an
extension of its testimony periods.
As detailed above, Opposer has bd#igent during the discovery period.
Opposer served discovery prior to the discg\ait-off and after receipt of Applicant’s
Answer to the Notice of Opposition. Opposer has also expended considerable expense in

obtaining local counsel and making coureilable for the Scheduled Deposition.



Opposer also made a good faith effontesolve this matter before filing a motion
to compel. Applicant, on the other hahds not proceeded in good faith, denying all of
Opposer’s discovery requests and failingeaiew the rules goveimg this proceeding.

Opposer does not seek an extension o fion purposes of delay. It is requested
that the limited thirty (30) day extensiomrfrom the date of sece of Applicant’s
discovery responses as ordered by the Boadittaat the discovery period be otherwise

closed.

IV.  CONCLUSION

For the reasons stated above, Opposgracfully requests that the Board grant
Opposer’s motion to compel and order Appht to respond to Opposer’s Notice of
Deposition without objections within twentyydafrom the mailing date of the Board’s
ruling on the motion. Opposer also respectfudiguests that the Bod grant Opposer’s
motion for an extension of the discoversriod for the limited purpose of allowing
Opposer (and not Applicant) time to reviépplicant’s discovery responses as ordered
by the Board, and to pursue follow-up discoviémnyecessary. Oppesrequests that the
extension run from the date sérvice of Applicant’s diswery responses as ordered by
the Board, and that the discovery period entise closed. Oppesrequests that its

testimony period be re-setfwllow close of its discovery.

Dated: Respectfsilipmitted,

Attorneyfor Opposer,
Marc Vianello



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: August 6, 2008
Opposition No. 91180471
Marc Vianello

V.

Sandra L. Nudelman

George C. Pologeorgig, Interlocutory Attorney:

This case now comes up on opposer’s motion, filed June
19, 2008, to compel the discovery deposition of applicant,
Sandra L. Nudelman, as well as to reopen disgscovery and reset
trial dates. Applicant has failed to file a brief in
response to opposer’s motion. Accordingly, opposer’s motion
to compel the discovery deposgition of Sandra L. Nudelman,
reopen discovery and reset trial dates is hereby granted as

conceded.? See Trademark Rule 2.127(a).

In view thereof, applicant is required to make herself

available and to attend the discovery deposition which must

! Trademark Rule 2.127(a) reads, in relevant part, as follows:
“When a party fails to file a brief in response to a motion, the
Board may treat the motion as conceded.” Moreover, the Board
finds that opposer has made a good faith effort to resolve the
partieg' digcovery dispute prior to seeking Board intervention,
as required by Trademark Rule 2.120(e) (1).



Opposition No. 91180471

be re-noticed and completed by opposer within thirty days

from the mailing date of this order. Should applicant fail
to appear or make herself available for the discovery
deposition ordered herein, then opposer’s remedy will lie in
a motion for entry of sanctions, in the form of entry of
judgment sustaining the opposition. See Trademark Rule

2.120(g) (1) .

Proceedings are hereby resumed. Although discovery was
already closed when proceedings were suspended pending
dispogition of opposer’s motion to compel, the discovery
period is reset as indicated below for the limited purpose
of allowing opposer to take follow-up disgcovery, if
necessary. Applicant is precluded from propounding any
discovery at this juncture. Trial dates are also reset as
follows:

DISCOVERY TO CLOSE October 10, 2008
(limited to opposer’s follow-up discovery
and to notice and take the discovery

deposition of Sandra L. Nudelman)

Thirty-day testimony period for party in
position of plaintiff to close: January 8, 2009

Thirty-day testimony period for party in

position of defendant to close: March 9, 2009

Fifteen-day rebuttal testimony period for
plaintiff to close: April 23, 2009
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In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits, must be served
on the adverse party within thirty days after completion of
the taking of testimony. Trademark Rule 2.125.

Briefg ghall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

-000-

NEWS FROM THE TTAB:

The USPTO published a notice of final rulemaking in the
Federal Regigter on August 1, 2007, at 72 F.R. 42242. By
this notice, various rules governing Trademark Trial and
Lppeal Board inter partes proceedings are amended. Certain
amendments have an effective date of August 31, 2007, while
most have an effective date of November 1, 2007. For
further information, the parties are referred to a reprint
of the final rule and a chart summarizing the affected
rules, their changes, and effective dates, both viewable on
the USPTO website via these web addresses:
http://www.ugpto.gov/web/offices/com/gol/notices/72fr42242 . pdf
http://www.ugpto.gov/web/offices/com/gol/notices/72fr42242 FinalR
uleChart.pdf

By one rule change effective August 31, 2007, the Board's
standard protective order is made applicable to all TTAB
inter partes caseg, whether already pending or commenced on
or after that date. However, as explained in the final rule
and chart, this change will not affect any case in which any
protective order hag already been approved or imposed by the
Board. Further, as explained in the final rule, parties are
free to agree to a substitute protective order or to
supplement or amend the standard order even after August 31,
2007, subject to Board approval. The standard protective
order can be viewed uging the following web address:
http://www.ugpto.gov/web/cfficeg/dcon/ttak/thmp/stndagmnt . htm




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application )

Serial No.: 77/110,266 )

)

Filed: February 18, 2007 )

)

Applicant: Sandra L. Nudelman )

)

Mark: JUDICIAL REVIEW )

)

Published: August 14, 2007 )
) Opposition No. 91180471

)

MARC VIANELLO, )

Opposer, )

)

v. )

)

SANDRA L. NUDELMAN, )

Applicant, )

)

OPPOSER’S SECOND NOTICE OF DOCUMENT REQUESTS TO APPLICANT

Pursuant to Fed. R. Civ. P. 34 and 37 C.F.R. § 2.120(d)(2), Opposer, Marc
Vianello, by its undersigned attorneys, hereby serves the following Motion to Compel
Production of Documents on Applicant.

Instructions and Definitions

The definitions provided in Opposer’s First Set of Interrogatories to Applicant
are incorporated herein by reference.
Opposer reincorporates all requests provided in Opposer’s First Set of Document

Requests to Applicant and supplements requests.



Requests
Request No. 1

All documents identified by Applicant in her responses to Opposer’s Deposition
to Applicant.
Request No. 2

All documents relating to the use of the JUDICIAL REVIEW in commerce by
Applicant.
Request No. 3

All documents concerning any trademark searches that Applicant or its
representatives or agents (including without limitation its attorneys) performed in connection
with the mark JUDICIAL REVIEW.
Request No. 4

All documents comprising, constituting, concerning or relating to advertising,
promoting or marketing of any services under the mark JUDICIAL REVIEW by Applicant.
Request No. 5

All documents referenced by Applicant and/or requested by Opposer during the
deposition of Sandra L. Nudelman on August 29, 2008, comprising, constituting, concerning or
relating to the mark JUDICIAL REVIEW including, but not limited to: the Business Plan
(Nudelman Dep. 14:18-22, 15:16-18, August 29, 2008) (including, but not limited to all Copies
of the Business Plan, Market Study Reports, Competitor Reports, Marketing Analysis, Marking
Plan, Development Plan, and Detail of Subscription Based Model, Exit Strategy), all Subsequent
revisions of the Business Plan (Nudelman Dep. 16:12, 21:7, August 29, 2008), and PowerPoint
slides of the Business Plan as used in the Presentation at the Harvard Business School Business

Plan Contest (Nudelman Dep. 99:8, August 29, 2008).
-



MARC VIANELLO

Respectfully submitted,

ARTHUR K. SHAFFER

Patent Office Reg. No. 50,257
INTELLECTUAL PROPERTY CENTER, LLC
9233 Ward Parkway, Suite 100

Kansas City, Missouri 64114
Telephone: (816) 363-1555

Facsimile: (816) 363-1201

Attorney for Opposer



Certificate of Service

I hereby certify that a copy of the foregoing Opposer’s Second Set of Document
Requests to Applicant has been served via electronic mail and first class mail, postage prepaid,
on Sandra L. Nudelman 131 Sewall Ave. #46, Brookline, Massachusetts 02446, this 24 day of

September, 2008.

Arthur K. Shaffer

Intellectual Property Center, LLC
9233 Ward Parkway, Suite 100
Kansas City, MO 64114
Telephone: (816) 363-1555
Facsimile: (816) 363-1201
ashaffer@theipcenter.com



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD
Marc Vianello
Opposer,
Opposition No.:91180471

V.

Sandra Nudelman

R T g

Applicant.

OPPOSER’S MOTION TO COMPEL

Pursuant to Rules 26 and 37 of the Federal Rules of Civil Procedure and Rule
2.120 of the Trademark Rules of Practice, Opposer Marc Vianello (“Opposer”)
respectfully moves the Board for an order compelling Applicant Sandra Nudelman
(“Applicant”) to comply with Opposer’s Second Request to produce documents without
objections.

Applicant has failed to respond and provide any requested documents prior to the
Extended Discovery cut-off date. Counsel for Opposer has made good faith efforts to
resolve the issues with Applicant, but, to date, such efforts have been unsuccessful,
including sending email and letters to Applicant requesting the same.

Opposer incorporates by reference Opposer’s Motion to Compel and to Extend
Discovery and Trial Dates and is attached as Exhibit A.

I. BACKGROUND

As stated in Exhibit A, the present matter was initiated on October 31, 2007 when

Opposer filed an opposition with the United States Patent and Trademark Office.

Without reciting in detail all the facts associated with this case, Applicant will simply



rely upon the previously stated facts in the attached Exhibit A. However, background
information related to the present dispute includes the filing of Opposer’s Motion to
Compel and Extend Discovery and Trial Dates filed by Opposer on June 19, 2008. This
was filed after several attempts to resolve failures and refusal of Applicant to provide the
requested Discovery.

As a result, on August 6, 2008, the Trademark Trial and Appeals Board
(“TTAB”) granted Opposer’s Motion to Compel the Discovery Deposition of Applicant
(attached as Exhibit B). Trial dates were also reset at the same time, reflecting
Applicant’s lack of cooperation.

Opposer’s Second Notice of Deposition was served on Applicant on August 21,
2008 (attached as Exhibit C). On August 29, 2008, Applicant made herself available
pursuant to the August 6, 2008 Order of the TTAB, and was deposed.

Applicant’s June 2, 2008 Answer in Response to Opposer’s Interrogatories and
Applicant’s Answer in response to Opposer’s Document Requests stated that no
documents were available for production (attached as Exhibit D). However, during the
August 29, 2008 Discovery Deposition, Applicant stated on the record that there were
documents available for production, but she did not produce them (attached as Exhibit E).

As a result, a formal request was made during the deposition for production of
such documents. On September 24, 2008, Applicant was served a Second Notice of
Document Request (attached as Exhibit F). To date, merely one day from the expiration
of discovery, Applicant has still not produced any documents as requested in the Notice
of Document Request dated April 18, 2008, on the record during the discovery

deposition, and as contained in Opposer’s Second Notice of Document Request.



Pursuant to F.R.C.P. 34(b)(2)(A), Ms. Nudelman has thirty days to respond and has failed
to do so. Because of Applicants failure to produce the required documents, Opposer is
unable to conduct follow-up discovery and is therefor being prejudiced in its attempt to
effectively oppose Applicant’s registration.

The extended Discovery closing date had been previously reset to October 10,
2008 by Order of the TTAB on August 6, 2008. At this time it is unforeseeable that any
response will be received from Applicant, and even if prior to such date the requested
discovery is produced, Opposer will still be placed at a disadvantage in determining what
follow-up discovery or testimony to seek in order to bolster its claims and rebut
Applicant’s assertions. Accordingly, Opposer respectfully requests that the Board order
Applicant to fully respond to Opposer’s Notice of Document Request without objections
or any further delay within ten days from the mailing date of the Board’s order on this
motion.
II. MOTION TO COMPEL

A. Opposer Has Made a Good Faith Effort to Work with Applicant

In accordance with Trademark Rule 2.120(e), Opposer submits that it has made a
good faith effort to resolve with Applicant the issues presented in the motion.
Specifically, Opposer has contacted Applicant to request that she comply with its
discovery demands and that she obtain competent counsel to advise her regarding her
compliance. Not only has Applicant not responded timely to Opposer’s Requests, but she
has also made it abundantly clear that she will not. Despite the numerous requests and
attempts to obtain discovery, Applicant has repeatedly refused and obstructed Opposer’s

discovery requests.



B. Applicant Forfeited its Right to Object

TBMP §§ 403.03 and 407.01 provide that a party who fails to comply with
discovery requests and deposition requests during the time allowed therefore, and which
is unable to show that its failure was the result of excusable neglect, may be found, upon

motion to compel to have forfeited its right to object to discovery on the merits. See

Bison Corp. V. Perfecta Chemie B.V., 4 U.S.P.Q.2d 1718 (TTAB 1987); Luchrmann v.

Kwik Kopy Corp., 2 U.S.P.Q.2d 1303 (TTAB 1987). Therefore we respectfully request

that the Applicant be compelled to respond fully to Opposer’s discovery request without
any further delay or any objections thereto.
I1.CONCLUSION

For the reasons stated above, Opposer respectfully requests that the Board grant
Opposer’s motion to compel and order Applicant to respond to Opposer’s Second
Request to Produce Documents without objections within ten days from the mailing date

of the Board’s ruling on the present motion.

Dated: October 9, 2008 Respectfully submitted,

/s/Arthur K. Shaffer
Attorney for Opposer,
Marc Vianello
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Sandra L. Nudelman

George C. Pologeorgis, Interlocutory Attorney:

This case now comes up on opposer’s motion, filed
October 9, 2008 and revised on October 21, 2008, to compel
applicant to answer opposer’s second request for production.
Applicant has failed to file a brief in response to
opposer’s motion. Accordingly, opposer’s motion to compel
discovery is hereby granted as conceded. See Trademark Rule
2.127(a) .

Applicant is allowed until thirty days of the mailing

date of this order to respond to opposer’s second set of
document requests. Moreover, these responses must be made

in full and without objection because applicant failed

either to timely respond or to object to opposer’s discovery
requests. See No Fear Inc. v. Rule, 54 USPQ2d 1551 (TTAB
2000) . Should applicant fail to provide the ordered

responses, then opposer’s remedy will lie in a motion for
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entry of sanctions, in the form of entry of judgment
sustaining the opposition. See Trademark Rule 2.120(g) (1).
Proceedings are hereby resumed. The discovery period
is reset as indicated below for the limited purpose of
allowing opposer to take follow-up discovery, if necessary.
Applicant is precluded from propounding any discovery at

this juncture. Trial dates are also reset as follows:

DISCOVERY PERIOD TO CLOSE: 3/1/2009
(limited to opposer’s follow-up discovery, if

necessary)

Testimony period for party in position of

plaintiff 5/30/2009

to close: (opening thirty days prior thereto)

Testimony period for party in position of
defendant 7/29/2009

to close:(opening thirty days prior thereto)

Rebuttal testimony period to close: 9/12/2009
(opening fifteen days prior thereto)

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits, must be served
on the adverse party within thirty days after completion of
the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark

Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.
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NEWS FROM THE TTAB:

The USPTO published a notice of final rulemaking in the
Federal Register on August 1, 2007, at 72 F.R. 42242. By
this notice, various rules governing Trademark Trial and
Appeal Board inter partes proceedings are amended. Certain
amendments have an effective date of August 31, 2007, while
most have an effective date of November 1, 2007. For
further information, the parties are referred to a reprint
of the final rule and a chart summarizing the affected
rules, their changes, and effective dates, both viewable on
the USPTO website via these web addresses:
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242 .pdf
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242 FinalR
uleChart.pdf

By one rule change effective August 31, 2007, the Board's
standard protective order is made applicable to all TTAB
inter partes cases, whether already pending or commenced on
or after that date. However, as explained in the final rule
and chart, this change will not affect any case in which any
protective order has already been approved or imposed by the
Board. Further, as explained in the final rule, parties are
free to agree to a substitute protective order or to
supplement or amend the standard order even after August 31,
2007, subject to Board approval. The standard protective
order can be viewed using the following web address:
http://www.uspto.gov/web/offices/dcom/ttab/tbmp/stndagmnt .htm
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