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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD
Marc Vianello
Opposer,
Opposition No.:91180471

V.

Sandra Nudelman

N N N N N N N N N

Applicant.

OPPOSER’S COMBINED MOTION TO COMPEL
AND MOTION TO EXTEND DISCOVERY AND TRIAL DATES

Pursuant to Rules 26 and 37 of the Federal Rules of Civil Procedure and Rule
2.120 of the Trademark Rules of Practice, Opposer Marc Vianello (“Opposer”)
respectfully moves the Board for an order compelling Applicant Sandra Nudelman.
(“Applicant”) to make herself available to Opposer’s Depostion Request without
objections.

In addition, Opposer requests an extension of the discovery period for the limited
purpose of allowing Opposer (and not Applicant) time to consider Applicant’s deposition
testimony as ordered by the Board, and to pursue follow-up discovery if necessary.

Such an order is appropriate because Applicant failed entirely to respond to
Opposer’s Interrogatories and Document Requests prior to the Discovery cut-off date and
Applicant failed to make herself available for the scheduled Depostion and has since
stated that she will not comply with Opposer’s deposition request. Counsel for Opposer
has made good faith efforts to resolve the issues with Applicant but, to date, such efforts

have been unsuccessful.



L. BACKGROUND

On October 31, 2007, Opposer filed a Notice of Opposition against Application
Serial No. 77/110,266 for Ms. Nudelman’s mark for “background investigation and
research services” and “legal services.” Opposer asserts, among other things, that it owns
the distinctive marks shown in Serial Nos. 77/031,981, 77/212,172, (“the Vianello
Marks™) for various electronic and print publication needs'. Opposer also asserts that he
has extensively used and promoted the Vianello marks in the United States since at least
as early as September 1, 2007 (Not. of Opp. | 2-5), well prior to the date of Applicant’s
use of Applicant’s mark which was filed as an Intent to Use and no Statement of Use has
been entered. As grounds for the opposition, Opposer alleges priority of use and
likelihood of confusion under Section 2(d) of the Trademark Act, 15 U.S.C § 1052(d) and

dilution under Section 43(c) of the Trademark Act 15 U.S.C. § 1125(c). (Not. of Opp.

q16-8).

L THE JUDICIAL VIEW, U.S. Application Serial No. 77/031,981, filed October 30, 2006, in international
class 041 for “publication of an online legal newspaper,” and THE JUDICIAL VIEW, U.S. Application
Serial No, 77/212,172, filed June 21, 2007, in international class 038 for “providing e-mail notification
alerts of recent court decisions to others” and in international class 041 for “providing on-line publications
in the nature of newspapers, newsletters, magazines, and articles in the field of law, classified advertising,
display and text advertising, law review, legal case summaries, feature articles, current events, civil rights,
finance and banking, communications, immigration, education, politics, administrative law, agriculture,
intellectual property, antitrust, bankruptcy, civil procedure, civil remedies, commercial contracts, computer
and technology, conflicts at law, constitutional law, criminal justice, corporate and shareholder law,
employment law, energy and utilities, environmental law, expert witness, family law, health, immigration,
international law, lost profits, maritime and marine, military, products liability, professional malpractice,
real and personal property, securities law, federal, state and local taxation, torts and personal injury,
veterans, wills, trusts and estates, sports, entertainment, art, government, insurance, transportation, business
valuation, alternative dispute resolution and legal matters; on-line journals, namely, blogs featuring
information on recent court decisions, current events, civil rights, finance and banking, communications,
immigration, education, politics, administrative law, agriculture, intellectual property, antitrust, bankruptcy,
civil procedure, civil remedies, commercial contracts, computer and technology, conflicts at law,
constitutional law, criminal justice, corporate and shareholder law, employment law, energy and utilities,
environmental law, expert witness, family law, health, immigration, international law, lost profits, maritime
and marine, military, products liability, professional malpractice, real and personal property, securities law,
federal, state and local taxation, torts and personal injury, veterans, wills, trusts and estates, sports,
entertainment, art, government, insurance, transportation, business valuation, alternative dispute resolution
and legal matters.”



On October 31, 2007, the Board instituted this proceeding and set discovery to
open on November 20, 2007, and to close on May 18, 2008. Applicant’s Answer to the
Notice of Opposition was due December 10, 2007.

On December 10, 2007, Applicant filed an answer denying the essential
allegations in the Notice of Opposition. On April 14, 2008, Opposer served the
Applicant with Opposer’s First Request for the Production of Documents and Opposer’s
First Set of Interrogatories to Applicant. (Copies of these Requests are attached as
Exhibit A.) Responses to Opposer’s discovery requests were due May 14, 2008. On
April 19, 2008 Opposer served Applicant with Opposer’s Request for Deposition (copy
of which is attached as Exhibit B). This deposition was scheduled to be conducted in
Brooklyn, NY on May 15, 2008 near Applicant’s address in the city of Applicant’s
residence as listed with the TTAB.

Opposer’s requests were all served on Applicant within the time permitted by 37
CFR § 2.120(a) and were in compliance with all applicable discovery rules. The
deposition was noticed in compliance with Fed. R. Civ. P. 30(b) and 37 CFR § 2.120(a).
The deposition was scheduled to be completed at an appropriate venue in accordance
with 37 CFR § 2.120(b) based on Applicant’s residential address contained in the record.

On May 7, 2008, after a phone call by Opposer on May 6 confirming receipt of
said notices, Applicant sent Opposer notice via fax (attached as Exhibit C) indicating that
Applicant needed to reschedule the deposition because she was unavailable. In addition,
she notified Applicant that it would be more convenient if Opposer would send future
communications to Applicant’s home address, which was different from that listed with

the TTAB.



More than ten days after a response was due, On May 27, 2008, Applicant sent
Opposer’s attorney a letter refusing to provide discovery (attached as Exhibit D). In the
letter, Applicant stated that Opposer’s discovery demands were premature and improper
because “Opposer never attempted, in good faith, to hold required Discovery Plan
Conference or work out a Discovery schedule with the Applicant...prior to initiating
Discovery demands....” In addition, Applicant stated that because leave of court was not
obtained prior to Opposer’s “unilateral discovery demands™ and because Opposer made
no attempt to schedule or hold a Discovery Plan Conference, Opposer had waived any
right to further Discovery.

Opposer then responded via First Class Mail on May 27, 2008 (attached as
Exhibit E) to Applicant’s May 27, 2008 letter demanding compliance with Opposer’s
Discovery Requests, referring Applicant to the relevant rules and suggesting she obtain
counsel. Specifically, Opposer requested compliance by (1) producing documents
responsive to Opposer’s request for production, (2) providing written responses to
Opposer’s interrogatories, and (3) rescheduling her deposition.

On June 2, 2008, via facsimile, Applicant provided written responses to
Opposer’s First Set of Document Requests and Interrogatories. However, Applicant has
still refused to comply with Opposer’s Deposition request as stated in her June 2, 2008

transmittal letter (attached as Exhibit F).



I1. MOTION TO COMPEL

A. Opposer Has Made a Good Faith Effort to Work with Applicant

In accordance with Trademark Rule 2.120(e), Opposer submits that it has made a
good faith effort to resolve with Applicant the issues presented in the motion.
Specifically, Opposer has contacted Applicant and requested that she comply with
Discovery Demands and that she obtain competent counsel, but Applicant has not
responded timely to Opposer’s Requests and has made it abundantly clear that she will
not. As detailed above, Applicant has not responded timely to Opposer’s discovery
requests, and has informed Opposer that such testimony will not be forthcoming in the
foreseeable future.

B. Applicant Forfeited its Right to Object

The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) provides
that a party that fails to comply with discovery requests and deposition requests during
the time allowed therefor, and which is unable to show that its failure was the result of
excusable neglect, may be found, upon motion to compel filed by the propounding party,
to have forfeited its right to object to discovery on the merits. See TBMP §§ 403.03 and

407.01, citing Bison Corp. V. Perfecta Chemie B.V., 4 U.S.P.Q.2d 1718 (TTAB 1987);

Luehrmann v. Kwik Kopy Corp., 2 U.S.P.Q.2d 1303 (TTAB 1987).




Notice was sent on April 19, 2008 scheduling Applicant’s deposition for May 15,
2008, prior to the close of discovery. Applicant failed to appear or make herself available
pursuant to the notice. Applicant’s discovery responses were due on or before May 14,
2008. Applicant’s belated responses were received on June 2, 2008, more than ten days
after discovery had closed and more than three weeks after they were due. As we are
now more than three weeks beyond the close of discovery and into the testimony period
without receiving the requested discovery, Opposer is placed at a disadvantage in
determining what testimony to seek in order to bolster its claims and rebut Applicant’s
assertions. Accordingly, Opposer respectfully requests that the Board order Applicant to
fully respond to Opposer’s Notice of Deposition without objections within the first

twenty days from the mailing date of the Board’s order on this motion.

III.  MOTION TO EXTEND

In accordance with Fed. R. Civ. P. 6(b), Opposer hereby moves the Board for a
thirty (30) days extension of the discovery period for the limited purpose of allowing
Opposer (and not Applicant) time to review Applicant’s deposition responses as ordered
by the Board, and to pursue follow-up discovery if necessary. Opposer also requests an
extension of its testimony periods.

As detailed above, Opposer has been diligent during the discovery period.
Opposer served discovery prior to the discovery cut-off and after receipt of Applicant’s
Answer to the Notice of Opposition. Opposer has also expended considerable expense in

obtaining local counsel and making counsel available for the Scheduled Deposition.



Opposer also made a good faith effort to resolve this matter before filing a motion
to compel. Applicant, on the other hand, has not proceeded in good faith, denying all of
Opposer’s discovery requests and failing to review the rules governing this proceeding.

Opposer does not seek an extension of time for purposes of delay. It is requested
that the limited thirty (30) day extension run from the date of service of Applicant’s
discovery responses as ordered by the Board, and that the discovery period be otherwise

closed.

IV.  CONCLUSION

For the reasons stated above, Opposer respectfully requests that the Board grant
Opposer’s motion to compel and order Applicant to respond to Opposer’s Notice of
Deposition without objections within twenty days from the mailing date of the Board’s
ruling on the motion. Opposer also respectfully requests that the Board grant Opposer’s
motion for an extension of the discovery period for the limited purpose of allowing
Opposer (and not Applicant) time to review Applicant’s discovery responses as ordered
by the Board, and to pursue follow-up discovery if necessary. Opposer requests that the
extension run from the date of service of Applicant’s discovery responses as ordered by
the Board, and that the discovery period be otherwise closed. Opposer requests that its

testimony period be re-set to follow close of its discovery.

Dated: Respectfully submitted,

Attorney for Opposer,
Marc Vianello



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: August 6, 2008
Opposition No. 91180471
Marc Vianello

V.

Sandra L. Nudelman

George C. Pologeorgig, Interlocutory Attorney:

This case now comes up on opposer’s motion, filed June
19, 2008, to compel the discovery deposition of applicant,
Sandra L. Nudelman, as well as to reopen disgscovery and reset
trial dates. Applicant has failed to file a brief in
response to opposer’s motion. Accordingly, opposer’s motion
to compel the discovery deposgition of Sandra L. Nudelman,
reopen discovery and reset trial dates is hereby granted as

conceded.? See Trademark Rule 2.127(a).

In view thereof, applicant is required to make herself

available and to attend the discovery deposition which must

! Trademark Rule 2.127(a) reads, in relevant part, as follows:
“When a party fails to file a brief in response to a motion, the
Board may treat the motion as conceded.” Moreover, the Board
finds that opposer has made a good faith effort to resolve the
partieg' digcovery dispute prior to seeking Board intervention,
as required by Trademark Rule 2.120(e) (1).



Opposition No. 91180471

be re-noticed and completed by opposer within thirty days

from the mailing date of this order. Should applicant fail
to appear or make herself available for the discovery
deposition ordered herein, then opposer’s remedy will lie in
a motion for entry of sanctions, in the form of entry of
judgment sustaining the opposition. See Trademark Rule

2.120(g) (1) .

Proceedings are hereby resumed. Although discovery was
already closed when proceedings were suspended pending
dispogition of opposer’s motion to compel, the discovery
period is reset as indicated below for the limited purpose
of allowing opposer to take follow-up disgcovery, if
necessary. Applicant is precluded from propounding any
discovery at this juncture. Trial dates are also reset as
follows:

DISCOVERY TO CLOSE October 10, 2008
(limited to opposer’s follow-up discovery
and to notice and take the discovery

deposition of Sandra L. Nudelman)

Thirty-day testimony period for party in
position of plaintiff to close: January 8, 2009

Thirty-day testimony period for party in

position of defendant to close: March 9, 2009

Fifteen-day rebuttal testimony period for
plaintiff to close: April 23, 2009



Opposition No. 91180471

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits, must be served
on the adverse party within thirty days after completion of
the taking of testimony. Trademark Rule 2.125.

Briefg ghall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

-000-

NEWS FROM THE TTAB:

The USPTO published a notice of final rulemaking in the
Federal Regigter on August 1, 2007, at 72 F.R. 42242. By
this notice, various rules governing Trademark Trial and
Lppeal Board inter partes proceedings are amended. Certain
amendments have an effective date of August 31, 2007, while
most have an effective date of November 1, 2007. For
further information, the parties are referred to a reprint
of the final rule and a chart summarizing the affected
rules, their changes, and effective dates, both viewable on
the USPTO website via these web addresses:
http://www.ugpto.gov/web/offices/com/gol/notices/72fr42242 . pdf
http://www.ugpto.gov/web/offices/com/gol/notices/72fr42242 FinalR
uleChart.pdf

By one rule change effective August 31, 2007, the Board's
standard protective order is made applicable to all TTAB
inter partes caseg, whether already pending or commenced on
or after that date. However, as explained in the final rule
and chart, this change will not affect any case in which any
protective order hag already been approved or imposed by the
Board. Further, as explained in the final rule, parties are
free to agree to a substitute protective order or to
supplement or amend the standard order even after August 31,
2007, subject to Board approval. The standard protective
order can be viewed uging the following web address:
http://www.ugpto.gov/web/cfficeg/dcon/ttak/thmp/stndagmnt . htm
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD
Marc Vianello
Opposer,
Opposition No.:91180471

V.

Sandra Nudelman

R T g

Applicant.

OPPOSER’S MOTION TO COMPEL

Pursuant to Rules 26 and 37 of the Federal Rules of Civil Procedure and Rule
2.120 of the Trademark Rules of Practice, Opposer Marc Vianello (“Opposer”)
respectfully moves the Board for an order compelling Applicant Sandra Nudelman
(“Applicant”) to comply with Opposer’s Second Request to produce documents without
objections.

Applicant has failed to respond and provide any requested documents prior to the
Extended Discovery cut-off date. Counsel for Opposer has made good faith efforts to
resolve the issues with Applicant, but, to date, such efforts have been unsuccessful,
including sending email and letters to Applicant requesting the same.

Opposer incorporates by reference Opposer’s Motion to Compel and to Extend
Discovery and Trial Dates and is attached as Exhibit A.

I. BACKGROUND

As stated in Exhibit A, the present matter was initiated on October 31, 2007 when

Opposer filed an opposition with the United States Patent and Trademark Office.

Without reciting in detail all the facts associated with this case, Applicant will simply



rely upon the previously stated facts in the attached Exhibit A. However, background
information related to the present dispute includes the filing of Opposer’s Motion to
Compel and Extend Discovery and Trial Dates filed by Opposer on June 19, 2008. This
was filed after several attempts to resolve failures and refusal of Applicant to provide the
requested Discovery.

As a result, on August 6, 2008, the Trademark Trial and Appeals Board
(“TTAB”) granted Opposer’s Motion to Compel the Discovery Deposition of Applicant
(attached as Exhibit B). Trial dates were also reset at the same time, reflecting
Applicant’s lack of cooperation.

Opposer’s Second Notice of Deposition was served on Applicant on August 21,
2008 (attached as Exhibit C). On August 29, 2008, Applicant made herself available
pursuant to the August 6, 2008 Order of the TTAB, and was deposed.

Applicant’s June 2, 2008 Answer in Response to Opposer’s Interrogatories and
Applicant’s Answer in response to Opposer’s Document Requests stated that no
documents were available for production (attached as Exhibit D). However, during the
August 29, 2008 Discovery Deposition, Applicant stated on the record that there were
documents available for production, but she did not produce them (attached as Exhibit E).

As a result, a formal request was made during the deposition for production of
such documents. On September 24, 2008, Applicant was served a Second Notice of
Document Request (attached as Exhibit F). To date, merely one day from the expiration
of discovery, Applicant has still not produced any documents as requested in the Notice
of Document Request dated April 18, 2008, on the record during the discovery

deposition, and as contained in Opposer’s Second Notice of Document Request.



Pursuant to F.R.C.P. 34(b)(2)(A), Ms. Nudelman has thirty days to respond and has failed
to do so. Because of Applicants failure to produce the required documents, Opposer is
unable to conduct follow-up discovery and is therefor being prejudiced in its attempt to
effectively oppose Applicant’s registration.

The extended Discovery closing date had been previously reset to October 10,
2008 by Order of the TTAB on August 6, 2008. At this time it is unforeseeable that any
response will be received from Applicant, and even if prior to such date the requested
discovery is produced, Opposer will still be placed at a disadvantage in determining what
follow-up discovery or testimony to seek in order to bolster its claims and rebut
Applicant’s assertions. Accordingly, Opposer respectfully requests that the Board order
Applicant to fully respond to Opposer’s Notice of Document Request without objections
or any further delay within ten days from the mailing date of the Board’s order on this
motion.
II. MOTION TO COMPEL

A. Opposer Has Made a Good Faith Effort to Work with Applicant

In accordance with Trademark Rule 2.120(e), Opposer submits that it has made a
good faith effort to resolve with Applicant the issues presented in the motion.
Specifically, Opposer has contacted Applicant to request that she comply with its
discovery demands and that she obtain competent counsel to advise her regarding her
compliance. Not only has Applicant not responded timely to Opposer’s Requests, but she
has also made it abundantly clear that she will not. Despite the numerous requests and
attempts to obtain discovery, Applicant has repeatedly refused and obstructed Opposer’s

discovery requests.



B. Applicant Forfeited its Right to Object

TBMP §§ 403.03 and 407.01 provide that a party who fails to comply with
discovery requests and deposition requests during the time allowed therefore, and which
is unable to show that its failure was the result of excusable neglect, may be found, upon

motion to compel to have forfeited its right to object to discovery on the merits. See

Bison Corp. V. Perfecta Chemie B.V., 4 U.S.P.Q.2d 1718 (TTAB 1987); Luchrmann v.

Kwik Kopy Corp., 2 U.S.P.Q.2d 1303 (TTAB 1987). Therefore we respectfully request

that the Applicant be compelled to respond fully to Opposer’s discovery request without
any further delay or any objections thereto.
I1.CONCLUSION

For the reasons stated above, Opposer respectfully requests that the Board grant
Opposer’s motion to compel and order Applicant to respond to Opposer’s Second
Request to Produce Documents without objections within ten days from the mailing date

of the Board’s ruling on the present motion.

Dated: October 9, 2008 Respectfully submitted,

/s/Arthur K. Shaffer
Attorney for Opposer,
Marc Vianello
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STTEIIIRY on March 38, J008, e soope of dukk registenlion iy heelted ta
nternstivosd Class 041 for “Publication of an onlive legel nevepape wiich is
nurelated to the olaey wnder which e Applicant Slsd HIDICIAL REVIEW,
raeosdy Class (45 for “Legal servioss, and Background investigstive research angt
sevions”

(b} Upposer’s second application conceaming THE JUDICTAL VIRW, U4
Serlal #TI212ET2, was Hled am June 21, 3007, four menths afier Applican’s
Fiing dude Sy JUDICIAL REVIEW,

{3 Oyposer's second spplivation conceming THE JUDNCIAL VIEW, U,
Serial #TTZITL, filed on June 3, 2007, v of nncertain stats, as an ox pusty
appeal of s final refosal to register the applied for mark i pending befisre the
Trademark Trial and Appsl Board.

{d) Bven given the uncertain status of Opposer’s second application
concermioy THE JOTRCIAL VIEW, 18, Serial #77212172, the scopo of 3eid
application {s Hmited 1o Internations] Clags 038 for “providing e-mall sofifianion
alvpls ol rocem coust decisions o oihers,™ sud Ineenational Class 441 &y
“Providing on-fns pebficatpes in the naters af newspaders, newslatvrs,
magaiines, wud wrticles b the Sald of fovw, clasvified advertining, disploy and toxe
advertismg, law review:, legal oo summaries, festure artioles, surrent svents, sivil
sights, fiuance and banking, commamications, immigeation, education, palitiss,
administrative low, agrionlsre, tnteliostun] property, aniteust, bardroptey, oivl
proondurs, sivil remediss, conyercial tontragts, computer and ferlinolagy,
sondiian gt oy, consitational lew, oritabnd fustics, onrporate aad sharsholsse
law, amployment law, energy and uiilities, sovitanmental law, expan wittess,
ity law, healih, fnmigration, nfernstions! law, lost profite, maritime and
waring, military, products Hability, prosessiov! malpractios, rel and prrsond
propety, secwities lavw, fedoral, state and tooal taxation, sovts 2ued personyl iy,
vatersns, wills, frust and astates, sports, entortainment, arl, government, ,
nmwanee, transportation, business valnation, slternative dizgpote resolution md
Fogal malteny; on-line jommals, weenely, Bloms foxtwring infonmetion on secsnt st
decistons, curent evarts, civl sights, Sinencs and banking, combrmivations,
inunigration, educativn, polities, administative lnw, sgricaitueg, intpllostual
property, iR, benkupty, sivil procsthare, shvll remedios, Soramersal
suniracts, computer and tachaology, conflichy at Jaw, constitational law, oviminal
junties, corporats and sharsholder law, emplovive law, soergy sud wiliities,
cavironmeniad law, oxpert witees, fonlly e, health, imunigration, internetional
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YIEW implies the ptrapective OF the fuficisry. Bndeusers would expect enteely
different serviees based on these mesndngs.

3 & Appliceat and e corporation imowhioh she bolds a matoriiy sinke, Judialdd
Intaliizenoe, Ing, me expectod to sall services bewring the Judiclal Reviow mask, Al
end-users, as idwtifind o BUT-5) above, see axpectod 1o buy or fntend to buy sorviow
heacing the Judiekal Review mark,

B As stated {n 1R (vl above, aomeys are intended to nee the servios
dessriband in HAY, shove,

4, Appdicant was soisly involved in e originstion, clearsnce, sefsction sud adoption of
the Jodicial Review mask o identhfy the seevices cutlined In 1{A) shove. Applicans
ittty spplied for a traderonri for fs o on Febrosey 13, 2007 {ULR. Serigl
FIFLLO085) The teren JUDICTAL BEVIEW was selectad for two ressons:

£33 R eontained the word “fndicial,” whieh was inlcative o8 the underiving judioind
ressarsh facilitated by bev survices, aud

(T o wtated dn TB(TY, the toen JUDICIAL REVIEW sardles 2 specific defiuition,
separate and apart from the defiaitions of Iy songianent terme. UDICTAL REVIEW &
defined i the Oxford Englivh Distionary (for the 1.8} us “review by e Supveene Court
¢f the rovatitutions! validity of & legislutive act” Therefove, fhe Py connotetion of
JUDNCIAL REVIEW ix o refivence t the powst granied to the Judiciary that enforoes a
tlane of power betwean the thres brsovhies of government, Applicant wanted 1o fopty
dhe ohility tr creste such 2 “balanoe of power™ hetwren judges and the atomeys befine
thera through the wee of Applicsut’s serviesy

Applisat condustsd Wwo searchet when apptving for bee wark on Folwuery 18, 2007
sue Ry the exaet e “Judiols] Reviow,” ard o secced for the svact brre STadinial
Intelligencn” The second of thess ryulted fo application U5, Seriat # 773 10383, whick
Wat ghoen s Notios of Allowancs o Novenber S, 2007, No other sssrches ware
ormdiried, and no tecords wers retaingd of those searchies, 75 mo Etive applivationy
appesred in the Tradenserk Sletrondc Search Svetens {TE88) at the tive under slaxe D45,

3. Spplcant frst became aware of Opposer’s use of THE JUTNCIAL VIEW surk s
September 13, 2007 after the apposition papors againet Applicant’s spplication,
Applicant meeived 2 phons eall {o the tuntber Kated in the Applicant's trademark
Spplication) on Septembeer 12, 2007, weking suspicions questions wgading Applicant's
Dusiness aad the nawies of the servives rendorsd, At the tinse, e Applisant was only in
the provess of fendraising for ey compane, and presentations segarding the wature of e
sarvines rendernd hadd boon suoesdingly limbted, Jeading her o muanion whethsr the
wquiry had been prompled by & compeiins who may have soticod her waderaark
avplination. This prompied AppHosmt to sheck on e statug of Ber waderamte application
sr e Trademark Applications and Reguestions Rewieval {TARR) websiio on
Neptagber 12, 2007, and foand that QOpposer bsd Sled an oppsrsidon o the spplicativn,

o TRe&- 807 - 3659
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Agpitennt denies hwving sy prior or additional knowledge of, or luterest in Opposer’s
use or offining of services under THE JUDICIAL VIEW mark,

. Appltean hes no knowhedgs of sy occurrenoss of somal sonfiusion mﬁﬁag(i%m
sonlemporatierts use or otfiuing of (e JUDICTAL REVIEW sk by the Apphicsst and
THE FINCIAL VIEW mark by Qppegen.

T A Neither Aprlicant, nor he conporation In which she holte s sagfority stakey,
hulehal tmellgenes, Inv, hes advortised services sesder the TUDICIAL REVIEW etk in
2 magane or trade journal, but reverves the nght 1o do so in the Sdure,

B, Neither Applicant, nor the sovpaation in which se holds 3 mjority stake,
fusielal Tntelligance, Ine., hes mode trade preventutions, semingr nr westings under the
JUIMCIAL REVIEW mark, hut reserves the tight to do so-in the foturs,

L. Meither Applicant, nor the corporstion fn which she holde = majarity sk,
Fodtivial fosstligance, Tng., hes used the FUDNCIAL REVIEW murk @ oot itself or it
sarvicay waing gy other rodia, Bt resenva the right 1o do so e the fatwra,

8. Applicw is primadily responsible for marketing, sdvertis ing, sades and distriination of
&l gervioss woade or intsnded Sorsals,

8. Neithar Applitant, 8or e oomporation i which she holds & msiority side, Jodiclal
infetigence, Tov. bos sneaged any sovartising agescies, marketing agancies oe pther
tusiness antities © adveaticn or promste Applicant’s services bearing the TUDICIAL
REVIEW wark,

1}, Applicant has ne keowledge of any agrosmmnts atersd foto relating to the
JUDICIAL REVIEW mark,

L Appticant has no knowledgs of any inervien, sty or public opindon polls
periziniag 4y the JUDICIAL REVIEW mark.

B A Applicant has only registersd JUDICIAL REVIEW througls the ewrreng
tradamnsrk spplicaion (U5, Serial 77110266} to the Unitod Stmtes Passnt snd
Trademark Office. Application wes Sled under Savson 1{b} o an intent @ wse basis on
Pebruary 18, 2007, pertaining io Interagtional Class 045 fop backgrosnd fovestigation and
regesreh services and legal servives.

B, Mo gpplications sted in stubpmt “6* ahuve wers shedonsd.

13, Apedioant baw not made any objestions or esiteed lagal provesding sgainst any i
Pasies” wae of wade names, tademarks soovive made or othiey dosignations based on
Applivant®s sights o e JUDICIAL REVIEW mab

b, Arplicant hee no koowdedge of any cijestions made by thivd partios or legsl |
proveadings fatitnted by thind parties agsingt the Applivant, astde frovn Opposer®s

P83
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currant oppesition 10 the JURILIAL BEVIEW wodemeark {Opposition § 31180851,
matled Qoiober 31, 3L

15 The Applisaot had sole responsibility o propering the answers 1o these nsterrogsionies
and dhe eosponst f the conteanporaneonsly served fest oquests for produstion of
oo,

F6 Applicant has no knowiedge of such dncnments.

7. Navs idenddfied so far, but Spplicant ressrves the tight o tain sypert wittessey
gotng forwand

Sundra Nudelmon

151 Seeonlt PR 18
roguling, mai peddle
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Canifinate of Snrvics

Ihereby sortify that s sopy of the Bregoing answer 10 he Uyposer’s Fimst Sat of
Interropstories to Applivant ba bews served by priority mail, postage prepeid, and
fausintile to Arthur K. Shaffer, Tuelisctual Praperty Centor, LLC, 5233 Wasd Parkwsy
Seite 100, Kagsas Clty, MO 84114, this 3™ day of funs, 2008,

‘ ' SANDRA MIDBLMAN
131 Sewall dve, 348
Brookine, Ma 02346
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IN THE UNITED STATES PATENT 4ND TRADEMARK OFFICE BETORE
THE TRADEMARK TRIAL AND APPEAL BOARY

T the matter of appiication
Seclai No: 77110366

n

Filedh February 18, 2007
Apphivent:  Seodes L. Nudelmsy
Aferke AIDICTAL REVIEW

Published:  Suges 14, 2007

{Opposition Wo, $1IEET

MARD VIANELLO,
Cppos,

¥,

SaNDRA NUDEBELMAN,
Spplicany,

Pred Seowe it Pt e Mol rewp ' Pon gl nppt o gy ong o S ep S Sings crng S N ppin apg il Sempgt imgt Mg

FANDRA L NUDELMAN'S ANSWER TO OFPPOSER’S DOCUMENT

Semdrs L. Nudslman {“Nudabman™ o “Applitant™) bereby responds to the
dovuanent reguests fled by Mare Visnelle 'Cloposer™ on February 18, 3007 s Sllavs:

3

v Nesush docwrnents wire identified in the Firet 35t of Spplisent Tntarrogatorias,

2. 190 sueh documents wire identifiad in fhe Fing Set of Applizan: Intarmgatories.

Yo

- Mo such documents were idevtified in e First Sot of Applicant Intwrogsioive,

SR

. Mo such documents wers identified in the First 8¢t of Applicant Stsrregaories,



June 2, 2008

2> T-54&-&0T7-3899 P 12413

Respaotfully m“mﬁt&e{i
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ol \,,&jz.w e
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T3 Sowall Ave. 888
Brookine, MA 02448

Applican




Sertificen of Seevigy

> 1-46-60T-365% P

-3

1 heraby cersify that « copy of the foregolng anvwer to the Cpposer’s Fiust Set of
Document Requests 1 Applinant has beew sarved by pricdity mad], postage prepaid, e
faosimdle W Arthor K. Shatfer, Tnisllectonl Propesty Conter, LILC, 8233 Ward Paskway

aife 100, Kansas City, MO $4114, tids 7 day of Tung, 2008,
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Sandra L. Nudel man

Vol unme: |
Pages: 1 - 110
Exhi bits: 1 - 8

N THE UNI TED STATES PATENT AND TRADEMARK COFFI CE
BEFORE THE TRADEMARK TRI AL AND APPEAL BOARD
In the matter of application
Serial No.: 77/110,266
Filed: February 18, 2007
Applicant: Sandra L. Nudel man
Mark: JUDI Cl AL REVI EW

)

)

)

)

)

) Opposition No.
MARC VI ANELLOQ, ) 91180471

)

)

)

)

)

SANDRA L. NUDELMAN,
Appl i cant .

DEPCSI TI ON OF SANDRA L. NUDELMAN
FRI DAY, AUGUST 29, 2008 - 11:00 AM TO 1:30 P. M
THE McCORMACK FI RM  ONE | NTERNATI ONAL PLACE
BOSTON, MASSACHUSETTS
Reporter: Donna J. Witconb, CSR/ RPR RWVR
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Sandra L. Nudel man

APPEARANCES:

SONNABEND LAW

By Jeffrey Sonnabend, Esquire

600 Prospect Avenue

Brookl yn, New York 11215

(718) 832-8810 JSonnabend@onnabendLaw. com
On behal f of the Qpposer.

SANDRA L. NUDELMAN, PRO SE

131 Sewal | Avenue, #46
Brookl i ne, Massachusetts 02446
sandr anudel man@mai | . com

On behal f of the Applicant.
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3
| NDEX
EXAM NATI ON OF: DI RECT CROSS REDI RECT RECROSS
SANDRA NUDELNMAN
By M. Sonnnabend 4
EXHI BI TS
NO. PAGE
1 Trademark/ Servi ce Mark Application 39

Re: TEAS Plus Application

2 Opposer's First Set of Interrogatories 65
3 Applicant's Response 65
4 Exam ner's Anmendnent 81

Re: The Judicial View
5 Opposer's First Set of Docunent Requests 95
6 Washington University Newsletter Article 101
7 Docunment, Re: Judicial Intelligence 102
"About Us"
8-1 DVD, Copy 1, Re: Contest Presentation 104
8-2 DVD, Copy 2, Re: Contest Presentation 104

*Original exhibits returned to Attorney Sonnabend

and Exhibit No. 8-2 retained by the witness.
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PROCEEDI NGS
SANDRA L. NUDELMAN, havi ng been
satisfactorily identified was duly sworn by the
Notary Public that her testinmony will be the truth,
t he whole truth and nothing but the truth testified
as follows in answer to direct interrogatories by
M. Sonnabend:

Q Thank you for com ng, Ms. Nudel man. Today
this is the deposition of Sandra Nudelman in the
matter of application Serial No. 77/110, 266,
Proceeding No. 91180471 before the Trademark Tri al
And Appeal Board. M. Nudel man, have you ever been
deposed before?

A. No.

Q Let me tell you real quickly what this is
all about and how it works and why it's not really
as scary as people make it out to be. You've just
been sworn in and |'m going to now ask you a series
of questions. You're going to be answering them

pursuant to the oath you just took. The swearing,

t he oath, you've sworn to tell the truth. | don't
want you to answer things you don't know. | don't
want you to offer conjecture or guesses. |f you

don't know the answer to something, that's what you

JONES REPCORTI NG COVPANY
617-451-8900
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should tell me. |f there are any questions | ask
that aren't clear, which there's a possibility,

pl ease |l et me know, | will do everything | can to
clarify them And also being a New Yorker, | tend
to speak too fast so if you don't understand

sonet hing | say because |'ve spoken too fast, please

let me know and | will try to sl ow down.
A Uh- hum
Q Do you have any questions before we start

about how this works or anything?

A Nope.

Q Then let's just jump in. |'d like to
start with just some background, sone easy stuff.
Can you tell me about your education post high
school ?

A. Harvard Col | ege, Harvard Busi ness School .

Q And Harvard Col |l ege, you got a degree from
Harvard Col | ege?

A Yes.

Q What degree was that?

A A Bachel or of Arts.

Q Bachel or of Arts in what field?
A Behavi oral Econom cs.

Q What is Behavioral Econom cs?

JONES REPCORTI NG COVPANY
617-451-8900
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Sandra L. Nudel man

A It's the study of the intersection of

psychol ogy and econom cs.

Q Things |i ke consuner behavior and the

i ke?
A Sort of.
Q Did you get a master's from Harvard

Busi ness School ?

A Master's in Business Adm nistration.
Q An MBA. What year did you get your
A 2007.

Q What about your BA?

A 2003.

Q 2003. And you graduated high schoo

'997?

Yes.

Were you fromthe Boston area?
Long Island, New York.

| think | saw Dix Hills somewhere?

Uh- hum

o »*» 0 *» O »F

| have an old college roommate from
Hills. You graduated fromthe high school in
Hills?

A Home Ec. high school.

Q Where are you living currently?

VBA?

in

Di x
Di x

JONES REPCORTI NG COVPANY
617-451-8900
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Mass.

O O P2 O PO PO PO PO PO >0

>

questions.

Q

131 Sewal | Ave., Apartnment 46, Brookline,

S-E-W - -

S-E-WA-L-L.

Sewal | ?

Ave.

Br ookl i ne?

Yeah, Apartnment 46.

Are you currently enpl oyed?

Yes.

Where are you enpl oyed?

McKenzi e & Conpany.

What does McKenzie & Company do?
Managenent consulting firm
They're a rather large firnf
Yes.

What's your position there?
Associ ate, consultant.

What kind of things do you consult on?

How | do explain that -- strategy

Thi ngs |i ke product positioning, market

eval uati on?

A.

Gowth strategy --

7

JONES REPCORTI NG COVPANY
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Q The areas | mentioned are they --
A Not as nuch. G owth strategy, sone back
of fice operations.

Q What is growth strategy?

A Det erm ning how to pursue a new market.
Q A new market for products and services?
A. Uh- hum

Q You have to answer verbally.

A. Yes, yes. And | do this for financial

servi ces conpani es.

Q VWhat kind of products and services do
t hese financial services conpani es have that you
work with?

A. | concentrate nostly in the payment
sector. So things like unscoured and secured | oans,
soneti mes deposits.

Q Vhen you're hel ping one of your clients
with their growth strategy, does that help include
| ooki ng for new market for their products and
services?

A. In the cases |'ve been involved, they have
generally identified the market they want to | ook at
and | help themsize it and assess it. But it

coul d.

JONES REPCORTI NG COVPANY
617-451-8900
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Q

9
In connection with that market assessment

do you expl ore what demands there mi ght be for the

products and services of the clients?

A.
Q

Yes.

The trademark at issue which we will --

mar ket issue, application market issue which we'l

get intoinalittle nore detail a bit later is

Judi ci al
A.
Q

be used i

correct?
A.
Q
A.
Q

di fferent

Review;, is that correct?
Yes.

(kay, | have the right case then.

Judi cial Review covers -- is going to
n connection with certain services. |'m
Uh- hum

That was a, "yes"?
Yes.
It's all right, depositions are very

from normal conversati on. It takes sonme

time. Are you currently devel oping a business in

connection with the services that will be branded

with the Judicial Review mark?

A.
Q
Vell, let

Yes.
Let's start kind of at the begi nning then.

's -- maybe let's do this first. GCan you

JONES REPCORTI NG COVPANY
617-451-8900
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give me a brief explanation as to what the services10
are?

A Yes, | can.

Q Ckay.

A *I"'mtrying to think of the best way to
describe it. |t is a database of judicial decisions

that allows you to track and trend and find patterns
in judicial decision making. So it renders
statistical data in the fornms of graphs and charts
in an online, on demand format for the user.

MR. SONNABEND: Can you just reread
the answer? | want to make sure that | got the
ri ght buzz words there.

(*Record read as requested)

MR. SONNABEND: Thank you.

Q VWhen did you first have the idea for this

busi ness?

A. Some time around COctober and Novenber of
2006.

Q How did you come to this idea?

A. | was attending a oral argunment on
behalf -- that my nmother was making in Appellate

Court and | asked her sonme questions about her

preparation and realized that her preparation was

JONES REPCORTI NG COVPANY
617-451-8900
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11
i nadequat e and there was a potential market for

sonmet hi ng.

Q Your mother's an attorney?

A Yes.

Q Do you remenber where the oral argument
was?

A Br ookl yn.
|s it federal court or state court, do you
know?

A | don't renmenber.

Q After you had this genesis of an idea in
Cct ober or Novenber of 2006, what was your next
step, what did you do next in connection with
devel oping this service?

A | applied to the business plan contest at
Harvard Busi ness School .

Q Can you explain to ne what this business
pl an contest was, what it involved, what was it
about ?

A. So the business plan contest is an
academ ¢ exercise where everyone submts a business
pl an and presentation to a closed group of judges
who are ostensibly under confidentiality. And

they're rated by those judges and soneone wi ns.

JONES REPCORTI NG COVPANY
617-451-8900
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12
Q Vhat do you win, what does the winner win?
A Cash pri ze.
Q So in connection with the Harvard Busi ness

Pl an Contest you subnmitted a business plan?

A. Uh- hum

Q At the time you submitted the business
pl an had you already cone up with the mark, Judici al
Revi ew?

A. At that tinme | had, yes.

Q Do you remenber when you came up with the
mar k, Judicial Review?

A. | believe | first thought of them when |
was coming up with the business idea, but | didn't
bother to file because | wasn't sure whether it was

sonething | was going to pursue. So in terms of

actual filing date, that was sonetine in February of
2007.

Q | want to understand about the business
pl an, the actual document -- well, let me ask that

question. The business plan is a docunment, correct?

A Yes.

Q And you created one yourself for the
contest ?

A. Uh- hum

JONES REPCORTI NG COVPANY
617-451-8900
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Q That was a, "yes"? "

A Yes.

Q In the business plan does it talk in part
about the mark, Judicial Review?

A It doesn't talk about it as a mark. |
brought up different nanmes for the product.

Q Names of the product. In your
under st andi ng how does a nanme of a product differ
froma mark if at all?

A At that point | was purely doing an
academ c exercise and | was filing nore for the
purposes -- | wasn't sure that | was taking the
busi ness idea seriously. | didn't know how it would

be perceived and | was using the business plan
contest as a way to gauge whet her there was a nmarket
and there was interest in this idea. And so | filed
the mark simultaneously with filing the business

pl an, so that | could be able to say that | had
filed some sort of intellectual property.

Q Ckay, let me make sure | understand the
answer. |In your viewis the name of a product
different froma mark?

A. | "' m guessing that's a | egal definition

that | don't know.
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Q
nane "Judi

A.

14
ls it fair to call your offering under the

cial Review' a product?

You could call it a tool and I would guess

a tool could be construed as either a product or

servi ce.
Q
servi ce.
A.
Q

So it has aspects of both product and

Uh- hum
Ckay, in the business plan though, to get

back to the actual document, you do mention the nane

"Judi ci al
A.
Q
pl an?
A.
cont est ?
Q
A.
Q
produced i

believe it

Revi ew," correct?
| believe | did.

Do you still have a copy of the business

The one | submitted to the business plan

Correct.

| believe | do.

As far as | understand that was not

n response to the docunment requests and |

falls under the request. So |'mgoing to

request here on the record that we get a copy of

t hat .
A.

Portions of that are confidential and have
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trade secrets and so that would have to be redact ed.

Q Vll, we can talk about that. Certainly I
don't want to turn over any confidential or
sensitive information to the other side. GCenerally
speaking, we can enter into a confidentiality
agreenent. W can tailor it so that things are
prot ected when docunents are very sensitive, which
as | mentioned you deemthis to be. That's fine, we
can make those portions or the whol e docunent
"Attorneys' Eyes Only," so |I'd be able to see it and
counsel in Mssouri would be able to see it, but the
client would not see it.

And to the extent it was entered into
t he proceedings it's done so under all kinds of
rules to make sure that only judges see it and no
one el se basically. W can get that set up. Just
to be clear |'"mgoing to request that business plan.
| do request that business plan.

| take it fromyour answer, if |
understood correctly, that there m ght have been
sone business plans later -- there was a business
plan for the contest, correct?

A. Uh- hum

Q And then were there subsequent revisions
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of the business plan?
A. Yes.
Q Those al so di scussed the product and the

mar k, Judicial Review?

A Those do not include the name "Judi ci al
Review." So I did not use the name "Judici al
Revi ew" after the business plan contest.

Q Underst ood. So the subsequent revision
t hey tal k about the product that you intend to brand
with the name "Judicial Review'?

A Yes.

Q So I'mgoing to request those as well.

And, again, you can get in touch with either me or
the counsel for -- or M. Shaffer, | should call him
by name, to work out a confidentiality agreenent

that you're comfortable with before this closes.

But we should get that going as soon as possible.

W have sone limts tine wise that the Board has put
i n pl ace.

A. | would assume that the confidentiality
agreenment woul d i nclude some sort of nonconpete as
wel | ?

Q Yes, we can hit all those terms, but it

never gets into his hands. But, yes, both Shaffer
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and -- all counsel involved will be ethically bann;g
to otherwi se not conpete, yes, absolutely.
| n connection with the contest, did
you do any kind of market study?
A VWhat do you nmean by "market study"?
Q Vell, et me throw that back at you. The

term "market study" is generally a termthat | think
a busi ness consultant m ght come across, yes?

A There are multiple definitions for what
you woul d nean.

Q Ckay, under any of the definitions that
you commonly use -- strike it, let me ask it this
way. Did you do anything in connection with the
busi ness plan under the contest that you considered
a market study?

A. | researched other conpetitors who offered
simlar types of products. | tried to understand in
general who the major players were in |egal
services. | tried to understand the major
customers' needs.

Q Vhat conpetitors did you research during
this time?

A. The major ones. So Wilters Kluwer, Reed

El sevier, Thonson.
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Q Thonmson is -- you have to wait. Thomson18
is Westl aw?

A Vst | aw.

Q Reed El sevier is Lexis.

A. Westlaw is Loislaw -- no, sorry, Wlters
Kluwer is -- yes, Wilters Kluwer is Loislaw.

Q Right. |'mnot even famliar with
Loislaw. It must be a state | aw thing.

A It's federal.

Q ls it?

A It's a simlar service to Westlaw, Lexis.

Q |'"mvery brand loyal. |'ma Wstlaw guy.

You call them conpetitors, these

are -- Westlaw s a publisher, Lexis is a publisher?

A. They have nultiple products, so portions
of their platforms could be construed for uses

simlar to what ny product would be used for.

Q Whi ch portions of their platforms would
t hat be?
A Specifically I -- | don't remenber the

exact nanes but the portions that are tailored for
litigators to research judicial backgrounds.
Q So Westlaw has a product, if | understand

your testinony correctly, Westlaw has a product that
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allows its custonmers to research judici al e
backgr ounds?

A. Vell, in theory you could go and search a
judge's name and bring up all of their cases and
read through all of their cases.

Q Ckay, understood. So their case | aw
dat abase conpetes at sone level with your product,
if | understand correctly?

A. It's a very poor conpetitor, but it is a
conpeting offer.

Q Ckay, understood, understood. And Lexis,
| guess, is the sanme thing; they have a case | aw
dat abase as well, so the same applies for Lexis?

A. Yes, and a biography of the judge.

Q Ckay, understood. So let me see -- so by

publ i shing this database of judges' biographies, the
dat abase of decisions, etc., Westlaw is a
conpetitor, albeit a poor one, with your product
branded under the Judicial Review name?

A Yes.

Q When you did these studies of these
conmpetitors, did you produce any witten work
product? Were there market study reports or

conmpetitor reports or anything you did?

JONES REPCORTI NG COVPANY
617-451-8900




© O 00 N O O A~ L0 NN =

A WO N =2 O ©O© 00O N OO Ok NdN =

Sandra L. Nudel man

20
A It's all part of the business plan.

Q It's all in the business plan.
|s a market analysis different froma
market study or am | totally mangling ternms of art
here?
A. | would consider a market analysis to be
nmore quantitative, so in terms of sizing demand.
Q Okay, did you do a market analysis in

connection with your business plan?

A Yes.

Q Was there a witten product for that?
A. It's in the business plan.

Q So there were never separate docunents

prepared for the market study or the market
anal ysi s?

A. No.

Q |"m correct that there were no other
document s?

A There were no ot her docunents.

Q I n perform ng your market study and your
mar ket anal ysis, did you generate any worKing
docunment s, notes, spreadsheets or the like?

A. Probably, but | never really kept interim

work product. Everything -- | tried to keep
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everything in a version of the business plan. 3
Q Under st ood. Have you kept multiple
versions of the business plan?
A | used to but | had a hard drive that died

and so a | ot of those have been discarded.
Q Ckay, to the extent that you have multiple
revisions | request the revisions as well. You used

the termbefore, if | understood correctly, the term
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"l egal services" to refer to the field in which

West |l aw and Lexis operated; am | correct?

A Yes.

Q s it the legal services industry, what is
| egal services?

A So "legal services" is a broad industry
definition for all those conpanies.

Q Does your product fall in the |egal
services industry rubric as well?

A Yes.

Q VWhat's the current state of devel opnent of

your product?

A. W have a prototype that is operational
and devel opnment is conti nuing.

Q And devel opnent is continuing?

A Devel opment is continuing.
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Q You have software developers witing the
software for you?
A. | had one who was working for nme but she's

goi ng back to school soon so...

Q Who is that?

A. Elli Lobach.

Q Do you have the spelling of her name?

A. E-L-L-1, Lobach, L-O-B-A-GCH

Q And she's located in the U S.?

A Yes.

Q Have you filed any patent applications to
cover the product?

A. No.

Q Have you fil ed any provisional

applications to cover the product?

A. No.

Q Have you spoken to any attorneys about
filing an application?

A Yes.

Q VWhen did you speak to an attorney about
t hat ?

A As part of the business plan contest there
was an attorney who came to canpus. | don't even

recall his nane.
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Q But you never actually filed an =
application?

A. No.

Q Did you ever tell anyone you filed an
application?

A. No.

Q You had a Del aware corporation?

A | had one.

Q And it's no longer --

A. | had to dissolve it because of ny current
enpl oyment at McKenzie. They do not allow me to
have a permanent position on a board of directors.

Q Are you on the business side as opposed to
t he product devel opment side? Are you stil
actively devel opi ng your business?

A. | am self funded so | amattenpting to
devel op my business at this point.

Q How active would you say you are right now
in this business?

A Getting nore active. So the nmore | -- ny
savi ngs account grows the nmore active | becone.

Q | know that feeling. | take it then for a

whil e things were devel oping -- devel opment of the

busi ness was sl ow?
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A. It goes on and off depending on ny =
finances.

Q Understood. Did you at any tine have a
board in connection with the Del aware corporation?

A Yes.

Q Who was on the board?

A. Me.

Q Smal | board.

A Yes, | think Elli may have been on the
board. | don't remenber.

Q | imagine there was very little infighting
on the board?

A. Vell, there was but it was just between
mysel f and |.

Q Did you ever have -- | don't know if the
right word is a board of advisers or group of
advi sers?

A Not official.

Q Did you have an unofficial group of
advi sers?

A | had people | consulted on a one op.
basi s.

Q Are you presently seeking private funding?

A Today? No, in the next few nonths, yes, |
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amgoing to try again. The market environnent is
not very good.

Q Yes, | agree with that. Up until now have

you made any pushes to get funding for the product?
A | did make a push after the business plan
cont est, yes.
Q Did you contact people in connection with
this push for funding?
A Yes, there was a contest at a | ocal
venture capital firmcalled Hi ghland Capital
Part ners.

Q Hi ghl and Capital Partners?

A Yes.

Q And they had a contest?

A Yes.

Q They're a VC firmand they had a contest?

A Yes. And | incubated there for a few
nmont hs.

Q | al ways t hought that was a strange

phrase. When you say you intubated there for a few
nont hs, can you expl ain what you nean by that?

A They gave nme office space, advice as
needed. Just -- and they gave ne noney in order --

not directly to the conmpany but just to me to fund
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me in devel oping the idea. =

Q Understood. Did you have a particul ar
mentor there or mentors?

A. | had someone who was assigned to ne | met
with tw ce.

Q Do you remenber who that was?

A Peter Bell.

Q Peter Bell?

A Yeah.

Q B-E-L-L?

A Yeah.

Q | s Hi ghland Capital Partners still in
exi st ence?

A | believe so.

Q Where are they | ocated?

A | should know that. | don't remenber the
exact town. It's near Walthamor it mght be in
Val t ham

Q Up here, though?

A Yeah.

Q So says the New Yorker.
You i ncubated Hi ghland Capital
Part ners after the Harvard Busi ness Pl an contest,

yes?
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A Yes.

Q Do you know roughly nmonth and year that
you started i ncubating there?

A Roughly it would have been June "07 to --
t hrough August ' 07.

Q And why did you | eave?

A. It was a summer program

Q Did you ever prepare any prospectus or
simlar docunents in connection with the funding
drive?

A The business plan, same plan. Everything
is in one docunent. | try to keep organized.

Q Let's dive into the product a little nore,
the product -- the Judicial Review product. And |et

meet start by asking a question, and nake sure |'m
using the right termnology. I|f | say the "Judici al
Revi ew product,"” do you understand that to nean the
product, slash, service that you described earlier
in connection with the -- let ne get the right
wordi ng here -- connection with the tracking and the
trending, the finding of patterns in judicial
deci si on maki ng?

A Yes, that's fine.

Q So the Judicial Review product, was there
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a problem was there sonething | acking in what

Westlaw, for instance, or Lexis provided that the
Judi ci al Review product does? Was there a shortfal
that it solves, a problemthat it solves?

A Yes.

Q What is that?

A They don't provide statistical
quantitative anal yses of these patterns. The
attorney has to find themthensel ves.

Q You' re using sone kind of statistical
anal ysis on data pulled froma review of the
judicial record?

A. So it's data created by reviewi ng the
judicial record that is then statistically analyzed.

Q Ckay, so you start with the review of the

judicial record, yes?

A Yes.

Q You pull out certain data points?

A. Uh- hum

Q "Yes" ?

A Yes.

Q And then you perform statistical anal yses

on these data points?

A. Yes.

JONES REPCORTI NG COVPANY
617-451-8900




© O 00 N O O A~ L0 NN =

A WO N =2 O ©O© 00O N OO Ok NdN =

Sandra L. Nudel man

29
Q In order to determ ne whether there are

trends in the judicial decision making on a
j udge- by-judge basis?

A. Yes. O jurisdiction by jurisdiction
basi s.

Q | take it that, fromyour earlier
testinony, that an attorney if he were so inclined,
so notivated, could review the judicial record that
exists in the Westl aw database; is that correct?

A They coul d.

Q And an attorney could performa judicial

review of the database that Lexis has; is that

correct?
A Yes.
Q And there was a third conpany?
A Wl ters Kluwer.
Q Vel ter?
A Wl ters Kluwer.

Q So an attorney could do a judicial review
of the database that Wil ters Kluwer has if they were
nmoti vated?

A |f they were notivated and had the tine
and their client had the noney.

Q Understood. Do you think there's a |ot of
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demand for the product, the Judicial Review product?
A. | believe there is, yes.

Q Can you describe, can you characterize for

us and for the Board what that demand is?

A. The demand is for -- in high value
litigation.

Q Who woul d be the demanders?

A Most |ikely corporate clients and then

because of that their attorneys.

Q It's basically a litigators' tool,
correct?

A Yes.

Q Did your business plan discuss any

specifics about rolling out the product and where
you would -- who you would target first or
subsectors of the market you would target first;
t hat kind of thing?

A Yes.

Q What did it talk about in that regard?

A. W would target | awers at corporations
first to generate demand at | arger corporate firns
that do litigation second.

Q So in house counsel first?

A. Uh- hum
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Q And then large law -- 7

A. Large external counsel as pull-through
demand.

Q Pul | -t hrough demand?

A ( Nods head)

Q Sometimes | think the MBA vernacular is as

foreign to a patent attorney as patent vernacul ar
must be to an MBA student. "Pull-through demand, "
okay. Large external counsel as a pull-through
demand mar ket .

A. Uh- hum

Q Do you have a characterization or
quanti zation of what a large external firmis as to
a large firm is there a cutoff that you have, for
i nstance?

A | went back and forth on this a lot. |
think -- | don't remenber where | ended up in the
nost current version of the business plan but ny
i ntuition now says somet hing around -- you know,
more than 250 attorneys is a large firm

Q And at any time did you have a different
definition?

A It may have gone down as |ow as 50 but

that would be in secondary and tertiary phases of
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roll out.

Q Did you ever analyze or did you ever come
to a conclusion as to what the total narket woul d be

for, say, law firns, 50 or nore attorneys?

A. So in that inter-- so 50 or nore total ?
Q Ri ght .
A. Yes, probably in several hundred mllion

dollars if done appropriately.

Q Ckay, that sounds like a reasonabl e size
mar ket .

A Yeah.

Q Did you do the same thing for in-house

general counsel ?

A | assumed that the in-house counsel would
be receiving their reports through their external
counsel. So it's a single -- single paynent.

Q Does the Judicial Review product publish

information to attorneys?

A. No.
Q |t provides information to attorneys?
A. Yes, in an on-demand fashion. So in the

sanme way that in Westlaw you type in a word to
search and based on the word you search different

i nformation comes up; that is how it works.

JONES REPCORTI NG COVPANY
617-451-8900




© O 00 N O O A~ L0 NN =

A WO N =2 O ©O© 00O N OO Ok NdN =

Sandra L. Nudel man

Q | s the Judicial Review product -- strike33
that, let me ask it this way. Let's back up. The
conpany that you had formed, was that Judici al
Intelligence?

A Yes.

Q Sounds |ike a nazi want to be, but |
shouldn't say that on the record. All right,
Judicial Intelligence was the business or the -- was

t he i ntended business of Judicial Intelligence a
consul ting busi ness?

A. No.

Q How woul d you characterize the intended
busi ness of Judicial Intelligence?

A. It's the holding conmpany for the product
t hat we have previously defined as Judicial Review.

Q s it unfair to characterize it as
judicial consulting?

A It is unfair in the sense that we would
not be doing any specific consulting work. W would
provide information that an attorney could interpret
for themsel ves.

Q kay, | see. | see. So it differs from
say, trial consulting?

A. Yes.
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Q And | take it that you're famliar with >
trial consulting at least in a general sense?

A Yes.

Q Vhat's your understanding, just so I'm
sure we're on the sane page, as to what trial
consul ting conprises?

A. So my understanding of trial consulting is

that there's really two forms: You have jury

consul tants who can come in and can give
psychographic profiling, in other words, to sel ect
specific jurors generally, | guess, for crimnal
cases. And you al so have sonetinmes expert wi tnesses
that are pulled in for these conpanies that are
called "trial consulting firms" and so providing
expert witness testinony.

VWhat is -- you said "psychographic"?

And | guess denographic profiling.

o > O

What is psychographic profiling?

A. So trying to -- using the denmographics and
the information you have about that juror, potential
juror, trying to ascertain how you think that person
woul d deci de and potentially get themthrown out if
you don't think that they would be fair for your

client.
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Q Ckay.

A. At least that's ny understanding of how it
wor ks.

Q Okay, fair enough. The Judicial Review
product would provide information to attorneys to
help them start form ng the psychographic profile of
a judge, for instance; is that fair to say?

A It's different. Jury consulting relies
purely on a couple of pieces of data about ZIP codes
and i ncone and education level and then tries to
ascertain what that person will decide. This is
based purely on the judge's previous decision
hi st ory and cases.

Q Okay, but you provide that information
t hat you just mentioned to attorneys; that's what
t he Judicial Review product does?

A Yes.

Q Ckay, and in your opinion is there a
di fference between providing information and
publ i shing information?

A. Yes, because publishing information is
i nherently static. So, for exanple, the New York
Ti mes publishes an article, it goes on line; that is

the article. \hereas providing information -- the
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information is different for any user that tries to
pull it. |[|t's conpletely custom zed.

Q So the difference is a level of

custom zation of the information given; aml
under standing correctly?

A. So, for exanple, would you consider CGoogle
a publisher?

Q Vell, et me ask you that question. Wuld
you consi der Google a publisher?

A No, not unless -- no.

Q | f Google created customreports and
provided those to its custoners, would you consider
it a publisher?

A |f the reports are static and provided to
nore t han one custoner, yes, they would be a
publisher. So if I'mcreating an article and
handing it out to five people; that's a publisher.

Q You if you create an article and hand it
out to one person, in your opinion are you not a
publ i sher ?

A. | suppose you woul d be.

Q Vhat nmakes a report static versus,
suppose, dynam c? Let nme just ask this, strike

that. VWhat makes a report in your opinion static?
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A. That there are no dynam -- that there's no

flexibility toit, there's no dynamcism So, for
exanple, we're using an online format that, you
know, basically displays statistical information.

It has tic marks and the user can custom ze the way
that chart |ooks and the information that's being
pulled right then and there. So the chart is very
unlikely to ever |ook the same way twice to that
user or to anyone else unless they do the exact sane
search pattern.

Q Ckay. | take it, based on your testinony,
you're fairly well famliar with Wstlaw s services
and Lexis' services; is that correct?

A Yes.

Q | n your opinion does Westl aw publish any
static content?

A. Vell, their bound books are certainly
static.

Q Fai r enough.

A. Their bound copies are certainly static.

Q How about in their online offerings?

A Yes, because the case law you're pulling
is always the same. So if |I'msearching for a

specific decision froma specific date, whether |
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pull it today or you pull it today or | pull it a
week from now or you pull it a week fromnow it's
going to | ook exactly the same. |t's not updated

continuously and it's sonething that is very likely
to | ook the same to everyone.

Q | n your understanding of the market, is
demand driven by the static versus dynamc
differential ?

A Yes.

Q Can you explain how?

A. Peopl e want to know that their decision --
or their -- the decision criteria they're using is

conmpletely up to date.

Q Running a search on Westlaw on a topic
will provide that, correct?
A In theory, yes. But the amount of time it

woul d take to absorb all of that information maybe
is not feasible froma usability perspective.

Q I n the absence of your product being on
the market, the Judicial Review product, if an
attorney has the resources, | take it that he can go
to Westl aw and run a search on the Wstl| aw dat abase,
pull the information fromthe Wstl| aw dat abase, and

crunch the nunbers, again, if he has the resources;
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am | correct, is that accurate?

A. He could and woul d be doing a great
di sservice to his client because it would take
t housands of hours.

Q Fai r enough. Fair enough.

MR. SONNABEND: Let's mark as Exhi bit
1 a TEAS Plus application for Serial #77110266,
filing date February 18, 2007.

(Docunent marked as Exhibit No. 1
for identification.)

Q | " m going to hand you what's been marked
as Exhibit No. 1. Take as nuch tinme as you need
just to famliarize yourself just generally with the
docunent. And when you' ve done that the first
question |I'mgoing to ask you is: Does this
docunent ook famliar to you, do you recognize it?

A Yes.

Q What is Exhibit No. 17

A. This is the trademark application |
submtted for the mark Judicial Review.

Q VWho prepared the application?

A. | did.

Q Did anyone help you prepare the

application?
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A. No.
Q Do you remenber when you prepared the
application?
A. Must have been the same day that | filed
it. So February 18th.
Q Are you famliar with the phrase "I.D." as

it's used in connection with a trademark
application?

A. No.

Q Are you famliar with the phrase "Goods
and Services" as it's used in connection with a
trademark application?

A It sounds vaguely fam liar.

Q Do you see about two-thirds of the way
down the first page a heading, "Goods And/ O
Services And Basis Information"?

A Yes.

Q Under that do you see an entry that says,
"Description"?

A Yes.

Q VWhat is your understanding of what that
field is, what information do you understand that to
be asking for?

A. | " m guessing that that was what you
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mentioned i s goods and services.

Q Do you know substantively what is being
requested of you for that field?

A. | believe so, yes.

Q What ' s your under st andi ng?

A A description of the goods and services
that the mark is intended to provide.

Q Did you fill in the information that
appears next to, "Description"?

A Yes.

Q Just for the record I'Il read it:
"Background investigation and research services;
Legal services." Did | read that correctly?

A Yes.

Q VWhat is background investigation -- strike
that. Let me ask this. [|'mnot clear about the
conjunction "and," is it background investigation
services and research services or is it research
background and investigation services; is it two
separate services or is it one service there?

A You m ght want to ask the Trademark Board
because that was one of the prefabricated itenms in
t he application.

Q It was. So this you took fromthe |.D.
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manual - -
A Yes.
Q -- fromthe list of approved --
A Yes.

Q VWhat did you understand that to mean when
you picked that fromthe list?

A. That it was any service that allowed you
to better understand someone's background.

Q Did you disclose to the Trademark O fice
anywhere in this application that the background
t hat you woul d be searching was background for the

judiciary?

A. (Wtness perusing document.)
Q Take as much tinme as you need to | ook
t hrough it.
A. | don't believe that was requested in the

appl i cati on.

Q So if | understand correctly you did not
di sclose to the Trademark Office in this application
that you will be doing judicial background review
under the mark; is that correct?

A | don't know if there was -- | don't
remenber if there's anything else that | subnmtted

in addition to this application.
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Q Sitting here today do you recal

di sclosing that information to the Trademark O fice?
A | don't remenber.
Q Do you think that information is rel evant
to the Trademark Office's review of your

application?

A. | don't know.
Q Let's | ook at the second of the two
descriptions. You have, "legal services." \Vhat is

your understanding of what that means as used in the
description field?

A Services provided to | awyers or services
provided by lawyers to their clients.

Q So it's not |legal services as in providing
| egal counsel ?

A. Under the broadest definition you could
construe it that way but it also incorporates any
services to | awyers.

Q So as you used it in this application you
didn't intend it to nean being a | awyer?

No.
Correct ?

You are correct.

o 2 O PF

Do you see under "Description" it says,
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"Filing Basis"?

A. Yes.
Q Do you have an understandi ng of what that

That is the basis under which | filed.
And what basis did you file under?
Under Section 1(b).

VWi ch nmeans what to you?

> 0 > O »F

According to the page in the exhibit, it
says: |f the applicant is filing under Section
1(b), intent to use, the applicant declares that it
has a bona fide intention to use or use through the
applicant's rel ated conpany or licensee the mark in
comrerce or in connection with the identified goods
and services.

Q And t hat was your understanding of what it
meant to file this as a 1(b) application?

A Yes.

Q At the time you filed this back in
February of '07 when did you intend to start using
the mark?

A. After graduation.

Q Ckay, let me make sure |'mclear, because

"after graduation" | suppose could mean any tine
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bet ween now and the time my grandchildren graduate.

Let's narrow it down. Vhen you say "after
graduation" | take it you nmean shortly after
graduati on?

A. Once | began working on it full tinme.

Q After you graduated from Harvard with your
VBA?
Uh- hum
Whi ch was what 2007, you said, right?
Uh- hum

> O P2

Q Let me ask just to clear up dates, you

graduated -- you got your MBA from Harvard Business
School in the spring of '077

A June of '07.

Q So after you graduated with your NMBA from
Harvard Busi ness School in June of 2007 did you --
we know you went that sunmmer to the venture
capitalist, right?

A. Uh- hum

Q After you left the venture capitalist in
August of '07, did you continue working actively on
t he Judicial Review product?

A Yes.
Q I n August of '07 -- strike that, let nme
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ask this: At what point did you go to work, and |

apologize if | asked this before, at what point did
you start working at MKenzie?

A January of '08.

Q From August of '07 to January of '08 did
you have any ot her enploynent?

A No, | was working full tinme on Judici al
Intelligence and Judici al Review.

Q So from graduation or before your
graduation from Harvard Busi ness School through the
time you started at MKenzie you were actively
wor Ki ng on Judi ci al Revi ew?

A VWll, at the time we were calling it
"Judicial Intelligence" but, yes.

Q At that time you were working on the
Judi ci al Revi ew product ?

A But we were just calling the conpany
"Judicial Intelligence" and we weren't referring to
t he product.

Q Ckay, understood. | take it from your
testinmony that at some point you pulled back the
active devel opnment of the Judicial Review product;
is that correct?

A. Yes.
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Q Did you ever conpletely cease your

activities, your devel opnment activities of Judicial
Revi ew?

A. No.

Q What was the nadir, the low point, in
ternms of anount of activity in connection with the
Judi ci al Revi ew product ?

A Do you nean the time or a description?

Q You tell ne. Wis there a point, |ooking
back now, that you would say for X anpunt of tine |
was doing alnmost nothing on this or very little
or --

A It's kind of a consistent buzz since
January.

Q Si nce January of '08?

A. Ri ght .

Q You' ve been working on it consistently

al t hough | evel s of how much you were working on it

changed?
A It's not full tine anynore. G(Can't be.
Q Under st ood, we have to eat.
A Yeah.
Q Do you still intend to bring this to

mar ket ?
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A. Yes.

Q Do you still intend to use the Judicial
Revi ew mar k?

A. Yes, as long as this goes away.

Q Let me ask you this question. |In your
under st andi ng does a federal trademark registration
give you the right to use the mark and register it?

A. That sounds |ike a |legal question so |
don't know.

Q You have no under st andi ng?

A. My understanding is you probably could use
any word you want and any mark you want as |ong as
you don't get sued.

Q The reason | ask is if you still intend to
use the Judicial Review mark depending on the
out cone of this proceedi ng?

A Yes.

Q I n your understanding if this proceeding
ends favorably to you, do you understand that that

gives you the right to use the mark?

A. | assume so.
Q Let me ask you sone questions about the
mark itself. How did you come up with the nane

"Judi ci al BReview'?
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A. *1 envisioned the use of nmy product be

sonmet hing that could be used to be a check and
bal ance against the judiciary and judicial review,
that is the definition of it.

MR. SONNABEND: Can | have that
answer back again, please?

(*Record read as requested)

Q So Judicial Reviewis the definition of
t he process of --

A Judicial Reviewis the ability of the
judiciary to have checks and bal ances on the other
branches of the government. So inherently it brings
about the sensitive checks and balances in the
system

Q The definition of judicial reviewin
connection with your product, that's a sort of

judicial review of the judiciary?

A | didn't understand that.
Q |'"mnot sure | did either. So let's
strike that.
|'"'mtrying to understand -- you chose

t he name "Judicial Review' because the definition of
"judicial review' is a sort of checks and bal ances

that the judicial branch asserts over the other
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branches; is that correct? >0
A. Uh- hum
Q How does that relate to your product |
guess is the sinpler question?
A | view nmy product as also creating a check

and bal ance on the judiciary.

Q So it's sort of a judicial review, in
quot es, of the judiciary?

A. | guess you could say that.

Q Your product, the Judicial Review product,
reviews judicial records; you testified to that

earlier, is that correct?

A Yes.

Q Let's take each of the two words
separately. Starting with the word "judicial," does
t hat descri be an aspect of your product?

A It -- having to do with the judiciary.

Q | just want to be clear, so the answer is,
"yes"?

A Yes

Q Ckay. How about the word "review," your

process includes or your product under the hood, so
to speak, reviews the judicial record; that's

correct, yes?
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A. It aggregates a judicial record and '
creates a statistical analysis.

Q And that's done through a review of the
record as you testified to earlier, correct?

A. It's done by a machine, so | don't know if
you' d call it -- yes, sure.

Q |s it fair to say then that the Judicial

Revi ew product is a product that undertakes a review

of sorts?
A It depends how you define "review "
Q Ckay.
A. | don't think so because, you know, a

review of a showtries to pass judgnment on a show.

Q | see.

A. *We're not passing judgnent on a judge.
|"mnot taking a perspective on a particular judge.
| " mjust aggregating information and publish -- |
guess |'m publishing the information statistically.

Q Under st ood, okay.

MR. SONNABEND: Can | ask you to read
back the last answer? | was talking over her and |
want to make sure | got it.

(*Record read as requested)

Q | understand the issue you had with the
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word "review," certainly | didn't mean it as a .
critique in that sense as in review of a Broadway
play. | jotted down a definition for "review' --
why | did that, |'mnot sure, but | did -- fromthe

American Heritage Dictionary: To look at or to

wat ch, verb. Exami nation or an inspection as a
noun. Wuld you agree that those are fairly common
definitions for "review'?

A. "Il have to rely on the fact that that's
the definition, yes.

Q Yes, and |'m not asking you to confirm
that's what the Anmerican Heritage Dictionary says,
but would you agree just in your understandi ng of
English that if | said that a "view' is an
exam nation and inspection, that that's at |east one
definition for word "view' as a noun?

A "Revi ew' you mean.

Q No -- right, so let's strike that. Let's
back up. "Review," a reexam nation or
reconsideration. Wuld you agree that that's a fair

definition at | east of one context of the word

"review'?
A. Yes.
Q And as far as a verb it's fair to say that

JONES REPCORTI NG COVPANY
617-451-8900




©c ©O© oo N oo s~ L0 N =

[, I L I ) N o T N I S S S N T T Y S SR
A W0 N =2 O O 00O N O BAA WO NN =

Sandra L. Nudel man

53
"review' is to |ook over or study or exam ne again?

A. Yes.

Q Under that definition that we just talked
about, | don't knowif | totally clouded things up,
under those common definitions would you say that
t he Judici al Review product undertakes a review of
the judicial record?

A So you have to differentiate between the
engi ne of what is done prior to giving the product
to the customer. So in the background we are

reviewi ng the judicial record, but the product

itself -- what is given to custonmers is not a
revi ew.
Q It's a report based on a statistical

anal ysis that's based on data pulled fromthe
revi ew?
A Was one of the words there you used

sonet hing |i ke exan nati on.

Q Yes.
A Actually, can you just read it again?
Q Sure, and you and | maybe can agree on a

definition that we agree, leaving the Anmerican
Heritage aside.
A Yeah.
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Q Review. To | ook over, study or exam ne

agai n.

A. Yeah, see, ny issue with the definition as
to describe our process is that in reality the data
being pulled it's automated. So you have these
deci sions and records and it's not as though a
person is going in and | ooking at anything or
exam ning anything. There's specific fields that
are pulled into a database which is then
statistically anal yzed.

Q So let's start with a definition. [|f |
handed you, and | may have done this already with
Exhibit 1, if | handed you a document and said take
a noment and review this, what would you under st and
me to be instructing you to do?

A. To read through it and conprehend it.

Q And is it safe to say, is it fair to say
that in some sense your conputer algorithm your
conput er program does that with the judicial record?

A | don't know.

Q Does "judicial review," the phrase, does
it describe, do you think, the Judicial Review
pr oduct ?

A. | think it has interesting connotations
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that makes it good for marketing the product. | %
don't think it's a definite description of it. It
woul d be a better description of a newspaper
publication, |ike the National Review.

Q Do you think that your customers wil
understand that the results they get, work product
that they get fromthe Judicial Review product is
the result of a review of the judicial record or
results froma review of the judicial record?

A. | don't know; that's for themto figure
out for thensel ves.

Q Vell, when you market it to them-- in
your plans to market it to themw Il you explain to

t hem t hat you have an al gorithmthat goes through
and reviews the judicial record?

A | think | just have a problemwi th the
word "review' because it's the algorithm pulls down
data into a database, then runs statistical analyses
onit. It's not areview, it's a statistical
anal ysi s.

Q Do you think it's inmportant for custoners
to know, your potential custoners, to know that your
product bases the work product on substance of the

judicial record?
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A. Of course.

Q You testified earlier that the -- an
attorney if he had the resources and wanted to waste
his client's noney could do the same thing through
t he West| aw dat abase t hrough brute force; am|
characterizing your testinony fairly?

A In some cases he could do it. |In sone
cases it would be humanly i npossible.

Q And in the cases that he could do it, even
t hough it's a nmonumental task, he would be required
to review the judicial records that he pulls down;
is that correct?

A. He could or if he was smart enough he
could also figure out a way to downl oad the data the
way we do and parse it.

Q But he could do the sanme thing by
reviewing the judicial record; is that correct?

A ( Pause)

Q Through brute force, perhaps?

A By reading through all of the docunents,
creating quantitative coding of those docunents,

i nputting those codes into a database and then
runni ng an analysis he could do it.

Q W' ve been going for a little over an
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hour. | don't know if you want to take a break? !

A. No, |'mfine.

Q Are you famliar with the term "trade
channel" or "channel of trade"?

A Not the precise definition.

Q Have you heard the phrase before, either
of those two phrases?

A Possibly but | don't have a clear sense of
the definition.

Q How about "field of a product"; does that

mean anything to you?

A. Not beyond a | ayperson definition.

Q I n the business consulting world, in the
vernacul ar you're famliar with, confortable with
professionally, is there a termthat is used to
descri be the boundaries of a market for a product?

A. "Scope," the scope of a product.

Q I n that context does the scope of a
product include how the product nmakes its way to
mar ket ?

A. No, that's sonething different.

Q Does scope of the product cover how the
consumer obtains the product?

A. No.
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|s there a termfor that?
| guess it would be channel, "channel to
(kay, "channel to market." So that we're

that the record's clear, how would you

defi ne "channel to market"?

A.
Q

"channel

Are you asking how would | market this?
No, | want to nmake sure that when we say

to market," because | have sonme questions

about that, but | want to make sure that we're

t al ki ng about the same thing.

Ckay.

So as you're using it can you kind of give
nition back as to what a "channel to
s?

It is the nmechani sm by which you're
he product to the custoner.

So one channel to market m ght be through

bi g box retailers, another channel to market m ght

A.
Q
me a defi
mar ket " i
A.
selling t
Q
be direct
A.
Q
door ?
A.

sales via the internet?
Yeah.

Anot her channel to market m ght be door to

Yes.
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Q So when we talk about that, those are aII59
di fferent channels to market?

A Yes.

Q Vhat is the channel to market that you see

for your Judicial Review product; what do you
anticipate the channel to market to be?

A Direct sales, door to door.

Q So speaking kind of colloquially knocking
on a law firm s door and saying: |'ve got this
great tool, check it out?

A Yes.

Q | s that the same channel to market, do you
believe, as the channel to market for Westlaw s
services?

A. That is a difficult question because
Westlaw s penetration in the market is already
sonmething like 85 to 90 percent, so they don't rely
on direct sales. They have rel ationshi p managers
who manage rel ati onshi ps as opposed to engage in
active sales at this point.

Q Do you believe that Westlaw is stil
devel opi ng new accounts?

A Not many.

Q Ckay, do you have any under st andi ng based

JONES REPCORTI NG COVPANY
617-451-8900




© O 00 N O O A~ L0 NN =

A WO N =2 O ©O© 00O N OO Ok NdN =

Sandra L. Nudel man

on your
Vst | aw,
A.
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mar ket research or any other basis as to how

for instance, devel ops new accounts?

They would nost |likely rely on a direct

sal es nmodel, door to door.

Q
t el ephon
A.
Q
t he West
hard cop
correct?
A.
Q
have any

Knocki ng on a door, picking up the
e, sending an email; that kind of thing?

| assume that's how they do it.

The same would hold true, | imagine, both
law s online offerings as well as to their

y, old fashi oned book products; am

| don't know.
Do you see, sitting here today, do you

reason to believe that the channel s of

trade for their on line wwuld be different from

t heir books?

A.
Q
channel
A.
Q
identifi
direct s

A.

No.

I n your business plan did you assess the
to market for your product?

Yes.

And t he channel to market that you
ed as being the best opportunity was a
al es channel to market, correct?

Yes.
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Q Does that nean contacting | awyers !
directly?

A It's a bit nmore nuanced than that.

Q Ckay.

A In a large law firmyou wouldn't contact

an individual |lawyer, you're more likely to contact

the law li brari an.

Q The law librarian. That's interesting.
Vell, et me explore that; why the law librarian?

A. Because they control the contracts for the
t ool s.

Q Have you ever been in a law library of a

|l arge law firm say a 50 attorney or nore law firnf

A Directly in the library? No.

Q Do you have any understandi ng of what a
law | ibrary conprises in a larger law firnf

A Physi cal | y?

Q Yes.

A. There's -- it's very unlikely to have a
physical location at this point.

Q You testified just a noment ago that |aw
i brarians, |'m going to paraphrase, they hold the
keys or -- the "purse strings" maybe is a better

expression -- law librarians hold the purse strings
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for new research tools for law firnms; is that

correct?

A They're the first ones to | ook at them

Q Do you have an understandi ng as to whet her
the law librarians al so make deci sions or are
i nvolved -- strike that, et nme make sure the
question's clear. Do you have an understanding as
to whether law librarians are also involved in
deci si on maki ng regardi ng hard copy publications
that a law firm subscribes to?

A It depends on the firm

Q How did you conme to determine that |aw
| i brarians were a good point of contact as far as
channel to market?

A I n speaking to friends who were attorneys.
Law librarians are the only ones who know all the
different types of tools that are out there.

They' re supposed to be the experts.

Q I n your discussions about the role of the
law librarians in law firnms, did anyone ever talk to
you about paper periodicals, paper publications that
| aw | i brari ans manage?

A. No.

Q |f law librarians do, in fact, also manage
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paper periodical subscriptions for the law firns,

woul d that nmean that the channel of trade is the
sanme for the periodical as it is for the Judicial
Revi ew product ?

A |t depends on whether the librarian sees
the two itens as being -- what's the right word --
it depends on whether the law |librarian sees two
different items as being able to replace one
anot her.

Q Ckay. |If you were to add to the offerings
of Judicial Intelligence a nonthly newsletter, would
you think that a law librarian is still the best
first point of contact in your channel to market?

A. It depends on what type of subscription
| "' m charging or what the plan is for it. So, for
example, if it's something that is free and |'m
maki ng ny money off advertising revenue, | wouldn't
bother. ['d mail it to every attorney | know.

Q Vhat if it's a pay for that subscription,
woul d that change t he answer?

A Yes, but only in so far as -- it depends
on how unique the data is. So if it's a very niche
market, for exanple, it's only geared towards very

specific types of attorneys who specialize in a very
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tiny portion of the law, there's not a real reason

to contact the law librarian because that individual
attorney will have the budget to go after that
hi msel f, you don't need to contact the librarian.
If it's sonmething of mass interest, he'd probably go
through the law library.

MR. SONNABEND: Well, | think |I'm
going to take a break.

(A brief recess was taken.)

Q | wanted to follow up on the channel to
market a little bit. W have been talking some
about law librarians, it's a topic dear to nmy heart.
My best menmory is with the law |ibrarians, good

group of people.

A Yeah.

Q W' re tal king about channels to market.
If a -- well, | don't want to say "conpetitor" so
let's strike that. |[|f another conpany started a

weekl y newspaper for |awyers that tal ked about the
judiciary and they called it the "Judicial Review'?
A Yeah.
Q How woul d you feel about that in |ight of
your product, the Judicial Review?

A. | wouldn't care.
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Q You woul dn't care?

A Nope.

Q Do you think that law librarians m ght
think that this weekly periodical was put out by
your conpany?

A | would make it clear that it wasn't.

Q Do you think that they m ght have that
initial inmpression until you cleared it up?

A | don't know. Possibly.

MR. SONNABEND: We're going to mark
now as Exhibit No. 2 a document marked as or titled
"Opposer's First Set O Interrogatories To
Applicant.”

(Document marked as Exhibit No. 2
for identification.)

MR. SONNABEND: And to save some tine
l et us mark at the same time Exhibit No. 3. Well,
we'll have to characterize it on the record to
figure out exactly what we'll call it.

(Document marked as Exhibit No. 3
for identification.)

Q So |'m going to hand you now what's been
marked as Exhibit No. 2 which we have said is

entitled "Opposer's First Set O Interrogatories To
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Applicant.” And |I'm also going to hand you Exhi bit

No. 3 which, at |east appears on the first page,
appears to be a letter fromyou to Marc Vianell o,
Care of Arthur Shaffer.

So if you'll take just a few nonents
and review these two documents? The first question
|"mgoing to ask you once you're done with your
review is do you recogni ze one or both of these
document s?

A Yes, both of these docunents.

Q Ckay, let's start with No. 2. Exhibit No.
2, what is Exhibit No. 27

A This is the Opposer's First Set O
| nterrogatories.

Q So these were the interrogatories served

on you by opposer in the present action; is that

correct?
A Yes.
Q And you remenber receiving these?
A Yes.
Q And you renenber preparing responses to

t hem correct?
A. Yes.
Q Okay, what is Exhibit No. 37
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A. Exhibit No. 3 is a cover letter and ny o
responses to the set of interrogatories listed in
Exhi bit No. 2.

Q | f you could turn to Exhibit No. 3 --
well, before you do that | may ask just one nore
f oundati onal question. The Exhibit No. 3 contains
in part your responses to Exhibit No. 2; is that
correct?

A. Yes, but there's a random page stuck in
t he m ddl e.

Q You're referring to the page that does not
have the fax across -- the fax banner across the
top?

A Yes.

Q | will represent to you, and you can

doubl echeck this, that it is, in fact, the proper
page of the document in the proper order. |t was

omtted fromthe fax that was originally sent to me.

And if you read through in context you'll see that
it is, | believe.
A Ckay.
Q Do you want to take a mnute and just | ook

t hrough and confirmthat so that you're confortable

that everything is on the up and up here?
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(Wtness perusing docunent.)

A That's correct.

Q Turn to the fifth page of Exhibit No. 3.
Do you see in the upper right-hand corner there's a
fax banner that says P 5/137

A Yes.

Q And you see on the upper left, it says,
2008- 06-02 15:427?

A. Under the staple in --

Q Yes.
A. Yes.
Q In the mddle of the page, it says, Sandra

L. Nudel man's Answer To Qpposer's Interrogatories?
A Yes.
Q This is the first page of the actual
i nterrogatory responses you prepared in response to
opposer's first set of interrogatories, correct?
A Yes.
Q Let's ook at Interrogatory Response No.
1. Do you see that on the page here?
A Yes.
Q Interrogatory No. 1 reads in pertinent
part, quote: Identify by common comrerci al

descriptive name each product and/or service which
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has been or is intended to be sold, offered for

sal e, manufactured, advertised, and/or rendered by
Applicant in the United States under the Judici al
Review mark. Do you see that in Exhibit No. 27

A Yes.

Q So No. 1 on the page that we're |ooking on
ri ght now of Exhibit 3 is answering in part the
passage | just read, correct?

A Yes.

Q Your answer reads, quote: 1. A. Lega
services, specifically involving background research
on judges and their opinions. 1|s that correct?

A Yes.

Q VW | ooked earlier at Exhibit No. 1 which
"Il make sure you have available to you and under
the description there it doesn't nmention anywhere
judges and their opinions; is that correct?

A No, it does not.

Q It is not correct?

A. No, it does not say anything about judges
on Exhibit 1.

Q Ckay. VWhy in answering Interrogatory No.
1 did you include the phrase, "On judge's and their

opi ni ons" but not include it in the description of
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your application for registration?

A. Because in the application that was
avail abl e here these were the comon nanes that were
avail able and so | used the conmmon nanes that were
avai l abl e and the checkmarks for the application.

Q Do you have any understanding as to the
di fference between a TEAS, T-E-A-S, Plus application
and a TEAS application?

A | vaguely remenber | ooking into the
di fference but right now | don't renenber.

Q Do you have an understandi ng as to whet her
or not you are limted to the list of descriptions
provided by the Trademark Office?

A. | don't think you are.

Q So it's your understanding that you're
allowed to formul ate your own description if the
descriptions in the Trademark O fice list are not

sufficiently specific; is that correct?

A Yes.

Q | s the answer you gave to 1.A. accurate?
A Yes.

Q s it correct?

A Those would be the common descriptive

names that | would use. It can go nore detail ed
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than that. There are different |evels of a
specificity.

Q | s there anything -- strike that. Let nme
ask it this way. |s it under inclusive, the

description that you provided in the answer to

1.A.7

A | would probably include the word
"statistical" in there.

Q Statistical research on judges?

A. Uh- hum

Q s that a, "yes"?

A Yes.

Q So statistical research on judges is

actual ly narrower, though, than on research on
judges; is that correct?

A Yes, but | also wanted to make sure that |
was bei ng broad enough to include all the different
i deas that | had not yet devel oped.

Q Fair enough. | just want to make sure
that it's broad enough to cover those and doesn't
| eave anyt hing out ?

A Yes.

Q So it is broad enough to cover all the

i deas you had for products under the Judicial
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Revi ew?

A So some of the things that | thought of
were not statistical, so inreality this is
i nclusive of everything. The ones that are nost
devel oped are statistical.

Q Under st ood, but it's not under inclusive,

it doesn't |eave anything out; am| correct?

A. No.

Q |''m not correct?

A No, you're correct. |t doesn't exclude
anyt hi ng.

Q Ckay. You understand that the exam ner

has al |l owed your application for the Judicial Review
mark; is that correct?

A | believe so.

Q Do you think the exam ner's decision to
al l ow your mark, your application, would have been
different if you had used the description in 1.A in
your application?

A | don't know.

The services you describe in 1. A --

Q
A VWll, actually |'"mjust thinking.
Q Ckay.

A.

1.A. is actually slightly under inclusive.
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Q Okay, what does it exclude? 73

A. It should technically be judges,
jurisdictions, and al so | awyers thensel ves.

Q So background research on judges,
jurisdictions, and |lawyers and their opinions?

A Wl |, judges and their opinions as well as

jurisdictions and | awyers.

Q Ckay. What products do you foresee using
t he Judicial Review mark on that involve background
research on | awyers?

A. It's the same product. It can be used
multiple ways. That is a nuch | ater stage of
devel opment .

Q VWho do you think would be interested in
buyi ng the product, the Judicial Review product,
that's described in 1. A ?

A Lawyers.
Q Lawyers in their professional capacity?
A Yes.

Q The same group of people who would be
interested in, for exanple, in buying a subscription
to the New York Law Journal; is that correct?

A. Vell, |"massum ng that nmost of the people

who read t he New York Law Journal are in New York so
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it would be a broader group of attorneys than just

New York attorneys.

Q Ckay, sane group of people who would be
i nterested in buying the National Law Journal weekly
publ i cation, correct?

A | can't answer that. | know in ny
pr of essi onal capacity | subscribe to certain
dat abase products and | don't read the Wall Stireet
Journal. So some people read those things and use
dat abase products and sone people don't use database
products and read journals. So | can't comment on
what the overlap in the market is.

Q | s your Judicial Review product
subscription based?

A. W're attenpting to figure out what the
best model is but it nost |ikely nodel would be a
subscription basis.

Q Have you ever analyzed the exit potential
for your Judicial Review product or the business

pertaining to it?

A VWhat do you nmean by "exit potential"?

Q |s that a termyou're famliar with?

A Do you nmean in ternms of selling the
conpany? |'mtrying to clarify what -- is that the
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question?
Q Vell, et me ask you, "exit potential" is
a terml|'ve heard bandi ed about but it is not
exactly ny expertise. Is it a termthat you know of
in your --
A. | would define it as sonehow selling a

conpany either through a public offering or to a
private owner.

Q Ckay, so under that definition have you
ever analyzed the exit potential for the business of

Judi ci al Revi ew?

A. Yes.
Q VWhat were the results of that anal ysis?
A. It was in several hundreds of mllions of

dollars if you could actually get to the sales you
want ed.

Q Who woul d be the potential buyers?

A Westlaw, Lexis or Wlters Kluwer.

Q Legal publishers?

A. They are -- they are congl onerates that
have publication arnms, yes.

Q You wouldn't call Westlaw or their parent
company Thomson West a | egal publisher?

A. Yes, but they wouldn't -- this wouldn't go
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under their publication unit. They have several "
busi ness units that would go in through their
on-line nedia unit.

Q Okay, so turning back to Exhibit No. 3,
let's ook at answer to No. 2. |In particular on the

next page, the page that's marked page 6 of 13 in
t he upper right, P 6/13? Under -- let me see if |
can get the nunmbering right here -- 2., capital A.,
| ower case (a), your response reads -- |let ne just
read it into the record: Wiile Opposer registered
THE JUDI Cl AL VI EW under U.S. Serial #77031981 on
March 25, 2008, the scope of this registration is
limted to International Class 041 for, quote,
Publ i cation of an online | egal newspaper, unquote,
which is unrelated to the class under which the
applicant filed Judicial Review, nanely Class 045
for, quote, Legal Services, and Background
i nvestigative research and services, unquote. Did |
read that correctly?

A Yes.

Q VWhat did you mean in your answer that --
these two classes here Class 041 for publication of
an online | egal newspaper and Cl ass 045 for |egal

servi ces and background investigative research and
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services are unrel ated; what did you nmean by that?

A. Cbviously, this is something that a judge
woul d need to rule on but frommy perspective, in
common perspective, an online | egal newspaper has
nothing to do with what nmy product is doing.

Q | s that because one is in Class 41 and one
is in Class 457

A. Because one is a publication and one is an
online database that is used for |egal services and
background research.

Q So it has nothing to do with the cl asses
that they're in?

A | don't know whet her the Trademark Board

views different classes as being distinct froma

commoner's perspective. |t would appear that they
woul d be.
Q |f the two descriptions were in the same

cl ass woul d your answer change?

A. Probably not because they're still
different. The fact that they're so -- they're in
different classes and they are so different just
exacerbates it.

Q Ckay, nmoving to | ower case (b), the next

paragraph, it reads: Opposer's second application
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concerning THE JUDICIAL VIEW U.S. Serial #77212172,

was filed on June 21, 2007, four nonths after
Applicant's filing date for Judicial Review. D d |

read that correctly?

A Yes.

Q The phrase "four nonths after Applicant's
filing date" is in italics; is that correct?

A Yes.

Q Why ?

A Just to draw attention to the fact that it
was after the filing date for Judicial Review.

Q So opposer for his mark, "The Judicia

View," filed after you filed your application for
"Judicial Review'; is that correct?

A. For Serial #77212172, yes.

Q Why is that relevant?

A. Again, this is sonmething that a |lawyer or
a judge would have to figure out as opposed to ne.

Q Why did you decide to include that there
in your response?

A Just to draw attention to the facts.

Q | n your opinion does that fact have any

| egal bearing on who has senior rights to their

mar k ?
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A That's for the judge to decide. "
Q Do you know under U.S. | aw whether the
first file or the first to use a mark has senior
ri ghts?
A | don't know. |'m guessing, it depends.
Q Di d anyone help you prepare these

responses?

A Nope.

Q Your sister's an attorney, correct?

A No.

Q She's not an attorney?

A She's in | aw school .

Q | s your sister, Mchele?

A Yes.

Q |s she still in |Iaw school ?

A Yes.

Q At Washi ngton University?

A Yes.

Q When does she graduate?

A This year.

Q Did she help you at all with this
response?

A No. | wish she had.

Q Why do you wi sh she had?
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A It woul d have been hel pful. %

Q Let's ook at lower case (c¢) and |I'II| read
it again, and don't worry, | don't think I'm going
to be reading the whole exhibit. It's alnpst a page

|l ong but let's read C: (Qpposer's second application
concerning THE JUDICIAL VIEW U.S. Serial #77212172,
filed on June 21, 2007, is of uncertain status, as
an ex parte appeal of a final refusal to register
the applied for mark is pending before the Trademark
Trial and Appeal Board. Did | read that correctly?

A Yes.

Q Wy did you include that as part of your

A Again, drawing attention to the fact --

Q The fact that --

A. That the mark had not been accepted as of
that time.

Q Are you aware of the status of that mark
now -- of that application, | should say?

A. No.

Q If | told you that it had been all owed,

woul d that change your answer to (c)?
A ( Pause)

Q | should say would that change your answer
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A Yes.
Q Ckay, how would it change it?
A It had been all owed.
Q Does that change your basis for stating
opposer has failed to state a legally

i cient ground for sustaining the opposition?
A | don't know.
MR. SONNABEND: Let's mark as Exhi bit

4 a docunent first page of which is an

Exam ner's Anmendnment dated July 7, 2008. And the

| ast

Sect

for

page of which is a Notice of Publication under
ion 12(a) dated July 23rd, 2008.

(Document marked as Exhibit No. 4
identification.)

Q | just hand you Exhibit No. 5. Take a

moment to review that docunent.

No.

A. (Wtness perusing document.)
Q Have you ever seen Exhibit No. 5 before?
A. No, this is No. 4.

MR. SONNABEND: [|'msorry, we're on
47

THE REPORTER: Yes.
MR. SONNABEND: Just so the record's
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clear, Exhibit No. 4 is a three-page docunment, first

page of which is entitled, "Exam ner's Anmendnent”
dated July 7, 2008. Third page of which is Notice
of Publication under Section 12(a) dated July 23rd,
2008. And as of yet there is no Exhibit 5.

Q Do you have an understandi ng as to what
Exhibit 4 is?

A | believe so.

Q And what is that understanding?

A That the mark "The Judicial View' was
al l owed for publication on August 12th, 2008 -- or
was published on August 12t h, 2008.

Q Okay. Do you believe now that your
Affirmati ve Defense No. 1 in connection with Serial
No. 77212172 is no longer a tenable affirmative
def ense?

A | don't know.

Q Do you intend to oppose Application
772121727

A | don't know.

Q Turning to the next page of Exhibit 3, do
you see at the bottom a paragraph nunbered 37

A Yes.

Q That reads: Even if the conmponents of the
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term JUDI Cl AL REVI EW are abstracted and taken to

mean a, quote, review, unquote, of the, quote,
judiciary, unquote, this is still substantively
different fromthe meaning inplied by the term
Judi ci al Revi ew because this would mean JUDI Cl AL
REVIEW i nplies a third-party perspective ON the
judiciary, whereas THE JUDICIAL VIEWinplies the
perspective of the judiciary. End-users would
expect entirely different services based on these
meanings. Did | read that correctly?

A Yes.

Q VWhat do you mean by "abstracted and taken
to mean a review of the judiciary"?

A In | ooking at each word in isolation and
t hen aggregating those definitions -- the
definitions of the two isolated words as opposed to
| ooki ng at Judicial Review giving the specific
definition of balances, checks -- checks and
bal ances of powers. Looking at judicial and then
review separately.

Q And if you look at "judicial" and "review'
separately, that would mean a third-party
perspective on the judiciary; is that correct?

A. Yes.
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Q And that's what you said in Paragraph No.

3 on the page we're looking at; is that correct?

A. Yes.

Q | s that what your product does?

A ( Pause)

Q Provide a third-party perspective on the
judiciary?

A Not really because the database provides

statistical information that a user can interpret
t hemsel ves.

Q And it allows the user to get a
perspective on the judiciary?

A. Yes.

Q ls it safe to say or is it fair to say
t hat your product allows an attorney to performa
Judicial Review of the judiciary under the
definition of paragraph 37

A Under the definition in paragraph 2, not
3. So to performa check and bal ance on the
judiciary, yes. But in terms of actually -- they
are not developing a third-party perspective; they
are devel oping their own perspective on that judge
based on dat a.

Q They're a third party to the judiciary;
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aren't they?

A Athird -- athird party is not the self.

Q Does the Judicial Review product give an
attorney the ability to establish a perspective on
the judiciary?

A It gives themdata from which they can
create their own perspective.

Q On the judiciary?

A Yes.

Q Let's | ook on the next page of Exhibit 3,
on the top right-hand corner, it says, page 7 of 13,

P 7/137

A. Yeah.
Q | nterrogatory No. 4, your response to
I nterrogatory No. 4. |'mjust going to read the

first paragraph just so we're clear we're | ooking at
t he same response. Paragraph 4 reads: Applicant
was solely involved in the origination, clearance,
sel ection and adoption of the Judicial Review mark
to identify the services outlined in 1.A. above.
Applicant initially applied for a trademark for the
termon February 18, 2007, open paren, U.S. Seri al
#77110266, close paren. The term "Judicial Review

was selected for two reasons. Did | read that
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par agraph correctly?

A Yes.
Q Wien you say, "applicant," are you

referring to yourself there in Paragraph No. 47

A Yes.
Q The second -- | don't know what part of
the sentence that is -- after "origination," it

says, "clearance"; so you were solely involved in
the cl earance of the Judicial Review mark; is that
correct?

A Yes.

Q What does that nean, "clearance"?

A. In going on the U S. P.T.O web site and
typing in "Judicial Review' and nmaking sure that
there wasn't an application out there for the sane
termfor the same services.

Q And is that sufficient to clear a mark?

From a | egal perspective, | don't know.
Q Do you know what Lanham Act Section 2D
says?
A. No.
Q Do you know what the Lanham Act is?
A. No.
Q Are you famliar with the phrase, "Likely
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as it's used in connection with

t o cause confusi on,

t he determ nation of whether a mark is registerable

or not?

A |"ve heard of it.

Q Do you have any understanding as to what
it means?

A In a precise definition, no.

Q In any definition at all?

A Fromthe common definition if it's likely
to cause confusion. WII it confuse people?

Q And if it is likely to cause confusion

what does that mean about the registerability to
you, if anything?
A. It may or may not be approved depending

upon what the Trademark Board t hinks.

Q Are you famliar with the Dupont Factors?
A. No.
Q In your opinion as a result of your

efforts to clear the mark "Judicial Review' --
strike that. Let me ask you this way. Did you
conclude fromyour efforts to clear the mark that
the mark was, in fact, clear to register?

A. It appears that you may be using a

different definition of what "cl earance" nmeans so |
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don't know.

Q Presently does Westl aw have a product
that's the sane as yours?

A. No.

Q | f you called your product "Wst Judici al

Review," do you think they'd have a problemwith

t hat ?
A Yes.
Q Why ?
A. Because "West" is a well-known publicly

traded conpany, and it would be confusing to people
to have a smaller, |esser known conmpany using the
term "West" for a very specific |egal online product
that mght fit into their portfolio of products.

Q Let's turn to the next page of Exhibit
3 -- 1 don't know why | can't remenber this is
Exhibit 3 -- | keep turning to the first page. In
t he upper right-hand corner of the page we're
| ooki ng at now you see it says, P 8/ 137

A Yeah.

Q Do you see paragraph No. 77

A. Yeah.
Q | want to ask you specifically about one
of those subsections of your response. | just need
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to figure out which one that is. You have 7. A,

|"mgoing toread 7. A. It reads: 7. A Neither
Applicant, nor the corporation in which she holds a
majority stake, Judicial Intelligence, Inc., has
advertised services under the JUDI Cl AL REVI EW nmar k
in a magazine or trade journal, but reserves the
right to do so in the future. You reserved the
right to do so in the future, why?

A Because | see no reason to waive that
right.

Q You believe that you m ght advertise the
Judi ci al Review product in a magazine or trade
journal in the future?

A. | don't know, maybe.

Q Have you given any thought to doing that?

A It is not high on nmy |ist.

Q Why not ?

A. It's not a very effective means of
adverti sing.

Q Do you have in mnd any magazi nes or trade

journals you would consider advertising in?

A. No.
Q Any cl ass?
A. No, as | mentioned before | want to rely
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on direct sales. So marketing and advertising is

not really a huge conponent of the business plan.

Q |f you were to advertise your product in
Ti me Magazi ne, would that be a good use of your
resources, your financial resources?

A Yes.

Q Why is that?

A. Because the product is interesting and
conmpel I'i ng enough that doing that would generate a
| ot of free advertising in other venues.

Q How would it generate free advertising in
ot her venues?

A. News cover age.

Q Of an advertisement placed in Tinme
Magazi ne?

A It would generate interest in the product
i n general.

Q How about an advertisenment in National Law
Journal, would that be a good use of your resources,
financial resources?

A. Possibly, but | haven't really thought
about law journals. | haven't really thought about
advertising and marketing. | really do want to rely

on direct sal es.
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Q There is an expense associated with

creating a print advertisenment, correct?

A Yes.

Q | f Autonotive Wekly, the magazine, said
t hey would give you free advertising and all you had
to pay for was the cost of preparing the
advertisenent, would you take themup on the offer?

A. No.

Q Why not ?

A. Not a big enough circulation for me to
worry about.

Q How about the profile of the average
reader of Autonotive Weekly, would that affect your
deci sion?

A. No, |I'd want to get as mass a distribution
as possi bl e.

Q | f the publishers of the National Law
Journal made you the same offer, would you take them
up on it?

A |f they were doing it for free?

Q You only have to pay the cost of preparing
t he adverti senent.

A It would really depend on whether | could

have very specific control over what was said to
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t hat audi ence.

Q It's your advertisenment.

A | would rather it be covered in a news
article and not journal as opposed to an
advertisenment.

Q So you would not take themup on the offer
of free advertisenent?

A. | don't think advertising for this is
going to make a huge difference one way or the
other. Direct sales is really the way to go.

Q Okay, let nme ask you this question. If
Field And Stream -- what did | use before,

Aut onotive Weekly?
A. Uh- hum
Q | f Autonotive Weekly invited you to submt

a 1,000 word article on your product that they would
publ i sh, would you think that would be helpful to
t he sales of your product?

A. | guess it depends on the denographics of
t he readers.

Q | f Autonotive Wekly was read primarily by
car manufacturers and people in the auto industry
and not by lawyers, would it be worth the effort?

A. No.
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the sane offer, would you do it?

A Sur e.

Q Why, yes, to National Law Journal and, no,
to Automotive Weekly?

A. Because based on the description you gave

|"d be reaching nore attorneys in the second
publication as opposed to the first.

Q 7. B. reads: Neither Applicant, nor the
corporation in which she holds a majority stake,
judicial Intelligence, Inc., has nade trade
presentations, sem nar or neetings under the
Judi cial Review mark, but reserves the right to do
so in the future. Did | read that correctly?

A Yes.

Q VWhy do you reserve the right to make
presentation -- trade presentations, sem nars or

meeti ngs under the mark "Judicial Review' in the

future?

A Because | see no reason to waive that
right.

Q |s that an inmportant right to retain?

A Possi bl y.

Q It sounds like that's nuch closer to
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direct sales than the advertisements we were just

tal king about; am | correct?

A Yes, although ny vision of direct sales
truly is door knocking. Direct sales participation
in events like this is table stakes. You have to do
more than that.

Q Meetings, you say in 7. B. that you
reserve the right, anmong other rights, to have
meeti ngs under the Judicial Review mark in the
future; is that correct?

A Yes.

Q Woul d that include neetings of the

door-to-door selling variety?

A. | suppose that would be a meeting.

Q Ckay.

A "Meeting" is a very broad definition.
Q VWhere would you | ook to have these

meetings in the future, the ones you're reserving

the rights to have?

A In people's offices, |awyers' offices, |aw
i brarians' offices, | suppose.
Q How about in offices of engineers at

General Mbtors?

A. If it's a tool they want to use and
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they're willing to buy it, sure.

Q Do you think that the engineers at General

Mbt ors would want this tool ?

A. No, but there are uses for non-lawyers as
well. Side point.

Q You said it's a side point?

A Yeah.

Q Your busi ness plan doesn't call for

pushing this out to non-lawyers, correct?
A It mentions the fact that there are
appl i cati ons beyond | awyers.
MR. SONNABEND: Let's mark as Exhi bit
No. 5 a document entitled, "Qpposer's First Set O
Docurment Requests To Applicant.”
(Document marked as Exhibit No. 5
for identification.)
BY MR. SONNABEND:
Q | " m going to hand you what's been marked
as Exhibit No. 5. | believe on the first page is
Opposer's First Set O Docunent Requests To

Applicant; do you see that?

A. Yes.
Q | want you to take a nmonent to reviewthis
docunent .
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(Wtness conplies)
A. Uh- hum
Q And first question |'"m going to ask you
after you' ve finished your reviewis do you
recogni ze this docunent ?
A Yes.
Q What is Exhibit No. 57
A. This is the opposer's first set of
document requests to applicant.
Q And you received this earlier in these
proceedi ngs?
A Yes.
Q On the first page do you see -- |'msorry,

on the second page do you see four enunerated

request s?
A Yes.
Q Did you personally search for documents

requested on this page?

A Yes.

Q Where did you search?

A. In my file.

Q You maintain a file somewhere?
A Yes.

Q How big is the file?
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A. About that big (indicating). About 2
i nches wi de.

Q So it's like an accordion folder?

A. Pretty much, yes.

Q Do you al so maintain docunents

el ectronically?

A. Yes.

Q Do you have those collected in --
A. One file folder.

Q One file folder?

A Uh- hum

97

Q Ckay. When you did your trademark search

did you generate any printed results either
el ectronic, printed, or printed in hard copy?

A. No.

Q Woul d you say that Judicial Review is part

of the legal services industry?

A ( Pause)

Q And | apologize if |'ve asked that before.
A. Yes.

Q Wul d you say that the | egal services

i ndustry is conprised of the | egal publishing
i ndustry?

A. | think it's a different part of the
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industry. But it's a service to lawyers in the same

way that a court reporter is a service and it's to
| awyers.

Q lt's fair to say that both |egal
publ i shing and judicial consulting conprise the
| egal services industry; is that correct?

A They are subsegments. There are ot her
segments, too.

Q And the services offered by the National

Law Journal is another segnent, correct?

A. Uh- hum

Q That's a, "yes"?

A Yes.

Q VWhat was the cash prize for the contest?
A. |'"'mtrying to remenber. Maybe $10, 000.

Q I n connection with the contest you gave a

presentation, correct?

A Yes.

Q Do you remenber how long it was?

A 15 m nut es.

Q |s it possible it was, oh, 7 to 8 m nutes?
A It m ght have been shorter. | think | was

all owed 15 m nut es.

Q Do you remenber if it was videotaped or
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ot herwi se recorded?
A. The final presentation was.
Q In the presentation did you use Power

Poi nt slides or anything of that sort?

A Yes, Power Point slides.

Q Do you still have those?

A. | think so.

Q |"d like to request those as well.
think they were --

A That's a portion of the business plan.

Q The Power Point slides are in the business
pl an?

A. Uh- hum

Q That's a, "yes"?

A Yes.

Did you have any notes with you when you
were giving the presentation, the final

present ati on?

A. Yes, those were copies of the slides.

Q (kay. VWhere was the final presentation
gi ven?

A It was given in the business school

audi torium

Q That's the Harvard Busi ness Schoo
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auditorium yes?
A Yes.
Q To whom was it given?
A To students.
Q Do you remenber --
A. And faculty.
Q |"msorry, | didn't mean to interrupt you,

student and faculty?

A Yes.

Q And anyone el se?

A. | guess the judges who were nostly
facul ty.

Q Do you remenber roughly how many peopl e
were there?

A. Maybe 30 to 40.

Q And where is the Harvard Busi ness School

auditorium on the campus?

A Yes.

Q Do you remenber approximately when it was
gi ven?

A No, | don't remenber the exact date.

Q Did your sister, Mchele have any role in

devel opi ng the concept for the Judicial Review

pr oduct ?
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A She hel ped validate certain things.

Q Did she advise you in any way?

A. In terms of |egal term nology, yes.

Q Anyt hing el se?

A. No.

Q All right, let me see -- before | nove on

to the part | don't know how to do, let me just get
a couple nore documents into the record.

MR. SONNABEND: First one, let's mark
as Exhibit 6, it's a one-page docunent with a
headi ng, "Law Student W ns Harvard Busi ness Pl an
Contest. "

(Document marked as Exhibit No. 6
for identification.)

Q | "ve handed you Exhibit No. 6. Take a
moment to review it and nmy first question is going
to be: Have you ever seen Exhibit No. 6 before?

A Yes.

What is Exhibit No. 67

A. It was an article that was published in
WashU about the business plan contest at Harvard.

Q And "WashU" is Washington University in
Sai nt Loui s?

A. Yes.
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Q VWhere your sister is presently attending

| aw school ?
A Yes.
Q Do you see where it says: Mchele
Nudel man, JD/ MBA '09 and her sister, Sandra, an NBA
student at Harvard, won the prestigious Harvard
Busi ness School's Busi ness Plan Contest for their

proposal for a Judicial Review opinion research

tool. Do you see that?
A Yes.
Q Was your sister a co-entrant with you?
A Yes.
Q So | guess she was also a corecipient of

t he award that you won?
A Yes.
Q VWhat qualified her to be a co-entrant?
A. She hel ped ne by validating very specific
things that | needed to know.
MR. SONNABEND: Let's mark as Exhi bit
7 a docunent that says, "Judicial Intelligence" in
t he upper, left-hand corner and has a title, "About
Us. "
(Document marked as Exhibit No. 7

for identification.)
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Ckay, | hand you Exhibit 7. Have you ever

seen Exhibit 7 before?

A.

Q
A.

Yes.
VWhat is Exhibit 77

It is a screen shot of the "About Us" page

of the Judicial Intelligence web site.

Q Wwv. j udi ci al i ntel ligence. conf

A Yes.

Q That's "judicial intelligence" all one
word with no punctuation, correct?

A Yes.

Q Do you still own that domain?

A Yes.

Q Vhat are you presently doing with that
domai n?

A | have it down in order to continue to
develop it.

MR. SONNABEND: Ckay, | have as the

next exhibit -- | guess it will be Exhibit No. 8,

two copies of a DVD, of a video on DVD. Each of the

two DVDs is | abeled, "Judicial Intelligence Business

Plan Presentation,” copy 1 -- |'"msorry. FEach is
| abel ed "Judicial Intelligence Business Plan
Presentation.” One is labeled "Copy 1" and one is
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| abel ed "Copy 2." Let's go off the record for just

a second.
(Di scussion off the record)
(DVDs marked as Exhibit Nos. 8-1 and
8-2 for identification.)
(Viewing DVD No. 8-1.)
Q So |'ve shown you the first 40 seconds of
t he video that we have marked as Exhibit 8; do you
recogni ze what this video is depicting?
A Yes.
Q What is it depicting?
A This is my presentation -- final
presentation in the business plan contest.

Q Okay. Right now we're | ooking at 43rd

second. | don't know if you can see that?
A. Uh- hum
Q There's a single person on the screen?
A Yes.
Q |s that you?
A Yes.
Q | would have not have recogni zed you, your

hair was curly back then?
A. Yes.
Q Okay. VWat |I'd like to do is the video is
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7 mnutes and 29 seconds in length |"mjust going to

play it through. | want to make sure that you have
a chance to review it and make sure that you are
confortable that this is accurately depicting what
it purports to show. And then | think that should
be it. | may have one or two quick questions on it
but that really should be it. Let me see if | can
get it playing again.
(Viewing Video DVD No. 8-1.)

Q Ckay, so you've just watched all 7 or so

m nutes of Exhibit 8; was that your entire

present ati on?

A. Yes, |'ve never actually seen it before.
Q Sometimes it's hard, | think, to watch
yourself in that kind of situation. Ws it, in your

recollection, is there anything m ssing, was there
any edits in there that you are aware of ?

A VWhat do you nmean by "edits"?

Q Let me back up. | want to make sure that
you agree that this is -- that is an accurate
vi deoi ng of your presentation?

A That seems |ike an accurate video of the
presentation.

Q Towards the end, and |'ve watched t hat

JONES REPCORTI NG COVPANY
617-451-8900




© O 00 N O O A~ L0 NN =

A WO N =2 O ©O© 00O N OO Ok NdN =

Sandra L. Nudel man

106
several times now, | mssed -- in the presentation

you said that you had an advisory board. | thought
you testified earlier you never had a fornmal
advi sory forunf

A Exactly because this was still when | was
in a very academ ¢ version. This is an academc
contest. The business plan is submtted to an
academ c contest. Therefore, the advisers were
academ ¢ advisers. This plan at that point was not
yet a fully fleshed out plan for commerce. |t was a
plan to within a contest.

Q Understood. | thought that you had said
t hat your advisory board included judges. [|I'm

assum ng that's judicial judges, not judges fromthe

cont est ?
A. Yes, there was a judge.
Q | think you also said in your presentation

that you had retained a patent attorney?

A Yes, so | had hired one. | had one
conversation which included a deposit and then had
t he deposit refunded. So we never actually went
t hrough with anyt hing.

Q |s this the same attorney that you

menti oned earlier?
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A. [t was at the same firm

Q It | ooked to me like you did not have in
the video a script you were reading from it sounded
i ke you were speaking very naturally. Am|
correct, there was no script?

A. There was no script.

Q Let me just doublecheck my notes. | think
t hat maybe it.

( Pause)
Who is Ivory Tower Associ ates?

A Ch, that was ne. | had a college
consulting business very briefly in college.

Q Did you and your sister, M chele,
correspond at any time regarding this project, the
Judi cial Review project, the Judicial Intelligence
proj ect ?

A You mean on t he phone?

Q Ot her than on the phone. For instance, by
email or by written mail ?

A. | don't think so. | nostly just asked her
questions around how to, you know, understand very
specific legal terms and put theminto the business
pl an.

Q Ckay, that's it. Normally there's an
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opportunity for cross-examnation. | don't know if

there's anything you want to cross-exam ne yourself
on. |s there anything you want to clarify?
A. No, | think |I'm okay.
Q Ckay, that's it. W'Il go off the record.
(VWhereupon the proceedi ngs concl uded

at 1:55 p.m)
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CERTI FI CATE

|, SANDRA L. NUDELMAN, do hereby certify that |
have read the foregoing transcript of ny testinony,
and further certify that said transcript is a true
and accurate record of said testinmony (with the
exception of the following corrections |isted
bel ow) :

Page Li ne Correction

SANDRA L. NUDELMAN
Si gned under the pains and penalties of perjury this

day of , 2008.
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CERTI FI CATE

Conmmonweal t h of Massachusetts
Suffol k, ss.

|, Donna J. Whitconmb, Certified Shorthand
Reporter, CSR #135593, and Notary Public in and for
t he Commonweal th of Massachusetts, do hereby certify
t hat SANDRA L. NUDELMAN, the witness whose
deposition is hereinbefore set forth, was duly sworn
by me and that such deposition is a true record of
the testinony given by the witness to the best of ny
skill and ability.

| further certify that | amneither related to
or enployed by any of the parties in or counsel to
this action, nor am| financially interested in the
outcome of this action.

| witness whereof, | have hereunto set my hand

this 5th day of Septenber, 2008.

Donna J. Whitconb, CSR RPR/ RMR

My commi ssion expires: 12/13/183
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application )

Serial No.: 77/110,266 )

)

Filed: February 18, 2007 )

)

Applicant: Sandra L. Nudelman )

)

Mark: JUDICIAL REVIEW )

)

Published: August 14, 2007 )
) Opposition No. 91180471

)

MARC VIANELLO, )

Opposer, )

)

v. )

)

SANDRA L. NUDELMAN, )

Applicant, )

)

OPPOSER’S SECOND NOTICE OF DOCUMENT REQUESTS TO APPLICANT

Pursuant to Fed. R. Civ. P. 34 and 37 C.F.R. § 2.120(d)(2), Opposer, Marc
Vianello, by its undersigned attorneys, hereby serves the following Motion to Compel
Production of Documents on Applicant.

Instructions and Definitions

The definitions provided in Opposer’s First Set of Interrogatories to Applicant
are incorporated herein by reference.
Opposer reincorporates all requests provided in Opposer’s First Set of Document

Requests to Applicant and supplements requests.



Requests
Request No. 1

All documents identified by Applicant in her responses to Opposer’s Deposition
to Applicant.
Request No. 2

All documents relating to the use of the JUDICIAL REVIEW in commerce by
Applicant.
Request No. 3

All documents concerning any trademark searches that Applicant or its
representatives or agents (including without limitation its attorneys) performed in connection
with the mark JUDICIAL REVIEW.
Request No. 4

All documents comprising, constituting, concerning or relating to advertising,
promoting or marketing of any services under the mark JUDICIAL REVIEW by Applicant.
Request No. 5

All documents referenced by Applicant and/or requested by Opposer during the
deposition of Sandra L. Nudelman on August 29, 2008, comprising, constituting, concerning or
relating to the mark JUDICIAL REVIEW including, but not limited to: the Business Plan
(Nudelman Dep. 14:18-22, 15:16-18, August 29, 2008) (including, but not limited to all Copies
of the Business Plan, Market Study Reports, Competitor Reports, Marketing Analysis, Marking
Plan, Development Plan, and Detail of Subscription Based Model, Exit Strategy), all Subsequent
revisions of the Business Plan (Nudelman Dep. 16:12, 21:7, August 29, 2008), and PowerPoint
slides of the Business Plan as used in the Presentation at the Harvard Business School Business

Plan Contest (Nudelman Dep. 99:8, August 29, 2008).
-



MARC VIANELLO

Respectfully submitted,

ARTHUR K. SHAFFER

Patent Office Reg. No. 50,257
INTELLECTUAL PROPERTY CENTER, LLC
9233 Ward Parkway, Suite 100

Kansas City, Missouri 64114
Telephone: (816) 363-1555

Facsimile: (816) 363-1201

Attorney for Opposer



Certificate of Service

I hereby certify that a copy of the foregoing Opposer’s Second Set of Document
Requests to Applicant has been served via electronic mail and first class mail, postage prepaid,
on Sandra L. Nudelman 131 Sewall Ave. #46, Brookline, Massachusetts 02446, this 24 day of

September, 2008.

Arthur K. Shaffer

Intellectual Property Center, LLC
9233 Ward Parkway, Suite 100
Kansas City, MO 64114
Telephone: (816) 363-1555
Facsimile: (816) 363-1201
ashaffer@theipcenter.com



