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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PLASTI-FAB LTD.,
Opposer,
V. : Opposition No. 91179480

KOBELCO CONSTRUCTION MACHINERY
LTD.,

Applicant.

APPLICANT’S OPPOSITION TO RESPONDENT’S
MOTION EXTEND DISCOVERY AND TRIAL DATES

Pursuant to TBMP §509.02, Applicant Kobelco Construction Machinery Ltd.
(“Applicant”) hereby submits this brief in opposition to Opposer Plasti-Fab Ltd.’s Motion to
Extend Discovery and Trial Discovery Dates. Applicant respectfully requests that the Board
deny Opposer's Motion and maintain the discovery schedule set out in the Board's Order of
March 28, 2008.

Opposer's Motion states that Opposer has good cause to request the extension of time
because the parties have been "exploring settlement and need additional time in which to
determine whether settlement is possible." However, there are no active and ongoing settlement
discussions between the parties. Moreover, Opposer's Motion merely makes conclusory
allegations regarding ongoing settlement negotiations and does not set forth in detail, as required
by the Board, the facts supporting Opposer's belief that settlement negotiations are ongoing. See
TBMP §509.01(a) ("A motion to extend must set forth in detail the facts said to constitute good

faith for the requested extension; mere conclusory allegations lacking in factual detail are not



sufficient."); Instruments SA, Inc., supra ("Cursory or conclusory allegations that are denied
unequivocally by the non-movant, and that are not otherwise supported by the record, will not
constitute a showing of good cause.").

Opposer originally proposed a "settlement" on March 24, 2008 (Exhibit A) which would
involve the express abandonment of Application Serial No. 79/023,935 (GEOSPEC) (one of two
applications being opposed by Opposer). This was obviously not a realistic settlement, and
Applicant responded by letter to Opposer's counsel on April 3, 2008 (Exhibit B), stating that
Applicant was unwilling to abandon the application but may be willing to agree to certain
limitations on its use of the GEOSPEC mark. Opposer has never provided any substantive
response to this letter, despite Applicant's counsel sending another copy of the letter on April 23,
2008.

Therefore, are no ongoing settlement negotiations that would justify the extension
requested by Opposer's counsel, and Opposer has failed to show good cause for an extension.
See Instruments SA, Inc. v. ASI Instruments, Inc., 53 USPQ2d 1925 (TTAB 1999) (declining to
grant Opposer's request for extension of discovery based on good cause where Applicant denied
parties were engaged in settlement discussions).

For the reasons set forth above, Applicant respectfully requests that the Board deny

Opposer's Motion for Extension.



Date: June 27. 2008

BUCHANAN INGERSOLL & ROONEY PC
1737 King Street

Alexandria, VA 22314-2727
Telephone: 703/836-6620

Facsimile: 703/836-2021

Respectfully submitted,

KOBELCO CONSTRUCTION
MACHINERY LTD.

Bassam N. Ibrahim
Bryce J. Maynard
Attorneys for Petitioner



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing APPLICANT'S OPPOSITION TO
OPPOSER’S FOR EXTENSION OF was served this 27th day of June, 2008, by first-class
mail, postage prepaid, on:

David E. Sipiora
Townsend and Townsend and Crew LLP

1200 17th Street, Suite 2700
Denver, CO 80202

Wheh il —

' Michelle A. Tafkson
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March 24, 2008

VIA FACSIMILE, CONFIRMATION BY MAIL
703 8§36 2021

Bassam N. lbrahim

Buchanan Ingersoll & Rooney PC
1737 King Street, Suite 500
Alexandria, VA 22314-2727

Re:  Trademark Opposition Nos. 91179480 and 91179482
Plasti-Fab Ltd. vs. Kobelco Construction Machinery Co., Ltd.
Our Ref. 26694-000500US, -000600US

Dear Mr. [brahim:

We represent Plasti-Fab Ltd. ("Plasti-Fab") in the above-captioned trademark opposilion
proceedings. Plasti-Fab is interested in seltling these matters amicably and, in thal regard, has
asked us to convey to you proposed terms for settlement of the oppositions. Those terms are as
follows:

o Kobelco Construction Machinery Co., Ltd. ("Kobelco") expressly will abandon its
pending U.S. Trademark Application No. 79/023,935 for the mark GEOSPEC,

+ Kobelco will not seek 1o register the mark GEOSPEC as 4 stand alone mark or as part
of any other mark (except as provided below) in the U.S. or Canada;

o Kobelco will not use GEOSPEC as a stand alone mark or as part of any other mark
(except as provided below) in the U.S. or Canada,

s Kobelco may register and use the mark ACERA GEOSPEC identificd in U.S.
Trademark Application No 79/023,934 111 connection with the goods identified in the
application, namcly, "power shovels and cranes"; and

o Kobelco will not 1o expand its use of the mark ACERA GEOSPEC beyond the goods
identified in U.S. Trademarlk Application No. 79/023,934, namely, "power shovels and
cranes.”
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In exchange for compliance with these termss, Plasii-Fab immediately will withdraw the
pending oppositions against Kobeleo and shall not oppose any future filings for ACERA
GEOSPEC in the U.S. or Canada, provided they conform with the provisions shown above.

As you likely are aware, the discovery cut-off'is March 31, 2008, for both matters 17 at
all possible, we would like to settle the oppositions prior to that deadline. To that end, please let
us know if you are available for a telephone conference during (he weel of March 24-28, 2008,

to discuss the proposed terms. To the extent we cannot settle the matiers before the deadlinz, we

suggest seeldng an extension of the discovery cut-off to allow the parties additional time to reach
a scttlement.

We look forward 10 hearing from you
Very truly yours,
‘ba-U\f 0\6 ?\}aﬂf oV o
David E. Sipiora AL

DES/ahv

613)1T00R vi
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Buchanan Ingersoll £ Rooney pc

Attorneys & Government Relations Professionals

P.0O. Box 1404
Alexandria, VA 22313-1404

1737 King Street, Suite 500
Alexandria, VA 22314-2727

Bassam N. Ibrahim T 703 836 6620

703 838 6584 F 703 836 2021

bassam.ibrahim@bipc.com www.buchananingersoll.com
April 3, 2008

VIA E-MAIL

David E. Sipiora, Esquire For Settlement Purposes Only

Townsend and Townsend Without Prejudice

1200 Seventeenth Street

Suite 2700

Denver, CO 80202

Re:  Plasti-Fab Ltd. v. Kobelco Construction Machinery Co., Ltd.
Opposition Nos. 91179480 and 91179432
Your Refs: 26694-000500US; 000600US
Qur Refs: 1033715-000025 and 00032

Dear Mr. Sipiora:
We are responding to your March 24, 2008 letter.

We appreciate your client's interest in reaching an amicable resolution. Our client is also
interested in settlement.

The first three points of your March 24, 2008 letter are unacceptable. Our client is not
willing to agree to these points. However, our client may be willing to agree to the same
limitations for the GEOSPEC mark, as proposed for the ACERA GEOSPEC mark.

In addition, our client will consider any other proposals aimed at allowing the marks to
peacefully co-exist.

We look forward to hearing from you at your earliest convenience. This letter is without
prejudice to the rights of our client.

BNT/cf
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