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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ZANELLA LTD,,
Opposer
\2
Opposition No. 91177858
NORDSTROM, INC,,

Applicant
(S/N 77/025,747)

T I o N N i g g

OPPOSER’S ANSWER TO COUNTERCLAIM

Opposer Zanella Ltd (“Opposer”) by and through its attorneys, hereby answers
the counterclaim filed by Applicant Nordstrom, Inc. (“Applicant”) as follows:

Registration No. 1519894

1. Opposer admits that the ZANELLA mark shown in its U.S. Trademark
Registration No. 1519894 initially was registered for the goods listed in Paragraph 1 of
the Counterclaim but denies that it still includes all such goods. Opposer has deleted
from the registration the goods indicated in brackets in Paragraph 1 of the Counterclaim.

2. Opposer denies the allegations of Paragraph 2 of the Counterclaim, except
that it admits that it filed Application Serial No. 73662017 on May 21, 1987, that the
application was based on use in commerce under section 1(a) of the Trademark Act; that
the application listed the goods alleged in Paragraph 2 of the Counterclaim; and that as
part of the application an officer of Opposer submitted a declaration attesting that the

facts set forth in the application were true.



3. Opposer admits the allegation of the first sentence of Paragraph 3 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear, and denies the remaining allegations of Paragraph 3.

4. Opposer admits the allegations of the first sentence of Paragraph 4 of the
Counterclaim but denies the allegation of the second sentence.

5. Opposer admits the allegation of the first sentence of Paragraph 5 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear; denies the allegation of Paragraph 5 with respect to mantles, blouses and
waistcoats; and denies the allegations of the second sentence of Paragraph 5.

6. Opposer admits the allegation of the first sentence of Paragraph 6 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear, and denies the remaining allegations of Paragraph 6.

7. Opposer admits the allegation of Paragraph 7 of the Counterclaim with
respect to socks, stockings, ties, scarves, hats, swimwear, and underwear, and denies the
allegation with respect to mantles, blouses and waistcoats.

Registration No. 1527003

8. Opposer admits the allegation of Paragraph 8 of the Counterclaim.

9. Opposer denies the allegations of Paragraph 9 of the Counterclaim, except
that it admits that it filed Application Serial No. 73662076 on May 21, 1987; that the
application was based on use in commerce under section 1(a) of the Trademark Act; that
the application listed the goods alleged in Paragraph 9 of the Counterclaim; and that as
part of the application an officer of Opposer submitted a declaration attesting that the

facts set forth in the application were true.



10.  Opposer admits the allegation of the first sentence of Paragraph 10 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear; denies the allegation of Paragraph 10 with respect to mantles, blouses and
waistcoats; and denies the allegations of the second sentence of Paragraph 10.

11.  Opposer admits the allegations in the first sentence of Paragraph 11 of the
Counterclaim but denies the allegation in the second sentence.

12.  Opposer admits the allegation of the first sentence of Paragraph 12 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear, and denies the remaining allegations of Paragraph 12.

13.  Opposer admits the allegation of the first sentence of Paragraph 13 of the
Counterclaim with respect to socks, stockings, ties, scarves, hats, swimwear, and
underwear, and denies the remaining allegations of Paragraph 13.

14.  Opposer admits the allegation of Paragraph 14 of the Counterclaim with
respect to socks, stockings, ties, scarves, hats, swimwear, and underwear, and denies the
allegation with respect to mantles, blouses and waistcoats.

Registration No. 1990695

15.  Opposer admits that the ZANELLA and Design mark shown in its U.S.
Trademark Registration No. 1990695 initially was registered for the goods alleged in
Paragraph 15 of the Counterclaim but denies that it still includes all such goods. Opposer
has deleted from the registration goods on which it does not use the mark. Reg. No.

1990695 now includes the following goods: Women’s clothing, namely shorts, skirts,

dresses, blouses, pants, jackets, coats, vests, raincoats.



16.  Opposer admits that it filed application serial no. 74548674, that it filed an
amendment to the application in which it listed the goods alleged in Paragraph 16 of the
Counterclaim, and that registration no. 1990695 issued for those goods, but denies the
remaining allegations of Paragraph 16.

17.  Opposer admits the allegation of the first sentence of Paragraph 17 of the
Counterclaim but denies the allegations of the second sentence.

18.  Opposer admits the allegation of Paragraph 18 of the Counterclaim.

Registration No. 1992385

19.  Opposer admits that the ZANELLA mark shown in its U.S. Trademark
Registration No. 1992385 initially was registered for the goods listed in Paragraph 19 of
the Counterclaim but denies that it still includes all such goods. Opposer has deleted
from the registration the goods indicated in brackets in Paragraph 19 of the Counterclaim.

20.  Opposer admits that it filed application serial no. 74548675, that it filed an
amendment to the application in which it listed the goods alleged in Paragraph 20 of the
Counterclaim, and that registration no. 1992385 issued for those goods, but denies the
remaining allegations of Paragraph 20.

21.  Opposer admits the allegation of the first sentence of Paragraph 21 of the
Counterclaim but denies the allegations of the second sentence.

22.  Opposer admits the allegation of Paragraph 22 of the Counterclaim.

Registration No. 2453062

23.  Opposer admits that the ZANELLA and Design mark shown in its U.S.
Trademark Registration No. 2453062 initially was registered for the goods alleged in

Paragraph 23 of the Counterclaim but denies that it still includes all such goods. Opposer



has deleted from the registration goods on which it does not use the mark. The
registration now includes the following goods: Women’s and men’s clothing, namely,
shorts, skirts, blouses, pants, jackets, coats, vests, raincoats, shirts, trousers.

24.  Opposer denies the allegations of Paragraph 24 of the Counterclaim,
except that it admits that it filed Application Serial No. 76021021 on April 11, 2000; that
the application was based on use in commerce under section 1(a) of the Trademark Act;
that the application listed the goods alleged in Paragraph 24 of the Counterclaim; and that
as part of the application an officer of Opposer submitted a declaration attesting that the
facts set forth in the application were true.

25. Opposer admits the allegation of the first sentence of Paragraph 25 of the
Counterclaim but denies the allegations of the second sentence.

26.  Opposer admits the allegation of Paragraph 26 of the Counterclaim.

27.  Opposer denies the allegations of Paragraph 27 of the Counterclaim.

28.  Opposer denies the allegations of Paragraph 28 of the Counterclaim.

29.  Opposer denies any allegation of the Counterclaim not expressly admitted

herein.
AFFIRMATIVE DEFENSES
1. Opposer had no intention to deceive the Patent and Trademark Office.
2. Opposer took action to correct its incorrect statements prior to any actual

or threatened challenge to the registrations. Opposer’s timely, proactive, corrective

actions prove that Opposer did not have the intent to deceive the Patent and Trademark

Office.

3. Opposer’s registrations were not fraudulent.



4. Opposer’s inclusion of additional clothing items in its registrations was
not material to the approval of its applications, issuance of its registrations, or approval of

its declarations under section 8 and 15 of the Trademark Act.

TR

Stuart E. Benson

Michael H. Selter

MANELLI DENISON & SELTER PLLC
2000 M Street, N.W.

Suite 700

Washington, D.C. 20036

202.261.1000

Dated: November 19, 2008

Attorneys for Opposer Zanella Ltd.



CERTIFICATE OF SERVICE

I, Stuart E. Benson, hereby certify that on this 19™ day of November, 2008, I

caused a copy of the foregoing OPPOSER’S ANSWER TO COUNTERCLAIM to be

served on counsel for Applicant by first-class mail, addressed as follows:

William O. Ferron, Jr., Esq.
SEED IP Law Group PLLC
701 Fifth Avenue, Suite 5400
Seattle, Washington 98104
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Stuart E. Benson




