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FOLEY & LARDNER LLP
ATTORNEYS AT LAW

321 NORTH CLARK STREET, SUITE 2800
June 25’ 2007 CHICAGO, I 60610-4764

312.832.4500 TEL

312.832.4700 FAX

www.foley.com

Chartes R.Mandly, Jr.

Tel, 312. 832.4398

F 8 X
VIA FACSIMILE ax 312. 832.4700

emandly@oley.com
cuEN'ggnArrER NUMBER
190058-0159
Mr. Chad Welechenko ,
Director of Marketing TTA B
998232 Alberta Ltd.
5923 3rd Street SE
Calgary TSHI1K3 Alberta

Re:  Alberto-Culver Intemational, Inc. v. 998232 Alberta Ltd.

Opposition No. 91177215 (T.T.A.B. filed May 9, 2007)

Dear Chad:

This will acknowledge your facsimile communication dated June 22,2007 (a copy of
which is enclosed for ease of reference) respecting the above identified proceeding pending
before the Trademark Trial and Appeal Board (bereinafter “T.T.A.B.” or “Board”) of the United
States Patent and Trademark Office. We understand that you intend this communication to be
your “answer” or responsive pleading to the Notice of Opposition served upon 998232 Alberta
Ltd.. If we are correct in our understanding, we must draw your attention to the fact that in
addition to serving this office with a copy, you are obligated to file the document with the Board.
For your convenience, the Board’s address is:

United States Patent and Trademark Office
Trademark Trial and Appeal Board

Post Office Box 1451

Alexandria, Virginia 22313-1451

UNITED STATES OF AMERICA

We further note for your future reference that, although we appreciate receiving facsimile
communications, facsimile transmissions do not constitute a recognized form of service under
Rule 2.119(b)of the Trademark Rules of Practice.

Thank you for your attention to this matter.
Cordially,

CRM:ecd M

enclosure
cc: Ms. Ann Linnehan

Interlocutory Attorney —
Office G/T.T.A.B.

06-29-2007
U.S. Patent & TMOfc/TM Mail Rept Ot #72
CHIC_1498695.1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

MT

Mailed: May 16, 2007
Opposition No. 91177215

ALBERTO-CULVER
INTERNATIONAL, INC.

V.

998232 Alberta Ltd.

Monigque Tyson, Paralegal Specialist:

In order to correct an inadvertence, the notice of
opposition filed on behalf of Alberto-Culver International,
Inc. is hereby corrected. 1In view of the explanation set
forth in the newly filed opposition dated May 9, 2007 the
notice of opposition will proceed with Opposer as Alberto-
Culver International, Inc. The error is regretted.

Accordingly, the above notice, with enclosure, is
remailed to applicant with the correct information:

In view of the circumstances herein, the time for
filing an answer to the notice of opposition is extended to
FORTY DAYS from the mailing date of this order. Any
discovery requests or notices served that remain unanswered

as of the mailing date of this order must be reserved in




accordance with the rules, unless otherwise égreed to by the
parties.

In accordance with the Trademark Rules of Practice,
discovery is open, and the close of discovery and testimony
dates are set as indicated below. In each instance, a copy
of the transcript of testimony, together with copies of
documentary exhibits, must be served on the adverse party
within thirty days after completion of the taking of

testimony. Trademark Rule 2.125.

Discovery period to close: 12/2/07

30-day testimony period for party
in position of plaintiff to close: 3/1/08

30-day testimony period for party
in position of defendant to close: 4/30/08

15-day rebuttal testimony period
to close: 6/14/08

Briefs shall be filed in accordance with Trademark
Rule 1.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.



United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: May 10, 2007

Opposition No 91177215
Serial No. 78904064

998232 ALBERTA LTD.; 998232 ALBERTA LTD.

5923 3RD STREET SE

CALGARY; ABC - ALBERTA T2H1K3,

CAX , CANADA
ALBERTO-CULVER COMPANY Alberto-
Culver Company

v.

998232 Alberta Ltd.

Craig S. Fochler

Foley & Lardner LLP

321 North Clark Street, Suite 2800
Chicago, IL 60610-4764 UNITED STATES

Monique Tyson, Paralegal Specialist:

A notice of opposition to the registration sought in the above-
identified application has been filed. A copy of the notice is
attached.

ANSWER IS DUE FORTY DAYS after the mailing date hereof. (See Trademark
Rule 2.196 for expiration date falling on Saturday, Sunday or a
holiday) .

Proceedings will be conducted in accordance with the Trademark Rules of
Practice, set forth in Title 37, part 2, of the Code of Federal Regulations.
The parties are reminded of the recent amendments to the Trademark Rules that
affect the rules of practice before the TTAB. See Rules of Practice for
Trademark-Related Filings Under the Madrid Protocol Implementation Act, 68
Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003);
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286
(August 13, 2003) (effective September 12, 2003). Notices concerning the
rules changes, as well as the Trademark Trial and Appeal Board Manual of
Procedure (TBMP), are available at www.uspto.gov/web/offices/dcom/ttab/.

The parties are particularly referred to Trademark Rule 2.126
pertaining to the form of submissions. Paper submissions, including
but not limited to exhibits and depositions, not filed in accordance
with Trademark Rule 2.126 may not be given consideration or entered
into the case file.




Discovery and testimony periods are set as follows:
Discovery period to open: 5/30/07

Discovery period to close: 11/26/07

30-day testimony period for party
in position of plaintiff to close: 2/24/08

30-day testimony period for party
in position of defendant to close: 4/24/08

15-day rebuttal testimony period
for plaintiff to close: 6/8/08

A party must serve on the adverse party a copy of the transcript of any
testimony taken during the party's testimony period, together with
copies of documentary exhibits, within 30 days after completion of the
taking of such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as provided
by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone conferences to

discuss or resolve many interlocutory matters that arise in inter
partes cases. See TBMP § 502.06(a) (2d ed. rev. 2004).

If the parties to this proceeding are (or during the pendency of this
proceeding, become) parties to another Board or civil proceeding
involving related marks or other common issues of law or fact, they
shall notify the Board immediately, so that the Board can consider
consolidation or suspension of proceedings, if appropriate.

New Developments at the Trademark Trial and Appeal Board

For faster handling of all papers, the TTAB strongly encourages
electronic filing whenever possible. TTAB forms for electronic filings
are available at http://estta.uspto.gov. Images of TTAB proceeding
files can be viewed using TTABvue at http://ttabvue.uspto.gov.




Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA139581
Filing date: 05/09/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ALBERTO-CULVER INTERNATIONAL, INC.
Alberto-Culver International, Inc.
Granted to Date 05/09/2007
of previous
extension
Address 2525 Armitage Avenue
Chicago, IL 60160
UNITED STATES
Party who filed ALBERTO-CULVER COMPANY
Extension of time | Alberto-Culver Company
to oppose
Relationshipto | Alberto-Culver International, Inc. is the direct successor-in-interest by
party who filed assignment of the pertinent trademark rights formerly owned by Alberto-Culver
Extension of time | Company.
to oppose
Attorney Craig S. Fochler
information Foley & Lardner LLP
321 North Clark Street Suite 2800
Chicago,-IL 60610-4764
UNITED STATES
cfochler@foley.com, cmandly@foley.com, edepakakibo@foley.com
Phone:312.832.4500

Applicant Information

Application No 78904064 Publication date 01/09/2007
Opposition Filing | 05/09/2007 Opposition 05/09/2007
Date Period Ends
Applicant 998232 Alberta Ltd.

5923 3rd Street SE

Calgary, T2H1K3

CANADA

Goods/Services Affected by Opposition

Class 003.

All goods and sevices in the class are opposed, namely: Skin gels for accelerating, enhancing or
extending tans; Sun block; Sun block preparations; Sun care lotions; Sun creams; Sun screen; Sun
screen preparations; Sun tan gel; Sun tan lotion; Sun tan oil; Sun-block lotions; Tanning creams

Grounds for Opposition

[ Priority and likelihood of confusion

| Trademark Act section 2(d)




| Dilution

| Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

Mark

ﬁ.s. Registration | 822537 Application Date 08/18/1965

o.

Registration Date | 01/17/1967 Foreign Priority NONE
Date

Word Mark VvO5

Design Mark

Description of NONE

Goods/Services

Class U051 (International Class 003). First use: First Use: 1955/03/01 First Use
In Commerce: 1955/03/01

PREPARATIONS FOR THE HAIR, INCLUDING PERMANENT WAVE LOTION,
HAIR SPRAY, SETTING LOTION, CREME RINSE, DRESSING AND

CONDITIONER, HAIR BRIGHTENER, AND CONDITIONER FOR COLORED
HAIR

Class U052 (International Class 003). First use: First Use: 1963/04/19 First Use
in Commerce: 1963/04/19

HAIR SHAMPOO, AND SHAMPOO CONCENTRATE

Mark

U.S. Registration | 1449193 Application Date 12/22/1986

No.

Registration Date | 07/28/1987 Foreign Priority NONE
Date

Word Mark VOS5

Design Mark

Description of NONE

Goods/Services

Class 003. First use: First Use: 1986/12/01 First Use In Commerce: 1986/12/01
HAIR STYLING MOUSSE AND HAIR STYLING GEL

Mark

U.S. Registration | 658904 Application Date ‘| 06/20/1956

No.

Registration Date | 02/25/1958 Foreign Priority NONE
Date

Word Mark ALBERTO VO5

Design Mark

Description of NONE

Goods/Services

Class U051 (International Class 003). First use: First Use: 1939/01/00 First Use
in Commerce: 1939/01/11

PREPARATION USED AS A HAIR DRESSING AND AS A HAIR SCALP
CONDITIONER

U.S. Registration | 723187 Application Date 01/30/1961

No.

Registration Date { 10/24/1961 Foreign Priority NONE
Date

Word Mark

ALBERTO VO5
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Design Mark

Description of
Mark

NONE

Class U051 (International Class 003). First use: First Use: 1960/11/30 First Use

Goods/Services
In Commerce: 1960/11/30
Hair Spray
U.S. Registration | 3078626 Application Date 07/01/2004
No.
Registration Date | 04/11/2006 Foreign Priority NONE
Date
Word Mark ALBERTO VOS5
Design Mark

Description of
Mark

The mark consists of the words ALBERTO VOS5 in stylized form shown on a
design of a shield. ~

Goods/Services

Class 003. First use: First Use: 1994/06/00 First Use In Commerce: 1994/06/00
Hair care preparations

U.S. Application 78508569 Application Date 10/29/2004

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ALBERTO VO5

Design Mark

Description of
Mark

The mark consists of stylized lettering using the "Optima" font family, shown in.
white on a dark blue background of a flag design, which includes ribbons applied
to the top and bottom in metallic silver. The color red is applied to the triangular
shape inserted into the letter "V".

Goods/Services

Class 003. First use: First Use: 2005/01/01 First Use In Commerce: 2005/01/01
Hair care preparations

U.S. Application 78508570 Application Date 10/29/2004

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ALBERTO VO5

Design Mark

Description of
Mark

The mark consists of stylized lettering using the "Optima" font family on a flag
design, including ribbons applied to the top and bottom.

Goods/Services Class 003. First use: First Use: 2005/01/01 First Use In Commerce: 2005/01/01
Hair care preparations
Attachments 78444904#TMSN .jpeg ( 1 page ){ bytes )
78508569#TMSN.jpeg ( 1 page )( bytes )
78508570#TMSN.jpeg ( 1 page )( bytes )
3VO.pdf ( 4 pages )(49926 bytes )
Signature /Charles R. Mandly, Jr./
Name Charles R. Mandly, Jr.
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05/09/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mark: 3vVOo
Serial Number: 78/904,064
Filed: June 8, 2006
Published: January 9, 2007
ALBERTO-CULVER INTERNATIONAL, :
INC., :
Opposer
V. : Opposition No.
998232 ALBERTA LTD.,
Applicant.

Opposer, Alberto-Culver International, Inc., a Delaware corporation, the direct successor-
in-interest by assignment of the pertinent trademark rights formerly owned by Alberto-Culver
Company, believes that it will be harmed by the issuance of a registration for Application Serial
Number 78/904,064, and hereby opposes such application.

As grounds for the opposition, Alberto-Culver International, Inc. alleges the following:

1. For years, Alberto-Culver International, Inc., including its predecessors-in-interest
(collectively “Alberto”), has been engaged, either directly or through related companies, in the
business, inter alia, of manufacturing and selling a wide variety of personal care products,
including hair care preparations and skin care preparations, to the general public at various
locations throughout the United States.

2. Since at least as early as the 1930’s, long prior to the filing of the application

opposed herein, Alberto, either directly or through related companies, has sold personal care

CHIC_1442593.2




products under a set of invented or “coined” marks consisting, in whole or in part, of the letter
combination “VO” in conjunction with the Arabic numeral “5” (collectively “VO5 Marks”).
3. Alberto has registered its VO5 Marks with the United States Patent and

Trademark Office, including the following:

Mark Registration Number | Registration Date Goods/Services

VOS5 822,537 January 17, 1967 Preparation for the hair,
including permanent wave
lotion, hair spray, setting lotion,
créme rinse, dressing and .
conditioner, hair brightener, and
conditioner for colored hair.

VOS5 1,449,193 July 28, 1987 Hair styling mousse and hair
styling gel.

ALBERTO VO35 | 658,904 February 25, 1958 Preparation used as a hair
dressing and as a hair scalp
conditioner

ALBERTO VOS5 | 723,187 October 24, 1961 Hair spray

ALBERTO VOs5 | 3,078,626 , April 11,2006 Hair care preparations

& Design

Said registrations are valid, subsisting and owned by Alberto, and Registration Nos. 822,537,
1,449,193, 658,904, and 723,187, are each incontestable in accordance with Sections 8 and 15 of
the United States Trademark Act, 15 U.S.C. §§ 1065 & 1115(b). e
4, Alberto owns an invaluable goodwill represented by each of its VOS5 Marks for
personal care products comprising, inter alia, lotions, gels and creams.
5. Applicant, 998232 Alberta Ltd. (“Alberta”), upon information and belief, is
engaged, or intends to engage, in the business of selling personal care products, namely skin care

preparations comprising, for the most part, lotions, gels and creams.

CHIC_1442593.2




6. Alberta has applied to register (United States Trademark Application Serial No.

78/236,671) the trademark 3VO (stylized) for “skin gels for accelerating, enhancing or extending

tans; sun block; sun block preparations; sun care lotions; sun creams; sun screen; sun screen
preparations; sun tan gel; sun tan lotion; sun tan oil; sun block lotions; tanning creams.

7. Upon information and belief, prior to June 8§, 2006,.Alberta made no use of the
trademark 3VO for any of the aforesaid lotion, gel or cream personal care products or any other
personal care products.

8. Registration of Alberta’s aforesaid mark 3VO for the aforesaid personal care
products is likely to confuse the public as to the source of Alberta’s products in violation of
Section 2(d) of the United States Trademark Act, 15 U.S.C. § 1052(d).

9. Each of Alberto’s VOS5 Marks inherently is a highly distinctive mark.

10.  Through long and substantial sales and advertising of VOS branded goods, and
since long prior to June 8, 2006, as well as, upon information and belief, long prior to any of
Alberta’s use of the mark 3VO for the aforesaid personal care products, each of Alberto’s VOS5
Marks acquired a high degree of acquired distinctiveness or secondary meaning symbolizing an
invaluable goodwill owned by Alberto.

11.  Since long prior to June 8, 2006, and upon information and belief, long prior to
any of Alberta’s use of the mark 3VO for the aforesaid personal products, each of Alberto’s VOS5
Marks had become famous within the meaning of Section 43(c) of the United States Trademark
Act, 15 U.S.C. § 1125(c).

12.  Anyuseof the3VO mark for the aforesaid personal care products is likely to

dilute the distinctive quality of each of Alberto’s VOS5 Marks.

CHIC_1442593.2




WHEREFORE, Alberta is not entitled to register the trademark 3VO, and any such
registration would be damaging to Alberto.
Alberto herewith submits the requisite filing fee in the sum of $300.00. Please deduct

any underpayment of requisite fees or credit any over payment to the deposit account of Foley &

Lardner, LLP, Account No. 06-1450.

Please address all communications to Craig S. Fochler, Foley & Lardner LLP, 321 North

Clark Street, Suite 2800, Chicago, Illinois 60610-4764; Telephone No. (312) 832.4379.

Respectfully submitted,

FOLEY & LARDNER LLP

By:
Craig S. Fochler
Charles R. Mandly, Jr.
321 North Clark Street, Suite 2800
Chicago, Illinois 60610-4764
Telephone: 312.832.4500

217, 83 1- 4700
Attorneys for Opposer
ALBERTO-CULVER COMPANY
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