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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

in the Matter of Serial No. 78866376
Filed on April 20, 2006
For the Mark NATIONSTAR
Published for Opposition on January 2, 2007
Nationstar Mortgage LLC,
Opposer
VvS. Opposition No. 91177036
Mujahid Ahmad,
Applicant

APPLICANT’S OPPOSITION TO OPPOSER’S MOTION FOR SUMMARY
JUDGMENT AS UNTIMELY AND RESPONSE TO OPPOSER’S MOTION FOR
SUMMARY JUDGMENT

Applicant hereby responds to Opposer’s Corrected Motion for Summary
Judgment and rhoves this Court to dismiss or deny Summary Judgment for the reasons
stated below.

I. OPPOSER’S MOTION FOR SUMMARY JUDGMENT SHOULD BE DISMISSED AS
UNTIMELY.

By the T.T.A.B. order in this matter dated September 2, 2009, the Opposer’'s 30-
day Testimony Period was reset to end on October 1, 2009. Accordingly, Opposer's
Testimony Period opened on September 2, 2009. Opposer filed its motion for Summary
Judgment to which this pleading responds on September 4, 2009 — three days after
Opposer’'s Testimony Period had opened. The Trademark Trial and Appeal Board

Manual of Procedure provides as follows:




37 CFR § 2.127(e)(1) A motion for summary judgment may not be filed
until notification of the proceeding has been sent to the parties by the
Trademark Trial and Appeal Board. A motion for summary judgment, if
filed, should be filed prior to the commencement of the first testimony
period, as originally set or as reset, and the Board, in its discretion, may
deny as untimely any motion for summary judgment filed thereafter. ...

... In inter partes proceedings before the Board, trial commences with
opening of the first testimony period. Therefore, a motion for summary
judgment should be filed prior to the opening of the first testimony period,
as originally set or as reset, and the Board, in its discretion, may deny as
untimely any summary judgment motion filed thereafter. If testimony
periods are reset prior to the opening of the plaintiff's testimony period-in-
chief, a motion for summary judgment filed before such testimony period
commences is timely. Once the first testimony period commences,
however, any summary judgment motion filed thereafter is untimely, even
if technically filed prior to the opening of a rescheduled testimony period-
in-chief for plaintiff, and/or even if no trial evidence has actually been
adduced by the plaintiff.

The Board will generally not consider a motion for summary
judgment filed after the first testimony period commences unless (1) it
involves a matter of res judicata (claim preclusion) or collateral estoppel
(issue preclusion), (2) was submitted by agreement of the parties (prior to
the taking of any testimony), or (3) was not opposed by the nonmoving
party (at least on the basis of its untimeliness).

TBMP § 528.02 (footnotes omitted). Opposer’s Motion for Summary Judgment is not a
matter of res judicata or collateral estoppel, was not submitted by agreement of the
parties, and is hereby opposed by the Applicant as nonmoving party.

On September 9, seven days after commencement of the Testimony Period and
five days after Opposer’s Motion for Summary Judgment, the Board issued an order
which states that Opposer's 30-day testimony period will now end on November
6, 2009. TBMP § 509 dealing a motion to extend and motion to reopen time states as
follows:

Fed. R. Civ. P. 6(b) Enlargement. When by these rules or by a notice

given thereunder or by order of court an act is required or allowed to be

done at or within a specified time, the court for cause shown may at any
time in its discretion (1) with or without motion or notice order the period




enlarged if request therefor is made before the expiration of the period

originally prescribed or as extended by a previous order, or (2) upon

motion made after the expiration of the specified period permit the act to

be done where the failure to act was the result of excusable neglect; but it

may not extend the time for taking any action under Rules ... 60(b) ...

except to the extent and under the conditions stated in them.
In the instant case Opposer had until the September 2 opening of the Testimony Period
to file a motion for summary judgment and failed to do so. While the Testimony Period
was in progress on September 4, Opposer filed its Motion for Summary Judgment. The
Board's September 9 order then purports to close the already open Testimony Period
and relocate it on the calendar to begin on October 8. This means that Opposer's
Testimony Period runs from September 2 through September 9, stops, resumes on
October 8 and ends on November 6. Applicant objects to such scheduling as an abuse
of the Board’s discretion. While the Board certainly has authority to suspend
proceedings, or enlarge the time for taking action, it cannot wind the calendar back in
order to place the proceeding at a previous stage. If the Board wishes to consider
Opposer's Motion for Summary Judgment, it may use its discretion to accept the motion
under TBMP § 528.02, cited above and for the reasons stated therein, or may extend
the time for filing such motion under TBMP § 509, cited above and for the reasons
stated therein. |

In sum, Opposer’'s summary judgment motion was clearly untimely under
TBMP § 528.02 when filed, because it was filed after Opposer’'s Testimony Period had
commenced. Secondly, Opposer's Motion for Summary Judgment is improper under
TBMP § 509, because Opposer has not demonstrated any “excusable neglect” which

should cause the Board to use its discretion to enlarge the time for filing Opposer's

Motion for Summary Judgment. Finally, Opposer has not offered any argument to
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which Applicant can respond as to why the Board should abandon its general practice
and consider Opposer's untimely Motion for Summary Judgment. For these reasons
Opposer’s Motion for Summary Judgment should be dismissed as untimely.

Il. ARGUMENT

A. Summary Judgment Is Appropriate Only When There Are No
Genuine Issues As To Material Facts.

Summary judgment is appropriate when there can be no genuine issue as to any
material fact conceming the issues of this proceeding. Fed. R. Civ. P. 56; Celotex Corp.
v. Catrett, 477 U.S. 317 (1986); BellSouth Corp. v. DataNational Corp., 60 F.3d 1565,
1569, 35 U.S.P.Q. 1554, 1557 (Fed. Cir. 1995); Crocker Nat | Bank v. Canadian
Imperial Bank of Commerce, 223 U.S.P.Q. 909, 911 (T.T.A.B. 1984). The purpose of
summary judgment is to avoid an unnecessary trial and to save the time and the
expense of litigation where there is no genuine issue of material fact exists and where
no evidence in addition to the evidence submitted with respect to the summary
judgment motion could reasonably change the outcome. Pure Gold v. Syntax (U.S.A.)
Inc., 739 F.2d 624, 222 U.S.P.Q. 741,743 (Fed, Cir. 1984); Nature's Way Products, Inc.
v. Nature's Herbs, Inc., 9 U.S.P.Q.2d 2077, 2080 (T.T.A.B. 1989).

B. Opposer’s Fraud Claims

The record in this matter shows generally that at the time Applicant filed its
application, Applicant was promoting his one-man real estate business through
mailings, fliers and business cards under the NATIONSTAR mark. Exhibit A —
Applicant's Response to Opposer’s First Set of Document Requests to Applicant, pp.
APP001-APP012 (examples of Applicant’'s promotional materials). Applicant was

engaged in the business of selling real estate. Exhibit B — Transcript of Deposition of




Mr. Ahmad (“Ahmad Tr."), pp 107-115; Exhibit C — Applicant’s Responses to Opposer’s
First Set of Interrogatories, Nos. 3, 4, 7, 21 and 25. Applicant advised his customers
about mortgage options. Ahmad Tr. pp. 26:4-7, 108:19-22, and 113:3-8. Applicant
advised his cusfomers regarding insurance options for purchased property. Ahmad Tr.
pp. 25:15-17, 113:3-8, and 115:10-13. Applicant advised his clients regarding rental of
their property. Ahmad Tr. pp. 23:3-12, 110:4-6, and 109:22-25. Applicant advised
customers regarding management of their rental operations. Ahmad Tr. pp. 24:4-13,
and 110:19-24. Applicant provided to his clients business finance procurement advice
and real estate investment advice. Ahmad Tr. pp. 25:2-5, 109:22-25, and 112:3-10.
Opposer claims-that each of these facts is indisputably untrue and that, accordingly,
Opposer should be granted summary judgment, because, as a matter of law, Applicant
committed fraud on the PTO when claiming all these services in the statement of use in
its trademark application.

The Federal Circuit recently issued its opinion in /n re Bose Corp. (2009 WL
2709312 (Fed. Cir. Aug. 31, 2008), Exhibit D) which clarifies what constitutes fraud on
the Trademark Office. The Court stated that:

Thus, we hold that a trademark is obtained fraudulently under the Lanham

Act only if the applicant or registrant knowingly makes a false, material

representation with the intent to deceive the PTO.

In re Bose Corp: at p. 7. Without addressing any of Opposer’'s arguments with respect
to Applicant's use of the NATIONSTAR mark and whether Applicant knowingly made a
false declaration of use, Opposer’s motion must fail, because no evidence has been
offered showing that Applicant had any intent to deceive the PTO. Indeed, Applicant

had no motive to deceive the PTO in its statement of use, because Applicant has




priority over Opposer's competing mark as of Applicant’s filing date. In other words,
Applicant would have priority over Opposer’s mark even if Applicant had filed its
application on the basis of intent to use. Furthermore, summary judgment would
eliminate Applicant’s Testimony Period. Opposer claims that Applicant made a
multitude of material misstatements in its application. If Applicant has made any
misstatements, Applicant’s Testimony Period is the opportunity for Applicant to explain
the evidence and show why any material misstatement was the result of error rather
than intent to deceive the PTO. Thus, such testimony could likely affect the outcome of
this proceeding.

In sum, even if the Board accepts all of Opposer's characterizations of the
evidence, the question of intent has not been addressed in Opposer’'s motion. The
factual issue of Applicant’s intent must be resolved before the Board can issue decision

in this matter,




. CONCLUSION

For the reasons stated above, the Board should dismiss Opposer’s Motion for
Summary Judgment as untimely. If such motion is not dismissed, the Board should
deny Opposer's Motion for Summary Judgment because there are still issues of

material fact which must be resolved before reaching a decision in this proceeding

Respectfully submitted,

M ID AHMAD
Date: A4 /Iﬁ /6? % —X @—k

Patrick |. Rea

Taylor & Rea, PLC

3925 Old Lee Hwy, Ste 200
Fairfax, VA 22030

(703) 385-3322

(703) 385-5406 Fax
rea@taylorrealaw.com
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| hereby certify that on September 18, 2009, the foregoing Notice of Appearance is
being deposited with the United States Postal Service, with sufficient postage as first-
class mail, in an envelope addressed to

Bryce J. Maynard

Buchanan, Ingersoll & Rooney PC
P.O. Box 1404

Alexandria, VA 22314
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Patrick |. Rea
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