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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Nationstar Mortgage, LLC,
Opposer,
V.
Opposition No. 91177036
Mujahid Ahmad,

Applicant.

OPPOSER'S OPPOSITION TO APPLICANT’S MOTION
TO COMPEL PRODUCTION OF DOCUMENTS AND THINGS

Opposer Nationstar Mortgage LLC ("Opposer") hereby opposes Applicant Mujahid
Ahmad's ("Applicant") Motion to Compel Production of Documents and Things for the

reasons set forth below.
1. INTRODUCTION

Applicant is seeking an order from the Board requiring Opposer to produce additional
documents responsive to Applicant's Document Request Nos. 4, 5 and 6, as well as additional

information responsive to Interrogatory No. 1.

Opposer has already fully responded in good faith to the discovery requests which are
the subject of this Motion to Compel, despite Applicant's numerous false and unfounded
allegations to the contrary.

Applicant is seeking to mislead the Board regarding Document Request No. 4, which
seeks documents regarding Opposer's "first use" of the NATIONSTAR MORTGAGE mark,
not Opposer's "first use in commerce" as Applicant alleges in his Motion to Compel. Opposer

has already produced all documents it 1s aware of responsive to the request as written.



With regard to Document Requests Nos. 5 and 6, Opposer has produced responsive
documents after the filing of the Motion to Compel and the Motion is therefore moot with

regard to these requests.

Finally, Opposer is not required to respond any further to Interrogatory No. 1, which
asks Opposer to identify Opposer's first use in commerce, since Opposer is not currently

relying upon use in commerce to establish priority in this proceeding.
Therefore, the Board should deny Applicant's Motion to Compel in its entirety.

II. OPPOSER HAS PRODUCED DOCUMENTS RESPONSIVE TO REQUEST
NOS. 5 AND 6 AND THE MOTION TO COMPEL IS THEREFORE MOOT
WITH REGARD TO THESE REQUESTS

Applicant's Motion to Compel seeks an order from the Board requiring Opposer to
produce documents responsive to Requests No. 5 and 6. However, Opposer is producing a
representative sample of documents responsive to these requests concurrently with the filing of
this Response (see Exhibit A, Letter from Colleen Hall to Stephanie Carmody dated July 2,

2008). Therefore, the Motion to Compel is moot with regard to these Requests.

III. OPPOSER HAS FULLY RESPONDED TO APPLICANT'S DOCUMENT
REQUEST NO 4, WHICH SEEKS DOCUMENTS REGARDING OPPOSER'S
"FIRST USE," NOT OPPOSER'S "FIRST USE IN COMMERCE"

The only issue before the Board with regard to Applicant's Document Requests is
Request No. 4, which seeks documents "from which it can be determined the date of first use
by Opposer of NATIONSTAR MORTGAGE, alone or with other elements." Exhibit B,
Applicant's First Set of Document Requests, at Request No. 4. Opposer has already produced
numerous documents responsive to this request, including documents regarding the

registration of various domain names containing "Nationstar" on March 24, 2006. Exhibit C.



Applicant now complains in its Motion to Compel that the registration of domain
names does not constitute "use in commerce" and that therefore Opposer has not provided a
satisfactory response to Number 4. However, although Applicant argues in its Motion that
"Document Request No. 4 seeks documents from which the date of first use in commerce
could be determined" (Applicant's Motion to Compel, at 6), this is not the case. Document

Request No. 4 merely seeks "Documents from which it can be determined the date of first use

by Opposer of NATIONSTAR MORTGAGE, alone or with other elements." Exhibit B, at
Document Request No. 4. The request therefore on its face seeks only documents pertaining

to the "first use" of the mark, not the "first use in commerce."

Opposer has already provided Applicant with documents showing Opposer's first use
of the NATIONSTAR MORTGAGE mark, as requested in Applicant's Document Request No.

4.

Therefore, the Board must deny Applicant's Motion as it pertains to this Request.
IV. OPPOSER SHOULD NOT BE REQUIRED TO RESPOND TO APPLICANT'S

INTERROGATORY NO. 1 BECAUSE OPPOSER IS NOT CURRENTLY
RELYING ON USE IN COMMERCE TO ESTABLISH PRIORITY

Finally, Applicant asks the Board to compel a response to Applicant's Interrogatory
No. 1, which seeks the date of first use in commerce of the NATIONSTAR MORTGAGE
mark. This interrogatory is an improper attempt by Applicant to force Opposer to identify and
rely upon a date of first use in commerce as establishing Opposer's priority in the
NATIONSTAR MORTGAGE mark. Applicant admits that it is seeking this information to
determine "whether Opposer or Applicant has superiority with respect to the NATIONSTAR

mark." Applicant's Motion to Compel, at 2.

Applicant's Interrogatory No. 1 is based on the false assumption that Opposer is relying



on "use in commerce" to establish priority in the NATIONSTAR mark. However, Opposer is
not currently alleging that it used the NATIONSTAR MORTGAGE mark in commerce prior
to the filing date of Applicant's NATIONSTAR mark. Paragraph 18 of the Notice of

Opposition clearly sets forth the current basis of Opposer's priority claim:

18.  Opposer began making bona fide preparations to use Opposer' NATIONSTAR

mark prior to the April 20, 2006 filing date of Application Serial No. 78/866,376.
Exhibit D, Notice of Opposition.

The case law precedent is clear that bona fide preparations to use a mark can suffice to
establish priority in a mark. Chance v. Pac-Tel Teletrac Inc., 242 F.3d 1151 (9th Cir. Cal.
2001); Allard Enters. v. Advanced Programming Res., Inc., 146 F.3d 350 (6th Cir. 1998) This
is particularly true in the situation where a subsequent user of or applicant for a similar mark is
aware of these preparations, as Applicant was aware of Opposer's plans to use the
NATIONSTAR MORTGAGE mark prior to Applicant's filing date, due in part to the letter
from Opposer's counsel to Applicant offering to purchase the domain names. Caesars World,

Inc. v. Milanian, 247 F. Supp. 2d 1171 (D. Nev. 2003).

Therefore, Opposer is not required to show that it used the NATIONSTAR mark in
commerce prior to Applicant's filing date in order to succeed on Opposer's priority claim, and
Opposer should not be required to provide any additional information in response to

Applicant's Interrogatory No. 1.
IV. CONCLUSION

For the above stated reasons, the Board should deny Applicant’s Motion to Compel

Production of Documents and Things.



Date:July 2. 2008

Respectfully submitted,

NATIONSTAR MORTGAGE LLC

(U (R G

Bassam N. Ibrahim

Bryce J. Maynard

Attorneys for Applicant

Buchanan Ingersoll & Rooney, P.C.
P.O. Box 1404

Alexandria, Virginia 22314
(703)836-6620




CERTIFICATE OF SERVICE
I hereby certify that a true copy of the foregoing OPPOSER’S OPPOSITION TO

APPLICANT’S MOTION TO COMPEL PRODUCTION OF DOCUMENTS AND THINGS
was served this 2nd day of July, 2008 by first-class mail, postage prepaid, on:
Stephanie Carmody

Steptoe & Johnson
1330 Connecticut Avenue, N.W.

Washington, D.C. 20036 H :

Colleen Hall
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Buchanan Ingersoll £ Rooney pc

Attorneys & Government Relations Professionals

P.O. Box 1404
Alexandria, VA 22313-1404

1737 King Street, Suite 500
Alexandria, VA 22314-2727

Colleen Hall T 703 836 6620

colieen.hall@bipc.com www.buchananingersoll.com
July 2, 2008

VIA UPS

Stephanie Carmody, Esq.

Steptoe & Johnson

1330 Connecticut Avenue, N.W.
Washington, D.C. 20036

Re:  Nationstar Mortgage, LLC;
Mujahid Ahmad
Opposition No. 91177036
Qur Reference: 0055673-000033

Dear Ms. Carmody:

Enclosed please find Opposer's document production consisting of documents Bates No.
NSMO00013 to NSM00031.

Sincerely,

(g (3 Hall

Colleen A. Hall
Legal Assistant

CAH
Enclosures

#1504712-v1
California : Delaware : Florida :: New Jersey :: New York : Ohio = Pennsylvania : Virginia :* Washington, DC
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NATIONSTAR MORTGAGE LLC, ;
Opposer, ;

V. ; Opposition No. 91177036
MUJAHID AHMAD, g
Applicant. %

APPLICANT’S FIRST SET OF REQUESTS FOR PRODUCTION
OF DOCUMENTS AND THINGS

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and Trademark Rule 2.120,
Applicant, Mr. Mujahid Ahmad, through its undersigned counsel, requests that Opposer,
Nationstar Mortgage LLC, produce the following designated documents and things at the offices
of Steptoe & Johnson LLP, 1330 Connecticut Avenue, NW, Washington, DC 20036 within 35
days of the date of service of these requests for admission in accordance with Trademark Rules

2.119(c) and 2.120.

DEFINITIONS AND INSTRUCTIONS

1. “Applicant” or means Applicant, its predecessors, successors, and assigns, and
any of its affiliates, officers, directors, agents, employees, or other persons, including, but not
limited to, its attorneys, accountants and advisors, acting or purporting to act on its behalf.

2. “Opposer” means Nationstar Mortgage LLC, its predecessors, successors, and

assigns, and any of its affiliates, officers, directors, agents, employees, or other persons,



including, but not limited to, its attorneys, accountants and advisors, acting or purporting to act
on its behalf.

3. “Person” means, without limiting the generality of its meaning, any natural
person, group of natural persons (such as a committee or board of directors), corporation,
partnership, unincorporated association, joint venture and any other incorporated or
unincorporated business, governmental, public or social entity.

4. “And” as well as “or” shall be construed either disjunctively or conjunctively as
necessary to bring within the scope of these Requests any information which might otherwise be
construed as outside their scope.

5. “Concerning” means containing, consisting of, referring to, supporting, prepared
in connection with, used in preparation for, commenting upon, or being in any way legally,
logically or factually connected with or pertaining to, in whole or in part, the matter discussed.

6. Whenever appropriate in these Requests, the singular and plural forms of words
shall be interpreted interchangeably so as to bring within the scope of these requests any matter
which might otherwise be construed to be outside of their scope.

7. If any information requested by these Requests is claimed to be immune from
discovery on the grounds of privilege or otherwise:

a. identify the communication or document;

b. identify the person or persons making the communication or authoring the
document and all persons receiving the information;

C. specify the type of privilege or other reason asserted for withholding the
requested information;

d. specify the basis for the assertion; and



e. describe the withheld information to a degree sufficient to enable the court
to decide if such claim has been properly invoked.

8. These Requests for Production of Documents and Things are to be regarded as
continuing. In accordance with Rule 26(e) of the Federal Rules of Civil Procedure, Opposer is
required to supplement or modify any answer given as additional or different information
becomes known to you.

REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS

REQUEST NO. 1

All documents concerning the selection and adoption by Opposer of the designation
NATIONSTAR MORTGAGE, alone or with other elements, including all other designations
consisting of or containing the term NATIONSTAR considered by Opposer for its name.

REQUEST NO. 2

All documents consisting of or concerning each search, inquiry and investigation into the
availability of NATIONSTAR, alone or with other elements, as a name or mark.

REQUEST NO. 3

All documents relating to the discussions, presentations and determinations by the
Opposer’s employees or outside consultants concerning the adoption of the name
NATIONSTAR MORTGAGE, alone or with other elements.

REQUEST NO. 4

Documents from which it can be determined the date of first use by Opposer of

NATIONSTAR MORTGAGE, alone or with other elements.



REQUEST NO. 5

A specimen or representation of each advertisement and item of promotional material of
Opposer referencing the designation NATIONSTAR MORTGAGE, alone or with other
elements, including but not limited to television commercials, radio commercials, billboards,
brochures, catalogs, internet advertisements and web pages, and drafts or mockups of such

advertisements or materials.

REQUEST NO. 6

Copies of all newspaper, magazine and journal articles and stories, press releases and
other references in any media, that refer to Opposer or its services by the designation
NATIONSTAR MORTGAGE, alone or with other elements.

REQUEST NO. 7

For each expert whose opinions may be relied upon in this proceeding, each document
which concerns: (i) any opinions that may be presented at trial; (ii) the reasons for any such
opinions; (iii) any data or information considered by the witness in forming the opinions; (iv)
any exhibits used in support of or summarizing the opinions; (v) the qualifications of the witness,
including all publications from January 1, 2000, to date; (v) the compensation being paid to the
witness, and (vi) any cases in which the witness has testified at trial or by deposition from 1995

to date.



REQUEST NO. 8

Each document identified in response to Applicant’s First Set of Interrogatories on

Opposer.
STEPTOE & JOHNSON LLP

A
By: %ﬂ/(q/ﬂ //M . V/ﬁﬂﬁfﬁ,ffw/ﬁ‘/
Stéphanie Morris Carmody
Rachel M. Marmer -
1330 Connecticut Avenue, NW
Washington, DC 20036
(202) 429-3000

Attorneys for Applicant

Dated: October 1, 2007



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing APPLICANT’S FIRST SET OF
REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS was served this 1st day of

October, 2007 by hand delivery, on:

Bryce J. Maynard
BUCHANAN INGERSOLL & ROONEY, PC
1737 King Street
Alexandria, VA 22314-2727
Telephone: 703-836-6620
Facsimile: 703-836-2021

Aachsd Ay .y
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3/5/06
3/10/06

3/20/06

3/20/06
3/21/06
3/23/06
3/24/06

3/24/06

3/31/06

4/3/06

4/6/06
4/18/06
4/20/06

4/28/06

Nationstar Mortgage LLC timeline

Name ideation session for additional names (Nationstar Mortgage name generated)

15 _:Ma%vm sent to Prizm Marketing Partners to conduct preliminary TM searches (Nationstar Mortgage
include

Preliminary TM search results received (Nationstar Mortgage included) from Prizm Marketing Partners
(Exhibit A — Preliminary Search)

Requested Landor (NY based agency) to do additional preliminary TM search of Nationstar Mortgage
Requested Buchanan Ingersoll to do full legal search on Nationstar Mortgage

Receive back final legal report from Buchanan Ingersoll on Nationstar Mortgage (Exhibit B — Full Search)

Steve Hess, CHEC EVP Marketing and Rob Greenbaum, CHEC SVP Marketing present final 7 name

recommendations to Tony Barone, President and CEO of Centex Home Equity. Mr. Barone selects Nationstar
Mortgage as new name. Mr. Hess sends name recommendation to Fortress Investment Group (new parent
company) for final approval. (Exhibit C — Final Name Recommendation and Exhibit D — Final Name Legal

Summary)

Rob Greenbaum, CHEC SVP Marketing, reserves several URLs with “Nationstar” on GoDaddy.com (Exhibit

E - URL List)

Wes Edens, CEO of Fortress Investment Group, approves Nationstar Mortgage as the new name for Centex

Home Equity. Rob Greenbaum, SVP Marketing, requests CHEC Legal Department to have Buchanan

Gmm:mo__ complete final investigation of Nationstar, negotiate purchase of Nationstarmortgage.com and .net

Ls and begin TM application.

Rob Greenbaum, CHEC SVP Marketing meets with Avrea Foster (Dallas based advertising agency) to review
initial logo designs and provide creative feedback for Nationstar Mortgage. Niemann Design submits several

logo designs to CHEC Marketing Department.
Rob Greenbaum, CHEC SVP Marketing reserves additional “Nationstar” URL addresses
Rob Greenbaum, CHEC SVP Marketing sends 6 logo designs to Buchanan Ingersoll for TM review

Bryce _,\_mmsma. Buchanan Ingersoll, sends logo TM results to Rob Greenbaum, CHEC SVP Marketing. Steve

Hess, CH
Equity and principals of Fortress Investment Group. Final logo is selected and approved.

Receive confirmation of TM applications: NATIONSTAR MORTGAGE (word mark only): Serial No.

C EVP Marketing, presents 2 final logo designs to Tony Barone, President & CEO of Centex Home

78/871,883, NATIONSTAR MORTGAGE and Design (composite mark): Serial No. 78/872,148, House w/

shooting star (design only): Serial No. 78/872,152

Centex Home Equity Company, L.L.C. Confidential

NSM00001



Nationstar Mortgage LLC - URLs Reserved

URL Date Registered with GoDaddy.com
1 AllianceForlending.com 04/06/06
2 AllianceForLending.net 04/06/06
3 AllianceForMortgages.com 04/06/06
4 GetNationstar.com 04/06/06
5 GetNationstar.net 04/06/06
6 LendingPartnership.com 04/27/06
7 LendingPartnership.net 04/27/06
8 LoanPartnership.com 04/27/06
9 LoanPartnership.net 04/27/06
10 MyNationstar.com 04/06/06
11 MyNationstar.net 04/06/06
12 NationsstarMortgage.com 04/27/06
13 NationsstarMortgage.net 04/27/06
14 Nation-star.com 04/27/06
15 Nationstari.com 04/27/06
16 NationstarAlliance.com 04/06/06
17 NationstarAlliance.net 04/06/06
18 NationstarBroker.com 04/06/06
19 NationstarBroker.net 04/06/06
20 NationstarCompany.com 04/06/06
21 NationstarCompany.net 04/06/06
22 NationstarDirect.com 04/06/06
23 NationstarDirect.net 04/06/06
24 NationstarDocs.com 04/27/06
Centex Home Equity Company LLC Confidential URL List as 042706

NSM00008
|



25 NationstarDocs.net 04/27/06

26 NationstarFunding.com 04/06/06
27 NationstarFunding.net 04/06/06
28 NationstarHome.com 04/06/06
29 NationstarHome.net 04/06/06
30 NationstarHomel.ending.com 04/06/06
31 NationstarHomelending.net 04/06/06
32 NationstarHomelLoans.com 04/06/06
33 NationstarHomeLoans.net 04/06/06
34 Nationstarinvestors.com 04/06/06
35 Nationstarinvestors.net 04/06/06
36 Nationstarlending.com 03/24/06
37 Nationstarlending.net 03/24/06
38 Nationstarloans.com 04/06/06
39 Nationstarloans.net 04/06/06
40 NationstarM.com 04/06/06
41 NationstarMail.com 04/27/06
42 NationstarMail.net 04/27/06
43 NationstarMC.com 04/06/06
44 NationstarMC.net 04/06/06
45 Nationstar-Mortgage.com 04/27/06
46 Nationstar-Mortgage.net 04/27/06
47 NationstarMortgage.us 03/24/06
48 NationstarMortgageLLC.com 04/27/06
49 NationstarMortgagel.LC.net 04/27/06
Centex Home Equity Company LLC Confidential URL List as 042706

NSM00009
|



50 NationstarMtg.com 03/24/06

51 NationstarMtg.net 03/24/06
52 NationstarOnline.com 04/06/06
53 NationstarOnline.net 04/06/06
54 NonprimeAlliance.com 04/06/06
55 NonprimePartnership.com 04/27/06
56 NonprimePartnership.net 04/27/06
57 NonprimeSolution.com 04/27/06
58 NonprimeSolution.net 04/27/06
59 NonprimeSolutions.com 04/27/06
60 NonprimeSolutions.net 04/27/06
61 NSMCLLC.com 04/06/06
62 NSMLLC.com 04/27/06
63 StarNationMortgage.com 04/06/06
64 YourNationstar.com 04/06/06
65 YourNationstar.net 04/06/06
66 YourNonprimeSolution.com 04/27/06
67 YourNonprimeSolution.net 04/27/06
Centex Home Equity Company LLC Confidential URL List as 042706

aennnnin
|
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RE: U.S. Trademark Application Serial No. 78/866,376
Published in the Official Gazette on January 2, 2007

NATIONSTAR MORTGAGE LLC, )
)
Opposer, )
) Opposition No.
-y- )
)
MUJAHID AHMAD, )
)
Applicant. )
)
Attorney Docket No. 0055673-000033 )
)
NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313- 1451

Commissioner;

In the matter of U.S. Trademark Application Serial No. 78/866,376, filed on April 20, 2006
by Mujahid Ahmad (“Applicant”), tore gister the mark NATIONSTAR (“Applicant’s NATIONSTAR
Mark”) in connection with “real estate brokerage; rental of real estate; real estate management
services, namely, management of commercial and residential properties; real estate investment;

residential and commercial property and insurance brokerage; mortgage brokerage; and business



finance procurement services” in International Class 36 (“Applicant’s Services”), and published in
the Official Gazette on January 2, 2007, Nationstar Mortgage LLC ("Opposer") believes that it will
be damaged by registration of Applicant’s NATIONSTAR Mark and hereby opposes same. The
grounds for this opposition are as follows:

1. Applicant is the record owner of Application Serial No. 78/866,376 for the mark
NATIONSTAR for Applicant’s Services.

2. Opposer is a limited liability company organized under the laws of the State of North
Carolina, located and doing business at 2828 North Harwood Street, 1 1® Floor, Dallas, Texas 75201.

3. Opposer is the owner of U.S. Application Serial No. 78/872,148 for the mark
NATIONSTAR MORTGAGE and Design and U.S. Application Serial No. 78/871,883 for the mark
NATIONSTAR MORTGAGE, both of which cover “mortgage lending services” (“Opposer’s
Services”), and both of which were filed on April 28, 2006. These applications are hereinafter

collectively referred to as “Opposer’s NATIONSTAR MORTGAGE Marks.”

Count I: Fraud In The Application

A. Fraudulent Allegation of Use in Commerce

4. Applicant’s application contains the statements that “[t]he applicant ... is using the
mark in commerce,” and that “‘the mark was first used at least as early as 04/04/2005, and first used
in commerce at least as early as 04/04/2005, and is now in use in such commerce.” The application
also contains a standard declaration as to the truth of applicant’s statements in the application.

5. Upon information and belief, Applicant did not use Applicant’s NATIONSTAR Mark

in connection with Applicant’s Services in commerce on or anytime prior to April 20, 2006, the

-



filing date of Applicant’s NATIONSTAR Mark. Upon information and belief, Applicant has not
used Applicant’s NATIONSTAR Mark in connection with Applicant’s Services in interstate
commerce in the United States.

6. Upon information and belief, the alleged April 4, 2005 dates of first use and first use
in commerce listed by Applicant in Application Serial No. 78/866,376 are based on nothing more
than Applicant’s registration of the domain names “nationstarmortgage.com” and
“nationstarmortgage.net.”

7. Upon information and belief, any company or individual providing mortgage services
must be registered in every state in which such services are offered. Upon information and belief,
Applicant is not registered to provide mortgage services in any state. Therefore, any alleged use of
the NATIONSTAR Mark in connection with Applicant’s Services is fraudulent/

8. Upon information and belief, Applicant made the false statements as to the use of his
mark in commerce and the first use dates of that mark with the intent to procure a registration to
which Applicant was not entitled, and Applicant was successful in procuring favorable examination,
allowance, and publication of the application.

0. Upon information and belief, Applicant’s false statements were made knowingly.
Applicant made knowing false statements as to the use of his mark in commerce and the first use
dates of that mark with the intent to procure a registration to which Applicant was not entitled, and
Applicant was successful in procuring favorable examination, allowance, and publication of the
application.

B. Fraudulent Specimen of Use




10.  Applicant did not file a specimen of use with the original application on April 20,
2006. After receiving an office action requiring submission of a specimen, Applicant submitted an
alleged specimen of use on October 19, 2006. The alleged specimen consisted of a printout that
displayed the NATIONSTAR MORTGAGE mark in connection with the alleged offering of
mortgage services.! The response submitted on October 19, 2006 also contained a signed
declaration stating that “the specimen was in use in commerce at least as early as the filing date of
the application” and that statements in the declaration were true.

11. Upon information and belief, the alleged specimen of use filed on October 19, 2006
was not in use in commerce at least as early as April 20, 2006, the filing date of Application Serial
No. 78/866,376.

12.  Upon information and belief, Applicant made the false statements as to the use of the
specimen with the intent to procure a registration to which Applicant was not entitled, and Applicant
was successful in procuring favorable examination, allowance, and publication of the application.

13.  Upon information and belief, Applicant’s false statements were made knowingly.
Applicant made knowing false statements as to the use of the specimen with the intent to procure a
registration to which Applicant was not entitled, and Applicant was successful in procuring favorable

examination, allowance, and publication of the application.

Count II: Invalid Application - No Use in Commerce

14. Opposer repeats and realleges paragraphs 1 through 13 above.

1 Applicant’s email address displayed twice in the specimen submitted to the Examiner contains the term and
registered service mark “Realtor”®. Upon information and belief, Applicant is neither a Realtor ® agent, a member
of the National Association of Realtors, nor licensed to use that registered mark.

4-



15.  Applicant’s Application Serial No. 78/866,376 was filed and was approved and
published based solely on alleged actual use of Applicant’s NATIONSTAR Mark in commerce.
Upon information and belief, Applicant had not made such use in commerce at any time prior to or
on the filing date of the application. Applicant’s application is void and invalid for lack of a filing
basis.

16.  Inthe alternative, upon information and belief, even if Applicant had made any use in
commerce of Applicant’s NATIONSTAR Mark prior to or on the filing date of the application, such
use was unlawful as not in compliance with applicable laws and regulations. Applicant’s application

is void and invalid for lack of lawful use to support the sole filing basis.

Count I1I: Likelihood of Confusion

17.  Opposer repeats and realleges paragraphs 1 through 15 above.

18.  Opposer began making bona fide preparations to use Opposer’s NATIONSTAR
MORTGAGE Marks in commerce prior to the April 20, 2006 filing date of Application Serial No.
78/866,376.

19.  Opposer’s counsel wrote to Applicant on April 11, 2006, offering to purchase the
domain names “nationstarmortgage.com” and “nationstarmortgage.net,” which Applicant had
registered on April 5, 2005. Opposer’s counsel sent a follow-up letter on April 18, 2006.

20.  Upon information and belief, Applicant filed Application Serial No. 78/866,376 on
April 20, 2006 only upon learning of Opposer’s prior preparations to use Opposer’s NATIONSTAR
MORTGAGE Marks and of Opposer’s intention to file applications for Opposer’s NATIONSTAR

MORTGAGE Marks.



21.  Upon information and belief, Applicant had not used Applicant’s NATIONSTAR
Mark in interstate commerce and did not have a bona fide intent to use Applicant’s NATIONSTAR
Mark in interstate commerce on the April 20, 2006 filing date of Application Serial No. 78/866,376.

22.  Opposer hasrights in Opposer’s NATIONSTAR MORTGAGE Marks which are prior
and superior to any rights that Applicant may have in Applicant’s NATIONSTAR Mark.

23.  Applicant’s NATIONSTAR Mark in Application Serial No. 78/866,376 is highly
similar to Opposer’s NATIONSTAR MORTGAGE Marks in sight, sound, and commercial
impression. In Applicant’s alleged specimen of use, the NATIONSTAR Mark is displayed in close
proximity to the phrase MORTGAGE, INC., increasing the likelihood that consumers will confuse
Applicant’s NATIONSTAR Mark with Opposer’s NATIONSTAR MORTGAGE Marks.

24, Applicant’s Services and Opposer’s Services are closely related and are sold or will
be sold to identical or highly similar types of consumers through identical or highly similar channels
of trade.

25.  Applicant’s NATIONSTAR Mark in Application Serial No. 78/866,376 so resembles
Opposer’s NATIONSTAR Mortgage Marks, in which Opposer has prior and superior rights, as to be
likely, when applied to Applicant’s Services, to cause confusion, to cause mistake, or to deceive, by
creating the erroneous impression that Applicant’s Services originate from or are associated with
Opposer, or that Applicant’s Services are authorized, endorsed or sponsored by Opposer.

26.  Applicant’s filing of Application Serial No. 78/866,376 for Applicant’s

NATIONSTAR Mark is without license, authorization or permission from Opposer.



27.  The granting of a trademark registration for Applicant’s NATIONSTAR Mark would
violate and diminish the prior and superior rights of Opposer in Opposer’s NATIONSTAR
MORTGAGE Marks and would be in violation of 15 U.S.C. § § 1052(d).

28.  Opposer would be damaged if Application Serial No. 78/866,376 is allowed to
register because Applicant will obtain statutory rights in Applicant’s NATIONSTAR Mark in
violation and derogation of the prior and superior rights of Opposer in Opposer’s NATIONSTAR
MORTGAGE Marks.

WHEREFORE, Opposer requests that its Opposition be sustained, that Application Serial
No. 78/866,376 be rejected and that the registration of NATIONSTAR as a trademark to Applicant

be refused, and for such other relief as may be deemed just and proper.

Respectfully submitted,

NATIONSTAR MORTGAGE LLC

Date: May 1, 2007 /Bryce J. Maynard/
Bassam N. Ibrahim
Bryce J. Maynard
Buchanan Ingersoll & Rooney PC
P.O. Box 1404
Alexandria, Virginia 22313-1404
(703) 836-6620

Attorneys for Opposer



