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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 78/751,105
Published for Opposition in the OFFICIAL GAZETTE on December 12, 2006

UMG RECORDINGS, INC. Opposition No.: 91176791
Opposer
V.
MATTEL, INC.

Applicant

APPLICANT MATTEL, INC.’S EVIDENTIARY OBJECTIONS TO AND REQUESTS
TO STRIKE PORTIONS OF TRIAL DECLARATION OF PETER CAPARIS

Applicant Mattel, Inc. (“Applicant”) hereby objects to and moves to strike portions of the
Trial Declaration of Peter Caparis dated September 14, 2009.

The following format is used below:

(1) the Declaration is copied verbatim;

(2) where Applicant objects to all or a portion of a paragraph, the objected-to portion is

shown as stricken (e.g., The-person-told-me-that ...) followed by a highlighted “objection

number” (e.g., [Obj. 2]); and



(3) the paragraph in the Declaration with the stricken language is followed by a table (or
box) containing (a) the “objection number” for the objected-to portion, (b) the page and line
reference in the Declaration for the objected-to portion, (c) the ground(s) upon which Applicant
objects and moves to strike the objected-to portion, and (d) for the Board’s convenience, two

boxes with headings “Sustained/Stricken” and “Overruled” for marking by the Board.

Respectfully submitted,

DATED: February 11, 2010 KINSELLA WEITZMAN ISER KUMP &
ALDISERT LLP

By: [crt/

Lawrence Y. Iser
Chad R. Fitzgerald
Attorneys for Applicant MATTEL, INC.



TRIAL DECLARATION OF PETER CAPARIS DATED SEPTEMBER 14, 2009

WITH OBJECTIONABLE PORTIONS STRICKEN




TRIAL DECLARATION OF PETER CAPARIS

PETER CAPARIS declares under penalty of perjury as follows:

1. I am the founder of The Caparis Group LLC, a sales and marketing consulting

1]

OBJECTION NO. | REFERENCE GROUNDS BOARD’S RULING

1 T1 (a) Improper basis for expert ] Sustained/Stricken
testimony (Fed. R. Evid. 702); | O Overruled

(b) Exhibit speaks for itself
(Fed. R. Evid. 1002); (c)

Irrelevant (Fed. R. Evid. 402).

2. I have read the Trial Declaration of Lawrence Ferrara submitted by Applicant,
Mattel, Inc. I have prepared this declaration at the request of Opposer, UMG Recordings, Inc., in

rebuttal to Mr. Ferrara’s testimony. Astwill-deseribe-hereafter, Mr—Ferrara;-whe-isa




OBJECTION NO. | REFERENCE GROUNDS BOARD’S RULING

2 M2 (a) Improper expert testimony | [ Sustained/Stricken
(Fed. R. Evid. 702); (b) O Overruled
Improper Speculation; (c)
Irrelevant (Fed. R. Evid. 402);
(d) Mischaracterizes

testimony.

That Motown is “widely known as a record company” is clear, as Mr. Ferrara himself

acknowledges.

[Obj. 3] I have reviewed some of the history of the Motown mark. As Berry Gordy, the founder
of Motown Record Corporation, reports in his own book, the name “Motown” was devised by
him almost 50 years ago. (An excerpt from this book is attached as Exhibit 2.) The story of how
Gordy used part of “Motor City” (a long-time nickname for Detroit) by taking the “Mo” from
“Motor” and adding “town” is widely reported and apparently uncontradicted. For example,
Mattel has submitted an excerpt from another book that explains, “Gordy returned to his favorite
method of combining a couple of names. Detroit had long been known as the Motor City

because of the car industry. In place of city, Gordy substituted town, and a contraction of the



two gave him Motown.” (See Applicant’s Notice of Reliance Re: Printed Publications, vol. 3 of

7, Exh. A, page 344.)

OBJECTION NO. | REFERENCE GROUNDS BOARD’S RULING
3 qQ3 (a) Improper legal opinion L] Sustained/Stricken
(Fed. R. Evid. 701); (b) O Overruled

Improper expert testimony
(Fed. R. Evid. 702); (c) Lack
of Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Irrelevant (Fed. R.
Evid. 402); (e)

Mischaracterizes testimony.




Exhibits4:5- [Obj. 4]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

4

14

(a) Improper expert testimony
(Fed. R. Evid. 702); (b)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (c) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Irrelevant (Fed. R.
Evid. 402); (e) Hearsay (Fed.
R. Evid. 802); (f) Lacks
Authentication (Fed. R. Evid.

901).

O Sustained/Stricken

O Overruled

5. For the past 50 years, Motown has been used as both the name of the Motown

Record Corporation and the successors thereto, and a trademark for Motown products. (Of




Eorever—(See-Exhibit 9 [Obj. 5]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

5

s

(a) Improper expert testimony
(Fed. R. Evid. 702); (b)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (c) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Irrelevant (Fed. R.
Evid. 402); (e) Hearsay (Fed.
R. Evid. 802); (f) Lacks
Authentication (Fed. R. Evid.

901).

O Sustained/Stricken

O Overruled




OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

6

16

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (c) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.

602).

O Sustained/Stricken

O Overruled




[Obj. 7]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

7

qQ7

(a) Improper expert testimony
(Fed. R. Evid. 702); (b)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (c) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Irrelevant (Fed. R.
Evid. 402); (e) Hearsay (Fed.
R. Evid. 802); (f)
Mischaracterizes testimony;
(g) Lacks Authentication (Fed.

R. Evid. 901).

O Sustained/Stricken

O Overruled

10




on the packaging of a product. |Obj. 8]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

8

18

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c) Lack
of Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Irrelevant (Fed. R.
Evid. 402); (e)

Mischaracterizes testimony.

O Sustained/Stricken

O Overruled

11




OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

9

19

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (d) Lack of
Foundation/Personal

Knowledge (Fed. R. Evid.

O Sustained/Stricken

O Overruled

12




602); (e) Irrelevant (Fed. R.
Evid. 402); (f) Hearsay (Fed.
R. Evid. 802); (g)
Mischaracterizes testimony;
(h) Lacks Authentication (Fed.

R. Evid. 901).

BMG strademark: [Obj. 10]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

10

q10

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony

(Fed. R. Evid. 702).

O Sustained/Stricken

O Overruled

13




with UMG s ubiguitous Motown trademark. [Obj. 11]

OBJECTION NO. | REFERENCE GROUNDS BOARD’S RULING
11 q11 (a) Improper legal opinion 0] Sustained/Stricken
(Fed. R. Evid. 701); (b) O Overruled

Improper expert testimony
(Fed. R. Evid. 702); (c)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (d) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (e) Improper
Speculation; (f) Irrelevant

(Fed. R. Evid. 402).

14



sound. and the impression of the two “marks™ arc the same. [ODbj. 12]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

12

12

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony

(Fed. R. Evid. 702); (c)

Exhibit speaks for itself (Fed.

R. Evid. 1002); (d) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.

602); (e) Improper

O Sustained/Stricken

O Overruled

15




Speculation; (f) Hearsay (Fed.
R. Evid. 802); (g)

Mischaracterizes testimony.

18- Exhibit 16 Adler Deposition-at 1001045 [Obj. 13]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

13

q13

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c)

Exhibit speaks for itself (Fed.

O Sustained/Stricken

O Overruled

16




R. Evid. 1002); (d) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (e) Improper
Speculation; (f) Hearsay (Fed.
R. Evid. 802); (g)
Mischaracterizes testimony;
(h) Lacks Authentication (Fed.

R. Evid. 901).

17



[Obj. 14]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

14

q14

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (d) Lack of
Foundation/Personal
Knowledge (Fed. R. Evid.
602); (e) Improper
Speculation; (f) Hearsay (Fed.
R. Evid. 802); (g)
Mischaracterizes testimony;
(h) Lacks Authentication (Fed.

R. Evid. 901).

O Sustained/Stricken

O Overruled




$19-99-and-often-also-would-be-impulse buysy) [Obj. 15]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

15

q1s

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c)
Exhibit speaks for itself (Fed.
R. Evid. 1002); (d) Lack of
Foundation/Personal

Knowledge (Fed. R. Evid.

O Sustained/Stricken

O Overruled

19




602); (e) Improper
Speculation; (f) Hearsay (Fed.
R. Evid. 802); (g)

Mischaracterizes testimony.

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

16

16

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c) Lack
of Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Improper

Speculation.

O Sustained/Stricken

O Overruled

20




diminished;-and-its-valuelessened: [Obj. 17]

OBJECTION NO.

REFERENCE

GROUNDS

BOARD’S RULING

17

q17

(a) Improper legal opinion
(Fed. R. Evid. 701); (b)
Improper expert testimony
(Fed. R. Evid. 702); (c) Lack
of Foundation/Personal
Knowledge (Fed. R. Evid.
602); (d) Improper

Speculation.

O Sustained/Stricken

O Overruled

21




I declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct. Executed on September 14, 2009, at Rolling Hills Estates, California.

IS/
PETER CAPARIS

22



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Evidentiary Objections
and Request to Strike has been personally served on counsel for Opposer UMG Recordings, Inc.,
both personally and through ESTTA, on February 11, 2010.

[crf/

Chad R. Fitzgerald
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