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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 78/751,105
Published for Opposition in the OFFICIAL GAZETTE on December 12, 2006

UMG RECORDINGS, INC. Opposition No.:
Opposer
V.
MATTEL, INC.,

Applicant

MATTEL, INC.’S ANSWER TO OQPPOSITION; COUNTERCLAIM TQ CANCEL
AND/OR LIMIT TRADEMARK REGISTRATIONS

Applicant Mattel, Inc. (“Mattel”), a Delaware corporation which maintains its principal
place of business at 333 Continental Blvd., El Segundé, California 90245, hereby answers the
Opposition td Mattel’s épplication to register the mark MOTOWN METAL, Application Serial
No. 78/751,1085, filed by opposer UMG Recordings, Inc. (“UMG”) as follows:

1. | Answering paragraph 1 of UMG’s Opposition, Mattel admits that, on or about
* November 10, 2005, Mattel filed an intent-to-use application with the United States Patent &

Trademark Office to register the mark MOTOWN METAL for toys, games and playthings, in
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International Class 28 (the “Application”). Mattel further avers that the contents of its
' Application are as set forth in the document and not otherwise.

2. Mattel lacks sufficient information or belief to admit or deny thé allegations of
paragraph 2 of the Opposition, and therefore denies such allegations for lack of information and
belief. | |

3. Mattel is informed and believes, and based thereon alleges that UMG has never
used the marks MOTOWN and/or MOTOWN and Design in commerce for goods and services in
International Class 28 and has never engaged in the manufacture or sale of toys, games and
playthings using the marks MOTOWN and/or MOTOWN and Design. Except as so alleged,
~ Mattel denies the allegations of paragraph 3 of the Opposition for lack of information an& belief.

4. Mafctel lacks sufficient information or belief to admit or deny the allegations of
paragraph 4 of the Opposition, and therefore denies such allegations for lack of information and
belief.

5. Mattel is informed and believes, and based thereon alleges that UMG has never
engaged in the manufacture or sale of toys, games and playthings using the marks MOTOWN
and/or MOTOWN and Design, and that, consequently, UMG’s alleged use of said marks in
connection with such goods and services does not precede Mattel’s use of MOTOWN METAL.
Except as so alleged, Mattel denies the allegations of paragraph 5 of the Opposition for lack of
information and belief.

6. Answering paragraph 6, Mattel denies that UMG has used the marks MOTOWN
and/or MOTOWN and Design for goods and services in International Class 28 or in connection
with the advertisiﬁg, promotion or sale of toys, games and playthings. Mattel denies the

remaining allegations of paragraph 6 for lack of information and belief.
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7. Answering paragraph 7, Mattel denies that UMG has used the marks MOTOWN
and MOTOWN and Design in connection with the advertising, promotion or sale of toys, games

and playthings. Mattel denies the remaining allegations of paragraph 6 for lack of information

and belief.
8. Mattel denies the allegations of paragraph 8 of the Opposition.
9. Mattel denies the allegations of paragraph 9 of the Opposition.

1.0. Mattel denies the allegations of paragraiah 10 of the Opposition.

11.  Answering paragraph 11 of the Opposition, Mattel admits that it did not seek or
obtain permission from UMG to use the mark MOTOWN METAL. Mattel denies that UMG’s
permission or consent is required for Mattel’s prior use of the mark MOTOWN METAL in
connection with toys, games and playthings, including specifically toy vehicles and accessories.

12.  Mattel denies the allegations of paragraph 12 of the Opposition.

13.  Responding to UMG’s prayer for relief, Mattel alleges that UMG’s Opposition is
without foundation in law or fact and that it should be denied in its entirety. Mattel further
alleges that registration of the mark MOTOWN METAL as requested in the Application is

appropriate and that registration should not be refused.

FIRST AFFIRMATIVE DEFENSE

14.  As aFirst Affirmative Defense to the opposition, Mattel alleges that there is no
likelihood of confusion as a matter of law between Mattel’s use of the mark MOTOWN METAL
and UMG’s use of the mark MOTOWN. Mattel does not use the word “MOTOWN” except as
part of the phrase “MOTOWN METAL” in connection with miniature HOT WHEELS® die cast
cars based on well-known automobiles associated with Detroit, Miqhigan, which city is also

referred to by the well-known nick-names “Motown” and “Motor City.” Mattel’s HOT
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WHEELS® mark is well known in the minds of consumers as being associated with Mattel.
The strength of Mattel’s IHot Wheels™ ma.rk precludes any likelihood that consumers would
- associate Mattel’s MOTOWN METAL Hot Wheels cars with UMG.
1S.  Mattel is informed and believes that UMG’s business is exclusively that of a

record company. Mattel is further informed and believes that UMG has never engaged in the
manufacture or distribution of any toys, games or playthings in International Class 28, including
but not limited to die cast cars. According to Attachment A to the Oppo.sition, UMG has not
actually used the MOTOWN mark in commerce for “video game software, tapes, cartridges,
~ cassettes, [or] joysticks, but merely filed intent to use applications in April 2005. Mattel is
informed and believes, and based thereén alleges, that UMG’s intent to use applications were
filed for use only in International Class 9, and not International Class 28.

| 16.  Because Mattel’s MOTOWN METAL HOT WHEELS® cars are unrelated to
UMG’s goods and services, there is no likelihood of consumer confusion between Mattel’s use
of the mark MOTOWN METAL and UMG’s use of the marks MOTOWN or MOTOWN and
Design.

SECOND AFFIRMATIVE DEFENSE

17. “Motown” is a well-known nickname for the City of Detroit, Michigan, and refers
to that ciiy’s position as the center of the automobile industry in the United States. Numerous
dictionaries and other sources identify the primary definition of the word “Motown” as the
nickname for Detroit, Michigan. Accordingly, the word “Motown” is a generic geographic
description and thus is entitled, at best, to extremely limited protection as a trademark. Mattel
has an equal right to use the word “Motown” as f)art of the mark MOTOWN METAL in

connection with the sale of HOT WHEELS® cars.
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18.  Mattel is informed and believes that several cornpanies use the word “Motown” as
part of their trademarks or service marks and that UMG has not oﬁj ected to the use of these
‘marks, or otherwise asserted it has the exclusive right to use the word “Motown” as a trademark
or service mark. A recent TESS search revealed that the mark MOTOWN MISSILE has.been _
registered for toy vehicles and sports-related entertainment, and that “Motown” has been used in
co‘m_merce for automotive engine castings, financial services and a “Motown USA” Harley-
Davidson store in Michigan.

THIRD AFFIRMATIVE DEFENSE

19.  Mattel is informed and believes, and based thereon alleges that UMG has not
registered the marks MOTOWN and/or MOTOWN and Design for “toys, games and playthings,
naméiy, toy' vehicles and accessories therefor,” in Class 28, the class in which Mattel seeks to
register MOTOWN METAL.

FOURTH AFFIRMATIVE DEFENSE

20.  Mattel is informed and believes, and based thereon alleges, that UMG has unclean

hands and acted in bad faith in filing the Opposition.

COUNTERCLAIM TO CANCEL AND/OR LIMIT UMG’S REGISTRATIONS TO THE
EXTENT THEY APPLY TO TOYS, GAMES AND PLAYTHINGS

21.  Mattel hereby incorporates by reference paragraphs 15 and 17-19 of this Answer
and Counterclaim as thoﬁgh set forth in full hereat.

22.  Mattel is informed and believes, and based thereon.aileges, that UMG has never
used the marks MOTOWN and/or MOTOWN and Design in International Class 28, “toys,
games and playthings, namely, toy vehicles and accessories therefor;" nor has UMG used such

marks in commerce in connection with motor vehicles of any kind.
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23.  Mattel is informed and believes, and based thereon alleges, that UMG does not
have a valid registration for the marks MOTOWN and/or MOTOWN and Design in Intefnationél
Class 23 and has not filed an intent to use application for such marks in Class 28. To the extent
UMG has valid registrations for the marks MOTOWN and/or MOTOWN and D.esign in
Internationﬂ Class 28 (which Mattel denies) a finding of likelihood of consumer confusion (if
any) will be avoided by entry of a limitation and/or restriction on UMG’s MOTOWN and
MOTOWN and Design marks to preclude use in connection with any type of toy vehicles or
accessories.

WHEREFORE, Mattel requests that UMG’s registrations for the marks MOTOWN
and/or MOTQWN and Design in International Class 28 (if any) be partially cancelled and/or
limited to exclude application to toys, games and playthings, namely, toy vehicles and
accessories therefor.

Please address all correspondence to Lawrence Y. Iser, Esq., Kinsella Weitzman Iser

Kump & Aldisert, LLP, 808 Wilshire Blvd., Suite 300, Santa Monica, California 90401.

- )
DATED: May:L_éZOW KINSELL WEITZMA ISER\KUMP &
ALDISERT LILP

.

By:

Lawrente Y. Iser
Attorneys for Mattel, Inc.
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