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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 78/636,480

For the mark THINKCP

Published in the Official Gazette on November 7, 2006

Lenovo (Singapore) PTE Ltd.

Opposition No. 91176065
Opposer ,

Vs.

H. Co. Computer Products

Applicant.

H. Co. Compqter Products
| Counterclaimant,
Vs,
Lenovo (Singapore) PTE Ltd.

Respondent.
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OPPOSER’S RESPONSE TO APPLICANT’S
MOTION FOR SANCTIONS

The Applicant’s Motion for Sanctions should be denied. Applicant’s counsel has
made no effort meet and confer with Opposer’s counsel to work out the apparent
disagreement with Opposer’s response to the Applicant’s Interrogatories (the subject of
this motion). No doubt Applicant did so because its Interrogatories were propounded on
March 2, 2011, in violation of the agreement not to serve any additional discovery. The
parties’ February 2011 Joint Motion to Extend Discovery stated “As a condition of this

extension, the parties agree that they will use this period to complete all outstanding
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discovery and they will not serve additional discovery requests during this time “ and
the Board issued an Order to that effect. (See Exhibit A attached hereto and incorporated
by reference). Opposer takes its discovery obligations very seriously. Opposer has not
ignored the Board’s directives for discovery and has produced over 10,000 documents
from which the answers to the Interrogatories may easily be determined. Given the
breadth and depth of Opposer’s document production, it is disingenuous at best for
Applicant’s counsel to claim any prejudice in this matter and this motion should be

denied as moot.

1. THE MOTION SHOULD BE DENIED BECAUSE APPLICANT’S
COUNSEL FAILED TO CONFER OR ATTEMPT TO CONFER WITH
OPPOSER’S COUNSEL BEFORE FILING THE MOTION.

37 CFR §2.120 (a)(1) mandates that “[w]here appropriate, the provisions of the
Federal Rules of Civil Procedure relating to disclosure and discovery shall apply in
opposition, cancellation, interference and concurrent use proceedings except as otherwise

provided in this section.”

In accordance with F.R.C.P. 37 (d) (1) (B) Certification “A motion for sanctions
for failing to Answer or respond must include a certification that the movant has in good
faith conferred or attempted to confer with the party failing to act in an effort to obtain

the answer or response without court action.”

It is respectfully submitted that Applicant was required to at the very least pick up
the telephone and try to work out this discovery dispute before involving the
Interlocutory Attorney. The parties have developed a very good working relationship

over the last few years and the communication lines have remained open as the parties
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earnestly work to resolve this matter for their respective clients. It is unfortunate that the
Applicant has elected this course of action while a settlement is imminent. Nonetheless,

Opposer remains willing to confer to work out the pending discovery dispute.

2. THE MOTION SHOULD BE DENIED BECAUSE APPLICANT’S
INTERROGATORIES WERE SERVED AFTER THE CLOSE OF
DISCOVERY IN VIOLATION OF THE PARTIES AGREEMENT
AND THE BOARD’S SCHEDULING ORDERS.

Assuming arguendo, Applicant’s counsel can meet the certification requirements
of F.R.C.P. 37 for bringing this motion for sanctions, it is respectfully submitted that a
review of the Docket reveals that the Interrogatories in question were filed after

discovery closed.

Opposer has objected to the propounding of these Interrogatories as inconsistent
with the prior motions and Board Orders resulting from the party’s consented motions.
Those extensions were allowed for the express purpose of answering already propounded
discovery but did not provide extensions for propounding new discovery. See, e.g., DKt.
NoS. 45,47, 49, 52, (“As a condition of this extension, the parties agree that they will use
this period to complete all outstanding discovery and that they will not serve additional

discovery requests.”)

The September 30, 2011 Order of the Board determined the Applicant’s
Interrogatories were served on March 2, 2011. Examining the string of extensions and
Board Orders reveals that Dkt. No. 45 was filed when discovery was to close on February
13, 2011 and that extension and all the extensions after contained the express language

agreed upon by the parties: “[a]s a condition of this extension, the parties agree that they
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will use this period to complete all outstanding discovery and that they will not serve

additional discovery requests.” Dkt. Nos. 45, 47, 49, 52.

The Motion at Dkt. No. 45 (filed on 2/11/2011) and TTAB Order of 2/14/2011 at
Dkt. No. 46 extended discovery from 2/13/2011 to 4/14/2011. (See Exhbit A). The
parties stipulated that only outstanding discovery would be answered. On the same day
that the Board issued its order extending discovery, Opposer served its complete
responses to the outstanding discovery. (See February 14, 2011 transmittal letter attached
hereto and incorporated herein as Exhibit B). On or about March 2, 2011 Applicant
served its Interrogatories. The parties had agreed that no new discovery would be served
during the extended discovery period. Thus, Applicant’s Interrogatories served on March
2,2011 were new discovery and violated the multiple TTAB orders that extended the
time to answer outstanding discovery. The Timeline below outlines this sequence of

events.

Timeline

2/11/2011 — Motion at Dkt. No. 45 — Close of Discovery to be extended from 2/13/2011
to 4/14/2011.

*Motion contains stipulation “As a condition of this extension, the parties agree that
they will use this period to complete all outstanding discovery and they will not serve

additional discovery requests during this time.”

2/14/2011 - Opposer serves all of its discovery responses at Bates Nos. LSP-0001 to
LSP 010148 (Transmittal Letter attached hereto and incorporated herein as
“Exhibit B")

2/14/2011 — TTAB Order at Dkt. No. 46 — Close of Discovery is extended from
2/13/2011 to 4/14/2011.




(740.043)

3/2/2011 — Applicant serves its Interrogatories directed to Opposer

4/12/2011 — Motion at Dkt. No. 47 — Close of Discovery to be extended from 4/14/2011
to 6/13/2011.

*Motton contains stipulation “As a condition of this extension, the parties agree that
they will use this period to complete all outstanding discovery and they will not serve

additional discovery requests during this time.”

4/13/2011 — TTAB Order at Dkt. No. 48 — Close of Discovery is extended to 6/13/2011

6/13/2011 - Motion at Dkt. No. 49 - Close of Discovery to be extended from 6/13/2011
to 6/27/2011.

*Motion contains stipulation “As a condition of this extension, the parties agree that
they will use this period to complete all outstanding discovery and they will not serve

additional discovery requests during this time.”

6/23/2011 — TTAB Order at Dkt. No. 50 — Close of Discovery is extended from
6/13/2011 to 6/27/2011. o

6/27/2011 — Motion at Dkt. No. 51 — erroneously filed through ESTAA had wrong
discovery close date and did not include counterclaim information (corrected motion filed

at Dkt. No. 52)

6/27/2011 — Motion at Dkt. No. 52 — Close of Discovery to be extended from 6/27/2011
to 7/27/2011.

*Motion contains stipulation “As a cendition of this extension, the parties agree that
they will use this period to complete all outstanding discovery and they will not serve

additional discovery requests during this time.”

7/6/2011 — TTAB Order at Dkt. No. 53 — Close of Discovery is extended from 6/27/2011
to 7/27/2011

9/22/2011 — Motion for Extension of Discovery or Trial Periods at Dkt. No. 54 — Notes
that Discovery closed on 7/27/2011.

9/23/2011 - Applicant files its Motion to Compel Discovery at Dkt. No. 55

9/30/2011 — Board Enters Order at Dkt. No. 57 finding that Applicant served its
Interrogatories on March 2, 2011.
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Since the Applicant’s Interrogatories were served after the February 13, 2011
close of discovery and after Dkt. No. 45 extended the discovery period, they constitute
new discovery and they violate the order extending discovery before. However, in a
good faith effort to comply with all discovery requirements, Opposer had previously

produced responsive documents.

3. THE MOTION SHOULD BE DENIED AS MOOT BECAUSE
APPLICANT HAS BEEN IN POSSESSION OF RELEVANT,
RESPONSIVE DOCUMENTS SINCE FEBRUARY 14, 2011.

As outlined in Opposer’s February 14, 2011 transmittal letter (Exhibit B),
Opposer took great care to comply with all the rules of discovery, including. Trademark
Rule TBMP §414. All of the clc;ézurnenis provided -to Applicant were carefully Bates
Numbered and were correlated to each Request for Production made by Applicant. The
Bates Numbers span LSP 0001 through LSP 010148, contain over 10,000 individual
pages, including 6,882 confidential pages, are contained in 343 files and 29 folders, and
occupy almost 9 GB of hard drive space. In comparison, Applicant produced a mere 744

Bates Numbered pages of which 524 pages comprise a trademark search report.

All of Applicant’s documents were electronically produced at no additional cost
to Applicant. (See February 9, 2011 invoice, attached hereto, and incorporated herein as
Exhibit C). Thus, Opposer had no intention then and has no intention now to surprise or
prejudice Applicant with further documents. To the contrary, all the relevant information
is provided, including dates of first use, advertising expenditures, gross revenues,

advertising exemplars, price lists, proof of family of marks, third party reviews, and trade
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channels and consumers. See Exhibit B for specific description of categories of

documents.

Thus, Opposer has not violated any discovery order because all of the responsive
documents have already been produced. See Fed. Rule Civ. Pro. 33(d). Moreover, back
when the Board issued its order, Opposer had already produced all of its responsive
documents which answered all the salient questions in the case. Finally, Applicant has
never once complained that it could not find the answers in the documents provided by

Opposer.
CONCLUSION

For all of the above reasons, the Applicant’s Motion for Sanctions should be .

Respeatfully submit P /
Q »

G M, 20\ s K TV
Dated: / /
Stanley D. Rerence 111

Registratiofi No. 33,879

denied.

Brian Samuel Malkin
Registration No. 48,329

FERENCE & ASSOCIATES LLC
409 Broad Street

Pittsburgh, PA 15143

(412) 741-8400 - Phone
(412)741-9292 - Facsimile

Attorneys for Opposer
Lenovo (Singapore) Pte. Ltd.
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CERTIFICATE OF TRANSMISSION AND SERVICE

I certify that the foregoing Opposition to Motion for Sanctions is being
electronically filed with:

Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

and that the forgoing is being served by first-class mail, postage pre-paid, to:

Raymond R. Tabendeh, Esquire
Christie Parker & Hale, LLP
PO Box 7068
Pasadena, CA 91109-7068
Attorneys for Applicant

Brian Samuel Malkin

this _4th day of September , 2012.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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Address CHRISTIE PARKER & HALE LLP
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TRADEMARK
Docket No. 110.2-2/H644

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

LENOVO (SINGAPORE) PTE LTD
Opposer,

V.
H. CO. COMPUTER PRODUCTS

Applicant.

H. CO. COMPUTER PRODUCTS
Counterclaimant,

Y.

LENOVO (SINGAPORE) PTE LTE,,

Counter-Respondent.

Opposition No. 91176065

MOTION FOR AN EXTENSION OF DISCOVERY OR TRIAL PERIODS WITH
CONSENT

Applicant and Counterclaimant H.. Co. Computer Products files this Motion requesting

that Close of Discovery, currently set for February 13, 2011, be extended by 60 days until April

14, 2011, and that all subsequent dates be reset accordingly.

Event Current Date Proposed Date
Close of Discovery 02/13/2011 04/14/2011

-1-
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Event

Current Date

Proposed Date

Testimony period for plaintiff in the
opposition to close: (opening thirty days
prior thereto)

05/14/2011

07/13/2011

Testimony period for defendant in the
opposition and as plaintiff in the
counterclaim to close (opening thirty days
prior thereto

07/13/2011

09/11/2011

Testimony period for defendant in the
counterclaim and its rebuttal testimony as
plaintiff in the opposition to close
(opening thirty days thereto)

09/11/2011

12/01/2011

Rebuttal testimony period for plaintiff in
the counterclaim to close: (opening
fifteen days prior thereto)

10/26/2011

12/25/2011

Briefs shall be due as follows:

Brief for plaintiff in the opposition be due:

12/25/2011

02/23/2012

Brief for defendant in the opposition and
as plaintiff in the counterclaim shall be
due:

01/25/2012

03/25/2012

Brief for defendant in the counterclaim
and its reply brief (if any) as plaintiff in
the opposition shall be due:

02/23/2012

04/23/2012

Reply brief (if any) for plaintiff in the
counterclaim shall be due:

03/09/2012

05/08/2012

The grounds for this Motion are that the parties need more time to complete discovery.
Applicant and Counterclaimant has secured the express consent of all other parties to this
proceeding for this extension and resetting of dates requested herein. Applicant and

2.
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Counterclaimant has provided an e-mail address herewith for itself and for the opposing party so
that any order on this motion may be issued electronically by the Board: pto@cph.com;
uspto@ferencelaw.com.

As a condition of this extension, the parties agree that they will use this period to

complete all outstanding discovery and that they will not serve additional discovery requests

during this time,

Respectfully submitted,
CHRISTIE, PARKER & HALE, LLP

Date_February 11, 2011 By /s/ Steven E. Lauridsen

Gary J. Nelson

Steven E. Lauridsen

Attorneys for Applicant

P.O. Box 7068 .

Pasadena, California 91109-7068
pto@cph.com

626/795-9900

GIN/

SEL PAS938879.1-*-02/10/11 4:50 PM



TRADEMARK
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Opposition No. 91176065

CERTIFICATE OF TRANSMISSION AND SERVICE

I certify that on February 11, 2011, the foregoing MOTION TO AN EXTENSION OF

DISCOVERY OR TRIAL PERIODS WITH CONSENT is being electronically filed with:

Trademark Trial and Appeal Board

P.O. Box 1451
Alexandria, VA 22313-1451

It is further certified that on February 11, 2011, the foregoing MOTION TO AN EXTENSION
OF DISCOVERY OR TRIAL PERIODS WITH CONSENT is being served by mailing a copy thereof by

first-class mail addressed to:

Stanley D. Ference 111
FERENCE & ASSOCIATES
409 Broad Street
Pittsburgh, PA 15143

(412) 741-8400 (telephone)
(412) 741-9292 (facsimile)
uspto@ferencelaw.com

Attorneys for Opposer

By: [ '—L-—-Q/' MJ

Roxanne Gaines

CHRISTIE, PARKER & HALE, LLP
P.O. Box 7068

Pasadena, CA 91109-7068
pto@cph.com




UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: February 14, 2011

Opposition No. 91176065

Lenovo {Singapore} Pte. Ltd
v.

H. Co. Computer Products

George C. Pologeorgis,
Interlocutory Attorney:

Applicant/counterclaim plaintiff’s consented motion
(filed February 11, 2011) to extend discovery and trial
dates is granted. Trademark Rule 2.127{a}.

Such dates are reset as follows:

THE PERIOD FOR DISCOVERY TO CLOSE: 4/14/2011

Testimony period for
plaintiff in the opposition to close: (opening thirty days 7/13/2011
prior thereto)

Testimony period for defendant in the opposition
and as plaintiff in the counterclaim to close: 9/11/2011
(opening thirty days prior thereto)

Testimony period for defendant in the counterclaim

and its rebuttal testimony as plaintiff in the

opposition to close: 11/10/2011
(opening thirty days prior thereto)
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Rebuttal testimony period for plaintiff in the
counterclaim to close: 12/25/2011
(opening fifteen days prior thereto)

Briefs shall be due as follows:
[See Trademark rule 2.128(a)(2)].

Brief for plaintiff in the opposition shall be due: 2/23/2012

Brief for defendant in the opposition and as
plaintiff in the counterclaim shall be due: 3/24/2012

Brief for defendant in the counterclaim and its reply
brief (if any) as plaintiff in the opposition
shall be due: 4/23/2012

Reply brief (if any) for plaintiff in the
counterclaim shall be due: 5/8/2012

In each instance, a copy of the transcript of testimony
together with copies of documengary exhibits, must be served
on the adverse party within thirty days after completion of
the taking of testimony. Trademark Rule 2.125.

Briefs sghall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.
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Law OFFICES

PATENTS, FERENCE & ASSOCIATES LLC TELEPHONE

{412} 741-8400
TRADEMARKS, 409 BroaD STREET

COPYRIGHTS FAcSIMILE

PITTSBURGH, PENNSYLVANIA | 5143

AND RELATED MATTERS 412) 741-9292

WwW. FERENCELAW.COM

February 14, 2011
VIA FedEx

Gary J. Nelson

Christie, Parker Hale, LLP

350 West Colorado Blvd., Suite 500
P.O. Box 7068

Pasadena, CA 91109-7068

Re:  Lenovov. H.Co. Computer Products
Opp. No. 91176065
U.S. Appl. Ser. No. 78/636,480
Our File No. 740.043 THINKCP

Dear Mr. Nelson,

This letter wiil serve to supplement our earlier discovery production. As you knosw,
we have now cxtended discovery for 60 days in order to respond to all outstanding discovery
issues. The consent motion ensures that all discovery enclosed is timely served.

Accordingly, enclosed please find a USB Pen Drive containing all of our document
production to date. We also enclose Opposer’s Objections and Responses to Applicant’s
First Request for Admissions and Opposer’s Opposer’s Objections and Responses to
Applicant’s Second Set of Requests for Production.

We note that we have checked our correspondence files both soft and hard as well as
e-mail and have no evidence that you served us with Interrogatories. Nonetheless, we feel
that our responses and documents are sufficient and comply with all the rules of discovery,
including the Trademark Rules, in particular TBMP §414.

You will note that Bates Numbers LSP-00001-000030 are substitute color copies of
the original black and white exhibits bearing the same numbers. Also, in response to your
discovery requests, we have produced the following:

Copy of Watch Notice for THINK.CP (L.SPG0031);

Copies of File Wrappers of the relevant marks (LSP-000033 — 001114);



Mr. Nelson

February 14, 2011

Page 2 of 3

USPTQO records of the relevant marks (LSP-001115-002103);

Selected Copies of Applicant’s Web Site Pages (LSP-002238-002241);
Printout from Internet Archive (LSP-002242);

Results from Search of WHOIS database (LSP-002243-002245);

Exemplars of Search results for various THINK products
on LENOVO’s web site (LSP-002249-002317);

Selected Documents from Opposition No. 125,553 (LSP-009248-009942);

Selected Third Party Write Ups for THINK products (LSP-010102-010147);

Selected Results from Search on Google-for'various THINK products (I.SP-002161-002237);
Lenovo Company History. (LSP-002246—002248);

CONFIDENTIAL -TRADE SECRET-COMMERCIALLY SENSITIVE-ATTORNEY EYES
comprising 2006 to 2011 Watch Notices (LSP-002319-009064); .

Print-Out of Trademark Trial and Appeal Board Docket for Lenovo's opposition
of THINK marks (LSP-009065-009068);

CONFIDENTIAL -TRADE SECRET-COMMERCIALLY SENSITIVE-ATTORNEY EYES
comprising Settlement Agreements and Amendments (LSP-009117-009247);

Selected Results of Searches (with price lists) for various THINK products on selected
Lenovo’s Retail Partner’s web sites (LSP-009943-010101).

Lenovo’s Products and Prices Lists for Government purchasers (LSP-0100149-010166).

We have also produced CONFIDENTIAL -TRADE SECRET-COMMERCIALLY
SENSITIVE-ATTORNEY EYES ONLY data.(LSP-0032 and LSP-010148)

Please understand that we continue to reserve the right to continue to supplement our
production in accordance with the Rules.



Mr. Nelson
February 14, 2011
Page 3 of 3

We trust that we have fairly met all of the issues you raised in your prior letter. We
continue to look forward to receiving the documents you have promised to produce.

Very tru yoursp /
Q' N ¥V P ‘./
Stafiley D \Ference III
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& Ditto Document Solutions I nvo i ce
p] 610 Smithfield Street
‘T Suite 200 DATE INVOICE #
Document Solutions Pittsburgh, PA 15222 5192011 117482
24.7.365. 412-434-6666
BILL TO
Ference & Associates
409 Broad Street
Pittsburgh, PA 15143
Attn: Kate Murray
REFERENCE TERMS DUE DATE JOB # BUYER
740.043 Net 30 3/11/2011 82563 Kate Murray
QUANTITY DESCRIPTION RATE AMOUNT
10,115 | Electronic Bates Labeling 0.02 202.30T
1| DV Master 25.00 25.00T
6,882 | Confidential Endorsing 0.01 68.82T
Sales Tax 7.00% 2073
i
=)
T
=)
o
Total $316.85

Federal Tax 1D #: 25-1803857




