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INTRODUCTION

Autodesk, Inc. (“Autodesk™) hereby moves, pursuant to Trademark Trial and Appeal Board
Manual of Procedure (“TBMP”) § 523 and Federal Rule of Civil Procedure (“FRCP”) 37, for an
order compelling SolidWorks Corporation (“SolidWorks”) to comply with its obligations under
TBMP §§ 405-406 and FRCP 33-34 to produce all relevant documents in its possession responsive
to: (1) Autodesk’s requests for documents; and (ii) Autodesk’s interrogatories in response to which
SolidWorks has stated it would produce documents. The facts supporting this motion are set forth in
the accompanying declaration of Brian G. Mendonca (“Mendonca Decl.”) and the exhibits attached
thereto.

SolidWorks has substantially failed to produce five categories of documents that Autodesk
believes are in SolidWorks’ possession, are responsive to Autodesk’s document requests, and are
relevant to the claims and defenses in this action:

1. e-mail correspondence generally;

2. documents relating to SolidWorks’ past and present efforts to promote or expand
awareness of its applied-for mark DWGGATEWAY (Request No. 19);

3. documents related to the attribution of Autodesk’s registered mark AUTOCAD in
SolidWorks’ advertising or promotional materials also referencing SolidWorks’
marks containing the letter string “DWG” (Request No. 4);

4. documents relating to any surveys, tests or studies regarding consumer recognition of
any of SolidWorks’ marks incorporating the letter string “DWG” (Request No. 16);
and

5. documents related to SolidWorks” marks containing the letter string “DWG,” other

than DWGGATEWAY or DWGEDITOR (Requests Nos. 6, 18, 20, 21 and 30).



SolidWorks has also failed to produce relevant documents in response to Interrogatories Nos.
12 and 26, despite its assertion that it has done so. These interrogatories call for information related
to SolidWorks” marketing and promotion expenditures and the keywords it has used when
advertising its “DWG”-related software on the Internet.

To the extent SolidWorks has produced documents related to these categories, its production
is insufficient (i.e., Autodesk does not believe SolidWorks has produced all, or even a representative
sampling of, the responsive documents in its possession) and must be supplemented.

Autodesk requests that SolidWorks be compelled to produce the discovery requested above
within fifteen (15) days of the Board’s order in response to this motion.

BACKGROUND

A. The Underlying Dispute

The parties’ dispute relates to the letter string DWG. DWG has been used by Autodesk for
decades in connection with its computer-aided design software. In order to promote its own
products — which are specifically designed for, and marketed to, users of Autodesk’s products —
SolidWorks has begun utilizing DWG as part of the names of its products —i.e., DWGEDITOR
(Reg. No. 3,134,536) and DWGGATEWAY (Serial No. 78/651,780). Autodesk believes that such
use of DWG has caused, and will cause, confusion among purchasers of computer-aided design
software.

DWG is a name with a strong connection to Autodesk. Autodesk’s AutoCAD® product,
which is the leading product in the market in which both Autodesk and SolidWorks operate,
generates files that are saved with the file extension “.dwg” (“DWG files”). As a result of the
tremendous success of AutoCAD® , DWG files are used throughout the design industry, and the fact
that DWG files are created using AutoCAD® is understood. SolidWorks sells products that

purportedly allow users to read and edit DWG files. This is clearly demonstrated by a review of
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SolidWorks’ web site, where a link entitled “Information for: AutoCAD® users” appears at the top
of the front page, which link leads to page stating:

DWGseries is a set of FREE software tools created for current and former

AutoCAD® software users who need to open, edit, create, and share DWG data

more effectively with others.

Mendonca Decl., Ex. G.

Autodesk’s TTAB challenges are based on its prior common law rights to DWG dating back
well before SolidWorks’ actual and constructive first use dates. In defense, SolidWorks maintains
that DWG is generic and that if DWG is not generic, then SolidWorks, not Autodesk, has superior
rights.

B. Procedural Posture

The present consolidated proceeding (initially a single opposition proceeding) was
commenced on May 12, 2006 with respect to SolidWorks” DWGGATEWAY mark. On September
28, 20006, the parties filed a Consent Motion to consolidate the initial opposition proceeding with
Autodesk’s cancellation proceeding against a related mark (DWGEDITOR) registered by
SolidWorks on the Supplemental Register. The Board granted this motion on November 4, 2006.

Autodesk filed an intent-to-use application to register DWGX as a trademark on April 3,
2006 and filed an application to register REALDWG as a trademark on April 3, 2006. SolidWorks
filed Notices of Opposition regarding both marks, which Notices Autodesk answered. SolidWorks
then moved to consolidate the DWGX and REALDWG opposition proceedings with the already-

consolidated DWGGATEWAY and DWGEDITOR proceedings. Autodesk did not oppose this

Motion to Consolidate, which was granted on February 14, 2007.



C. Discovery Status

The parties have had nine months to conduct discovery in the consolidated proceeding.
Autodesk served its first set of Requests for the Production of Documents and first set of
Interrogatories on August 11, 2006. Mendonca Decl., Exs. A-B. SolidWorks timely provided
responses to those requests.’ SolidWorks produced documents on December 20, 2006, February 8,
2007 and February 20, 2007. SolidWorks also served supplemental responses to certain of its
responses to Autodesk’s first set of Interrogatories on February §, 2007.

The parties met and conferred via telephone in December 2006 and then exchanged written
correspondence regarding Autodesk’s concerns about SolidWorks” discovery responses. Mendonca
Decl., Exs. C-F (four letters between the parties” counsel). Despite making a good-faith effort to
resolve their differences, the parties have reached an impasse on a number of discovery issues,
leaving Autodesk with no choice but to ask for the Board’s intervention. Mendonca Decl., { 10;

TBMP § 523.02.

! Autodesk served a second set of Requests for the Production of Documents and a second set of
Interrogatories on December 21, 2006. SolidWorks timely responded to these as well. Those
discovery requests are not at issue in this Motion.



DISCUSSION

A motion to compel discovery should be granted where, as here, a party fails to provide
responses to properly-served requests for production of documents and to interrogatories. See TBMP
§ 523; 37 CFR § 2.120(e). See also, e.g., Jain v. Ramparts Inc., 49 USPQ2d 1429 (TTAB 1998). (.
FRCP 37(a)(2)(B). A number of SolidWorks’ responses to Autodesk’s document requests and
interrogatories are incomplete; others are improper insofar as SolidWorks has wholly refused to
respond. Autodesk therefore requests that SolidWorks be compelled to provide complete responses.

A. SolidWorks has produced very little e-mail correspondence

First, SolidWorks’ production is largely bereft of e-mail correspondence. SolidWorks is a
high-technology company that employs a significant number of people, so its employees
undoubtedly utilize e-mail to communicate with one another. SolidWorks has not explained why it
has not produced more e-mail correspondence in response to Autodesk’s document requests, and
Autodesk believes SolidWorks possesses additional e-mail correspondence responsive to Autodesk’s
requests. Autodesk therefore asks the Board to compel SolidWorks to produce all e-mail
correspondence in its possession that is responsive to SolidWorks” document requests.

B. SolidWorks has not produced documents responsive to Interrogatories Nos. 12
and 26

SolidWorks also failed to produce the documents it said it would produce in response to
Interrogatories Nos. 12 and 26. Interrogatory No. 12 seeks information regarding expenditures
SolidWorks made in connection with its advertising and promotion of products sold with the mark
DWGGATEWAY. Interrogatory No. 26 seeks the keywords incorporating “DWG” that SolidWorks
utilizes in its Internet search engine advertising. SolidWorks has attempted to respond to these
interrogatories, so SolidWorks does not contend that the interrogatories are objectionable. However,

the few documents SolidWorks has produced in response to these interrogatories are not responsive.
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In response to Interrogatory No. 12, SolidWorks produced a document that appears to show
the costs associated with advertising placements in “e-newsletters,” but does not provide any other
information regarding the advertising and promotion of the DWGGATEWAY product. While
Autodesk will accept the production of documents in lieu of an interrogatory response, this response
is demonstrably incomplete. See, e.g., Jain, 49 USPQ2d 1429; Fed. R. Civ. Proc. 33(d). For
example, SolidWorks has acknowledged that it promotes its products at trade shows, but e-mails
about such shows and information regarding the cost of its trade show promotions are not provided
in the documents identified in its response to Interrogatory No. 12.

29 <

Interrogatory No. 26 seeks the “keywords™ “selected in connection with your purchase of
Internet search engine advertising.” Internet advertisers such as Google and Yahoo! permit
companies to purchase advertising on their site that is keyed to certain keywords. For example, if a
company buys the keyword “cars,” any time a user enters the search term “cars,” that company’s
advertisement will be prominently featured on the search results page. Interrogatory No. 26 asks
SolidWorks to identify the keywords it has purchased. Such information would show whether
SolidWorks is buying keywords so that SolidWorks advertising appears when terms associated with
Autodesk such as “DWG” or “AutoCAD DWG” are entered in a search engine. See Edina Realty,
Inc. v. TheMLSOnline.com, 2006 WL 737064 (D.Minn. March 20, 2006) (finding purchase of search
terms including plaintiff’s mark to be use in commerce for purposes of trademark infringement).
The document produced by SolidWorks in response to Interrogatory No. 26 identifies where
search engines rank SolidWorks’ website in the search results for various search terms, but does not
contain any information about SolidWorks’ Internet advertising or keyword purchases. Thus,

SolidWorks has not produced documents responsive to Interrogatory No. 26. It should produce such

documents.



C. SolidWorks has not produced all documents responsive to Document Request
No. 19

As is explicitly permitted by TMBP § 414(8), Request No. 19 seeks documents relating to
SolidWorks’ past and present efforts to promote or expand awareness of DWGGATEWAY. While
SolidWorks has produced some documents responsive to this Request, it has produced almost no
correspondence responsive to this request, and Autodesk thus seeks confirmation that SolidWorks
has produced all documents responsive to this request. Autodesk requests that SolidWorks be
compelled to produce all documents in its possession responsive to this request.

D. SolidWorks has produced few documents responsive to Document Request No. 4

Autodesk’s Request No. 4 seeks all documents regarding SolidWorks’ attribution of
Autodesk’s AUTOCAD mark in SolidWorks’ marketing. Such information is directly relevant to
likelihood of confusion issues. AUTOCAD is an extremely well-known mark in the relevant
markets and is associated exclusively with Autodesk. The files that are created by using
AutoCAD® have a file name with a .dwg suffix, and are referred to as “DWG files.” SolidWorks’
products that incorporate the letter string “DWG” are marketed to AutoCAD® users. SolidWorks
could easily create confusion regarding the source of its products by referencing AUTOCAD and
DWG in its marketing without identifying AutoCAD® as Autodesk’s product and the product being
advertised as SolidWorks” product. For example, the front page of SolidWorks” web site contains a
link for “Information for: AutoCAD® users.” See Mendonca Decl. Ex. G. Clicking that link takes a
user to a page that discusses AutoCAD® and DWG — and how SolidWorks’ software can be used to
manipulate AutoCAD® files — without a single reference to the fact that AutoCAD® is an Autodesk

product, not a SolidWorks product. See id.



SolidWorks has produced a de minimis sampling of docs on this issue, despite Autodesk’s
request for all such documents in its possession. Autodesk therefore asks that SolidWorks produce
all documents in its possession responsive to Request No. 4.

E. SolidWorks has refused to produce documents relevant to likelihood of
confusion issues

The remainder of the requests for which SolidWorks has not produced responsive documents
seek documents relevant to likelihood of confusion issues relating to marks containing the letter
string “DWG.” As reviewed above, the name DWG and Autodesk are inextricably linked.
Therefore, SolidWorks” use of “DWG” in the names of its products is likely to cause confusion
regarding the source of SolidWorks’ products. The requests below seek documents containing
information directly relevant to DuPont “likelihood of confusion” factors, particularly SolidWorks’
intent in introducing its series of “DWG”-related marks. See, e.g., In re E.I. DuPont de Nemours &
Co., 476 F.2d 1357 (Fed.Cir. 1973); M2 Software, Inc. v. M2 Communications, Inc., 78 U.S.P.Q.2d
1944, 1947 (Fed.Cir. 2006) (specifically referring to “intent” as a DuPont factor).

1. SolidWorks’ response to Document Request No. 16 is insufficient

Autodesk’s Request No. 16 seeks documents relating to studies, tests, or surveys conducted
by SolidWorks regarding customer recognition of its marks containing the letter string “DWG.”
SolidWorks does not appear to have produced all documents in its possession responsive to that
request. After initially claiming that it did not possess any documents responsive to the request,
SolidWorks recently produced responsive documents. However, that production appears to be
incomplete. For example, SolidWorks produced the results of a survey conducted for it by a
company called “Survey Monkey.” However, SolidWorks has not produced any other information
about that survey other than the basic survey results themselves. The produced survey results

indicate that the surveyed persons were given an opportunity to “write in” answers to the multiple
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choice survey questions. SolidWorks has not produced the “written in” answers. Nor, as referenced
above, has any internal SolidWorks correspondence or correspondence between SolidWorks and the
survey company been produced. Autodesk therefore requests that SolidWorks be compelled to
produce all documents responsive to Autodesk’s Request No. 16.

2. SolidWorks has failed to produce any documents in response to
Document Requests 6, 18, 20, 21 and 30

Finally, a number of Autodesk’s document requests seek documents related to SolidWorks’
series of marks incorporating “DWG” other than DWGGATEWAY and DWGEDITOR (Requests
Nos. 6, 18, 20, 21 and 30). SolidWorks has refused to produce these documents on TMBP § 414(11)
grounds — that these other “DWG” marks are not relevant to this proceeding. Autodesk disagrees.
SolidWorks’ use, and the intent behind its use, of marks other than DWGGATEWAY and
DWGEDITOR (e.g., “DWGSERIES” (which is used to describe SolidWorks’ family of marks
beginning with “DWG”) and “DWGVIEWER?”) that incorporate DWG are directly relevant to
customer confusion and the likelihood of confusion factors enumerated in DuPont and its progeny.
The above-referenced requests seek documents directly relevant to such issues, including documents
relating to the reasons for SolidWorks’ adoption of DWG-based marks, surveys relating to customer
recognition of SolidWorks” DWG-based marks, and SolidWorks’ plans to expand its use of marks

containing the prefix DWG. They are relevant to this action and should be produced.

10



CONCLUSION
For the foregoing reasons, the Board should compel SolidWorks to, within fifteen (15) days
of the Board’s order: (1) produce all documents in SolidWorks’ possession responsive to Autodesk’s
Document Requests; and (2) either fully and completely answer, or provide documents responsive

to, Autodesk’s Interrogatories Nos. 12 and 26.

Dated: March 15, 2007 WILSON SONSINI GOODRICH & ROSATI

By: ﬁ ” Wl///

J6fn L. Slafsky
Brian G. Mendonca
Attorneys for Autodesk, Inc.

Address all U.S.P.T.O. correspondence to:

John L. Slafsky

Brian G. Mendonca

WILSON SONSINI GOODRICH & ROSATI
650 Page Mill Road

Palo Alto, California 94304-1050

Telephone:  (650) 493-9300

Facsimile: (650) 493-6811

trademarks @wsgr.com

11



CERTIFICATE OF SERVICE

I, Launa Hovland, declare:

I 'am over the age of 18 years and not a party to the within entitled cause. I am a citizen of the
United States and a resident of the State of California. I am employed in the City of Palo Alto,

County of Santa Clara. My business address is 650 Page Mill Road, Palo Alto, California, 94304-
1050.

I am readily familiar with Wilson Sonsini Goodrich & Rosati's practice for collection and
processing of correspondence for mailing with the United States Postal Service. In the ordinary

“course of business, correspondence is deposited, postage fully prepaid, with the United States Postal

Service on this day.

On March 15, 2007, I served the attached MOTION TO COMPEL and DECLARATION
OF BRIAN MENDONCA on the party in said cause by placing a true copy of the document
described above in an envelope addressed as indicated below, which I sealed. I placed the envelope
containing the document named above for deposit in the United States Postal Service by placing it

for collection and mailing this day, following the ordinary business practices at Wilson Sonsini

Goodrich & Rosati.

Michael Boudett

Miriam Pogach

Foley Hoag LLP

Seaport World Trade Center West
155 Seaport Boulevard

Boston, MA 02210-2600

I declare under penalty of perjury that the foregoing is true and correct. This deélaration was

executed in Palo Alto, California on March 15, 2007.

oA A

Launa Hovland
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Autodesk, Inc., ;
) | DECLARATION OF BRIAN G.
Opposer/Petitioner, ) | MENDONCA IN SUPPORT OF
) | AUTODESK’S MOTION TO
V. ) | COMPEL DISCOVERY RESPONSES
) | FROM SOLIDWORKS
SolidWorks Corporation, )
)
Applicant/Respondent. ) | Opposition No. 91170857; Cancellation
) | No. 92046253
)
)
) | Marks: DWGGATEWAY (Application
) | Serial No. 78651780); DWGEDITOR
) | (Registration No. 3,134,536)
)
)
)
SolidWorks Corporation, )
)
Opposer, ) | Oppositions Nos. 91174972; 91175197
)
v. ) | Marks: DWGX (Application Serial No.
) | 78852849); REALDWG (Application
) | Serial No. 78852836)
Autodesk, Inc., )
Applicant. ;
)




I, Brian G. Mendonca, declare:

1. Tam an attorney at law licensed to practice in the State of California. I am an
associate at the law firm of Wilson Sonsini Goodrich & Rosati, counsel of record for Autodesk,
Inc. (“Autodesk™). I have personal knowledge of the following facts and if called as a witness,
I would testify to them.

2. Attached hereto as Exhibit A is a true and correct copy of Autodesk’s First Set of
Requests for the Production of Documents and Things served on SolidWorks Corporation
(“SolidWorks™) on August 11, 2006.

3. Attached hereto as Exhibit B is a true and correct copy of Autodesk’s First Set of
Interrogatories, served on SolidWorks on August 11, 2006.

4. Counsel for Autodesk timely received responses to the aforementioned discovery
requests from SolidWorks. SolidWorks also served supplemental responses to certain of
Autodesk’s interrogatories. Autodesk received productions of documents from SolidWorks on
December 20, 2006, February 8, 2007 and February 20, 2007.

5. Attached hereto as Exhibit C is a true and correct copy of a letter I sent to counsel
for SolidWorks via e-mail on December 12, 2006. This letter memorializes a meet and confer
meeting between counsel for Autodesk and counsel for SolidWorks that took place on
December 12, 2006.

6. Attached hereto as Exhibit D is a true and correct copy of a letter I received via e-
mail from counsel for SolidWorks on January 18, 2007

7. Attached hereto as Exhibit E is a true and correct copy of a letter I sent to counsel
for SolidWorks via e-mail on January 31, 2007.

8. Attached hereto as Exhibit F is a true and correct copy of a letter I received via e-
mail from counsel for SolidWorks on February 9, 2007

9. Attached here to as Exhibit G is a true and correct copy of pages I printed out from
SolidWorks” web site on March 7, 2007. The URLs of these pages are

<http://solidworks.com> and <http://solidworks.com/pages/infofor/AutoCADUsers.html>.
2

3066839_1.DOC



10. I believe that the parties to this action have made a good-faith effort to meet and

confer regarding the issues addressed in Autodesk’s Motion to Compel.

I declare under penalty of perjury under the laws of the United States that the foregoing

is true and correct. Executed this 15th day of March, 2007, at San Francisco, California.

72//771//

7 Bffan G. Menc%nca

3066839_1.DOC



Exhibit A



IN THE UNITED STATES PATENT AND TRADEMAR
BEFORE THE TRADEMARK TRIAL AND APPEAL O R I G i N A L

AUTODESK, INC.,
a Delaware corporation,

AUTODESK’S FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND
THINGS TO SOLIDWORKS

Opposer,
V.

SOLIDWORKS CORPORATION,
a Delaware corporation,

Opposition No.: 91170857
Mark: DWGGATEWAY

] Serial No.: 78651780
Applicant.

N’ et g’ S’ g gt e’ e “wugt’ o’ e’ e’ e’ e’

Pursuant to Trademark Rule of Practice 2.120 (37 C.F.R. § 2.120), Trademark Trial and
Appeal Board Manual of Procedure § 408, and Federal Rule of Civil Procedure 34, Opposer
Autodesk, Inc. (“Autodesk™) requests that Applicant Solidworks Corporation (“Solidworks™)
produce for inspection and copying the documents and things listed below within thirty (30) days of
the date of service hereof, at the offices of Solidworks or at another mutually agreeable location.

For the purpose of this request, the following definitions and instructions shall apply:

DEFINITIONS
1. The terms “Solidworks,” “you,” and “your” refer to Applicant Solidworks
Corporation, and include any persons controlled by or acting on behalf of that entity, including but
not limited to all officers, directors, owners, employees, agents, representatives, and attorneys, and
any predecessors, subsidiaries, parent companies, affiliated companies, or joint venturers,
2. The term “Autodesk” refers to Opposer Autodesk, Inc., and includes any persons

controlled by or acting on behalf of that entity, including but not limited to all officers, directors,

2930422_1.DOC



employees, agents, representatives, and attorneys, and any predecessors, subsidiaries, parent
companies, affiliated companies, or joint venturers.

3. The term “DWGGATEWAY” means any word, name, symbol or device or other
designation of origin incorporating the letter string DWGGATEWAY, or its phonetic equivalent, in
which you claim trademark rights, as well as any Internet domain name, or any trademark or
service mark application or registration incorporating the letter string DWGGATEWAY, such as

- trademark application Serial No. 78651780 for the mark DWGGATEWAY.

4. The term “DWGSERIES” means any word, name, symbol or device or other
designation of origin incorporating the letter string DWG, or its phonetic equivalent, in which you
claim trademark rights, including any Internet domain name, or any trademark or service mark
application or registration incorporating the letter string DWG.

5. The term “person” means any natural person or any business, legal or governmental
entity, or association.

6. The term “document” as used herein is synonymous in meaning and equal in scope
to the usage of this term in Federal Rule of Civil Procedure 34, any “writings and recordings” and
“photographs” as defined by Federal Rule of Evidence 1001, and its interpretation by the courts,
and includes, without limitation, all originals, drafts, and non-identical copies of any written,
printed, typed, recorded, electronic, magnetic, optical, punched, copied, graphic or other tangible
thing in, upon or from which information may be conveyed, embodied, translated, or stored
(including, but not limited to, papers, records, books, correspondence, contracts, minutes of
meetings, memoranda, notes on desk clalendars and appointment books, intra-office
communications, canceled checks, invoices, telegrams, telexes, dictation or other audio tapes,
video tapes, studies, electronic mail, information stored in computér readable form, on a compact
disc, or any other type of data storage device or medium, computer printouts, microfilm,

microfiche, laser disks, diaries, calendars, photographs, charts, viewgraphs, drawings, sketches and

2930422 _1.DOC )



all other writings or drafts thereof), as well as all other tangible things subject to production under

Federal Rule of Civil Procedure 34.

7. The term “identify,” when referring to:

a.

a natural person, means to give his or her full name, present or last known
address and telephone number, last known place of employment and job
title;

a public or private corporation, partnership, association, agency or other
entity, means to give its present or last known address and telephone
number, and state of incorporation, if applicable;

a document, means to state its general character, title, date, addressee or
recipient, author or signatory, present location, and who has possession,
custody or control of the document;

a product, means to provide a description of the item which is offered for
sale, and the intended customer groups, channels of trade, approximate price,
and market for the product;

a service, means to describe the service and the intended customer groups,

channels of trade, approximate price, and market for the service.

8. The term “communication” is defined as any transmission or exchange of

information between two (2) or more persons, orally or in writing, and includes, without limitation,

any conversation or discussion, whether face-to-face or by means of telephone, letter, facsimile,

electronic, digital or other media.

9. The terms “relating to” and “related to” mean concerning, containing, evidencing,

describing, constituting, referring to, explaining, discussing or reflecting.

10. The connectives “and” and “or” and the term “and/or’’ shall be construed either

digjunctively or conjunctively as necessary to bring within the scope of the request all documents

that might otherwise be construed to be outside its scope.
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11. The use of a present tense shall include past tenses.

12. The use of the singular form of any word also includes the plural and vice versa.

13. The terms “all” and “each’ shall each be construed to include the other.
INSTRUCTIONS

1. You are requested to produce for inspection and copying all responsive documents

and things in your possession, custody or control, including all documents and things in the
custody of your attorneys, consultants, agents, other representatives, and other persons or entities
subject to your control.

2. You are to produce the documents and things as they are kept in the ordinary course
of business, with appropriate markings or designations so that it may be determined to which
request they are responsive.

3. You are to produce the original and all non-identical copies of each requested
document or thing, including all copies which bear any additional file stamps, marginal notes or
other additional markings or writings that do not appear on the original. The production shall
include the file, envelope, folder, binder, or other container in which the responsive documents and
things are kept. If, for any reason, the container cannot be produced, you are to produce copies of
all labels or other identifying markings.

4. Documents that exist in digital format and constitute or comprise databases or other
tabulations or collections of data or information should be produced in a machine-readable format
to be mutually agreed upon by the parties. Documents that exist in digital format and constitute or
comprise written communications between natural persons (e.g., e-mail messages, internal memos,
letters, etc.) should be produced both in a machine-readable format to be mutually agreed upon by
the parties and in hard-copy form.

5. If you cannot fully respond to any request after a diligent attempt, respond to the
request to the extent possible and specify the portion of the request to which you are unable to

respond.
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6. If you claim that any request, definition or instruction is ambiguous, state the
language you claim is ambiguous and the interpretation you have used to respond to the request.

7. If you contend that any document or thing has been lost or destroyed, set forth the
contents of the document or thing, the location of any copies, the date of loss or destruction, the
name of the person who ordered or authorized the destruction, if any, and the authority and reasons
for such destruction.

8. If you decline to produce any information, document, or thing on the basis of the
attorney-client, work product, or other privilege, respond to so much of the discovery request as is

not subject to the claimed objection, and for each document or thing, provide the following

information:
a. the type and title of the document or thing;
b. the general subject matter of the document or description of the thing;
c. the date of its creation;
d. the identity of the document’s author(s), addressee(s) and recipient(s);
e. the nature of the privilege being claimed; and
f.  indetail, all facts upon which you base your claim of privilege.
9. With respect to any document stofed on a machine-readable medium, please make

available both a hard copy printout of the document and a copy of the computer or electronic tape,
disc or other electronic medium on which the document is stored.

10.  Complete production is to be made on the date and at the time indicated above.

11. You have a duty to supplement your responses from now until the time of hearing or

trial, as provided by Federal Rule of Procedure 26(e).
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DOCUMENTS AND THINGS REQUESTED
DOCUMENT REQUEST NO. 1:

All documents related to the “Featured Ad” advertisement placed by Solidworks in the
March 30, 2005 edition of the CafeNews newsletter published by MCADCafe.com.
DOCUMENT REQUEST NO. 2:

All documents relating to communications between Autodesk and Solidworks with respect to

trademark or trade dress infringement.

DOCUMENT REQUEST NO. 3:

“TM”

All documents related to use of the symbol with marks including the letter string DWG.

DOCUMENT REQUEST NO. 4:

All documents related to attribution of ownership of the mark AutoCAD in Solidworks

advertising or promotional materials.

DOCUMENT REQUEST NO. §:

All documents relating to adoption of DWGGATEWAY, including all documents relating to

other marks considered as possible alternatives.

DOCUMENT REQUEST NO. 6:

All documents relating to adoption of DWGSERIES, including all documents relating to

other marks considered as possible alternatives.

DOCUMENT REQUEST NO. 7:

All documents relating to communications with third parties other than counsel concerning

Autodesk's DWG-related trademark filings.

DOCUMENT REQUEST NO. 8:

All documents relating to communications with third parties other than counsel concerning

Solidworks” DWG-related trademark filings.
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DOCUMENT REQUEST NO. 9:

All documents relating to communications with third parties other than counsel concerning

this trademark dispute.

DOCUMENT REQUEST NO. 10:

N

All documents relating to any incident in which a third party other than Autodesk has
challenged the rights you claim in DWGGATEWAY, including but not limited to any demand to

cease and desist.

DOCUMENT REQUEST NO. 11:

All documents relating to any incident in which you have challenged the rights of a third
party based on the rights you claim in DWGGATEWAY, including but not limited to any demand to

cease and desist.

DOCUMENT REQUEST NO. 12:

All documents showing web pages or audio, video, or audio-visual materials relating to
DWGGATEWAY that have been posted on your web sites.

DOCUMENT REQUEST NO. 13:

All documents relating to any trademark applications you have filed for marks incdrporating
the letter string DWG, including but not limited to any correspondence between you or your counsel

and the U.S. Patent and Trademark Office.

DOCUMENT REQUEST NO. 14:

All documents relating to any communications between you or your counsel and the U.S.
Patent and Trademark Office concerning any trademark application incorporating the letter string

DWG and filed by someone other than Solidworks.
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DOCUMENT REQUEST NO. 15:

Every investigation, trademark search, or other inquiry conducted by you or on your behalf in

connection with the availability, registrability, or use of the marks with the letter string DWG.

DOCUMENT REQUEST NO. 16:

All documents relating to studies, tests, ratings, or surveys in connection with consumer
recognition of the products or services you identify by DWGSERIES.
DOCUMENT REQUEST NO. 17:

All documents relating to communications between you or your counsel with experts or

potential experts in this action.

DOCUMENT REQUEST NO. 18:

All documents relating to any registrations owned by you for Internet domain names

incorporating the letter string DWG.

DOCUMENT REQUEST NO. 19:

All documents relating to your past and present efforts to promote or expand awareness of
DWGGATEWAY.
DOCUMENT REQUEST NO. 20:

All documents relating to your past and present plans to promote or expand awareness of
DWGSERIES.
DOCUMENT REQUEST NO. 21:

All documents relating to your plans to use, or to license others to use, any marks with the
letter string DWG in connection with any product or service.

DOCUMENT REQUEST NO. 22:

Documents sufficient to show your expenditures on advertising and marketing activities in

the United States for DWGGATEWAY.
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DOCUMENT REQUEST NO. 23:

All documents used in promoting or selling any product or service bearing
DWGGATEWAY.
DOCUMENT REQUEST NO. 24:

All documents evidencing revenues and expenses relating to your use of DWGGATEWAY.

DOCUMENT REQUEST NO. 25:

Documents sﬁfﬁcient to identify the number of Internet users who have reviewed any web
pages from your web sites showing DWGGATEWAY.
DOCUMENT REQUEST NO. 26:

All documents showing promotions or advertisements of products or services bearing
DWGGATEWAY.
DOCUMENT REQUEST NO. 27:

All media schedules for promotions and advertisements of products or services bearing
DWGGATEWAY.
DOCUMENT REQUEST NO. 28:

Documents sufficient to show the geographic scope of your business or promotional
activities using DWGGATEWAY.
DOCUMENT REQUEST NO. 29:

One copy of each advertising, marketing, and promotional material showing use of
DWGGATEWAY on any goods or services, including but not limited to web pages, catalogs,
circulars, leaflets, direct mail pieces, brochures, point of sale pieces, press releases, web-based
advertisements (including but not limited to banner ads), newspaper and magazine advertisements
and articles, transcripts and audio tapes for radio advertisements, and transcripts and video tapes of

television advertisements.
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DOCUMENT REQUEST NO. 30:

One copy of each advertising, marketing, and promotional material showing use of
DWGSERIES and AutoCAD on any goods or services, inéluding but not limited to web pages,
catalogs, circulars, leaflets, direct mail pieces, brochures, point of sale pieces, press releases, web-
based advertisements (including but not limited to banner ads), newspaper and magazine
advertisements and articles, transcripts and audio tapes for radio advertisements, and transcripts
and video tapes of television advertisements.

DOCUMENT REQUEST NO. 31:

All documents identifying the target markets that you exploited, exploit or intend to exploit
for products or services identified with DWGGATEWAY.
DOCUMENT REQUEST NO. 32:

All documents identifying trade shows or conferences that you have attended during which
you discussed, marketed, promoted, or advertised DWGGATEWAY.
DOCUMENT REQUEST NO. 33:

All documents identifying the channels of trade through which you have sold or offered for
sale products or services identified with DWGGATEWAY.
DOCUMENT REQUEST NO. 34:

All documents relating to the date of your first use of DWGGATEWAY.
DOCUMENT REQUEST NO. 35:

All documents relating to the date of your first use in commerce of DWGGATEWAY.
DOCUMENT REQUEST NO. 36:

All documents showing the cost to your customers of products or services you offer in
connection with DWGGATEWAY.
DOCUMENT REQUEST NO. 37:

All documents identifying the classes of customers to whom you market or sell products or

services in connection with DWGGATEWAY.
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DOCUMENT REQUEST NO. 38:

Documents sufficient to identify persons involved in design, sales, marketing,
communications, business strategy, or business planning with respect to DWGGATEWAY.

DOCUMENT REQUEST NO. 39:

All documents identifying print or online publications in which DWGGATEWAY has been
written about.

DOCUMENT REQUEST NO. 40:

All documents identifying television or radio broadcast programs that have covered
DWGGATEWAY.
DOCUMENT REQUEST NO. 41:

All documents relating to any advertising agency engaged by you to advertise and promote
DWGGATEWAY.
DOCUMENT REQUEST NO. 42:

Documents sufficient to identify annual sales and advertising figures relating to
DWGGATEWAY for each year in which DWGGATEWAY was sold or advertised.
DOCUMENT REQUEST NO. 43:

All documents relating to development plans or roadmaps for products or services
promoted under DWGGATEWAY.
DOCUMENT REQUEST NO. 44:

All versions of the document now titled “Solidworks Corporation Trademarks and Proper

Trademark Use.”

DOCUMENT REQUEST NO. 45:

All documents related to your allegation in Paragraph 1 of the Affirmative Defenses of your
Answer to Notice of Opposition that Opposer’s claim is barred by the doctrines of laches,

acquiescence, and/or estoppel.
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DOCUMENT REQUEST NO. 46:

All documents related to your allegation in Paragraph 2 of the Affirmative Defenses of your
Answer to Notice of Opposition that the designation “.dwg” is a generic file extension for a certain

type of digital file and cannot be appropriated by any one person or entity.

DOCUMENT REQUEST NO. 47:

All documents related to your allegation in Paragraph 3 of the Affirmative Defenses of your
Answer to Notice of Opposition that use of the designation “.dwg” by Applicant is a fair use and is
not likely to cause confusion as to the source of the Applicant’s product.

DOCUMENT REQUEST NO. 48:

All documents related to your allegation in Paragraph 3 of the Affirmative Defenses of your
Answer to Notice of Opposition that to the extent that either party has rights in “.dwg” as, or as
part of, a trademark, Applicant has prior rights to those of Opposer.

DOCUMENT REQUEST NO. 49:

All documents relating to your policies regarding retention, storage, filing and destruction

of electronic mail, documents and things.

Dated: August 11, 2006 Respectfully submitted,

WILSON SONSINI GOODRICH & ROSATI
Professional Corporation

By: QBY«QJ/‘/L/\/

Qohn L. Slafsky
Attorneys for Opposer

Autodesk, Inc.
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CERTIFICATE OF SERVICE

I, Launa Hovland, declare:

I am employed in Santa Clara County, State of California. I am over the age of 18 years
and not a party to the within action. My business address is Wilson Sonsini Goodrich & Rosati,
650 Page Mill Road, Palo Alto, California 94304-1050.

I am readily familiar with Wilson Sonsini Goodrich & Rosati's practice for collection and
processing of correspondence for mailing with the United States Postal Service. In the ordinary
course of business, correspondence would be deposited with the United States Postal Service on
this date.

On this date, I served AUTODESK’S FIRST REQUEST FOR PRODUCTION OF
DOCUMENTS AND THINGS TO SOLIDWORKS on each person listed below, by placing the
document(s) described above in an envelope addressed as indicated below, which I sealed. I
placed the envelope(s) for collection and mailing with the United States Postal Service on this day,

following ordinary business practices at Wilson Sonsini Goodrich & Rosati.

Charles E. Weinstein
John L. Welch

Foley Hoag LLP

155 Seaport Boulevard
Boston, MA 02110

I declare under penalty of perjury under the laws of the State of California that the

foregoing is true and correct. Executed at Palo Alto, California on August 11, 2006.

Keon Yoa

Launa Hovland

2930422_1.DOC 13



Exhibit B



ORIGINAL

IN THE UNITED STATES PATENT AND TRADEMARK (
BEFORE THE TRADEMARK TRIAL AND APPEAL BQ. _

AUTODESK, INC.,
a Delaware corporation,

AUTODESK’S FIRST SET OF
INTERROGATORIES TO SOLIDWORKS

Opposer,
v.

SOLIDWORKS CORPORATION,
a Delaware corporation,

Opposition No. 91170857
Mark: DWGGATEWAY

. Serial No.: 78651780
Applicant.

N N Nt N e’ e’ et e e’ s e’ e’ e’ e’

Pursuant to Trademark Rule of Practice 2.120 (37 C.F.R. § 2.120), Trademark Trial and
Appeal Board Manual of Procedure § 406, and Federal Rule of Civil Procedure 33, Opposer
Autodesk, Inc. (“Autodesk”) requests that Applicant Solidworks Corporation (“‘Solidworks”)
answer the following Interrogatories separately and fully, in writing, under oath within thirty (30)
days after date of service.

For the purpose of these Interrogatories, the following definitions and instructions shall
apply:

DEFINITIONS

1. The terms “Solidworks,” “you,” and “‘your” refer to Solidwofks Corporation, and
include any persons controlled by or acting on behalf of that entity, including but not limited to all
officers, directors, owners, employees, agents, representatives, and attorneys, and any predecessors,
subsidiaries, parent companies, affiliated companies, or joint venturers.

2. The term “Autodesk” refers to Opposer Autodesk, Inc., and includes any persons

controlled by or acting on behalf of that entity, including but not limited to all officers, directors,

2930423_1.DOC .



employees, agents, representatives, and attorneys, and any predecessors, subsidiaries, parent
companies, affiliated companies, or joint venturers.

3. The term “DWGGATEWAY” means any word, name, symbol or device or other
designation of origin incorporating the letter string DWGGATEWAY, or its phonetic equivalent, in
which you claim trademark rights.

4, The term “person” means any natural person or any business, legal or governmental
entity, or association.

5. The term “document” as used herein is synonymous in meaning and equal in scope
to the usage of this term in Federal Rule of Civil Procedure 34, any “writings and recordings” and
“photographs” as defined by Federal Rule of Evidence 1001, and its interpretation by the courts,
and includes, without limitation, all originals, drafts, and non-identical copies of any written,
printed, typed, recorded, electronic, magnetic, optical, punched, copied, graphic or other tangible
thing in, upon or from which information may be conveyed, embodied, translated, or stored
(including, but not limited to, papers, records, books, correspondence, contracts, minutes of
meetings, memoranda, notes on desk calendars and appointment books, intra-office
communications, canceled checks, invoices, telegrams, telexes, dictation or other audio tapes,
video tapes, studies, electronic mail, information stored in computer readable form, on a compact
disc, or any other type of data stiorage device or medium, computer printouts, microfilm,
microfiche, laser disks, diaries, calendars, photographs, charts, viewgraphs, drawings, sketches and
all other writings or drafts thereof), as well as all other tangible things subject to production under
Federal Rule of Civil Procedure 34.

6. The term “identify,” when referring to:

a. a natural person, means to give his or her full name, present or last known
address and telephone number, last known place of employment and job

title;
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b. a public or private corporation, partnership, association, agency or other
entity, means to give its present or last known address and telephone
number, and state of incorporation, if applicable;

c. a document, means to state its general character, title, date, addressee or
recipient, author or signatory, present location, and who has possession,
custody or control of the document;

d. a product, means to provide a description of the item which is offered for
sale, and the intended customer groups, channels of trade, approximate price,
and market for the product;

e. a service, means to describe the service and the intended customer groups,
channels of trade, approximate price, and market for the service.

7. The term “communication” is defined as any transmission or exchange of
information between two (2) or more persons, orally or in writing, and includes, without limitation,
any conversation or discussion, whether face-to-face or by means of telephone, letter, facsimile,
electronic, digital or other media.

8. The terms “relating to” and “related to” mean concerning, containing, evidencing,
describing, constituting, referring to, explaining, discussing or reflecting.

9. The connectives “and” and “or” and the term ““and/or” shall be construed either
~ disjunctively or conjunctively as necessary to bring within the scope of the request all documents

that might otherwise be construed to be outside its scope.

10. The use of a present tense shall include past tenses.
11. The use of the singular form of any word also includes the plural and vice versa.
12. The terms “all” and “each’ shall each be construed to include the other.
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INSTRUCTIONS

1. In answering these Interrogatories, furnish all information, including information
contained in or on any document that is known or available to you, including all information in the
possession of your attorneys or other persons acting on your behalf or under your attorneys’
employment or direction.

2. If you cannot answer any interrogatory fully and completely after exercising due
diligence to make inquiries and secure information necessary to do so, so state, and answer each
such interrogatory to the full extent you deem possible; specify the portion of such interrogatory
that you claim you are unable to answer fully and completely; state the facts on which you rely to
support your contention that you are unable to answer such interrogatory fully and completely; and
state what knowledge, information and/or belief you have concerning the unanswered portion of
each such interrogatory.

3. If tﬁere is any item of information that you refuse to disclose on grounds of
privilege or work-product irhmunity, answer so much of the interrogatory as does not request
information for which you claim privilege, state the nature of the privilege you claim, and provide
sufficient details, including the nature of the information, its source, its subject matter, and the
names of all persons to whom that information was disclosed, such as would enable the claim of
privilege or immunity to be adjudicated.

4, If the response to any interrogatory consists, in whole or in part, of an objection

relating to burdensomeness, then with respect to such response:

a. Provide such information as can be ascertained without undue burden;
b. State with particularity the basis for such objection including:
1. a description of the process or method required to obtain any fact

responsive to the interrogatory; and

ii. the estimated cost and time required to obtain any fact responsive to
the interrogatory.
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5. These interrogatories are continuing and require further answer and
supplementation, as provided by Federal Rule of Civil Procedure 26(¢).
INTERROGATORIES
Consistent with the foregoing definitions and instructions, please answer the following
Interrogatories: |

INTERROGATORY NO. 1:

Identify each person who participated in the selection of DWGGATEWAY.
INTERROGATORY NO. 2:

Identify each person who participated in a decision to file any application for registration of
DWGGATEWAY.
INTERROGATORY NO. 3:

Identify every product and service in connection with which you have used or are using
DWGGATEWAY.
INTERROGATORY NO. 4:

For each product and service requested to be identified in Interrogatory No. 3, identify the
persons most knowledgeable about each product or service.

INTERROGATORY NO. 5:

For each product and service requested to be identified in Interrogatory No. 3, identify the
price at which each of those products and services is offered.

INTERROGATORY NO. 6:

For each product and service requested to be identified in Interrogatory No. 3, state the
facts that support the exact date, upon which you intend to rely, of first use of DWGGATEWAY to
identify the product or service.

INTERROGATORY NO. 7:

Identify the persons with most knowledge about the facts stated in response to Interrogatory

No. 6.
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INTERROGATORY NO. 8:

For each product and service requested to be identified in Interrogatory No. 3, explain the
extent to which there has been any interruption to continuous use of DWGGATEWAY to identify
the product or service.

INTERROGATORY NO. 9:

For each product and service requested to be identified in Interrogatory No. 3, describe the
channels of trade of the product or service.

INTERROGATORY NO. 10:

For each product and service requested to be identified in Interrogatory No. 3, identify the
persons most knowledgeable about the sales and distribution of the product or service.

INTERROGATORY NO. 11:

For each product and service requested to be identified in Interrogatory No. 3, identify the
persons most knowledgeable about the advertising and promotion of the product or service.

INTERROGATORY NO. 12:

For each product and service requested to be identified in Interrogatory No. 3, list by
calendar year the expenditures you have made on advertising and promotion of the product or
service.

INTERROGATORY NO. 13:

For each product and service requested to be identified in Interrogatory No. 3, identify the
nature and title (if applicable) of the media in which all advertisements of the product or service
have appeared, including the date of, and geographic scope of such advertisements.

INTERROGATORY NO. 14:

For each product and service requested to be identified in Interrogatory No. 3, describe the

target markets and characteristics of targeted consumers.
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INTERROGATORY NO. 15:

For each product and service requested to be identified in Interrogatory No. 3, identify your

major competitors and their competing products or services.

INTERROGATORY NO. 16:

Describe any studies, tests, ratings, or surveys related to the quality of the products and
services offered under DWGGATEWAY.
INTERROGATORY NO. 17:

Describe any studies, tests, ratings, or surveys related to consumer recognition of
DWGGATEWAY.
INTERROGATORY NO. 18:

Describe in detail each incident, known to you, of actual confusion between you or any of
your products and services promoted with a mark including the letter string DWG, on the one hand,
and Autodesk or any ofits products and services, on the other.

INTERROGATORY NO. 19:

For each of the incidents described in response to Interrogatory No. 18, identify the persons
with knowledge thereof.
INTERROGATORY NO. 20:

Identify every trademark search you ever conducted relating to marks with the letter string
DWG.
INTERROGATORY NO. 21:

Identify every opinion, legal or otherwise, requested or received by you, regarding the right
to use DWGGATEWAY, including the identity of the persons requesting the opinion, the date and
author of the opinion, and the persons receiving the opinion.

INTERROGATORY NO. 22:

Identify and describe any agreements in which you have licensed DWGGATEWAY for use
by any other party.
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INTERROGATORY NO. 23:

Identify any steps you have taken to exercise quality control in connection with the licenses
1dentified in your response to Interrogatory No. 22.

INTERROGATORY NO. 24:

Describe in detail all efforts you have made to enforce against third parties the rights you
claim in DWGGATEWAY.
INTERROGATORY NO. 25:

Describe in detail any instances in which a third party, other than Autodesk, has challenged
your right to use, or the rights you claim, in DWGGATEWAY.
INTERROGATORY NO. 26:

Identify any keywords including the letter string DWG that you have selected in connection
with your purchase of Internet search engine advertising.

INTERROGATORY NO. 27:

Identify all documents supporting your allegation in Paragraph 1 of the Affirmative
Defenses of your Answer to Notice of Opposition that Opposer’s claim is barred by the doctrines
of laches, acquiescence, and/or estoppel.

INTERROGATORY NO. 28:

Identify all documents supporting your allegation in Paragraph 2 of the Affirmative
Defenses of your Answer to Notice of Opposition that the designation “.dwg” is a generic file

extension for a certain type of digital file and cannot be appropriated by any one person or entity.

INTERROGATORY NO. 29:

Identify all documents supporting your allegation in Paragraph 3 of the Affirmative
Defenses of your Answer to Notice of Opposition that use of the designation “dwg” by Applicant is

a fair use and is not likely to cause confusion as to the source of Applicant’s product.
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INTERROGATORY NO. 30:

Identify all documents supporting your allegation in Paragraph 4 of the Affirmative
Defenses of your Answer to Notice of Opposition that to the extent that either party has rights in
“dwg” as, or as part of, a trademark, Applicant has rights prior to those of Opposer.
INTERROGATORY NO. 31:

Identify each expert witness that you intend to call in this proceeding, including the facts or
subject matter about which they are expected to testify.

INTERROGATORY NO. 32:

Describe in detail any plans for future expansion of your use of DWGGATEWAY with
products or services in connection with which the mark is not already in use.

INTERROGATORY NO. 33:

Identify each person who has attended a trade show or conference during which that person
marketed, promoted, or advertised products or services featuring DWGGATEWAY.
INTERROGATORY NO. 34:

For each person requested to be identified in Interrogatory No. 33, describe in detail the

circumstances of their marketing, promotion or advertising of products or services featuring

DWGGATEWAY at the trade show or conference.

Dated: August 11, 2006 Respectfully submitted,

WILSON SONSINI GOODRICH & ROSATI
Professional Corporation

By: Afdﬂ\\/\/

John L. @fsky

Attorneys for Opposer
Autodesk, Inc.
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CERTIFICATE OF SERVICE

I, Launa Hovland, declare:

I am employed in Santa Clara County, State of California. I am over the age of 18 years
and not a party to the within action. My business address is Wilson Sonsini Goodrich & Rosati,
650 Pagé Mill Road, Palo Alto, California 94304-1050.

I am readily familiar with Wilson Sonsini Goodrich & Rosati's practice for collection and
processing of correspondence for mailing with the United States Postal Service. In the ordinary
course of business, correspondence would be deposited with the United States Postal Service on
.this date.

On this date, I served AUTODESK’S FIRST SET OF INTERROGATORIES TO
SOLIDWORKS on each person listed below, by placing the document(s) described above in an
envelope addressed as indicated below, which I sealed. 1 placed the envelope(s) for collection and
mailing with the United States Postal Service on this day, following ordinary business practices at

Wilson Sonsini Goodrich & Rosati.

Charles E. Weinstein
John L. Welch

Foley Hoag LLP

155 Seaport Boulevard
Boston, MA 02110

I declare under penalty of perjury under the laws of the State of California that the

foregoing is true and correct. Executed at Palo Alto, California on August 11, 2006.

A A

Launa Hovland
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650 Page Mill Road
Palo Alto, CA 94304-1050

VV‘%}R Wilson Sonsini Goodrich & Rosati s 650.493.9300
PROFESSIONAL CORPORATION FAx 650.493.6811
WWW.WSgr.com

December 12, 2006
Via E-Mail

Michael P, Boudett

Miriam L. Pogach

Foley Hoag, LLP

Seaport World Trade Center West
155 Seaport Boulevard

Boston, Massachusetts 02210-2600

Re: Autodesk v. SolidWorks (TTAB No. 91170857)
Dear Michael and Miriam:
This letter is further to our phone discussion on Friday.

As an initial matter, you informed us that you have signed the Protective Order and sent it
to us. We will arrange for it to be signed and provide you with a copy as soon as possible.

The parties also agreed that each party will produce documents in response to the other’s
discovery requests no later than Tuesday, December 19. We assume that both parties will send
their documents by overnight delivery that day. We trust that you will produce documents
responsive both to document requests and to any interrogatories which you have elected to
answer through the production of documents.

As to expert discovery, we propose that the parties exchange the names of their experts
by January 5, 2007 and their expert reports, along with any discovery regarding experts, by
January 12, 2007. As you know, the discovery cut-off in this proceeding is now February 28,
2007.

This letter summarizes our concerns regarding SolidWorks’ responses to the discovery
propounded by Autodesk. We would like to arrange a time to discuss these concerns further
with you in an effort to reach a compromise.

'REQUESTS FOR PRODUCTION

’ In response to Requests for Production Nos. 1, 5, 9-10, 12, 15, 19, 20, 22-29 and 31-49
you responded: “To the extent such documents exist and are relevant to the subject matter of this
proceeding, and subject to the Objections stated above, they will be produced.” As we discussed
during our call, SolidWorks’ duty is to produce documents responsive to the requests, not to find
responsive documents, determine whether or not those documents are “relevant to the subject

PALO ALTO AUSTIN NEW YORK RESTON SALT LAKE CITY SAN DIEGO SAN FRANCISCO SEATTLE



Wilson Sonsini Goodrich & Rosati

PROFESSIONAL CORPORATION

Michael P. Boudett
Miriam L. Pogach
December 12, 2006
Page 2

matter of this proceeding,” and then produce those documents you deem relevant. Please
confirm that, as you indicated during our call, you are not withholding any documents from
production on the basis of this objection.

In response to Requests for Production Nos. 3, 7, 8, 21, 30, you responded:

Applicant objects to this request, except to the extent that it is directed to the mark
DWGGATEWAY, on the grounds that it secks documents that are not relevant to
the subject matter of this proceeding, and that the request is not reasonably
calculated to lead to the discovery of admissible evidence. Further responding, as
to DWGGATEWAY, to the extent such documents exists and are relevant to the
subject matter of this proceeding, and subject to the Objections stated above, they
will be produced.

In fact, DWG-related marks adopted and used by SolidWorks — other than DWGGATEWAY -
are relevant to this action. SolidWorks markets its products marked “DWG” together, referring
to the offerings as its “DWGseries.” The interrelation of those products is clear. Documents
related to these marks could very well shed light on DuPont factors with respect to likelihood of
confusion. For example, documents relating to these marks might address the nature and extent
of confusion (and potential confusion) in the marketplace. Likewise, business planning
documents relating to these marks might reflect SolidWorks’ intent in adopting the marks or
discuss the conditions under which sales are made.

In response to Requests for Production Nos. 11, 14, 16, 17, you responded:
“As presently advised, there are none.” Please confirm that this remains true.

In response to Requests for Production Nos. 4, 6 and 18, you responded:

Applicant objects to this request on the grounds that it seeks documents that are
not relevant to the subject matter of this proceeding, and that the request is not
reasonably calculated to lead to the discovery of admissible evidence.

Because SolidWorks uses its DWG-related marks consistently with the mark AUTOCAD,
Autodesk’s flagship trademark, the narrowly-tailored request in No. 4 is appropriate. For the
reasons stated above, Request No. 6 for DWGSERIES documents is proper. The domain name-
related documents requested in Request No. 18 are also relevant; they are directly related to a
key channel of trade for both parties, the Internet.
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Wilson Sonsini Goodrich & Rosati

PROFESSIONAL CORPORATION

Michael P. Boudett
Miriam L. Pogach
December 12, 2006
Page 3

Although you claim Autodesk already has all the documents responsive to Request for
Production No. 2 (“All documents relating to communications between Autodesk and
SolidWorks with respect to trademark or trade dress infringement”), internal SolidWorks
correspondence regarding its communications with Autodesk on this issue may exist. Such
documents are responsive to this request and should be produced.

You objected to Request for Production No. 13 on the ground that “all non-
privileged documents are publicly available.” We assume you will therefore withdraw
any requests for similar documents from Autodesk.

INTERROGATORIES

Interrogatory No. 4 requests the names of the SolidWorks personnel most
knowledgeable about DWGGATEWAY. We do not understand what is indefinite about
this interrogatory. Please provide a full response.

Please provide responses to Interrogatories Nos. 6, 7 and 12 immediately.

We drafted Interrogatory No. 15 with “major competitor” language to make it less
burdensome on SolidWorks. In light of your concern that “major” is indefinite, please
respond to Interrogatory No. 15 by providing a list of all of SolidWorks’ competitors and
all of their competing products and services.

Please identify what studies, tests, ratings or surveys (if any) were excluded from
your response to Interrogatory No. 16 based on your interpretation of the phrase “quality
of the products.”

In response to Interrogatory No. 18, you responded:

Applicant objects to this interrogatory, except to the extent that it is directed to the
mark DWGGATEWAY, on the grounds that it seeks information that is not
relevant to the subject matter of this proceeding, and that the interrogatory is not
reasonably calculated to lead to the discovery of admissible evidence. Further
responding, as to DWGGATEWAY, none.

Actual confusion is of course a DuPont factor, and evidence of any confusion between

SolidWorks’ products and Autodesk’s products is directly relevant to a claim of likelihood of
confusion.
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Please supplement your response to Interrogatory No. 19 based on your updated
response to Interrogatory No. 18.

In response to Interrogatory No. 20, you responded:

Applicant objects to this interrogatory, except to the extent that it is directed to the
mark DWGGATEWAY, on the grounds that it seeks information that is not
relevant to the subject matter of this proceeding, and that the interrogatory is not
reasonably calculated to lead to the discovery of admissible evidence. Further
responding, as to DWGGATEWAY and/or DWG, trademark searches have been
conducted by Applicant and by its outside counsel. Pertinent documents will be
produced.

Again, any SolidWorks mark containing the term “DWG” is relevant to a likelihood of confusion
analysis. The results of SolidWorks’ searches related to such marks are relevant to this matter.

Your objection to Interrogatory No. 26 on relevance grounds ignores the fact that
such information may be related to the parties’ channels of trade, SolidWorks’ intent, and
the presence or absence of actual confusion. This information is relevant and should be
produced.

DWGEDITOR

In view of the Board’s November 4, 2006 order consolidating the two
proceedings between the parties, we will need discovery related to the DWGEDITOR
mark. SolidWorks can expect to be served with discovery requests relating to
DWGEDITOR this week. If you have any suggestions regarding how we can make the
process of exchanging discovery regarding DWGEDITOR more efficient, please share
them at your earliest convenience.

We look forward to hearing from you.
Very truly yours,

WILSON SONSINI GOODRICH & ROSATi
Professional Corporation

Clie

endonca
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ATTORNEYS AT LAW
Miriam Pegach
Bostan Office
January 18, 2007 ‘ ‘ 617.832.3025
Via E-mail

Brian Mendonca

Wilson Sonsini Goodrich & Rosati PC
650 Page Mill Road

Palo Alto, CA 94304-1050

Re: Autodesk v. SolidWorks: TTAB Nos. 91170857, 92046253

Dear Brian:

This letter is in response to your letter of December 12, 2006.

We confirm that we have not withheld any documents from production based on
relevance objections.

We confirm that as of this time there are still no documents responsive to
Autodesk’s Requests for Production Nos. 11, 14, 16, and 17.

Despite our initial objection to Autodesk’s Request for Production No. 4, we
have already produced a representative sample of documents that are responsive to this
request.

We reassert our objection to Autodesk’s Request for Production No. 6, which
requests documents relating to the adoption of DWGSERIES. Our position on discovery
with respect to DWGseries apart from DWGgateway and DWGeditor is further
discussed below.

After reviewing Autodesk’s Request for Production No. 18, we agree that the
requested information might be relevant to the proceedmg However, SolidWorks
possesses no unprivileged documents that are responsive to this request. Should
Autodesk seek this information in the form of an interrogatory, SolidWorks will respond
appropnately provided that the inquiry is limited to domain names pertammg to either of
the marks at issue, DWGgateway or DWGeditor.

Regarding your concerns with our response to Request for Production No. 2,
SolidWorks has made a reasonable effort to search for internal correspondence that is
responsive to that request. However, there are no responsive document to date reflecting
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January 18, 2007
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internal correspondence. Other documents responsive to this request have already been
produced.

Your letter assumes that based on our objection to Request for Production No. 13
for documents relating to trademark applications we have filed for marks incorporating
DWG that we will “withdraw any requests for similar documents from Autodesk” on
grounds that non-privileged documents are publicly available. We suggest a mutual
agreement between the parties that documents pertaining to this topic that are available
via the PTO website need not be produced. However, if a document is publicly
available, but not via the PTO website, the producing party must inform the requesting
party as to where those documents are publicly located.

No tests, ratings or surveys were excluded from our response to Interrdgatory
No. 16.

We will serve supplemental responses to Interrogatories 4, 6, 7, 12, 18, 19, 26
and to Interrogatory 15 as originally drafted.

We disagree with your assertion that SolidWorks’ responses to Autodesk’s
Requests for Production and Interrogatories should include information pertaining to
SolidWorks’ use of DWGseries apart from DWGgateway and DWGeditor. As we
discussed in our phone call of December 8, 2006, we might be willing to produce certain
information with respect to DWGseries if you narrow any requests to the specific issue
of actual confusion. That being said, we currently are not aware of documents that
pertain to DWGseries that do not also mention either DWGeditor or DWGgateway.
Documents containing information pertaining to SolidWorks’ use of DWGseries in
conjunction with DWGeditor or DWGgateway have not been and will not be withheld
on the basis that they contain information regarding DWGseries.

Sincerely,
RN

ol —

Miriam Pogach

cc: Mike Boudett

B3295007.3
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Spear Tower, Suite 3300
$an Francisco, CA 94105-1126

w Wilson Sonsint Goodrich & Rosati 415,947 2000
PROFESSIONAL CORPORATION mor:iliig:gé:zo%
WWW.“gI'.COm
January 31, 2007
Via E-Mail

Michael P. Boudett

Miriam L. Pogach

Foley Hoag, LLP

Seaport World Trade Center West
155 Seaport Boulevard

Boston, Massachusetts 02210-2600

Re: Autodesk v. SolidWorks (TTAB No. 91170857)

Dear Michael and Miriam:

We have reviewed your January 18 letter concerning discovery issues. We continue to
have concerns regarding SolidWorks’ discovery responses.

While you state that you have produced a representative sample of documents in response
to Document Request No. 4, we have not found a single piece of correspondence in your
production relating to this issue. Parties are entitled to produce a representative sampling of
documents in response to document requests. However, your sample of documents produced in
response to Request No. 4 does not appear to be representative. Please explain why no
correspondence has been produced in response to this Request.

You state that Solidworks will produce information related to Solidworks’ claimed mark
DWGSeries only to the extent Autodesk’s discovery requests are narrowed to the specific issue
of actual confusion. This is too limiting. Solidworks’ adoption of a series of brands based on
the DWG prefix, including the two applied-for trademarks, is relevant to not just the issue of
actual confusion, but also to Solidworks’ intent, another factor in the likelihood of confusion
analysis. Please confirm that you will produce all documents and information related to
DWGSeries insofar as they are relevant to Solidworks’ intent in adopting the mark and to the
presence or absence of resulting confusion.

As you know, Solidworks has registered Internet domain names based on the applied-for
marks. Your assertion that Solidworks does not possess any non-privileged documents
responsive to Request No. 18 is difficult to understand. At the very least, SolidWorks should be
in possession of correspondence from a domain name registrar. Information regarding
Solidworks’ domain name registrations relating to DWGGATEWAY and DWGEDITOR is
responsive to Interrogatories previously propounded (e.g., Interrogatories 3 and 6 regarding
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Michael P. Boudett
Miriam L. Pogach
January 31, 2007
Page 2

DWGGATEWAY). Please provide revised responses to those Interrogatories; there is no need
for a new interrogatory addressed to these issues.

We agree to your proposal regarding your response to Request No. 13.

We look forward to receiving as soon as possible -- but in any event within the next week
-- your revised responses to Interrogatories Nos. 4, 6, 7, 12, 15, 18, 19 and 26.

As you know, the discovery cut-off in this matter is February 28, and we have asked the
Board to suspend the latest proceedings involving the parties so that this proceeding may move
forward. We have followed up with you a number of times about the timing of mutual
supplemental and expert disclosures but have not received a response. Please confirm your
intentions as soon as possible so that we can honor the Board’s schedule and make any necessary
arrangements.

We look forward to hearing from you regarding these issues within the week.
Very truly yours,

WILSON SONSINI GOODRICH & ROSATI
Professional Corporation

Brian G. Méndonca

cc: Autodesk, Inc.
John L. Slafsky
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ATTORNEYS AT LAW
Miriam Pogach
Boston Office
February 9, 2007 617.832.3025
Via E-Mail

Brian Mendonca

Wilson Sonsini Goodrich & Rosati
One Market Street

Spear Tower, Suite 3300

San Francisco, CA 94105-1126

Re:  Autodesk v. SolidWorks (TTAB No. 91170857)

Dear Brian:
This letter responds to your letter of January 31, 2007.

You claim that we have not produced a representative sample of documents
responsive to Document Request No. 4, which requests “[a]ll documents related to
attribution of ownership of the mark AutoCAD in SolidWorks advertising or
promotional material.” As both parties have recognized, the issues in the above
referenced consolidated proceeding (leaving to the side the matters of DWGX and
REALDWG) are the registrability of SolidWorks’ DWGgateway and DWGeditor
marks, and in particular, whether Autodesk has any rights in the phrase DWG and if so,
whether it has priority so as to block those registrations. Information pertaining to
Autodesk’s mark AutoCAD is simply irrelevant to the legal questions at issue here.
Despite this, several of the documents we have produced are indeed responsive to this
request as we noted in our letter of January 18, 2007. Further correspondence related to
this request is irrelevant, and it concemns us that Autodesk seems to be using this
proceeding to pursue extraneous matters.

You claim that our position with respect to DWGSeries is “too limiting” because
we will only produce information pertaining to DWGSeries if it evidences actual
confusion. While information pertaining to SolidWorks® selection and adoption of its
marks is indeed relevant, let us again remind you that the marks at issue here are
DWGgateway and DWGeditor. Consequently, SolidWorks’ use of DWGSeries is
irrelevant to the legal issues in this proceeding and we stand by our position as
articulated in our January 18, 2007 letter.

It is our view that Document Request No. 18, which requests “[a]ll documents
relating to any registrations owned by you for Internet domain names incorporating the
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February 9, 2007
Page 2

letter string DWG,” is irrelevant. We do not intend to produce documents responsive to
this request since, to our knowledge, none of them have any bearing on relevant issues in
this case. Nevertheless, for your information, our client has registered the following
URLSs incorporating the marks at issue in the consolidated proceeding, the dates of
which registrations can easily be gleaned from public databases:

www.dwgeditor.eu
www.dwgeditor.com
www.dwgeditor.net
www.dwggateway.nl
‘www.dwggateway.jp
www.dwggateway.co.in
www.dwggateway.in
www.dwggateway.sk
www.dwggateway.eu
www.dwggateway.co.uk
www.dwggateway.se
www.dwggateway.cn
www.dwggateway.pl
www.dwggateway.co.kr
www.dwggateway.es
www.dwggateway. fr
www.dwggateway.de
www.dwggateway.net
www.dwggateway.com
www.dwggateway.org
www.dwggateway.at
www.dwggateway.ch
www.dwggateway.it
www.dwggateway.com.cn
www.dwggateway.cz
www.dwggateway.hu

Regarding expert disclosures, we will need 30 days to produce our expert-related
discovery responses after receiving yours. In consideration of this information please
let us know when you propose to produce your expert disclosures.

Sin ly,
QQY

Miriam Pogach

cc: Michael Boudett

B3311211.3
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