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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Opposition No. 91174072
Serial No. 78/807,854

Filed: February 6, 2006
Published: September 26, 2006
By Rocawear Licensing LLC

For the Trademark BELLA ROC

MOTION TO SUSPEND PENDING
CIVIL ACTION

COLOR IMAGE APPAREL, INC,, a
California corporation

Opposer,

ROCAWEAR LICENSING LLC
A Limited Liability Company

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
Applicant. )
)

MOTION TO SUSPEND PENDING CIVIL ACTION

Opposer COLOR IMAGE APPAREL, INC. (“CLRI” or “Opposer”) hereby requests the
Trademark Trial and Appeal Board suspend this Opposition pursuant to Trademark Rule
2.117(a), pending a civil action filed in the United States District Court, Southern District of
~ California. -

On August 6, 2009, CLRI filed a complaint for trademark infringement and related
claims against Applicant Rocawear Licensing LLC. (A true and correct copy of the complaint is
attached hereto as Exhibit A.)} Because the civil action will be dispositive of the Opposition
proceeding before the Board, CLRI respectfully requests the Board suspend the Opposition

proceeding pending termination of the civil action. As CLRI is currently in its testimony period,



CLRI further requests that its testimony period resume once these Opposition proceedings

recommence.
Dated: August 6, 2009 GORDON & REES LLP
N e j
By ) WNOngh—

Richard P. Sybert

Maha Sarah

Attorneys For OPPOSER

COLOR IMAGE APPAREL, INC.

by



Certificate of Mailing by First Class Mail

I hereby certify that the MOTION TO SUSPEND PENDING CIVIL ACTION is being
served by mail by depositing same with the United States Postal Service by First Class Mail
service to Addressee as follows:

Ali R. Latifi, Esq.

TUCKER & LATIFL LLP
160 East 84" Street, Suite 5-I
New York, NY 10028

Fax: (212) 744-6509

Date of Mailing: August 6, 2009

Printed Name: Maria Gonz_alez

Signature: J(/ Z%‘Z/LVE?}%”/’*{”{; s
WL
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Richard P. Sybert, Bar No. 80731
Maha Sarah, Bar No. 218981
GORDON & REES LLP

101 West Broadway, Suite 1600
San Diego, California 92101
telephone (619) 696-6700

fax (619) 696-7124

email rsyberi{@gordonrees.com
email msarah@gordonrees.com

Attomeys for Plaintiff
COLOR IMAGE APPAREL, INC.

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

CASE NO.
COMPLAINT FOR:

COLOR IMAGE APPAREL, INC,,
a California corporation,

Plaintiff
1. Trademark Infringement
[15 U.S.C. § 1114];
VS.
2. False Designation of Origin
and Unfair Competition
Rocawear Licensing LLC, a New Jersey [15 U.S.C. § 1125(a)]
corporation; and DOES 1 through 10,
Defendants. [Cal. B&PC §17200]
AND JURY TRIAL DEMAND
[FRCP 38}

)
)
)
)
)
)
)
)
)
)
) 3. State law unfair competition
)
)
)
)
)
)
)
)
)
)

Plaintiff Color Image Apparel, Inc. (“CLRI”), for its Complaint alleges as follows:
THE PARTIES

1, Plaintiff CLRI is a California corporation and conducts business throughout

California, including this District.
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2. On information and belief, Defendant Rocawear Licensing LLC (“Rocawear™ or
“Defendant™) is a New Jersey corporation which advertises, promotes, and offers for sale its
products throughout the United States, and within this District.

3, The true names and capacities, whether individual or otherwise, of Defendants
DOES 1 through 10, inclusive, are unknown to Plaintiff, who therefore sues said defendants by
such fictitious names. Plaintiff is informed and believes that each of the DOE defendants is
responsible in some manner for the events and happenings alleged below, and that each
individually or as a group caused injuries and damages proximately thereby as hereinafter
alleged.

4, Plaintiff is informed and believes, and thereon alleges, that at all times herein
mentioned, each of the Defendants was the agent, servant, and employee of each of the
remaining Defendants and was at all times acting within the purpose and scope of said agency
and employment, with the knowledge and consent or ratification of each of the other Defendants
in doing the things herein alleged.

JURISDICTION AND VENUE

5. This is an action for injunctive relief and damages for trademark infringement and
unfair competition arising under the Lanham Act, 15 U.S.C. § 1051 ef seq., and common law.
The Court has subject matter jurisdiction pursuant to 28 U.S.C. §§ 1331, 1338(a)(b), and over the
state law claim as supplemental jurisdiction under 28 U.S.C. § 1367(a) and also under 28 U.S.C,
§ 1338(Db).

6. Venue is proper, inter alia, under 28 U.S.C. § 1391(b) because, on information
judicial district,

7. Personal jurisdiction exists over Defendants, and each of them, because, on
information and belief, each of them does business in California and in this judicial district, or
otherwise avails himself, herself, or itself of the privileges and protections of the laws of the
State of California, such that it does not offend traditional notions of fair play and due process to
subject said Defendants to jurisdiction herein.
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PLAINTIFE’S TRADEMARKS

8. Plaintiff owns three federal trademark registrations for BELLA®: U.S.
Registration No. 2,668,441 (design mark), U.S. Registration No. 2,895,709 (word mark), and
U.S. Registration No. 3,519,794 (word mark) (collectively, “Marks™). Plaintiff’s use of the
Marks in commerce in connection with clothing began at least as early as January 2000, and
Plaintiff has continued to use the Marks since then. True copies of the Certificates of
Registration for the Marks are attached hereto respectively as Exhibits A, B and C.

9. Plaintiff’s design mark BELLA and Design, is the subject of Federal Registration

No. 2,668,441, issued December 31, 2002, for goods in International Class 25, specifically

clothing including t-shirts and tops.

10.  Plaintiff’s word mark BELLA, is the subject of Federal Registration No.
2,895,709, issued October 19, 2004, for goods in International Class 25, namely jeans, dresses,
skirts, miniskirts, shorts, pants, slacks, trousers, suits, pantsuits, jackets, sweaters, cardigans,
pullovers, coats, sport coats, blouses, vests, blazers, overalls, sweatshirts, sweatpants,
sweatshorts, sweatsuits, shirts, polo shirts, knit shirts, sport shirts, tee-shirts, cotton shirts, tops,
tank-tops, halter tops, knit tops, woven tops, bodysuits, camisoles, pajamas, jumpsuits, swim
suits, swimwear, socks, gloves, belts, scarves, hats, caps and visors, loafers, espadrilles, sandals,
thongs, mules, pumps, athletic shoes, slippers, boots, and beach footwear.

11.  Plaintiff’s word mark BELLA, is the subject of Federal Registration No.
3,519,794, issued October 21, 2008, for goods in International Class 25, namely tee shirts, short
sleeve shirts, long sleeve shirts, tank tops, fleece tops, fleeced pants, shirts, pants, yoga pangs,
capri pants, shorts, bras, underwear, camisoles, sweatshirts, polo shirts, and jackets.

12. On information and belief, Plaintiff has had the exclusive right to use its Marks in
interstate commerce and Plaintiff’s use has been exclusive since it first adopted the Marks, with
the exception of Defendant’s unauthorized use as below.

13, Plaintiff has widely advertised, promoted and marketed goods under the marks

BELLA and Design, and BELLA. Because of these efforts, and because of its Marks, customers
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and potential customers have come to associate the Marks with Plaintiff. Plaintiff has thus
developed extensive goodwill in its Marks.

DEFENDANT’S WRONGFUL ACTS

14. On information and belief, Defendant has offered, and is offering for sale and
selling clothing items bearing the mark “BELLA ROC.” Defendant’s use of the mark BELLA
ROC in connection with these accused products began after Plaintiff’s adoption and use of
Plaintiff’s Marks, and without Plaintiff’s authorization, permission or consent.

15. On information and belief, on or about February 6, 2006, Defendant Rocawear
filed a federal trademark registration application (Serial No. 78/807,854) to register “BELLA
ROC” for goods in International Class 25, namely clothing such as t-shirts, shirts, coats, jackets,
pants, jeans, sweaters, sweat shirts, sweat pants, dresses, skirts, blouses, tank tops, hats, socks,
undergarments and footwear.

16.  On information and belief, Defendant knew of Plaintiff’s prior use and ownership
of the Marks, and Rocawear intentionally applied for federal registration of the mark “BELLA
ROC?” to interfere with and capitalize on Plaintiff’s prior use and ownership.

17. On information and belief, Defendant’s use of Plaintiff’s Marks will confuse the
public into believing Defendant’s products are endorsed by or connected to Plaintiff.

18.  Defendant’s use of “BELLA ROC” in connection with its goods is confusingly
similar to Plaintiff’s BELLA and Design and BELLLA Marks.

19.  On or about November 20, 2006, CLRI filed a Notice of Opposition to
Defendant’s federal trademark application for BELLA ROC. The Opposition proceeding, No.
91174072, is currently pending before the United States Patent and Trademark Office.
INJURY TO PLAINTIFF

20.  Defendant’s use of the “BELLA ROC” in selling and advertising its products is
likely to cause confusion among consumers as to the affiliation, connection, association, origin,
sponsorship or approval of its goods.

111
11
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21. Defendant’s use of “BELLA ROC” has injured Plaintiff, and if permitted to
continue will continue to injure Plaintiff by causing Plaintiff to suffer monetary damages.
Defendant’s actions are likely to continue to cause confusion, mistake, and deception as to the
source and origin of Defendant’s products and falsely suggest a sponsorship, connection, license,
affiliation or association between Plaintiff and Defendant.

22, Plaintiff has been and will be irreparably harmed through Defendant’s acts by
reason of Defendant’s sates and advertisements of products that are not endorsed by, associated
or connected with Plaintiff. Plaintiff will continue to be so harmed unless Defendants are

stopped by injunctive relief.

FIRST CLAIM FOR RELIEF

(Federal Trademark Infringement)
(15U.S.C. §1114)

23.  Plaintiff repeats and realleges every allegation set forth in Paragraphs 1 through
22.

24,  Defendant’s continued and knowing use of “BELLA ROC” constitutes
intentional infringement of Plaintiff’s federally registered trademarks in vielation of Section 32
of the Lanham Act, 15 U.S.C. § 1114,

SECOND CL.AIM FOR RELIEF

(False Designation of Origin and Unfair Competition)
(15 U.S.C. § 1125(a))

25.  Plaintiff repeats and realleges every allegation set forth in Paragraphs 1 through.

26.  Defendant’s continued and knowing use of “BELLA ROC” constitutes false =~ |

designation of origin and willful infringement of Plaintiff’s Marks and unfair competition in
violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).

fi

11
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THIRD CLAIM FOR RELIEF

{State Trademark Infringement under Cal. Bus. & Prof. Code § 14200 ef seq., and
California Common Law)
27.  Plaintiff repeats and realleges every allegation set forth in Paragraphs 1 through
26,
28. Defendant’s conduct alleged herein constitutes willful infringement of a trademark
in violation of Cal. Bus. & Prof. Code §14200 ef seq., and California common law.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff prays for judgment in its favor, and against Defendant, as
follows:

(a) An Order preliminarily and permanently enjoining Defendant and its servants,
employees, successors, licensees, transferces, representatives and/or assignees, and any persons
in active concert or participation with them, from manufacturing, using, selling, offering to sell,
importing for sale, advertising, displaying, or using any goods containing the mark BELLA
ROC, any derivative thereof, any other mark including the word “BELLA,” or any mark likely to
cause confusion, mistake, and deception, or to misappropriate Plaintiff’s intellectual property,
and from other acts of unfair competition;

{(b) An Order directing the destruction of Defendant’s current advertising,
promotional materials, and inventory of infringing products that bear the mark “BELLA ROC”
and/or any mark containing the word “BELLA” or that is otherwise confusingly similar to

Plaintiff’s Marks, pursuant to 15 U.S.C. § 1118, Cal. Bus. & Prof. Code § 14340 and § 17204

and other applicable laws;

(c) Monetary relief, including restitution and/or disgorgement of Defendant’s
wrongful profits, reimbursement for the costs of this action, and civil penalties pursuant to 15
U.S.C. § 1117, Cal. Bus. & Prof. Code §17200 et seq. including § 17206 and § 17207; and all
applicable laws;

(dy  Treble damages pursuant to 15 U.S.C. § 1117, Cal. Bus. & Prof. Code §14340,
and other applicable laws;
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Dated: August 6, 2009
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Attorney’s fees pursuant to 15 U.S.C. § 1117, and other applicable laws; and

Costs;

Such other relief as the Court may deem just and proper,

Richard Sybert ¥

Maha Sarah

Attorneys For Plaintiff

COLOR IMAGE APPAREL, INC.

.
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CLRI/1042932/6916%13v.|

DEMAND FOR JURY TRIAL

Pursuant to Federal Rule of Civil Procedure 38(b), Plaintiff hereby demands a trial by

jury on all matters herein so triable.

Dated: August 6, 2009

by

\
Richard Sybert
Maha Sarah
Attorneys For Plaintift

COLOR IMAGE APPAREL, INC.

8-
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D STATES OF

UNITED STATES PEPARTMENT OF COMMERCE

1B

United States Patent and Trademark Office

May 20, 2009

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,668,441 1S
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES

PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 10 YEARS FROM December 31, 2002

SECTION 8 & 15
SAID RECORDS SHOW TITLE TO BE IN:

Registrant

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States pdatent a:gademark Office

-

. P.SWAIN
Certifying Officer




Int. Cl: 25

Prior U.S. Cls.: 22 and 39
Reg. No. 2,668,441
United States Patent and Trademark Office  Registered Dec. 31, 2002

TRADEMARK
PRINCIPAL REGISTER

ella

COLOR IMAGE APPAREL, INC. (CALIFORNIA  FIRST USE 1-1-2000; IN COMMERCE 1-1-2000.
CORPORATION)
?ﬁﬁwg o E 050 SER. NO. 76-308,113, FILED 9-4-2001.
FOR: GARMENTS, NAMELY COTTON T-SHIRTS ~ AMOS T. MATTHEWS, IR, EXAMINING ATTOR-
AND TOPS, IN CLASS 25 (U.S. CLS. 22 AND 39). NEY
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TQALL TOWHOM THESE: PRESENTS, SHALL, COMI:

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

May 20, 2009

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,895,709 1S
CERTIFIED TO BE A TRUE COPY OF THE REGISTRATION ISSUED BY
THE UNITED STATES PATENT AND TRADEMARK OFFICE WHICH

REGISTRATION IS IN FULL FORCE AND EFFECT.

REGISTERED FOR A TERM OF 10 YEARS FROM October 19, 2004
SAID RECORDS SHOW TITLE TO BE IN: Registrant

By Authority of the
Under Secretary of Commerce for Intellectual Property

and Director of the United StatesPatont and Trademark Office
b e
. . "
P. SW

""" Certifying Officer




Int. Cl.: 25
Prior U.S. Cls.: 22 and 39

Reg. No. 2,895,709

United States Patent and Trademark Office  Registered Oct. 19, 2004

TRADEMARK
PRINCIPAL REGISTER

BELLA

COLOR IMAGE APPAREL, INC. (CALIFORNIA
CORPORATION)

6670 FLOTILLA STREET

COMMERCE, CA 50040

FOR: MEN'S, WOMEN’S AND CHILDREN'S
CLOTHING, NAMELY JEANS, DRESSES, SKIRTS,
MINISKIRTS, SHORTS, PANTS, SLACKS, TROU-
SERS, SUITS, PANTSUITS, JACKETS, SWEATERS,
CARDIGANS, PULLOVERS, COATS, SPORT COATS,
BLOUSES, VESTS, BLAZERS, OVERALLS, SWEAT-
SHIRTS, SWEATPANTS, SWEATSHORTS, SWEAT-

‘SUITS, SHIRTS, POLO SHIRTS, KNIT SHIRTS,

SPORT SHIRTS, TEE-SHIRTS, COTTON SHIRTS,
TOPS, TANK-TOPS, HALTER TOPS, KNIT TOPS,
WOVEN TOPS, BODYSUITS, CAMISOLES, PAJA-
MAS, JUMPSUITS, SWIM SUITS, SWIMWEAR,
SOCKS, GLOVES; CLOTHING ACCESSORIES

NAMELY BELTS, SCARVES, HATS, CAPS AND
VISORS; FOOTWEAR, NAMFELY LOAFERS, ESPA-
DRILLES, SANDALS, THONGS, MULES, PUMPS,
ATHLETIC SHOES, SLIPPERS, BOOTS, BEACH
FOOTWEAR , IN CLASS 25 (U.S. CLS. 22 AND 39).

FIRST USE 1-1-2000; TN COMMERCE 1-1-2000.
OWNER OF U.8. REG. NO. 2,668,441.

THE ENGLISH TRANSLATION OF "BELLA" IS
"BEAUTIFUL",

SER. NQ., 78-306,447, FILED 9-28-2003.

MATTHEW PAPPAS, EXAMINING ATTORNEY
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Q) ALLTO WHOM THESE: PRESENTS; SHAKE, COME:3
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

June 05, 2009

THE ATTACHED U.S. TRADEMARK REGISTRATION 3,519,794 IS
CERTIFIED TO BE A TRUE COPY OF THE REGISTRATION ISSUED BY
THE UNITED STATES PATENT AND TRADEMARK OFFICE WHICH
REGISTRATION IS IN FULL FORCE AND EFFECT.

REGISTERED FOR A TERM OF 10 YEARS FROM  October 21, 2008
SAID RECORDS SHOW TITLE TO BE IN: Registrant

By Authority of the
Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office

T. LAWRENCE
Certifying Officer




Int, CL: 25
Prior U.S. Cls.: 22 and 39

United States Patent and Trademark Office

Reg. No. 3,519,794
Registered Oct. 21, 2008

TRADEMARK
PRINCIPAL REGISTER

COLOR IMAGE APPAREL, INC. (CALIFORNIA
CORPORATION)

6670 FLOTILLA STREET

COMMERCE, CA 50040

FOR: WOMEN'S CLOTHING, NAMELY, TEE
SHIRTS, SHORT SLEEVE SHIRTS, LONG SLEEVE
SHIRTS, TANK TOPS, FLEECE TOPS, FLEECE
PANTS, SHIRTS, PANTS, YOGA PANTS, CAPRI
PANTS, SHORTS, BRAS, UNDERWEAR, CAMI-
SOLES, SWEATSHIRTS, POLO SHIRTS, AND JACK-
ETS, IN CLASS 25 (U.8. CLS. 22 AND 39).

FIRST USE 1-1-2000; IN COMMERCE 1-1-2000.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF US. REG. NOS, 3,158,111, 3,293,659
AND OTHERS,

THE ENGLISH TRANSLATION OF THE WORD
"BELLA" IN THE MARK IS "BEAUTIFUL".

SER. NQ. 77-423,400, FILED 3-17-2008.

LYDIA BELZER, EXAMINING ATTORNEY



