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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/636,421
Mark: CRUSH

Filed: April 19, 2005

Published in the Official Gazette on March 7, 2006
_____ - ——— x

DR PEPPER/SEVEN UP, INC,,
Opposition No. 91/171,567
Opposer,
- against -

-EZAKI GLICO KABUSHIKI KAISHA, d/b/a
EZAKI GLICO COMPANY, LIMITED,

Applicant.

— - X

OPPOSITION TO APPLICANT’S MOTION TO DISMISS

Opposer Dr Pepper/Seven Up, Inc. (“Opposer”), by its undersigned attorneys, Fross
Zelnick Lehrman & Zissu, P.C., hereby opposes Applicant’s Motion to Dismiss (the “Motion™).
By its Motion, Applicant argues that Opposer is an improper party to this opposition proceeding
because Cadbury Beverages B.V. (“Cadbury”) — not Opposer -- requested and obtained an
extension of time to oppose Application Serial No. 76/636,421 (the “Application”). However,
before Opposer filed the Notice of Opposition, Cadbury assigned to Opposer all rights in and to
the marks CRUSH and ORANGE CRUSH (the “CRUSH Marks”), including numerous federal
registrations therefore. Because these rights are Opposer’s basis for this opposition proceeding,
Opposer is in privity with Cadbury and is a qualified opposer pursuant to Rule 2.102(b) of the
Trademark Rules of Procedure. Therefore, Opposer respectfully requests that Applicant’s

Motion be denied.



On March 14, 2006, Cadbury requested and the Trademark Trial and Appeal Board
granted a 90-day extension of the deadline to oppose the Application. During the extension
period, on May 12, 2006, Opposer recorded Cadbury’s assignment to Opposer of numerous
federal registrations for the CRUSH Marks, including Registration Nos. 2,895,772, 2,418,266,
2,418,265, 683,361 and 187,791 (the “CRUSH Registrations™). Attached hercto as Exhibit A are
printouts of the online database records of the United States Patent and Trademark Office
(“USPTO”) reflecting Opposer’s recording of these assignments from Cadbury. On June 27,
2006, Opposer filed the Notice of Opposition, specifically alleging its common law rights based
on its predecessors’ longstanding use of the CRUSH Marks, as well as its ownership of the
Registrations “by assignments recorded in May, 2006.” Notice of Opposition, {1 5-6.

As Cadbury’s assignee, Opposer is in privity with Cadbury. Int'l. Nutrition Co. v.
Horphag Research Ltd., 55 U.S.P.Q.2d 1492, 1495 (Fed. Cir. 2000} (“One situation in which
parties have frequently been held to be in privity is when they hold successive interests in the
same property) (citation omitted). The Trademark Rules of Practice are clear that “an opposition
may be accepted. .. if the opposition is filed in the name of a person in privity with the person
who requested and was granted an extension of time.” 37 C.F.R. § 2.102(b). Thus, because
Opposer is in privity with the entity that requested and was granted the 90-day extension,
Opposer’s Notice of Opposition is both timely and proper.

Applicant offers two bases for its Motion. First, Applicant argues “there is no evidence
or allegation that [Opposer] meets the requirements of an exception to Rule 2.102, namely, that
[Opposer] is ‘in privity’ with Cadbury.” Motion, p.2, 4. As an imtial matter, Opposer alleged
in its Notice of Opposition that its rights were obtained by assignment, and the publicly available

USPTO records are clear that the assignment was from Cadbury. See Exhibit A. Thus,



Opposer’s privity with Cadbury was readily ascertainable to Applicant before it made its Motion.
But in any event, the privity showing can be submitted “either with the opposition, or during the
time allowed by the Board in its letter requesting an explanation of the discrepancy.” Trademark
Trial and Appeal Board Manual of Procedure, § 303.05(b) at 300-117 (emphasis supplied). As
the Board has not yet issued a letter requesting an explanation of the purported discrepancy, and
Opposer has provided an explanation herein, the issue is moot.

Applicant’s second basis for its Motion is its contention that “even if there were such
evidence of [a privity] allegation, [Opposer’s] allegation of damage is false since the
[Registrations] are owned by Cadbury.” This is incorrect. As the publicly available USPTO
records plainly show, and as Opposer explicitly alieged in its Notice of Opposition, the
Registrations are owned by Opposer.

Because Opposer is the record owner of the rights and Registrations that are the basis for
this opposition proceeding, and because Opposer is in privity with Cadbury, the party that
requested the extension of time to file a Notice of Opposition, Opposer is a qualified opposer
under Rule 2.102(b). Accordingly, Applicant’s Motion should be denied.!

Dated: New York, New York FROSS ZELNICK LEHRMAN
June 27, 2006 & ZISSUBL., 7 7

y

arbara A. Sofdmo
Michael Chiappetta
866 United Nations Plaza
New York, New York 10017
(212) 813-5900

P

Attorneys for Opposer Dr Pepper/Seven Up, Inc.

! Applicant also requests that the opposition be dismissed as to Cadbury. However, Cadbury had
assigned its relevant rights to Opposer and therefore did not join in the opposition. Thus, this
aspect of Applicant’s Motion has no application to this opposition proceeding.



CERTIFICATE OF SERVICE

The undersigned, counsel for Dr Pepper/Seven Up, Inc., hereby certifies under penalty of
perjury that I caused a true and correct copy of the attached OPPOSITION TO APPLICANT’S
MOTION TO DISMISS to be sent by “Express Mail” on July 27, 2006 to Moonray Kojima,

Esq., Box 627, Williamstown, Massachusetts 01267.

I'\mchiappetta\Cada\Crush\060726-0512756-PLD-dismissopp-mrc.doc
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USPTO Assignments on the Web Page 1 of 1

United States Patent and Trademark Office

Home] Site Index|Search | Guides | Contacts| eBusiness | eBiz alerts| News | Help

Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 78314308 Filing Dt: 10/16/2003 Reg #: 2895772 Reg. Dt: 10/19/2004
Registrant: Cadbury Beverages B.V.
Mark: CRUSH
Assignment: 1
Reel /Frame: 3307/0771 Received: 05/12/2006 Recorded: 05/12/2006 Pages: 26
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assignor: CADBURY BEVERAGES B.V, Exec Dt: 11/30/2005

Entity Type: CORPORATION
Citizenship: NETHERLANDS
Assignee: DR PEPPER/SEVEN UP, INC. Entity Type: CORPORATION

5301 LEGACY DRIVE Citizenship: DELAWARE
PLANO, TEXAS 75024

Correspondent: DANIEL CHUNG, ESQ.
900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Results as of: 07/26/20068 12:59 PM
If you have any comments or questions concering the data displayed, contact OFR / Assignments at 571-272-3350

| .HOME | INDEX| SEARCH [ eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tm&sno=78314308 7/26/2006



USPTO Assignments on the Web

United

Home| Site Index|Search| Guides] Contacts| eBusiness| eBiz alerts| News | Help

States Patent and Trademark Office

Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 5

Filing Dt;: 10/04/1957

Registrant: ORANGE-CRUSH COMPANY
Mark: ORANGE CRUSH

Assignment: 1
Reel /Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 2
Reel /Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

Assignment: 3
Reel /Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

http://assignments.uspto.gov/assignments/q?db=tm&sno=72038378

0065/0714 Received: Recorded: 05/31/1960 Pages: 0

CHANGE OF NAME

ORANGE-CRUSH COMPANY, INCORPORATED AUG.
16, 1916.

Exec Dt: 05/26/1960
Entity Type: UNKNOWN
Citizenship: NONE
Entity Type: UNKNOWN
Citizenship: NONE

CRUSH INTERNATIONAL INC.

CARL 5. LLOYD
PRUDENTIAL PLAZA
CHICAGO, I, ILL.

0098/0411 Received: Recorded: 02/18/1963 Pages: 4

ASSIGNS ALL INTEREST IN SAID MARK, TOGETHER WITH THE GOGD WILL OF THE
BUSINESS SYMBOLIZED THEREBY.
CRUSH INTERNATIONAL INC. Exec Dt: 02/05/1963
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION

Citizenship: DELAWARE

CRUSH INTERNATIONAL INC.
2201 MAIN ST.

EVANSTON, ILLINOIS
KIRKLAND, ELLIS, ET AL.
PRUDENTIAL PLAZA
CHICAGO 1, IL

0503/0027 Received: Recorded: 08/16/1985
ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
CRUSH INTERNATIONAL INC.

Pages: 2

Exec Dt: 07/01/1985
Entity Type: CORPORATION
Citizenship: DELAWARE
Entity Type: CORPCRATION
Citizenship: OHIO

CRUSH INTERNATIONAL INC.
ONE PROCTER & GAMBLE PLAZA
CINCINNATI, OHIO

CRUSH INTERNATIONAL INC.
ONE PROCTER & GAMBLE PLAZA

rage 101 2

Reg. Dt: 08/11/1959

7/26/2006



USPTO Assignments on the Web Page 2012

CINCINNATI, OH 45202
Assignment: 4

Reel/Frame: 0677/0881 Received: Recorded: 11/13/1989 Pages: 0
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
Assignor: CRUSH INTERNATIONAL INC. Exec Dt: 11/06/1989

Entity Type: CORPORATION
Citizenship: OHIO

Assignee: CADBURY BEVERAGES B.V. Entity Type: COMPANY
17TH FLOOR Citizenship: NETHERLANDS

WORLD TRADE CENTER, "TOWER B",
STRAWINSKYLAAN 1725

1077 XX AMSTERDAM, NETHERLANDS
Correspondent: WEISS DAWID FROSS

ZELNICK & LEHRMAN, P.C.

633 THIRD AVENUE

NEW YORK, NY 10017-6703

Assignment: 5

Reel/Frame: 3307/0771 Received: 05/12/2006 Recorded: 05/12/2006 Pages: 26
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assignor; CADBURY BEVERAGES B.V. Exec Dt: 11/30/2005

Entity Type: CORPORATION
Citizenship: NETHERLANDS

Assignee: DR PEPPER/SEVEN UP, INC. Entity Type: CORPORATION
5301 LEGACY DRIVE Citizenship: DELAWARE
PLANO, TEXAS 75024
Correspondent: DANIEL CHUNG, ESQ.
900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Resuits as of. 07/26/2006 01:00 PM
If you have any comments or guestions conceming the data displayed, contact OPR / Assignments at 571-272-3350

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tmd&sno=72038378 7/26/2006



USPTO Assignments on the Web Page 1 of 1

United States Patent and Trademark Office

Home| Site Index|Search | Guides] Contacts| eBusiness] eBiz alerts| News|Help

Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 75639222 Filing Dt: 02/08/1999 Reg #: 2418266 Reg. Dt: 01/02/2001
Registrant: Cadbury Beverages B.V.
Mark: CRUSH
Assignment: 1
Reel/Frame: 3307/0771 Received: 05/12/2006 Recorded: 05/12/2006 Pages: 26
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assignor: CADBURY BEVERAGES B.V, Exec Dt: 11/30/2005
Entity Type: CORPORATION
Citizenship: NETHERLANDS
Assignee: DR PEPPER/SEVEN UP, INC. Entity Type: CORPGRATION
5301 LEGACY DRIVE Citizenship: DELAWARE
PLANO, TEXAS 75024
Correspondent: DANIEL CHUNG, ESQ.
900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Results as of: 07/26/2006 01:01 FM
If you have any comments or guestions concerning the data displayed, contact OPR / Assignments at 571-272-3350

| .HOME ] INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tm&sno=75639222 7/26/2006
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United States Patent and Trademark Office

Home| Site Index|Search | Guides|Contacts] eBusiness | eBiz alerts| News] Help

Assignments on the Web > Trademark Query
Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 75639221 Filing Dt: 02/08/1999 Reg #: 2418265 Reg. Dt: 01/02/2001
Registrant: Cadbury Beverages B.V.
Mark: CRUSH
Assignment: 1
Reel/Frame: 3307/0771 Received: 05/12/2006 Recorded: 05/12/2006 Pages: 26
Conveyance: ASSIGNS THE ENTIRE INTEREST

Assignor: CADBURY BEVERAGES B.V. Exec Dt: 11/30/2005
Entity Type: CORPORATION
Citizenship: NETHERLANDS
Assignee: DR PEPPER/SEVEN UP, INC. Entity Type: CORPORATION
5301 LEGACY DRIVE Citizenship: DELAWARE
PLANQ, TEXAS 75024
Correspondent: DANIEL CHUNG, ESQ.
900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Results as of. 07/26/2006 01:01 PM
If you have any comments or questions concerning the data displayed, contact OPR / Assignments at 571-272-3350

| .HOME | INDEX| SEARCH | eBUSINESS [ CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tm&sno=75639221 7/26/2006



USPTO Assignments on the Web

Assignments on the Web > Trademark Query

United States Patent and Trademark Office

Home| Site Index]Search|Guides | Contacts] eBusiness|eBiz alerts| News| Help

Page 1 o1 2

Trademark Assignment Abstract of Title

Total Assignments: 6

Serial #: 71156594

Registrant: Orange Crush Company
Mark: CRUSH

Assignment: 1
Reel /Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 2
Reel /Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 3
Reel/Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

http://assignments.uspto.gov/assignments/q?db=tm&sno=71156594

0065/0714 Received:
CHANGE OF NAME

ORANGE-CRUSH COMPANY, INCORPORATED AUG.

Filing Dt: 12/12/1921 Reg #: 0187791

Recorded: 05/31/1960

16,1916,

CRUSH INTERNATIONAL INC,

CARL S. LLOYD
PRUDENTIAL PLAZA
CHICAGO, I, ILL.

0065/F714 Received:
CHANGE OF NAME
ORANGE-CRUSH COMPANY

CRUSH INTERNATIONAL INC.

CARL S. LLOYD
PRUDENTIAL PLAZA
CHICAGO 1, ILL.

0096/0069 Received:

Pages: 0

Exec Dt: 05/26/1960
Entity Type: UNKNOWN
Citizenship: NONE
Entity Type: UNKNOWN
Citizenship: NONE

Recorded: 05/31/1960 Pages: 6

Exec Dt: 05/26/1960
Entity Type: UNKNOWN
Citizenship: NONE
Entity Type: UNKNOWN
Citizenship: NONE

Recorded: 12/05/1962 Pages: 3

ASSIGNS ALL INTEREST, TOGETHER WITH THE GOOD WILL OF THE BUSINESS

SYMBOLIZED BY SAID MARK.
CRUSH INTERNATIONAL INC.

CRUSH INTERNATIONAL INC,

2201 MAIN ST.
EVANSTON, ILLINOIS
KIRKLAND, ELLIS, ET AL.
PRUDENTIAL PLAZA
CHICAGO 1, IL

Exec Dt: 11/30/1962
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION
Citizenship: DELAWARE

7/27/2006

Reg. Dt: 08/12/1924



USPTO Assignments on the Web

Assignment: 4
Reel/Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 5
Reel/Frame:
Conveyance:

Assignor:

Assignee:

Correspondent:

Assignment: 6
Reel/Frame:

Conveyance:
Assignor:

Assignee:

Correspondent:

0503/0027 Received:

Recorded: 08/16/1985

Page 2o12

Pages: 2

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

CRUSH INTERNATIONAL INC,

CRUSH INTERNATIONAL INC.
ONE PROCTER & GAMBLE PLAZA
CINCINNATI, OHIO

CRUSH INTERNATIONAL INC.
ONE PROCTER & GAMBLE PLAZA
CINCINNATI, OH 45202

0677/0881 Received:

Recorded: 11/13/1989

Exec Dt: 07/01/1985
Entity Type: CORPORATION
Citizenship: DELAWARE
Entity Type: CORPORATION
Citizenship: OHIO

Pages: 0

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

CRUSH INTERNATIONAL INC.

CADBURY BEVERAGES B.V,
17TH FLOOR

WORLD TRADE CENTER, "TOWER B",
STRAWINSKYLAAN 1725

1077 XX AMSTERDAM, NETHERLANDS
WEISS DAWID FROSS

ZELNICK & LEHRMAN, P.C.

633 THIRD AVENUE

NEW YORK, NY 10017-6703

3307/0771 Received: 05/12/2006
ASSIGNS THE ENTIRE INTEREST
CADBURY BEVERAGES B.V.

DR _PEPPER/SEVEN UP, INC.
5301 LEGACY DRIVE
PLANO, TEXAS 75024

DANIEL CHUNG, ESQ.

Exec Dt: 11/06/1989
Entity Type: CORPORATION
Citizenship: CHIO
Entity Type: COMPANY
Citizenship: NETHERLANDS

Recorded: 05/12/2006

Exec Dt: 11/30/2005
Entity Type: CORPORATICN
Citizenship: NETHERLANDS
Entity Type: CORPCRATION
Citizenship: DELAWARE

Pages: 26

900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Results as of: 07/27/2006 06:14 PM
If you have any comments or questions concemning the data displayed, contact OPR / Assiginments at 571-272-3350

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tm&sno=71156594 7/27/2006
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United States Patent and Trademark Office

Home|Site Index|Search|Guides|Contacts| eBusiness| eBiz alerts| News| Help

Assignments on the Web > Trademark Query
Trademark Assignment Details

Reel/Frame: 3307/0771 Received: 05/12/2006 Recorded: 05/12/2006 Pages: 26

Attorney Dkt #: CBBY TO DPSU
Conveyance: ASSIGNS THE ENTIRE INTEREST

Total properties: 18

1 Serial #: 70024058 Filing Dt: 04/12/1893 Reg #: 0024058 Reg. Dt: 01/16/1894
Mark: HIRES ROOTBEER.

2 Serial #: 71014320 Filing Dt: 11/04/1905 Reg #: 0054465 Reg. Dt: 06/26/1906
Mark: HIRES ‘

3 Serial #: 71156594 Filing Dt: 12/12/1921 Reg #: 0187791 Reg. Dt: 08/12/1924
Mark: CRUSH

4 Serial #: 71240317 Filing Dt: 11/19/1926 Reg #: 0231871 Reg. Dt: 08/30/1927
Mark: OLD COLONY

5 Serial #: 71293780  Filing Dt: 12/17/1929 Reg #: 0269655 Reg. Dt: 04/15/1930
Mark: SUN DROP

6 Serial #: 72038378 Filing Dt: 10/04/1957 Reg #: 0683361 Reg. Dt: 08/11/1959
Mark: ORANGE CRUSH

7 Serial #: 72114935 Filing Dt: 03/06/1961 Reg #: 0723208 Reg. Dt: 10/24/1961
Mark:

8 Serial #: 73592383  Filing Dt: 04/09/1986 Reg #: 1424931 Reg. Dt: 01/13/1987
Mark: CRUSH

9 Serial #: 73687430 Filing Dt: 10/01/1987 Reg #: 1493424 Reg. Dt: 06/21/1988
Mark: HIRES

10 Serial #: 75448302 Filing Dt: 03/11/1998 Reg #: 2220564 Reg. Dt: 01/26/1999
Mark: HIRES ROOT BEER SINCE HIRES 1876

11 Serial #: 75576146 Filing Dt: 10/22/1998 Reg #: 2536979 Reg. Dt: 02/05/2002
Mark: CRUSH

12 Serial #: 75639221 Filing Dt: 02/08/1999 Reg #: 2418265 Reg. Dt: 01/02/2001
Mark: CRUSH

13 Serial #: 75639222  Filing Dt: 02/08/1999 Reg #: 2418266 Reg. Dt: 01/02/2001
Mark: CRUSH

14 Serial #: 78314308 Filing Dt: 10/16/2003 Reg #: 2895772 Reg. Dt: 10/19/2004
Mark: CRUSH

15 Serial #: 78316511 Filing Dt: 10/21/2003 Reg #: 2857418 Reg. Dt: 10/26/2004

Mark: SUN DROP

http://assignments.uspto.gov/assignments/q?db=tmé&reel=3307&frame=0771 7/26/2006
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16 Serial #: 78351647 Filing Dt: 01/14/2004 Reg #: 2917467 Reg. Dt: 01/11/2005
Mark: HIRES
17 Serial #: 78674243  Filing Dt: 07/20/2005 Reg #: NONE Reg. Dt:
Mark: HIRES
18 Serial #: 78790771  Filing Dt: 01/12/2006 Reg #: NONE Reg. Dt:
Mark: CRUSH
Assignor
1 CADBURY BEVERAGES B.V. Exec Dt: 11/30/2005
Entity Type: CORPORATION
Citizenship: NETHERLANDS
Assignee
1 DR PEPPER/SEVEN UP, INC. Entity Type: CORPORATION
5301 LEGACY DRIVE Citizenship: DELAWARE

PLANO, TEXAS 75024
Correspondence name and address

DANIEL CHUNG, ESQ.
900 KING STREET - CADBURY SCHWEPPES
RYE BROOK, NY 10573

Search Results as of: 07/26/2006 01:00 PM
If you have any comments or questions conceming the data displayed, contact OPR / Assignments at 571-272-3350

} \HOME [ INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tmé&reel=3307& frame=0771 7/26/2006



