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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Estee Lauder Inc.
Granted to Date 07/19/2006

of previous

extension

Address 767 Fifth Avenue

New York, NY 10153
UNITED STATES

Attorney Ira S. Sacks

information Dreier LLP

499 Park Avenue

New York, NY 10022

UNITED STATES

isacks@dreierllp.com Phone:212-328-6100

Applicant Information

Application No 78652766 Publication date 03/21/2006
Opposition Filing 04/26/2006 Opposition 07/19/2006
Date Period Ends

Applicant Acme Wholesale, LLC

9811 W. Charleston Blvd Suite Z-1008
Las Vegas, NV 89117
UNITED STATES

Goods/Services Affected by Opposition

Class 003.
All goods and sevices in the class are opposed, namely: Cosmetic indoor tanning lotions and creams
sold primarily at tanning salons

Attachments notice of opposition.pdf ( 4 pages )(337638 bytes )
Signature firassacks/
Name Ira S. Sacks

Date 04/26/2006
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/652,766
For the Mark: SPELLBOUND
Published in the Official Gazette on March 21, 2006
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ESTEE LAUDER INC.,,
Opposition No.
Opposer,
V. : NOTICE OF OPPOSITION

ACME WHOLESALE, LLC

Applicant.

- X

Estée Lauder Inc., a corporation organized under the laws of the State of Delaware, with
a principal place of business at 767 Fifth Avenue, New York, New York 10153 (“Opposer”),
believes that it would be damaged by the registration of the mark SPELLBOUND, Serial No.
78/652,766, filed on June 17, 2005 by Acme Wholesale, LLC, a limited liability company
organized under the laws of the State of Nevada, with a principal place of business at 9811 W.
Charleston Blvd, Suite Z-1008, Las Vegas, Nevada 89117 (“Applicant”), published for
opposition in the Official Gazette on March 21, 2005, and hereby opposes the same.

The grounds for opposition are as follows:

1. Opposer’ is one of the world’s leading manufacturers and marketers of quality
skin care, fragrance and hair care products. Beginning in 1946 and continuing to the present,
Opposer has been engaged in the manufacture, distribution and sale of all types of skin care,

fragrance and hair care products, and has offered such products for sale in over 130 countries and

! References to “Opposer” also include Opposer’s affiliates.
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territories under various brand names. Opposer’s products are sold in major department stores
and high quality retail stores throughout the United States, as well as over the Internet.

2. Since 1991, Opposer has continuously manufactured, distributed and sold in
commerce in the United States fragrances for personal use and lotions for face and body care
under the name SPELLBOUND (the “Spellbound Products”). Opposer’s Spellbound Products
are sold in major department stores and high quality retail stores throughout the United States, as
well as over the Internet.

3. As a result of Opposer’s extensive use of the SPELLBOUND mark, this mark has
acquired enormous value and recognition in the United States and throughout the world.
Opposer’s SPELLBOUND Trademark is well known to the consuming public and trade as
identifying and distinguishing Opposer exclusively and uniquely as the source of origin of the
high quality products to which the SPELLBOUND mark is applied

4. Opposer has used the SPELLBOUND mark openly, notoriously and continuously
since 1991, and as a result of Opposer’s extensive 15 year use of the SPELLBOUND mark,
Opposer has exclusive common law rights in the SPELLBOUND mark for fragrances for
personal use and lotions for face and body care, as well as for related products.

5. Moreover, for the period March 2, 1993 through December 6, 2003, Opposer
owned a federally-registered trademark for SPELLBOUND, Registration No. 1,756,003 (which
was not renewed by inadvertence).

6. On September 7, 2005, Opposer filed a new trademark application based on actual

use for the trademark SPELLBOUND, Serial No. 78/708,245 in International Class 3, for use on
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“fragrances for personal use; lotions for face and body care” with a first use date and first use in
commerce date as early as August 1, 1991.

7. Opposer’s sales of Spellbound Products in the United States over the last three
years have been significant. Specifically, retail sales for the 2003 fiscal year were $5.7 million;
retail sales for the 2004 fiscal year were $4.8 million; and retail sales for the 2005 fiscal year
were $4.7 million.

8. On March 21, 2006, Applicant’s SPELLBOUND application for “cosmetic indoor
tanning lotions and creams sold primarily at tanning salons” in International Class 3
(“Applicant’s Mark™) was published for opposition in the Official Gazette. The application was
filed based on an intent to use under Section 1(b) of the Trademark Act on June 17, 2005.

9. Applicant’s Mark is confusingly similar to Opposer’s SPELLBOUND mark.

10.  The goods for which Applicant seeks to register Applicant’s Mark in International
Classes 3 are identical and/or closely related to the goods and services for which Opposer uses
and/or has registered its SPELLBOUND mark.

11.  Upon information and belief, Applicant’s goods are or will be marketed through
the same channels of trade and to the same class of consumers as the goods and services of
Opposer.

12.  Therefore, the consuming public is likely to erroneously believe that Applicant’s
goods are endorsed, licensed, or produced by or under the authority of Opposer, or to
erroneously assume that there is some other trade connection between Opposer and Applicant.

13.  Applicant’s Mark so resembles Opposer’s SPELLBOUND mark that, when used

on or in conjunction with the goods of Applicant:
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(a) It is likely to cause confusion, or to cause mistake, or to deceive;

(b) It falsely suggests a connection with Opposer;

(©) It tends to damage Opposer’s goodwill in its aforementioned marks; and

(d) It is likely to dilute the distinctive qualities of Opposer’s aforementioned

famous marks.

14.  Use and registration of Applicant’s mark would cause serious and irreparable

harm to Opposer and to the goodwill symbolized by Opposer’s SPELLBOUND mark.

WHEREFORE, Opposer prays that its Opposition to the registration of Application Serial

No. 78/652,766 be sustained and Applicant’s Mark be refused registration.

Dated: April 26, 2006

By:

Respectfully submitted,

DREIER LLP

-

Upa’S.Sdéks, Esy. -
Safia A. Anand, Esq.
499 Park Avenue
New York, New York 10022 -
(212) 328-6100

(212) 328-6101 (fax)

Attorneys for Opposer
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