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| NOTICE OF OPPOSITION

In the matter of the application of Aircell, Inc. (“Applicant™), for the registration

of AIRCELL AXXESS, Application Serial No. 78/595,026, published for opposition in the
Official Gazette on December 27, 2005, Inter-Tel, Inc., an Arizona corporation, having its
principal place of business at 1615 S. 52" Street, Tempe, Arizona 85281 (“Inter-Tel”), believes
that it will be damaged by registration of the mark AIRCELL AXXESS, and opposes the same.

| Opposer, Inter-Tel, Inc., timely filed a Letter of Protest with the Office of the
Commissioner for Trademarks pursuant to TMEP 1715.02 before publication of the mark for

opposition. The Office received the Letter of Protest on December 19, 2005. The Letter of

Protest sets forth factual objective evidence that could affect or prevent registration of

Application Serial No. 78/595,026.
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Serial No. 78/595,026
Inter-Tel, Inc. has applied for and obtained the necessary extension of time in

which to oppose Application Serial No. 78/595,026 following its publication. Opposer requests
that the ﬁlixig fee of $300.00 and any other fees required for this proceeding be withdrawn from
its Deposit Account No. 502721.

The grounds for opposition are as follows:
BACKGROUND

1. Since 1969, Inter-Tel has been engaged in the development, sale and
service of cqmmunication systems, such as those systems commonly used for the transmission of
voice, video and data. Additionally, Inter-Tel has been engaged in a variety of services in the
communications field, such as installation and maintenance of telephone equipment, leasing of
telephone eqﬁipment, and telecommunication services for local and long distance transmission of
voice.

2. In 1992, Inter-Tel released its flagship communication system named
AXXESS. The AXXESS system was one of the first all-digital communication systems and laid
the foundation for Inter-Tel’s customers to connect telephones and computers.

3. The AXXESS system pioneered the use of digital signal processors, which
were faster than standard microprocessors. The AXXESS system merged data, voice, image and
video commmﬁcatiom onto a single network. In other words, the AXXESS system enabled the
phone system to link to the computers so users could fax and send data, in addition to standard
call and voice processing.

4. By the end of 1993, Inter-Tel had grown to nearly 100 direct sales and
dealer offices, had opened operations in Japan and Europe, and had climbed net sales to nearly

$90 million. This explosion of growth can be attributed to the outstanding success and sales of

the AXXESS system.
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5. Over time, Inter-Tel evolved the AXXESS system with new advancements

and releases. In 2006, Inter-Tel celebrates the release of the AXXESS® v9.1 System, which has
the potential to be another cutting-edge telecommunication first for the industry and Inter-Tel.

| 6. Inter-Tel is the owner of U.S. Registration No. 2,627,935 for AXXESS in
conjunction with telephones, private branch exchange consoles (PBXs), and computer software
for managing telephone exchanges. A copy of this registration is appended hereto as Exhibit A.

7. Inter-Tel is also the owner of registrations for AXXESS in Mexico and the
United Kingdom for telephones, private branch exchange consoles, and computer software for
managing telephone éxchanges.

8. By 2006, Inter-Tel has acquired over 200,000 customers worldwide and
the Inter-Tel AXXESS® system can be found on nearly every continent.

9. As a result of Inter-Tel’s fourteen years of extensive promotional and
marketing efforts, as well as the high quality communication systems distributed by Inter-Tel
under the AXXESS® mark, the AXXESS mark is extremely well known in the
telecommunications industry and by communications consumers.

10. The Inter-Tel AXXESS® system is viewed as a pioneering
communication system and Inter-Tel as an industry leader in technology, innovation and success.
Inter-Tel and the AXXESS® system have been recognized numerous times through awards and
accolades. Indeed, as examples of the widespread reputation of the AXXESS® mark, magazines
such as Computer Telephony, CIT, Call Center Solutions, and Communications Solutions have
each named the AXXESS® System their Product of the Year, the AXXESS® System won the
Computer Telephony Editor’s Choice Award, and Telecommunications User Association
recognized the Inter-Tel AXXESS® System as the Most Innovative Telecom Product.

Additionally, Forbes named Inter-Tel one of its 200 Best Small Companies in 1999, 2000, 2002



‘ Serial No. 78/595,026
and 2003, and Telecom Business lists Inter-Tel among the top 500 Firms in Worldwide

Competitivé Telephony Industry.

11.  Inter-Tel promotes and sells communication systems under its AXXESS®
mark to a broad and diverse base of consumers in every industry throughout the world including,
among others, the airline industry. For example, ACI Aviation Consultants, Inc., TravelAire Jet
Charter Services, Inc., and Phoenix International Freight Services, Ltd. are Inter-Tel AXXESS®
System cusfomers.

APPLICA]\}T S AIRCELL AXXESS APPLICATION

| 12.  There is no issue as to priority. The dates of Inter-Tel’s first use (1992),
filing date (2001) and registration (2002) for the AXXESS mark, long predate Applicant’s intent-
to-use filing date (March 25, 2005) for its application for AIRCELL AXXESS.

13.  Applicant intends to use or is using the AIRCELL AXXESS mark in
connection \;vith “communications services to and from aircraft, namely transmission of voice,
video, and ciata between aircraft and ground” in International Class 038 (telecommunications).
Applicant’s %ntended services for the AIRCELL AXXESS mark is in the telecommunications
field, the identical field of industry for which Inter-Tel has superior rights in the AXXESS mark.

14. Applicant, AIRCELL, Inc., merely added its corporate name, AIRCELL,
to Inter-Tel’é registered mark, AXXESS. The AIRCELL AXXESS mark is identical in spelling,
sight and sdund to Inter-Tel’s mark with the exception of the preceding corporate name,
AIRCELL.

15.  Applicant’s modification to Inter-Tel’s mark, AXXESS, does not change
the overall commercial impression of the mark. AIRCELL AXXESS so resembles Inter-Tel’s
mark, AXXESS, that when used in connection with communications services there is an elevated

probability of confusion or mistake as to the source or sponsorship of Applicant’s services.
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16.  Additionally, given the wide recognition of Inter-Tel’s AXXESS® mark

in the communications industry, consumers are more likely to assume that Applicant’s
communication services are a further extension of Inter-Tel’s services and its AXXESS branded
systems. This is especially true in light of Inter-Tel’s unrestricted broad customer base,
including the airline industry.

17.  Moreover, the addition of the Aircell corporate name to Inter-Tel’s
registered rﬂark is likely to cast a false association, partnership or endorsement by Inter-Tel of
Applicant’s icommunication services. Any dissatisfaction with Applicant’s services under the
AIRCELL AXXESS mark would reflect upon and seriously injure the reputation which Inter-Tel
has built up and enjoyed from its own use of the AXXESS® mark.

18.  The registration of Applicant’s AIRCELL AXXESS mark on the Principal
Register would be inconsistent with Inter-Tel’s rights under its registration and common law, and
would be dai;naging to Inter-Tel.

WHEREFORE, Inter-Tel prays that application Serial No. 78/595,026 be rejected,

that no registration be issued thereon, and that this opposition be sustained in favor of Inter-Tel.

Dated: :éw; L,/Zﬂﬂ é

Respectfully submitted,
INTER-TEL, INC.

UL 1o

Michelle Whittington, Esq.

Corporate Intellectual Property Counsel
Inter-Tel, Inc.

7300 W. Boston Street

Chandler, AZ 85226

Telephone: (480) 961-9000 x21352
Facsimile: (480) 961-8073

Email: michelle_whittington@jinter-tel.com
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CERTIFICATE OF REGISTRATION
PRINCIPAL REGISTER

" The Mark shown in this certificate has been registered in the United States
Patent and Trademark Office to the named registrant.

The records of the United States Patent and Trademark Office show that
an application for registration of the Mark shown in this Certificate was filed in the
Office; that the application was examined and determined to be in compliance with
the requirements of the law and with the regulations prescribed by the Director of the
United States Patent and Trademark Office; and that the Applicant is entitled to
registration of the Mark under the Trademark Act of 1946, as Amended.

A copy of the Mark and pertinent data from the application are part of
this certificate.

This registration shall remain in force for TEN (10) years, unless
terminated earlier as provided by law, and subject to compliance with the provisions
of Section 8 of the Trademark Act of 1946, as Amended.

Director of the United States Patent and Trademark Office




Int. Cl.: 9
Prior U.S. Cls.: 21, 23, 26, 36 and 38
“ Reg. No. 2,627,935

United States Patent and Trademark Office Registered Oct. 1, 2002

TRADEMARK
PRINCIPAL REGISTER

AXXESS
INTER-TEL, INC. (ARIZONA CORPORATION) FIRST USE 12-2-1992; IN COMMERCE 12-2-1992.
120 N. 44TH STREET
PHOENIX, AZ 85034
FOR: TELEPHONES, PRIVATE BRANCH EX-  SER. NO.76-282,171, FILED 7-5-2001.

CHANGE CONSOLES, COMPUTER SOFTWARE
FOR MANAGING TELEPHONE EXCHANGES, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38). KEVON CHISOLM, EXAMINING ATTORNEY




Requirements for Maintaining a
Federal Trademark Registration

SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the
- registration shall be canceled for failure to file an Affidavit of Continued
- Use under Section 8 of the Trademark Act, 15 U.S.C. §1058, upon the
expiration of the following time periods:
’ i) At the end of 6 years following the date of registration.
ii) At the end of each successive 10-year period following the date of
registration.

Failure to file a proper Section 8 Affidavit at the appropriate time will result in the
cancellation of the registration. ‘ :

SECTION 9: APPLICATION FOR RENEWAL

'The registration shall remain in force for 10 years, subject to the provisions
of Section 8, except that the registration shall expire for failure to file an
Application for Renewal under Section 9 of the Trademark Act, 15 US.C.
§1059, at the end of each successive 10-year period following the date of
registration.

Failure to file a proper Application Jor Renewal at the appropriate time will result in
the expiration of the registration.

No further notice or reminder of these requirements will be sent to the
Registrant by the Patent and Trademark Office. It is recommended
that the Registrant contact the Patent and Trademark Office
approximately one year before the expiration of the time periods shown

maintain theregistraﬁqq. -

ve to determine the requirements and fees for the filings required to



