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IN THE UNITES STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

UNITED AIR LINES, INC. and
UAL LOYALTY SERVICES LLC
f/k/aUAL LOYALTY
SERVICES, INC.
Opposers,
Vs.

SAN DIEGO COUNTRY CREDIT UNION

Applicant.

Opposition No. 91169279

Serial No. 78/477,138
Mark: FLY MILES PLUS

ANSWER TO COUNTERCLAIMS AND AFFIRMATIVE DEFENSES BY
UNITED AIR LINES, INC. AND UAL LOYALTY SERVICES LLC

Opposers United Air Lines, Inc. and UAL Loyalty Services LLC (collectively

referred to as “United”) hereby answer the Counterclaims filed by Applicant San Diego

County Credit Union (“San Diego™). For convenience of the Board, San Diego’s allegations

are set forth in single space, followed by United’s response.

COUNTERCLAIM I

1. SDCCU was founded at least as early as 1938. It is incorporated in the State
of California and has a place of business in San Diego, California.

RESPONSE:

United is without knowledge or information sufficient to form a belief as to the truth

of the allegations of Paragraph 1, and therefore denies the allegations of Paragraph 1.

2. SDCCU brings these counterclaims against United Air Lines, Inc.
(“Registrant”), who is named as registrant of Registration No. 1,322,575 for MILEAGE



PLUS, which recites as services in International Class 39 “transportation of persons, mail
and property by air”, and was renewed in 2004 for all the recited services.

RESPONSE:

United admits that United Air Lines, Inc. is listed in the PTO records as the owner of
Registration No. 1,322,575 for the mark MILEAGE PLUS for use with “transportation of
persons, mail and property by air” in International Class 39. United admits that Registration
No. 1,322,575 was renewed in 2004 for the identified services. United denies any remaining

allegations in Paragraph 2.

3. Upon information and belief, MILEAGE PLUS is not functioning as a
trademark for “transportation of persons, mail and property by air”.

RESPONSE:

United denies the allegations of Paragraph 3.

4, In the event that MILEAGE PLUS as registered in Reg. No. 1,322,375 was
ever capable of functioning as a trademark, Registrant’s course of conduct has caused this
mark to lose significance constituting abandonment pursuant to 15 U.S.C. § 1127.

RESPONSE:

United denies the allegations of Paragraph 4.

5. SDCCU believes that it is and will be damaged by the continued registration
of Reg. No. 1,322,375 to Registrant.

RESPONSE:
United denies the allegations of Paragraph 5.



COUNTERCLAIM 1T

6. SDCCU re-avers and incorporates by reference paragraphs 1-5 of its
Counterclaims herein.

RESPONSE:

United incorporates by reference and restates the responses to Paragraphs 1 — 5 above

as if fully set forth herein.

7. On or about June 14, 2004, Registrant filed a false and fraudulent combined
application for renewal of Reg. No. 1,322,175 under Section 9 and declaration under
Section 8 wherein it incorrectly and falsely claimed that Registrant was using “MILEAGE
PLUS” on or in connection with all of the services identified in Reg. No. 1,322,575.

RESPONSE:
United denies the allegations of Paragraph 7.

8. The services identified in Reg. No. 1,322,175 are as follows: “transportation
of persons, mail and property by air”.

RESPONSE:

United admits that the services identified in Reg. No. 1,322,175 are “transportation of

persons, mail and property by air.”

9. Registrant’s declaration contained the following statement: “The undersigned,
being hereby warned that willful false statements and the like so made are punishable by fine
or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements may
jeopardize the validity of this document, declares that he is properly authorized to execute
this document on behalf of the owner; the mark is in use in commerce; and all statements
made of his own knowledge are true and all statements made on information and belief are
believed true.”



RESPONSE:

United cannot respond to Paragraph 9 as it is not clear what declaration San Diego is
referring to. As a result, United is without knowledge or information sufficient to form a
belief as to the truth of the allegations of Paragraph 9, and therefore denies the allegations of

Paragraph 9.

10.  The combined Section 9 renewal application and Section 8 declaration stated
that Registrant was using the mark in commerce on or in connection with all goods listed in
Reg. No. 1,322,575 was false and fraudulent because the mark had not been used in
commerce on or in connection with all of the goods listed in the registration.

RESPONSE:

United denies the allegations of Paragraph 10.

11.  Upon information and belief, the Section 9 renewal application and Section 8
declaration referred to in paragraph 8 above, was made on the signatory’s own knowledge.

RESPONSE:

United denies the allegations of Paragraph 11.

12. The Section 9 renewal application and Section 8 declaration referred to in
paragraph 8 above was made with the intention that the USPTO rely upon the same.

RESPONSE:

United admits the allegations of Paragraph 12.



13, The USPTO did rely on the Section 9 renewal application and Section 8
declaration referred to in paragraph 8 above when it renewed the registration for an
additional term of ten years.

RESPONSE:

United is without knowledge or information sufficient to form a belief as to the truth

of the allegations of Paragraph 13, and therefore denies the allegations of Paragraph 13.

14.  Had the USPTO been aware that the statements were false, it would not have
granted renewal of Reg. No. 1,322,575.

RESPONSE:

United is without knowledge or information sufficient to form a belief as to the truth

of the allegations of Paragraph 14, and therefore denies the allegations of Paragraph 14.

15.  As aresult, the renewal was fraudulently obtained from the USPTO, and as a
result the registration sought to be cancelled continues to exist to the detriment of petitioner
SDCCU.

RESPONSE:
United denies the allegations of Paragraph 15.



Affirmative Defenses

1. United is using the MILEAGE PLUS mark in connection with the services
identified in Reg. No. 1,322,175. The MILEAGE PLUS mark has been used continuously in
commerce since at least as early as May 7, 1981.

2. United has not abandoned the MILEAGE PLUS mark that is the subject of
Reg. No. 1,322,175. The MILEAGE PLUS mark functions as a trademark identifying the
source of United’s high quality services.

3. United’s renewal of the registration for MILEAGE PLUS, Reg. No. 1,322,175,
in 2004 was not fraudulent.

WHEREFORE, United Air Lines, Inc. and UAL Loyalty Services LLC respectfully

request that the Board dismiss the Counterclaims with prejudice.

Respectfully submitted,

Dated: January 14, 2008 By: /Philip A. Jones/
Philip A. Jones
BRINKS HOFER GILSON & LIONE
455 N. Cityfront Plaza Drive
NBC Tower, Suite 3600
Chicago, IL 60611




CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true copy of the foregoing ANSWER TO
COUNTERCLAIMS AND AFFIRMATIVE DEFENSES BY UNITED AIR LINES,
INC. AND UAL LOYALTY SERVICES LLC, was served on opposing counsel by first
class mail on this 14" day of January, 2008, addressed as follows:

Mitchell P. Brook

Luce, Forward, Hamilton & Scripps LLP
11988 El Camino Real, Suite 200
San Diego, California 92130

/Philip A. Jones/




