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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF OPPOSITION NO. 91168463
TRADEMARK APPLICATION SERIAL NO. 78/582,076
FOR THE MARK: NATIONAL TRUCK STOP DIRECTORY

PUBLISHED IN THE OFFICIAL GAZETTE ON: DECEMBER 6, 2005

RANDALL PUBLISHING COMPANY, INC.
OPPOSER

V.

TR INFORMATION PUBLISHERS

APPLICANT

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION

Applicant TR Information Publishers, a Florida partnership, responds to the
numbered allegations of the Notice of Opposition as follows:
1. Applicant admits that it has published “The Trucker’s Friend — National
Truck Stop Directory” since November, 1986. Applicant admits that
Opposer first published “The Trucker’s News — National Truck Stop
Directory” in February of 2005. Applicant is without knowledge or
information sufficient to form a belief as to the truth of the remaining

allegations set forth in paragraph 1 and therefore denies each of them.
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Applicant admits that it has filed a complaint in the United States
District Court — Middle District of Florida, Tampa Division (case 8:05-
CV-517-T-30MS) against Opposer. Applicant admits that the lawsuit
alleges trademark infringement and unfair competition on the part of
Opposer. Applicant admits that it applied for registration of its mark on
March 7, 2005. Applicant denies each and every remaining allegation set
forth in paragraph 2.

Applicant denies the allegations set forth in paragraph 3.

Applicant denies the allegations set forth in paragraph 4.

AFFIRMATIVE DEFENSES

Opposer’s Notice of Opposition fails to state a claim upon which relief
can be granted.

Applicant asserts priority of use. Applicant has used the “NATIONAL
TRUCK STOP DIRECTORY” trademark continuously and exclusively
since November 18, 1986 as the most prominent feature of a publication
it sells in interstate commerce. Opposer’s first use of the title “National
Truck Stop Directory” is February of 2005.

Applicant’s “NATIONAL TRUCK STOP DIRECTORY” trademark,
printed in yellow on a blue background, has come to be identified by

the relevant public as an indicator of the source of Applicant’s directory.



8. Applicant’s directory, using the “NATIONAL TRUCK STOP
DIRECTORY?” trademark, has been sold in interstate commerce
continuously since November, 1986. As of the date of this filing, more
than 960,000 copies have been sold.

9. Applicant’s “NATIONAL TRUCK STOP DIRECTORY” trademark has
acquired secondary meaning as witnessed by the Examining Attorney’s
decision to publish it for opposition.

10. The “NATIONAL TRUCK STOP DIRECTORY” trademark is not
functional. Registration of the trademark would not prejudice Opposer.

a. In 1997, 1999 and 2000, Opposer chose “Truck Stop & Travel Guide”
as the title for the directory it now wishes to call “NATIONAL
TRUCK STOP DIRECTORY.”

b. Another competitor chose to name its directories “TruckStop Locator”
(1988, 1989)

¢. Another competitor chose to name its directories “TruckStops” (1997,
1998, 1999, 2000).

d. Applicant has published “Fuel Finder” annually since 1995.

e. All of these titles were offered for sale, through the same channels of
trade, to the same customers. All of these titles attempted to sell
advertising to the same group of potential advertisers.

11. Applicant has not abandoned its “NATIONAL TRUCK STOP

DIRECTORY?” trademark.



12.

13.

14.

Prior to Opposer’s first use of the title “The Trucker’s News - National
Truck Stop Directory,” Opposer had actual knowledge of Applicant’s
long term, continuous, and exclusive use of the “NATIONAL TRUCK
STOP DIRECTORY” trademark for directories sold in interstate
commerce.
Prior to Opposer’s first use of the title “The Trucker’s News - National
Truck Stop Directory,” Opposer had actual knowledge of Applicant’s
claim of exclusive ownership of the “NATIONAL TRUCK STOP
DIRECTORY” trademark for directories sold in interstate commerce.
The term “NATIONAL” is merely descriptive, not generic, and is
therefore capable of acquiring a secondary meaning and is therefore
registerable. The term “NATIONAL” has been incorporated, without
disclaimer, by various publishers in numerous registered marks. For
example:
a. “NATIONAL FLORIST DIRECTORY”
1. registration number 2212274

ii. registered on Principal Register — 2(f)

iii. “DIRECTORY” disclaimed

iv. first use in commerce: January 1, 1956

v. filing date: March 24, 1997

vi. 21 year wait between first use and filing date to establish

secondary meaning.

b. “NATIONAL FACULTY DIRECTORY”
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1. registration number 1463471
ii. registered on Principal Register — 2(f)
iii. “DIRECTORY” disclaimed
iv. first use in commerce: January 31, 1970
v. filing date: April 8, 1987
vi. 17 year wait between first use and filing date to establish
secondary meaning.
c. “NATIONAL SALESTAX RATE DIRECTORY”
1. registration number 2578593
ii. registered on Principal Register — 2(f)
iii. “DIRECTORY” disclaimed
iv. first use in commerce: January 1, 1982
v. filing date: September 24, 2001
vi. 19 year wait between first use and filing date to establish
secondary meaning.

15. Applicant’s first use in commerce of the “NATIONAL TRUCK STOP
DIRECTORY” trademark is November 18, 1986. Applicant’s filing date
is March 7, 2005. Applicant seeks registration on the Principal Register
—2(f). Applicant has disclaimed “DIRECTORY.” There is nothing
unusual about applicant having waited 19 years between first use and
filing date to establish secondary meaning.

16. “Truck Stop” is merely descriptive, not generic, and is therefore capable
of acquiring a secondary meaning and is therefore registerable. In the
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17.

18.

19.

alternative, Applicant believes that Opposer has committed fraud upon
the Patent and Trademark Office in connection with its claims as to the
registerability of, inter alia, Opposer’s servicemark “TruckStops
Express.” (registration number 2484253).

Opposer believes its title, “Truck Stop & Travel Guide,” to be
registerable. The 1997, 1999, and 2000 editions of Opposer’s “Truck
Stop & Travel Guide” carry a notice that “Truck Stop & Travel Guide”
is a registered trademark of Randall Publishing Company (Opposer).
Applicant can find no record of an application for registration having
been filed with, or such registration having been issued by, The United
States Trademark and Patent Office.

Opposer’s new “NATIONAL TRUCK STOP DIRECTORY” mark and
its usage so resemble Applicant’s longstanding “NATIONAL TRUCK
STOP DIRECTORY” trademark as to cause confusion, mistake, or
deception and to falsely suggest to the trade and the purchasing public
that Opposer’s directory originates with or is otherwise authorized by,
sponsored by, licensed by, edited by, or otherwise associated with
Applicant.

Opposer’s directory and Applicant’s directory are, except for
completeness and accuracy of data (qualities not immediately
discernable to buyers, distributors, and potential advertisers), essentially

identical.



20.

21.

22.

23.

24.

25.

Opposer’s directory and Applicant’s directory are marketed to the same
customers, through the same channels of trade.

Opponent and Applicant attempt to sell advertising to the same group of
potential advertisers.

Examples of actual confusion between Applicant’s directory and
Opposer’s directory exist.

Refusal to register Applicant’s “NATIONAL TRUCK STOP
DIRECTORY” trademark would deprive Applicant of the most effective
way to stop Opposer’s continued misappropriation of Applicant’s
“NATIONAL TRUCK STOP DIRECTORY” trademark and would
allow Opposer to continue to trade on the longstanding goodwill of
Applicant’s business, as symbolized and recognized by its trademark.
This will have a detrimental impact and will continue to damage
Applicant’s business and reputation.

Applicant filed suit in Federal District Court to recover damages for
Opposer’s past and current acts of infringement and unfair competition.
Federal District Court is the appropriate venue for adjudicating such
matters.

Applicant filed for registration of its trademark to deter Opposer from
future acts of infringement. The United States Patent And Trademark
Office is the appropriate venue for determination of a trademark’s

registerability.



WHEREFORE, Applicant prays that the Trademark Trial and Appeal Board
accept this Answer and Affirmative Defenses and that opposition against U.S Trademark
Application Serial No. 78/582,076 be dismissed in its entirety, with prejudice, and that a

registration be issued to Applicant for its mark.

Respectfully submitted,

/Robert de Vos/ Date:__February 15,2006
Robert C. A. de Vos

General Partner

TR Information Publishers, Applicant

PO Box 476

Clearwater, FL 33757

Email: rdevos(@truckstops.com

Telephone: 727-446-2866

Facsimile: 727-443-4921

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Answer to Notice of
Opposition has been served on Diana Vizcaino, Esq., by mailing said copy on
February_ 15 , 2006, via First Class Mail, postage prepaid to Opposer’s counsel of
record: Diana Vizcaino, Esq., at Boyd Mustelier Smith & Parker, P.L., Bank of America
Tower at International Place, 100 SE Second Street, 36" Floor, Miami, FL. 33131.

/Robert de Vos/
Robert C. A. de Vos




