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This case now conmes up for consideration of opposer’s
conbi ned notion (filed January 13, 2006) to:

(1) conpel applicant to serve suppl enmental responses
to Interrogatory Nos. 2, 4-10, 13-15, 19-21, and 23-26 of
opposer's first set of interrogatories;

(2) conpel applicant to serve suppl enmental responses
to Docunent Production Request Nos. 1-5, 7, 8, 11-14, 16-19,
21 of opposer's first set of docunent production requests;

(3) conpel applicant to serve its discovery docunents
on counsel for opposer, for which applicant will be
rei mbur sed;

(4) test the sufficiency of applicant’s responses to
Request for Adm ssion Nos. 21, 24, and 66-69 of opposer’s

first set of requests for adm ssions;



(5) enter into the proposed stipul ated protective order
of fered by opposer to govern the exchange of confidenti al
i nformati on;

(6) direct applicant to serve a privilege |og; and

(7) extend the discovery and testinony periods in this
case by 120 days.! The notion is fully briefed.?

As a prelimnary matter, the Board finds that opposer
has made a good-faith effort pursuant to Trademark Rul e
2.120(e) to resolve the present discovery dispute prior to
seeking to Board intervention. Based on the evidence before
us, opposer nmade a good-faith effort by correspondence and
t el ephone calls to resolve with applicant's counsel the
i ssues presented herein and was unable to reach an
agreenent. Notw thstanding the above, the Board rem nds the
parties that they are expected to cooperate with another so
that the case may proceed in an orderly manner within
reasonabl e time constraints.

Based on the subm ssions before us, the parties’ have
reached resolution on the foll ow ng issues:

(1) applicant has agreed to enter into the proposed

stipulated protective order offered by opposer;

1 On January 26, 2006, the Board suspended proceedi ngs pending
di sposition of the above notions. Thus, opposer’s notion to
suspend i s now noot.

2The Board has exercised its discretion to consider opposer’s
reply brief. See Trademark Rule 2.127(a).



(2) applicant has agreed to serve suppl enenta
responses to Interrogatory Nos. 2, 4-10, 13-15, 19-21, and
23-26 of opposer's first set of interrogatories once a
protective order in place;

(2) applicant has agreed to serve suppl enenta
responses to Docunent Production Request Nos. 1-5, 7, 8, 11-
14, 16-19, 21 of opposer's first set of docunment production
requests once a protective order in place;

(3) applicant has accepted opposer’s offer for
rei mbursenment for the cost of production of its discovery
docunents;

(4) applicant did not contest opposer’s notion to test
the sufficiency of its responses to Request for Adm ssion
Nos. 21 and 24 of opposer’s first set of requests for
adm ssi ons; and

(5) applicant has agreed to the 120-day extension of
the di scovery and testinony periods as proposed by opposer.

The Board has revi ewed opposer's proposed protective
agreenent and finds that it is acceptable. Accordingly,
opposer's notion for entry of a protective order is granted,
and the proposed protective order, of record at Exhibit B to
opposer's notion, is hereby entered into the record and

bi nding on the parties for purposes of this proceeding.?

® The parties are reminded that the Board's jurisdiction over the
parties and their attorneys ends when this proceeding is
t er mi nat ed.



Now that a protective order is in place, opposer’s
nmotion to conpel applicant to provide suppl enmental responses
to Interrogatory Nos. 2, 4-10, 13-15, 19-21, and 23-26 of
opposer's first set of interrogatories; supplenental
responses to Docunent Production Request Nos. 1-5, 7, 8, 11-
14, 16-19, 21 of opposer's first set of docunment production
requests; and suppl enental responses to Request for
Adm ssion Nos. 21 and 24 of opposer’s first set of requests
for adm ssions is granted. Qpposer’s notion to extend the
di scovery and testinony periods in this case by 120 days is
granted as well.

The remai ning issues for the Board to decide are
opposer’s notion to test the sufficiency of applicant’s
responses to Request for Adm ssion Nos. 66-69 of opposer’s
first set of request for adm ssions, and opposer’s notion to
order applicant to serve a privilege |og.

First, we will consider opposer’s notion to test the
sufficiency of applicant’s responses to Request for
Adm ssion Nos. 66-69 of opposer’s first set of requests for
adm ssions. These adm ssion requests pertain to the shape
of the container for applicant’s products and appearance of
applicant’s mark. Applicant has failed to provide responses
to these adm ssion requests on the grounds that the requests
are “nonsensi cal” because “applicant’s mark is the subject

of an intent-to-use application and is for a two-di nensional



mark.” Opposer asserts that applicant’s objections to the
adm ssi on requests are inproper, naintaining that whether
applicant’s design mark is in use is irrelevant to opposer’s
i nquiries asking applicant to characterize its own design.
The Board agrees with opposer that applicant’s
objections are inproper. Wile the adm ssion requests may
not be the nost artfully worded, the information requested
— the nature of the mark and containers applicant intends to
use — are certainly relevant to this proceeding. As such,
applicant’s objections are overrul ed.
Next, we consi der opposer’s notion to order applicant
to serve a privilege log. Opposer contends that in severa
i nstances, applicant w thheld responsive information and
docunents based on a claimof privilege, but failed to
identify the particular privilege it was asserting.
Applicant, it is responsive brief, has failed to
provide a reason for its refusal to provide a privilege |og.
Applicant’s refusal to provide a privilege |og | acks
merit. Fed. R Cv. P. 26(b)(5), nade applicable to Board
proceedi ngs by Trademark Rule 2.116(a), provides that where
a claimof privilege is invoked, a party nust nake the claim
expressly and provide a description or privilege |og of the
docunents, communi cations or things not disclosed in such a
manner that will enable other parties to assess the

applicability of the privilege or protection. As such,



opposer’s notion to order applicant to provide a privilege
log in conformance with Fed. R CGv. P. 26(b)(5) is granted.

In view of the foregoing, applicant is hereby ordered
to serve supplenmental responses to Interrogatory Nos. 2, 4-
10, 13-15, 19-21, and 23-26 of opposer's first set of
interrogatories; supplenental responses to Docunent
Production Request Nos. 1-5, 7, 8, 11-14, 16-19, 21 of
opposer's first set of docunent production requests; and
suppl enental responses to Request for Adm ssion Nos. 21 and
24, and 66-69 of opposer’s first set of requests for
adm ssions, in full and w thout objections, and to provide a
full and conplete privilege log with respect to those
di scovery requests for which informati on and docunents are
being withheld under a claimof privilege, thirty (30) days
fromthe mailing date of this order, failing which opposer
may nove for sanctions, including the entry of judgnent,
pursuant to Trademark Rule 2.120(g). Opposer is ordered to
rei mburse applicant for the cost of production of its
di scovery docunents thirty (30) days fromthe nailing date
of this order as well.

Proceedi ngs are resuned, and trial dates, including the
cl ose of discovery, are reset as follows:
THE PERI OD FOR DI SCOVERY TO CLOSE: June 25, 2006

30-day testinony period for party in
position of plaintiff to close: Sept enber 23, 2006

30-day testinony period for party in



position of defendant to cl ose: Novenber 22, 2006

15-day rebuttal testinony period for
plaintiff to close: January 6, 2007

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark
Rul es 2.128(a) and (b).

An oral hearing will be set only upon request filed as

provi ded by Trademark Rule 2.129.



