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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 78/359,895

Filed: January 30, 2004

For the Mark: MEMORY MAGIC in International Class 28
Published in the Official Gazette: May 10, 2005 at TM 30

HASBRO, INC.
Opposer,
V. Opposition No. 91/166487
CREATIVE ACTION LLC,

Applicant

CREATIVE ACTION LLC’S RESPONSE TO OPPOSER’S AMENDED
CROSS MOTION FOR SUMMARY JUDGMENT

Creative Action LLC (“Creative Action”) hereby responds to Hasbro Inc.’s

(“Hasbro”) Amended Cross Motion for Summary Judgment (“Motion”).
OVERVIEW

Hasbro has moved for summary judgment on its claim to restrict the application
of Creative Action under 15 U.S.C. § 1068 and for dismissal of Creative Action’'s
counterclaim for cancellation of Hasbro’s two “Memory” registrations. Hasbro’s Motion
violates the Board’s Orders of June 3, 2010 and June 8, 2010 and is not based on the
Amended Notice of Opposition (“Amended Notice”) approved by the Board on May 13,
2010. Resolution of the Motion requires that the Board construe the evidence regarding
disputed issues of material fact in Creative Action’s favor, as required by TBMP 528.01.

As things presently stand, Creative Action’s motion for summary judgment
(Docket # 59), filed May 27, 2010 is pending before the Board. Pursuant to the Board's
orders of June 3, 2010 and June 8, 2010 (Docket #s 60 and 62), the proceedings are

otherwise suspended and “[a]ny paper filed during the pendency of [Creative Action’s




motion for summary judgment] which is not relevant thereto will be given no
consideration.”

Hasbro’s Motion appears to be some sort of ad libitum request for relief, or
perhaps a partial motion for summary judgment, because it is not based on the
Amended Notice that was approved by the Board as the operative complaint in the May
13, 2010 order. The Amended Notice contained a proposed identification of goods while
the Motion contains another, and significantly more restrictive, identification of goods.
Moreover, the Motion does not discuss the intent to use issue under 15 U.S.C. §
1051(b), and thus that aspect of the Amended Notice is not part of the Motion.

The parties dispute a number of material facts relevant to this proceeding,
including whether the identification of goods in Creative Action’s current application is
misdescriptive of its goods and whether the current classification is correct. These fact-
intensive issues should not be resolved on summary judgment. When the Board
construes the evidence in Creative Action’s favor, as it must, it is clear that summary
judgment in Hasbro’s favor should not be granted.

FACTS AND ANALYSIS

I

HASBRO'S AMENDED MOTION IS NOT RELEVANT TO
CREATIVE ACTION'S MOTION FOR SUMMARY JUDGMENT
AND SHOULD BE GIVEN NO CONSIDERATION

Creative Action presumes that Hasbro intended its Amended Cross Motion for
Summary Judgment to replace the motions that it filed on July 8 and 9, 2010. Creative
Action therefore will address the Amended Cross Motion.

Hasbro states that “[t]his motion is related to and made as a cross-motion to that
of Creative Action for summary judgment on its counterclaim.” Unfortunately, Hasbro
provides no explanation for its statement that its Motion is related to Creative Action’s

motion for summary judgment.



Creative Action’s motion sought the cancellation of two registrations placed in
issue by Hasbro for the mark MEMORY. The essential basis for Creative Action’s
motion was that the word “memory” was generic for card-matching games. In contrast,
Hasbro’s Motion seeks to restrict the identification of goods in Creative Action’s
application to register the mark MEMORY MAGIC.

There is no connection between Creative Action’s motion to cancel Hasbro’s
registrations on the grounds of genericness and Hasbro’s Motion to restrict Creative
Action’s identification of goods. One involves a consideration of whether the relevant
public understands the word “memory” primarily to refer to card-matching games, and
the other involves a consideration of whether Creative Action has accurately described
its goods in its registration application.’

Pursuant to the Board'’s orders of June 3, 2010 and June 8, 2010, since Hasbro's
Motion does not respond to Creative Action’s motion for summary judgment and since it
is not relevant thereto, it should be given no consideration.

2 HASBRO'S MOTION IS NOT BASED ON THE AMENDED NOTICE
OF OPPOSITION AND SHOULD BE GIVEN NO CONSIDERATION

As noted by the Board in its May 13, 2010 order, the Amended Notice is the
operative complaint. The Amended Notice contains the following identification of goods:

“therapeutic activity kit intended for use by nursing homes and
other elderly care facilities to promote the use of cognitive abilities by
elderly person with memory loss, comprised of cards that contain
questions and related prompts for discussion, cards that contain an array
of potential answers to the questions, and boards used by participants”

! It is possible that Hasbro will argue that the Motion is relevant because if it is granted,
there will be a derivative effect on Creative Action’s counterclaim, i.e., the counterclaim
will be dismissed as moot. This argument should fail for at least fwo reasons: (1)
relevance should be determined as of the present time, not as a consequence of future,
hypothetical events, and (2) Creative Action’s counterclaim will survive regardless of the
disposition of the present motion (see § 7, infra.).
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Hasbro’s Motion, however, contains this identification of goods:
“Activity/program for groups and for people with dementia, head
trauma or stroke living in long term care facilities or attending adult day
care centers and older adults with these cognitive impairments living at
home and staff training programs related to the MEMORY MAGIC
activity, marketed to long-term care facilities, adult day care centers,
home health care agencies, psychiatric hospitals and units, and care
givers of older adults with dementia, head trauma or stroke who live at

home through trade show exhibits, direct marketing, and distributors of
products to health and long term care industries.”

Although Creative Action has not responded to the Amended Notice because
proceedings have been suspended, at least the Amended Notice is the “operative
complaint.” It is immediately apparent that Hasbro’s newly proposed identification of
goods differs significantly from that in the Amended Notice.

Hasbro’s change of identification of goods certainly is the result of a calculated
attempt to further restrict Creative Action’s property rights. After all, the parties engaged
in extensive motion practice concerning Hasbro’s proposed identification of goods in
Creative Action’s application prior to the Board’s May 13, 2010 order, and Hasbro’s
changes to that language cannot be inadvertent.

It is unfair for Creative Action to have to respond to a moving target, particularly
on summary judgment. Because the proposed identification of goods set forth in
Hasbro’s Motion is not the identification of goods in the Amended Notice, Hasbro’s
Motion should be given no consideration.

3. THERE ARE MATERIAL FACTS IN DISPUTE AND THE BOARD SHOULD

NOT RESOLVE SUCH ISSUES ON SUMMARY JUDGMENT; ALL
INFERENCES SHOULD BE CONSTRUED IN FAVOR OF CREATIVE ACTION

Hasbro’s Motion requires that the Board resolve material facts in dispute
regarding Creative Action’s commercial product, whether the identification of goods in
Creative Action’s current application is misdescriptive of its goods, whether the current
classification is correct, whether Hasbro’s newly proposed restricted identification of

goods will avoid a likelihood of confusion, and whether Creative Action is not using its
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mark on those goods that will be effectively excluded from its application if the proposed
restriction is entered. The Motion also requests the Board to make a determination of
Creative Action’s standing to pursue the counterclaims. All of these are fact-intensive
inquiries that are not properly decided on summary judgment.

As noted in the TBMP, “[i]n deciding a motion for summary judgment, the
function of the Board is not to try issues of fact, but to determine instead if there are any
genuine issues of material fact to be tried.” Dyneer Corp. v. Aufomotive Products plc, 37
U.S.P.Q. 1251, 1254 (TTAB 1995). Further, “[tlhe non-moving party must be given the
benefit of all reasonable doubt as to whether genuine issues of material fact exist; and
the evidentiary record on summary judgment, and all inferences to be drawn from the
undisputed facts, must be viewed in the light most favorable to the non-moving party.”
Lloyd's Food Products Inc. v. Eli’s Inc., 987 F.2d 766, 25 U.S.P.Q.2d 2027 (Fed. Cir.
1993).

4. THE PROPER IDENTIFICATION OF GOODS IS CONTAINED
IN THE AMENDED NOTICE OF OPPOSITION

As noted previously, the Amended Notice is the “operative complaint” according
to the Board'’s direction, and thus the identification of goods in that paper is the
controlling identification of goods. As a consequence, Creative Action will respond to the
identification of goods set forth in the Amended Notice.

Hasbro’s Motion requires the Board to determine whether Creative Action'’s
identification of its goods as a “therapeutic game” is inaccurate and whether the goods
are properly classified in International Class 28. Those issues were addressed by
Creative Action in the briefing on Hasbro’s motion to amend the notice of opposition. In
that briefing, Creative Action relied on the declarations of its attorney, Wayne D. Porter,
Jr., and its president, Ronni S. Sterns. Creative Action attaches to the present brief, and

incorporates by reference, the declarations of Wayne D. Porter, Jr. (Exhibit A) and Ronni
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S. Sterns (Exhibit B) from the prior briefing on Hasbro's motion to amend the notice of
opposition.

S. HASBRO'S PROPOSED IDENTIFICATION OF GOODS
IS BOTH INCORRECT AND TOO RESTRICTIVE

The identification of goods proposed by Hasbro in § 10 of the Amended Notice is

as follows:

“therapeutic activity kit intended for use by nursing homes and other
elderly care facilities to promote the use of cognitive abilities by elderly
person with memory loss, comprised of cards that contain questions and
related prompts for discussion, cards that contain an array of potential
answers to the questions, and boards used by participants”

Creative Action’s product is not a “kit” by any definition of the word. See
Webster's Ninth New Collegiate Dictionary 663 (1988)( a “kit” is, inter alia, a “collection
of articles usually for personal use” or “a packaged collection of related material”). As
will be pointed out infra, the product more appropriately is called a “therapeutic game.”
Sterns Decl., § 8.

Although the MEMORY MAGIC product is “intended for use by nursing homes
and other elderly care facilities,” it is not so limited. It can be used in any environment,
including the home. Id., at § 9.

The product is not limited to use by “elderly” persons with memory loss. While
many users can be expected to be elderly, the product can be used by anyone with
memory loss. /d., at § 10.

The product does not require “boards used by participants.” While the use of
boards facilitates play of the game, their use is not necessary. /d., at § 11.

In view of the foregoing, it is apparent that Hasbro’s suggested identification of

goods is both incorrect and too restrictive.



6. CREATIVE ACTION'S IDENTIFICATION OF GOODS IS ACCURATE
AND NO AMENDMENT 1S NECESSARY OR PROPER

Not only is Hasbro’s proposed identification of goods incorrect and too restrictive,
there is no basis to amend the identification in the first place. The identification of goods
in Creative Action’s application is as follows:

“therapeutic game in the nature of a trivia game and a bingo game for

engaging persons with memory loss consisting of game cards that

contain answers to questions and calling cards that contain questions and

information related thereto”

Creative Action’s identification of goods is entirely accurate and should not be

amended because it suits Hasbro’s purposes.

(@) Creative Action’s product is therapeutic.

The dictionary definition of “therapeutic” is “of or relating to the treatment of
disease or disorders by remedial agents or methods.” Webster's Ninth New Collegiate
Dictionary 1223 (1988). The dictionary definition of “game” includes “1 a (1): activity
engaged in for diversion or amusement: PLAY (2): the equipment for a game .. .. Id.,
at 504. By dictionary definition, there is no question that the MEMORY MAGIC product
is a therapeutic game.

The product is therapeutic because it can alleviate some symptoms of dementia
while individuals are engaged playing the game. As pointed out in the attached
declaration of Dr. Ronni Sterns, Creative Action has conducted research that indicates
significant increases in levels of engagement and affect (mood) and significant
decreases in problem behaviors among MEMORY MAGIC game participants while
playing the game compared to levels of engagement, affect and behavior problems

when these same individuals are participating in other games and activities. Sterns

2 An activity can also be competitive, with a winner and a loser, and still be called a

“game.” The dictionary definition of “game” includes: “3 a (1): a physical or mental
competition conducted according to rules with the participants in direct opposition to
each other.” Id., at 504.
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Decl., § 5. Hasbro also admits that the product is therapeutic. See Hasbro Br. at 5, and
proposed Hasbro identification of goods (“therapeutic activity kit")(emphasis added).

(b) Creative Action’s product is a game.

The MEMORY MAGIC product is a game because it is a diversion or amusement
— even though it is not a competitive game with a winner and a loser. See Webster's
Ninth New Collegiate Dictionary at 504 and Sterns Decl. at § 12. Hasbro points to Dr.
Sterns’ deposition testimony that “We no longer call it a game,” and that the product is
not played in a competitive manner to support its argument that the MEMORY MAGIC
product is not a game. Hasbro Br. at 4-6. Creative Action itself has variously referred to
the product as an “activity” (Porter Decl., Ex. 2, p. 455-66), an “activity set” (/d., at p.
546), and a “game” (/d., at p. 459, 465, and 471-74).

Here is a screen capture from Creative Action’s package insert that shows the

contents of the package:

—
Please SET CONTENTS; § NUMBER OF PLAYERS:
g::::ge Q ~ With one activity set, up to
pie [:I = 10 Game Boards :?epenple can play at one
i 5
D « 40 Game Cards The number of players can
Packed 4 per Game Board bﬁ,']ngea%dhto . adia
wi
(16 Gae per Gar Bt
. —— Game Cards,
[} ! box 240 Double-sided Calling Cards = (See contact information on
(_15 for each game) with clues . =z back page.)
listed on front-answers listed on back : NUMBER OF ACTIVITY
LEADERS:
[[] *1instruiction Sheet with Leader check lst, | BTN
facilitate the activity.
All Levels Mid-to-Hi i
\ gh Low-to-Mid
Th‘ree of a Kind Game 1 Al In a Day's Work Game 2 Two of a Kind Game 8
Wrgdom of the Ages Game 3 What's Cooking? Game 9 Everyday Hems Game 7
;;;ry Eaﬁs_, - Game 4 Show Business Game 10 | Opposites Game 13
it and Wisdom Game 5 Nature's Creatures G 15
Words of the Wise Game 8 . The Bosy e
Sing-Along Songs Game 11
Pearls of Wisdom Game 12
Nursery Rhymes Game 14 MMISOI




Here is a description of the game that is contained in the package insert:

Preparing the Game Boards

= Each Game Board comes loaded
with 4 Game Cards, each printed with
4 games for a total of 16 games.
Game numbers are printed at the

top center of Game Board as packed.
Only the even numberad games
are visible.

*+ To select a game not immediately
visible, locale the release lever on
the back of the (Game Beard. Slide
the lever toward the outside of the
Game Board. Then grasping the top
of the Game Cards, pull them up
together and out of the top slet

of the Game Board.

= Place the desired Game Card
on fop of the other cards. Insert
the cards together into the

slot located at the top

of the Game Board.

+ Slide the cards down together
- untif the answers for the desired

game are displayed clearly

in the Game Board windows.

* In order to play 2 consecutive ¢
games without staff changing

cards, we recommend playing

an cdd numbered game

(1,3,5eic.) followed by the @

even numbered game on @ G
the same side. Players can @ @
easily push down all the 5 Q Q

cards to bring & new
game into view.

2

* If you choose to play
an even numberad
game followed by the
odd numbered garme on
the same side of the
card, use the release
lever on the back side
of the Game Board

to pull all the cards

up together.

D>
555

D
O
O

* Make sure all purple
shades on each

Giame Board
are raised so that

the answers can
be clearly seen.

S
§
&

* For lower tunctioning
players, begin the
game with 3 or 6
words covered. =

» Distribute a Game Board to
each player,

* Select the appropriate
set of Calling Cards
for the game.

Open the ring.
Remove cards.
Place nearby for use, -

* To open ring:
Grasp opposite sides,
Push apart o separate.

Then puil to open.

r@;\

+ Follow the script on page 3.
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Here is a sample script for playing the game that is included with the package

insert:

For best results, BMEEESHMWETTEPSITRASRPRETY when leading the activity,

1. Orient players to the
¥
game by saying:

“We are going to
play a (new) board
game today.”

“We are going to
read a ciue, | wani
you to answer the
¢lue out Joud.

if one of the words
on your Game Board
completes the clue,
slide the purple
shade down to
cover that word™.

¢ Dermonstrate how to pull
the shade down on the
Game Board fo cover a
word then ask:

“Do you have any
questions?”

2. Hold up a Calfing Card

to display the clue printed
on the front of the card.

* Read the first clue out Uts‘%
loud, Make sure all \

players understand the
game procedure.

* For example, you may
say:

“Here is the first
clue, Neil Armstrong
was the first man to
walk on the...”

S

* Be sure o emphasize the
fill-in-the-blank nature of
the clue by pausing after
the last word,

i

* Encourage players to
answer the clue aloud.

3. noone says the

answer aloud, you can
read the clue to the
players again.

=
4. 1 ne one siil says the ——

answer, you can Use the

.
rhyming clue on the back of :."5-._:;
the Calling Gard that has a —_—

word that rhymes with the
answer.

* So, you next might say:

“What rhymes with
Noon?”

5. NOW show players ths
answer {o the clue, which
is printed on the back of
the Calling Card, Read the
answer out loud 1o them.

6. Remind players to slide
the purple shade down over
the answer i they have it on
their Game Board,

* As needed, you may
have to prompt players o
locate the answer on thair
Game Board and slide
down the shade

to cover it.

i)

7. Toincrease involve-
ment, invite a player to read
the naxt Calling Card clue
aloud.

/k

* To ensure that all players
heard the clue:

Repeat the clue in a
louder voice.
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* If nacessary, reposition
the Calling Card, making
sure that alf players can
see the clue clearly.

8. ti no one says the
answer out loud:

Go through steps 3,
4 and 5.

8. After players slide down
the appropriate shade to
cover the answer: /o

Encourage -
discussion using WI_QE =
the “Talking Points” --..._____§_

listed on the back
of the Calling Card.

10. After one or more
players have completed
& game:

Continue having
different piayers
read the remaining
Calling Cards and
sliding down the
shades over the
appropriate
answers.

7,
=

11. Whena player sfides

down all the appropriate
shades on their Game
Boargd:

Prompt him/ her to
shout
“ALL COVERED!”

12. Game play is
complete:

When all players

have pufled down

all their purple

shades, 4783




Clearly, Creative Action refers to MEMORY MAGIC prominently as a “game.”
But regardless of whether Hasbro, Creative Action, or anyone else calls MEMORY
MAGIC a game, an activity, an activity set, a program, an intervention, or even an
“activity kit,” and regardless of whether MEMORY MAGIC is played in a competitive or
non-competitive manner, the product when used as intended is a diversion or
amusement, and therefore is still a game. Sterns Decl., §12.

Hasbro does not dispute the accuracy of the remaining portion of Creative
Action’s identification of goods, namely, that the product is “in the nature of a trivia game
and a bingo game for engaging persons with memory loss consisting of game cards that
contain answers to questions and calling cards that contain questions and information
related thereto.” Since this portion of the identification has not been challenged as being
inaccurate or overbroad, there is no reason to amend it simply to employ Hasbro’s
preferred choice of words.

(c) Creative Action’s goods are properly classified in Class 28.

Hasbro suggests that the proposed classification in Class 28 (toys and sporting
goods) is incorrect and that reclassification into Class 10 (medical apparatus) is better
practice. This is based in part on the argument that Creative Action advertises Medicare
and Medicaid reimbursement codes for purchase of the product. Hasbro Br. at 4.
Creative Action does not inform its customers that Medicare and Medicaid
reimbursement codes can be used for purchase of the MEMORY MAGIC product, only
for time therapists spend using the product during speech therapy, occupational therapy
and restorative nursing. Sterns Decl., § 13. In any event, Medicare reimbursement
codes and Office classification cannot change the fact that the product is a therapeutic
game.

Creative Action points to recent action by the Office that confirms that
classification in Class 28 is proper. On June 25, 2009, the US Acceptable Identification
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of Goods and Services Manual for Class 28 was amended to include “Game equipment
set sold as a unit comprised primarily of a playing board and playing cards and also
including rules of play, dry erase boards and erasers, markers, a timer and T-shirts.”
Earlier, on December 18, 2008, the Manual for Class 28 was amended to include “Game
equipment sold as a unit for playing mind-body emotional and psychological games for
adult couples and individuals.” Creative Action's MEMORY MAGIC game is a “game
equipment set sold as a unit” that includes components similar or identical to playing
boards, playing cards, and rules of play and that can be played by adult couples and
individuals, and therefore the game is properly classified in Class 28.

s HASBRO HAS FAILED TO SHOW THAT ITS PROPOSED AMENDMENT

TO THE IDENTIFICATION OF GOODS WILL AVOID A FINDING OF
LIKELIHOOD OF CONFUSION.

In order to restrict the identification of goods in Creative Action’s application
pursuant to Section 18 of the Lanham Act, 15 U.S.C. § 1068, Hasbro must show that “in
a case involving likelihood of confusion, [the party] pleads and proves that (i) the entry of
a proposed restriction to the goods or services in its opponent’s application or
registration will avoid a finding of likelihood of confusion and (ii) the opponent is not
using its mark on those goods or services that will be effectively excluded from the
application or registration if the proposed restriction is entered.” Eurostar, Inc. v. ‘Euro-
Star’ Reitmoden GMBH & Co. KG, 34 U.S.P.Q.2d 1266 (TTAB 1994). Hasbro cannot
meet these requirements because (1) Hasbro has admitted that likelihood of confusion
does not exist between the parties’ products, (2) Hasbro has not shown that Creative
Action’s current identification of goods will result in a likelihood of confusion, and (3) no
goods or services will be effectively excluded from the application if Hasbro's proposed
restriction is entered (Hasbro’s proposed identification of goods does not exclude goods,

it only describes them using different words).
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Pursuant to Eurostar, Hasbro must show that the entry of the proposed restriction
to the goods or services in Creative Action’s application will avoid a finding of likelihood
of confusion. While Hasbro alleges that the proposed restriction will avoid any likelihood
of confusion, it avoids a discussion of whether the current identification of goods would
result in such confusion, insisting instead that there is no likelihood of confusion between
the parties’ goods. Hasbro Br. at 2.

In order to show that likelihood of confusion will be avoided by an amendment,
logically it first must be shown that likelihood of confusion will occur in the absence of an
amendment. Hasbro has failed to show that Creative Action’s current identification will
result in likelihood of confusion.®

Hasbro’s failure is not surprising since Hasbro's game is not a “therapeutic”
game, nor is it a game “in the nature of a trivia game and a bingo game for engaging
persons with memory loss consisting of game cards that contain answers to questions
and calling cards that contain questions and information related thereto.” Hasbro has
defined its goods to be “card matching games” and “equipment comprising cards with
many matching pairs of designs for playing a matching card game.” See Hasbro
registrations referenced at § 3 of the Amended Notice. In addition, as pointed out by
Hasbro in its brief, the respective products are sold to different customers through
different channels of trade for different prices and for different purposes. Hasbro Br. at
p. 5-6. In view of these differences, Hasbro has not and cannot show that the present
identification would result in a likelihood of confusion or that the proposed amendment

would avoid a finding of likelihood of confusion.

® Hasbro argues that such a showing is not necessary (see Hasbro Br. at 11, n. 4), but

the IdeasOne case cited by Hasbro does not stand for the proposition that a likelihood of
confusion analysis can be avoided in order to take corrective action under 15 U.S.C. §
1068, as the analysis in IdeasOne was conducted “within the context of likelihood of
confusion.” 2009 TTAB LEXIS 86, at 8.
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THE ISSUE OF WHETHER CREATIVE ACTION HAD A BONA FIDE INTENT
TO USE THE MARK “MEMORY MAGIC” ON THE GOODS IDENTIFIED IN THE
APPLICATION IS NOT PART OF THE PRESENT MOTION

oo

Hasbro alleges in the Amended Notice that Creative Action did not have a bona
fide intent pursuant to 15 U.S.C. § 1051(b) to use the mark MEMORY MAGIC on the
goods identified in the application. Hasbro does not address that allegation in the
Motion. Accordingly, consideration of that issue is beyond the scope of the present
Motion and Creative Action will not set forth any facts or arguments concerning it.

8. CREATIVE ACTION'S COUNTERLCAIM WILL SURVIVE REGARDLESS OF
THE DISPOSITION OF THE PRESENT MOTION

If Hasbro is granted the relief sought in the Amended Notice, Creative Action will
be damaged by virtue of the rejection and/or modification of its application based on the
Hasbro registrations in issue. Such rejection and/or modification is sufficient to create
standing in Creative Action to seek the cancellation of the Hasbro registrations pursuant
to 15 U.S.C. § 1064. Creative Action has a “real interest in the proceeding” even if its
allegation of damage ultimately is refuted. See Yoder Bros., Inc. v. California-Florida
Plant Corp., 193 U.S.P.Q. 264 (5" Cir. 1976); Federated Foods, Inc. v. Fort Howard
Paper Co., 192 U.S.P.Q. 24, (CCPA 1976).

Regardless of the disposition of the present motion or the Amended Notice,
Creative Action’s standing to cancel the pleaded registrations is inherent in its position
as defendant in the original opposition proceeding. Ohio State Univ. v. Ohio Univ., 51
U.S.P.Q.2d 1289, 1293 (TTAB 1999); Ceccato v. Manifattura Lane Gaetano Marzotto &
Figli S.p.A., 32 U.S.P.Q.2d 1192, 1195 n.7 (TTAB 1994); Syntex (U.S.A.) Inc. v. E. R.
Squibb & Sons Inc., 14 U.S.P.Q.2d 1879, 1881 (TTAB 1990); Bankamerica Corp. v.
Invest America, 5 USPQ2d 1076, 1078 (TTAB 1987); General Mills, Inc. v. Nature's Way

Products, 202 U.S.P.Q. 840, 841 (TTAB 1979)(counterclaimant's position as defendant
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in the opposition gives it a personal stake in the controversy); and TBMP § 309.03(b) (2d
ed. 2004).

Even if the opposition were to be dismissed, such dismissal would not affect
Creative Action’s pending counterclaim because the termination of proceedings
concerning an opposition does not result in termination of a counterclaim. Pursuant to
Section 606 of the TBMP, “[i]f, prior to the determination of a counterclaim, . . . the
original claim is withdrawn, dismissed for failure to prosecute, or otherwise disposed of,
the counterclaim will nevertheless go forward .. .” Syntex (U.S.A.) Inc. v. E.R. Squibb &
Sons Inc., 14 U.S.P.Q.2d 1879, 1880 (TTAB 1990) (opposition dismissed with prejudice;
applicant elected to go forward with counterclaim to cancel opposer’s registration and
had standing to do so0). See also, Lipfon Indus., Inc. v. Ralston Purina Co., 670 F.2d
1024, 213 U.S.P.Q. 185 (CCPA 1982).

CONCLUSION
Hasbro’s cross motion for summary judgment should be denied
Respectfully submitted,
/Wayne D. Porter, Jr. /
Wayne D. Porter, Jr.
The Law Offices of Wayne D. Porter, Jr.
1370 Ontario Street, Suite 600
Cleveland, Ohio 44113
Tel: (216) 373-5545

Fax: (216) 373-9289
E-Mail: porter@porterpatentlaw.com

Attorney for Creative Action LLC

August 9, 2010
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CERTIFICATE OF SERVICE
| hereby certify that on August 9, 2010 a true and correct copy of the foregoing
CREATIVE ACTION LLC’S RESPONSE TO OPPOSER’S AMENDED CROSS MOTION
FOR SUMMARY JUDGMENT was served on Kim J. Landsman, Esq., counsel for

Hasbro, Inc. by electronically mailing a copy to the following address:

kilandsman@pbwt.com

/Wayne D. Porter. Jr. /
Wayne D. Porter, Jr.
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EXHIBIT A



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

in the matter of Application Serial No. 78/359,895

Filed: January 30, 2004

For the Mark: MEMORY MAGIC in International Class 28
Published in the Official Gazette: May 10, 2005 at TM 30

HASBRO, INC.
Opposer,
V. Opposition No. 91/166487
CREATIVE ACTION LLC,

Applicant

DECLARATION OF WAYNE D. PORTER, JR.

WAYNE D. PORTER, JR., under penalty of perjury, declares as follows:

1. I am a member of the firm The Law Offices of Wayne D. Porter, Jr.,
attorney for Creative Action LLC (“Creative Action”), and am a member of the bar
of the State of Ohio.

2. I submit this declaration based on personal knowledge in response
to Opposer's Moti_‘on to Amend Opposer's Notice of Opposition and to Suspend
the Proceedings.

3. Attached hereto as Exhibit 1 is a true and correct copy of Creative
Action's Response to Opposer’s First Set of Interrogatorieé to Applicant that was
served on Hasbro, Inc. on April 13, 2006. |

4. Attached hereto as Exhibit 2 is a true and correct copy of

documents that were served on Hasbro, Inc. on April 28, 2006.




| declare under penalty of perjury that the foregoing is true and

correct.

Executed on January 2§, 2010 in Cleveland, Ohio.

e o),

Wayn%b. Porter, Jr. /




WAYNE PORTER DECLARATION
EXHIBIT 1




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

in the matter of Application Serial No. 78/359,895

Filed: January 30, 2004 .
For the Mark: MEMORY MAGIC in International Class 28
Published in the Official Gazette: May 10, 2005 at TM 30

HASBRO, INC.
Opposer,
V. Opposition No. 91 16645?;7
CREATIVE ACTION LLC,

Applicant

CREATIVE ACTION LLC’S RESPONSE TO OPPOSER’S
FIRST SET OF INTERROGATORIES TO APPLICANT

Creative Action LLC (“Applicant”) hefeby responds to Hasbro, inc.’s
(“Opposer’s”) first set of interrogafories to Applicant.
RESPONSE TO INTERROGATORIES
1. Identify separately for each category listed below the.persons, including
without limitation Applicant, Applicant’s agents, businesses, partnerships, employees
‘and those of Appl_icant’s_ advisors, consultants, édvertising agencies, public relations
firms _and marketing consultants, _mést knowledgeable about:
a. the date and circumstances of Applicant's inten‘de_d or actual first use of
the MEMORY MAGIC mark, both generally and in the commerce of the
United States;



ANSWER:
Creative Action staff: Ronni Sterns
Advisory Board members: Terry Berman, CIiff Isroff, Marty Oppenheimer, ira
Kaplan, Gary Salhany
| b. the decision to adopt, use register, or not register the MEMORY MAGIC -
mark in the United States;
ANSWER:
Ronni Sterns, Tony Sterns, Harvey Sterns, Jim Kilcoyne.
e Applicants’s actual or intended use of the MEMORY MAGIC mark,
including but not limited to, the nature of goods or services that the
MEMORY MAGIC mark is used in connection with or intended to be used
in connection with by Applicant;
ANSWER:
Creative Action staff: Ronni Sterns, Tony Sterns, Harvey Sterns, Jim Kilcoyne, Charles
Nelson.
Advisory Board members: Cliff Isroff, Mary Oppenheimer, Gary Salhany.
d. any actual confusion or likelihood of confusion between Applicant's
MEMORY MAGIC mark and Opposer's MEMORY® mark;
ANSWER: | |
No such person exists.
e. the channels of trade for Applicant’s actual or intended services bearing

the MEMORY MAGIC mark;



ANSWER:

Creative Action staff; Ronni Sterns, Tony Sterns, Harvey Sterns

Consultant; Monica Mason

£ the demographics of clients or consumers for actual or intended services
in the United States bearing the MEMORY MAGIC mark;

ANSWER:

Creative Action staff, Ronni Sterns, Tony Sterns, Harvey Sterns, Jim Kilcoyne,

Consultant; Monica Mason

National Institute on Aging, HCR Manor Care, and Beveriy Enterprises.

g. the actual or anticipated reveﬁues, sales, client or consumer relations,
public relations, marketing, advertising and promotion in connection with
Applicant’s actual or intended services bearing the MEMORY MAGIC
mark;

ANSWER:

Creative Action staff; Ronni S.t‘erns, Tony Sterns, Harvey Sterns, Jim Kilcoyne.

Consultant; Monica Mason |

h. and the printed books, magazines, journéls, newsletters, cofnputer
software, business papers, brochures, seminar, workshop and
conferenceQrelated materials, business, marketing or media plans and any |
and ali other materials used. in connection with Applicant’s actual or

intended services bé_aring, using, adopting or affiliated with the MEMORY
MAGIC mark. |



ANSWER:

Creative Action staff; Ronni Sterns, Tony Sterns, Harvey Sterns, Jim Kilcoyne.

Advisory Board member: Gary Salhany

Consultant; Monica Mason

2. Identify all actual or intended goods or services to be provided, marketed
or sold in the United States that the MEMORY MAGIC mark has been used or.is
intended to be used in connection therewith, and for each such good or service
identified:

ANSWER:

MEMORY MAGIC activitylprogram for groups and for people with dementia,
head trauma or stroke Iivihg in long term care facilities or attending adult day care
centers and older adults with these cognitive impairments living at home and staff
training programs related to the MEMORY MAGIC activity.

a. identify the date and circumstances of actual or intended first use
and, if different, the date and circumstance of first use in commerce
in the United States;

ANSWER:

First used on or about August 5, 2004. Ronni Sterns had worked with HCR
Manor Care to carry out an NIH NIA research project. The director of dementia services
‘asked Ronni Sterns to introduce the MEMORY MAGIC activity at a training session for

northeast Ohio HCR Manor Care activity professionals on Montessori-based activities

for people with dementia. Those activity professionals who wanted an in-service for the

4



activity gave R. Sterns their names. Bainbridge Manor Care was the first in-service and
the first long-term facility that purchased the MEMORY MAGIC activity
b. state Applicant’s total annual revenues for such good or service by gross
revenue, net revenue and revenue for each year the good or service was -
provided, .or projections of total annual revenue for each year the good or |
service is intended to be provided,;
ANSWER:

Information needed to answer this interrogatory is not available yet.

&, identify the geographic area(s) in which the good or service has been or is
intended to be provided;
ANSWER:

The entire United States. _

d. ident'ify the channels of trade through which the good or service has been
or will be provided and identify any corporations, businesses,
parinerships, persons or third-parties that are affiliated with or facilitate the
good or service provided by Applicant;

ANSWER:

Trade show exhibits, direct marketing, and distributors of products to the health

and long term care industries.

e. . identify the actual or intended class of clients or consumers to which the

good or service has been oris intended to be provided;

ANSWER:



Long-term care facilities, adult day care centers, home health care agencies,
psychiatric hospitals and units, and care givers of older adults with dementia, head
trauma or stroke who live at home. |

f. identify all media by either name of network or television station, radio
station magazine, publication, newsletter, website(s) or néwspaper in
which advertising or marketing has occurred for the good or service,

ANSWER:

Akron Beacon Journal and Creative Action LLC website.

g. state separately for each caiender year the actual or intended
expenditures or value of advertising, promotion, marketihg, client or
consumer relations, and public relations related to the good or service;

ANSWER:

Actual or intended expenditures exist for 2005 and 2006 only and have not been
identified yet.

h. identify any actual or intended licensing arrangement concefning the good

or service between the Applicant and any person;

ANSWER:
None.

I identify any mention by the media of the good or service;

ANSWER:

Akron Beacon Journal and Creative Forecasting.



i and identify all partnerships, persons, businesses, and their respective
owners, agents and employees that (1) use, adopt, are affiliated with, or
license the mark MEMORY MAGIC, or (2) are affilliated with any other
parinerships, persons, or businesses using, adopting or licensing the mark
MEMORY MAGIC.

ANSWER:

None.

3. identify the persons principally involved in the conception, selection,
development, use and adoption of the MEMORY MAGIC mérk used in connection with
Applicant’s actual or intended good(s) or service(s) in every country throughout the
world and, with respect to each person so identified, identify what role each played in
conceiving, selecting, developing, using and adopting the mark.

ANSWER:

Ronni Sterns conceived of the mark. Jim Kilcoyne, Tony Sterns and Harvey
Sterns helped with the development of an initial flyer and Monica Mason changed the
appearance of the mark to that in the brochure.

4, State whether Applicant received an opinion concerning the availability for
use, risk of liability arising out of use or intended use, and registrability of the MEMORY
MAGIC mark in the United States 'and., if so, identify: (a) the date on which the opinion
was rendered; (b) the person rendering the opinion; ©) the person receiving such
opinion; and (d) all documents reflecting or referring to such opinion.

ANSWER:




Yes. An opinion was rendered by attorney Carl Rankin in a letter dated April 28,
1999 to Ronni .Sterns.

5. State: (a) the date when Applicant first acquired knowledge of Opposer’s
MEMORY® mark; (b) how such knowledge was acquired; and ©) the identity of the
person who first acquired such knowledge. |

ANSWER:

Opposer’s alleged MEMORY mark was contained in a trademark search
conducted in 1999. However, Applicant was not actually aware of the existence of
Opposer's alleged MEMORY mark until the present opposition proceeding was
instituted.

6. Identify each person who has inquired about, commented upon, or
contacted Applicant regarding the source or sponsorship of any service bearing the
MEMORY MAGIC mark or Opposer's MEMORY® mark.

- ANSWER: |

None.

£ Identify each persoh who has conducted a survéy, market research study,
poll, or investigation concerning confusion or potential confusion or likelihood of
confusion between Applicant’'s good(s) dr service(s) bearing the MEMORY MAGIC
mark and Opposer’s products bearing Opposer's MEMORY® mark.

ANSWER:

None.




8. Identify, by registration number or application serial number, each foreign
or United States federal or state registration or application for trademark registration

filed by or issued in the name of Applicant, or assigned or licensed to Applicant, for the

MEMORY MAGIC mark.
ANSWER: | |
U.S. Serial No. 75/818,625, filed October 8, 1999.
U.S. Serial No. 78/359,895, filed January 20, 2004,

Canadian Serial No. 1,224,229, filed July 20, 2004.

VERIFICATION

| declare under penalty of perjury that the answers to the foregoing

interrogatories are true and correct. Executed on April 13, 20086.

/Z/}m) %\Mx/

Ronni Sterns, Member
Creative Action LLC




CERTIFICATE OF SERVICE
| hereby certify that on April 13, 2006 a true and correct copy of the foregoing
CREATIVE ACTION LLC'S RESPCNSE TO OPPOSER'S FIRST SET OF
INTERROGATORIES TO APPLICANT was served on counsel for Hasbro, Inc.
electronically and by mailing a copy via first class mail, postage pre-paid, to:
Kim J. Landsman, Esq.
Patterson Belknap Webb & Tyler LLP

1133 Avenue of the Americas
New York, NY 10036-6710

Llnged,

| Way?é D. Porter, Jr. 7
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mor ™ The Comprehensive Approach
aglC Eg to Dementia Therapy

W Cognitively
Stimulating

Cognitively impaired residents use
remaining abilities including reading.

W Lmotionally |
Stimulating |

Residents are encouraged to share
~ pleasurable memories.

W Physically
Stimulating

Residents use fine and gross
motor skills when participating.

B Socially
Stimulating —

Various themes create opportunities
for social interaction and discovery.

W Culturally
Stimulating

Facilitated discussion questions generate

reflection on cultural customs, phrases,
and traditions. '





























































