
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA349899
Filing date: 05/27/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91166487

Party Defendant
Creative Action, LLC

Correspondence
Address

WAYNE D PORTER JR
Law Offices of Wayne D. Porter, Jr.
1370 Ontario Street, Suite 600
CLEVELAND, OH 44113
UNITED STATES
porter@porterpatentlaw.com

Submission Motion for Summary Judgment

Filer's Name Wayne D. Porter, Jr.

Filer's e-mail porter@porterpatentlaw.com, bobka@porterpatentlaw.com

Signature /Wayne D. Porter, Jr./

Date 05/27/2010

Attachments Motion for Summary Judgment.pdf ( 16 pages )(75154 bytes )
CRT Mot for SJ - Ex. 1.pdf ( 10 pages )(3243881 bytes )
CRT Mot for SJ - Ex. 1-A.pdf ( 20 pages )(11356785 bytes )
CRT Mot for SJ - Ex. 1-B.pdf ( 4 pages )(2855481 bytes )
CRT Mot for SJ - Ex. 1-C.pdf ( 4 pages )(3215457 bytes )
CRT Mot for SJ - Ex. 1-D.pdf ( 5 pages )(4641128 bytes )
CRT Mot for SJ - Ex. 1-E.pdf ( 3 pages )(3306165 bytes )
CRT Mot for SJ - Ex. 1-F.pdf ( 6 pages )(7718792 bytes )
CRT Mot for SJ - Ex. 1-G.pdf ( 3 pages )(2101205 bytes )
CRT Mot for SJ - Ex. 1-H.pdf ( 3 pages )(1374471 bytes )
CRT Mot for SJ - Ex. 1-I.pdf ( 2 pages )(818220 bytes )
CRT Mot for SJ - Ex. 1-J.pdf ( 1 page )(518272 bytes )
CRT Mot for SJ - Ex. 1-K.pdf ( 2 pages )(1461312 bytes )
CRT Mot for SJ - Ex. 1-L.pdf ( 1 page )(667419 bytes )
CRT Mot for SJ - Ex. 1-M.pdf ( 2 pages )(1159260 bytes )
CRT Mot for SJ - Ex. 1-N.pdf ( 1 page )(22606691 bytes )
CRT Mot for SJ - Ex. 2.pdf ( 3 pages )(449145 bytes )
CRT Mot for SJ - Ex. 3.pdf ( 1 page )(218840 bytes )
CRT Mot for SJ - Ex. 4-A.pdf ( 6 pages )(4628255 bytes )
CRT Mot for SJ - Ex. 4-B.pdf ( 11 pages )(9322780 bytes )
CRT Mot for SJ - Ex. 4-C.pdf ( 14 pages )(10149327 bytes )
CRT Mot for SJ - Ex. 4-D.pdf ( 17 pages )(9610181 bytes )
CRT Mot for SJ - Ex. 4-E.pdf ( 21 pages )(9896733 bytes )
CRT Mot for SJ - Ex. 5-A.pdf ( 17 pages )(9203798 bytes )
CRT Mot for SJ - Ex. 5-B.pdf ( 24 pages )(7236815 bytes )
CRT Mot for SJ - Ex. 6.pdf ( 2 pages )(1960631 bytes )
CRT Mot for SJ - Ex. 7.pdf ( 13 pages )(2127229 bytes )
CRT Mot for SJ - Ex. 8.pdf ( 3 pages )(441804 bytes )
CRT Mot for SJ - Ex. 9.pdf ( 3 pages )(402641 bytes )
CRT Mot for SJ - Ex. 10.pdf ( 20 pages )(2993219 bytes )

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Application Serial No. 78/359,895 
Filed:  January 30, 2004 
For the Mark:  MEMORY MAGIC in International Class 28 
Published in the Official Gazette:  May 10, 2005 at TM 30 

  
 
  HASBRO, INC. 
 

Opposer, 
 

v. 
 
  CREATIVE ACTION LLC, 
 

Applicant 
 

 
 
 
 
 
 
       Opposition No. 91166487 

 
 

CREATIVE ACTION LLC’S MOTION FOR SUMMARY  
JUDGMENT ON ITS COUNTERCLAIMS 

 
 Pursuant to 37 C.F.R. § 2.127(a) and Rule 56(a) of the Federal Rules of Civil 

Procedure, Applicant Creative Action LLC (“Creative Action”) hereby moves the Board 

for entry of summary judgment against Opposer Hasbro, Inc. (“Hasbro”) on the 

counterclaims asserted by Creative Action.  The reasons that support the granting of 

this motion are set forth below.  

BRIEF IN SUPPORT OF CREATIVE ACTION’S  
MOTION FOR SUMMARY JUDGMENT 

 I. INTRODUCTION 

 Hasbro filed a Notice of Opposition on August 29, 2005 in which it opposed the 

registration of Creative Action’s mark MEMORY MAGIC for a “therapeutic game in the 

nature of a trivia game and a bingo game for engaging persons with memory loss 

consisting of game cards that contain answers to questions and calling cards that 

contain questions and information related thereto.” in International Class 28.  In 
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response, Creative Action asserted affirmative defenses and counterclaimed to cancel 

two Hasbro registrations relied on in the Notice of Opposition.1  Creative Action alleged 

that the word “memory” is the common or class name for matching or recall card games 

and therefore Hasbro’s registrations for the word “memory” for such goods should be 

cancelled as generic pursuant to 15 U.S.C. § 1064(3).2   

 Following motion practice concerning the identification of goods in Creative 

Action’s application, Hasbro filed an Amended Notice of Opposition (“Amended 

Notice”)3 in which it asserted the two registrations relied on in the originally filed Notice 

of Opposition and further alleged that Creative Action’s goods are not those described 

in its application, but rather a “therapeutic activity kit intended for use by and direct sale 

to nursing homes and other elderly care facilities to promote the use of cognitive 

abilities by elderly persons with memory loss, comprised of cards that contain questions 

and related prompts for discussion, cards that contain an array of potential answers to 

the questions, and boards used by participants.” 

                                                 
1  Reg. No. 2,894,970 for MEMORY for “card matching games,” and Reg. No. 834,282 
for MEMORY in stylized format for “equipment comprising cards with many matching 
pairs of designs for playing a matching card game,” both in International Class 28. 
 
2   “A petition to cancel a registration of a mark, stating the grounds relied upon, may, 
upon payment of the prescribed fee, be filed as follows by any person who believes that 
he is or will be damaged . . . by the registration of a mark on the principal register 
established by this Act . . .: 

* * * 
 (3)  At any time if the registered mark becomes the generic name for the goods 
or services, or a portion thereof, for which it is registered, or is functional . . ..  * * *  The 
primary significance of the registered mark to the relevant public rather than purchaser 
motivation shall be the test for determining whether the registered mark has become the 
generic name of goods or services on or in connection with which it has been used.” 
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 II. STANDARD OF REVIEW 

 Summary judgment is an appropriate method of disposing of cases in which 

there are no genuine issues of material fact in dispute, thus leaving the case to be 

resolved as a matter of law. See Fed. R. Civ. P. 56(c).  A party moving for summary 

judgment has the burden of demonstrating the absence of any genuine issue of material 

fact, and that it is entitled to summary judgment as a matter of law.  Celotex Corp. v. 

Catrett, 477 U.S. 317, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986).  In order to prevail 

on its motion, Creative Action must show the absence of genuine issues of material fact 

as to its standing to bring this action and as to its claim that "memory" is or has become 

the generic name for (1) card matching games or a portion thereof, or (2) equipment 

comprising cards with many matching pairs of designs for playing a matching card 

game or a portion thereof.  15 U.S.C. § 1064(3). 

 A mark is a generic name if it refers to the class, genus or category of goods 

and/or services on or in connection with which it is used. See In re Dial-A-Mattress 

Operating Corp., 240 F.3d 1341 (Fed. Cir. 2001).  The test for determining whether a 

mark is generic involves a two-step inquiry.  First, what is the genus (category or class) 

of goods or services at issue?  Second, is the term sought to be registered (or already 

registered) understood by the relevant public primarily to refer to that genus (category or 

class) of goods or services?  Marvin Ginn Corp. v. Int’l Assoc. of Fire Chiefs, Inc., 782 

F.2d 987, 989-90 (Fed. Cir. 1986).   

                                                                                                                                                             
3  The effective filing date of the Amended Notice is May 13, 2010, the date of the 
TTAB’s decision on Hasbro’s motion to amend.  Creative Action has been granted until 
June 12, 2010 to answer the Amended Notice. 
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 In 1988 the Lanham Act was amended to replace the designation "common 

descriptive" in § 14(c) and § 15(4) (15 U.S.C.A. § 1064(3) and § 1065(4)) with the 

designation "generic", in order "to reflect current usage of the term by the courts and in 

general language."  S. Rep. No. 515, 100th Cong., 2d Sess. 34, reprinted in 1988 

U.S.C.C.A.N. 5577, 5597.  See Park 'n Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 

189, 193-94, 83 L. Ed. 2d 582, 105 S. Ct. 658 (1985) ("Marks that constitute a common 

descriptive name are referred to as generic").  In view of the amendment of §§14 and 

15, a distinction between “generic” names and “apt or common descriptive” names no 

longer is made.  See also In re K-T Zoe Furniture Inc., 16 F.3d 390, 392-93 (Fed. Cir. 

1994). 

 With regard to the second part of the inquiry, evidence of the relevant public's 

understanding of a term may be obtained from any competent source including 

consumer surveys, dictionary definitions, newspapers and other publications. In re 

Northland Aluminum Products, Inc., 777 F.2d 1556 (Fed. Cir. 1985).  Websites of an 

applicant and of third parties are also proper sources of evidence as to the meaning of a 

mark and the manner in which it is used in relation to the goods/services. In re Reed 

Elsevier Properties Inc., 482 F.3d 1376 (Fed. Cir. 2007). 

 III. CREATIVE ACTION’S STANDING TO BRING THIS MOTION 

 Creative Action’s counterclaims involve the two registrations relied on by Hasbro 

in its Amended Notice.  Amended Notice, ¶ 3.4  Hasbro alleges that the identification of 

goods in Creative Action’s application should be restricted under 15 U.S.C. § 1068 to 

                                                 
4  Hasbro incorrectly states that the ‘970 registration was registered on January 1, 1966 
(the correct date is October 19, 2004) and that the goods are “card games” (the 
registration states that the goods are “card matching games”). 
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properly reflect the actual goods sold or intended to be sold by Creative Action and the 

particular channels of trade and class of consumer for such goods.  Id., ¶ 10.  Hasbro’s 

proposed identification of goods is stated to be “therapeutic activity kit intended for use 

by and direct sale to nursing homes . . ..”  Id.  Hasbro further alleges that the requested 

restriction and modification would avoid any likelihood of harm to Creative Action by 

avoiding any likelihood of confusion with Hasbro’s MEMORY mark.  Id., ¶ 12.  Yet 

additionally, Hasbro alleges that Creative Action’s application is void and should be 

refused registration because Creative Action allegedly lacked the requisite bona fide 

intent to use the mark in commerce on or in connection with the goods listed in the 

application as of the filing date of the application.  Id., ¶ 14, 15. 

 If Hasbro is granted the relief sought in the Amended Notice, Creative Action will 

be damaged by virtue of the rejection and/or modification of its application based on the 

Hasbro registrations in issue.  Such rejection and/or modification is sufficient to create 

standing in Creative Action to seek the cancellation of the Hasbro registrations pursuant 

to 15 U.S.C. § 1064.  Creative Action has a “real interest in the proceeding” even if its 

allegation of damage ultimately is refuted.  See Yoder Bros., Inc. v. California-Florida 

Plant Corp., 193 U.S.P.Q. 264 (5th Cir. 1976); Federated Foods, Inc. v. Fort Howard 

Paper Co., 192 U.S.P.Q. 24, (CCPA 1976).   

 Regardless of whether or not the Amended Notice were to be dismissed for lack 

of likelihood of confusion between the parties’ respective marks and goods, Creative 

Action’s standing to cancel the pleaded registrations is inherent in its position as 

defendant in the original opposition proceeding.  Ohio State Univ. v. Ohio Univ., 51 

U.S.P.Q.2d 1289, 1293 (TTAB 1999); Ceccato v. Manifattura Lane Gaetano Marzotto & 
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Figli S.p.A., 32 U.S.P.Q.2d 1192, 1195 n.7 (TTAB 1994); Syntex (U.S.A.) Inc. v. E. R. 

Squibb & Sons Inc., 14 U.S.P.Q.2d 1879, 1881 (TTAB 1990); Bankamerica Corp. v. 

Invest America, 5 USPQ2d 1076, 1078 (TTAB 1987); General Mills, Inc. v. Nature's 

Way Products, 202 U.S.P.Q. 840, 841 (TTAB 1979)(counterclaimant's position as 

defendant in the opposition gives it a personal stake in the controversy); and TBMP § 

309.03(b) (2d ed. 2004). 

 Based on the foregoing, there is no genuine issue of material fact in dispute 

concerning Creative Action’s standing to pursue the counterclaims asserted herein. 

 IV. HASBRO HAS ADMITTED THAT THE WORD “MEMORY” IS   
  GENERIC FOR A CARD MATCHING GAME 
   
 Creative Action served its first requests for admission to Hasbro on December 3, 

2009 (“Requests”).  Service was made electronically and by first class mail.  A true and 

correct copy of the Requests is attached hereto as Exhibit 1.   

 The Requests (Exhibit 1) refer to Exhibits A-N, which were attached to the 

service copy of the Requests.  Attached hereto are Exhibits 1-A through 1-N, which 

correspond with Exhibits A through N that were attached to the service copy of the 

Requests.  Attached hereto as Exhibit 2 is the Declaration of Wayne D. Porter, Jr., 

Creative Action’s attorney, that attests to the foregoing facts.   

 The Requests specified a 30-day response.  Although the instant proceedings 

were suspended on January 4, 2010, they resumed on May 13, 2010 by Board order.  

Even allowing for an enlarged response time because service was made by first class 

mail, the date for service of a response to the Requests was May 17, 2010.  Pursuant to 

Civil Rule 36(a)(3), the Requests have been admitted since Hasbro did not timely “serve 
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on the requesting party a written answer or objection addressed to the matter and 

signed by the party or its attorney.”5 

 Hasbro has admitted that the term “memory” is the common descriptive name for 

a card-matching game.  See Request No. 33.  Hasbro therefore has admitted that the 

term “memory” is a common descriptive name, i.e., generic, for a card-matching game.  

See Park 'n Fly, supra, 469 U.S. at 193-94.  Because the term “memory” has been 

admitted to be generic for a card-matching game, there are no genuine issues of 

material fact remaining on that issue.   

 Registration No. 2,894,970 is for MEMORY for “card matching games,” and 

Registration No. 834,282 is for MEMORY in stylized format for “equipment comprising 

cards with many matching pairs of designs for playing a matching card game.”  

Therefore, both registrations are for a word (“memory”) that is generic when used in 

conjunction with card-matching games.  Creative Action is entitled to summary 

judgment on its counterclaims. 

 V. OTHER EVIDENCE ESTABLISHES THAT THERE IS NO    
  GENUINE ISSUE AS TO ANY MATERIAL FACT CONCERNING   
  WHETHER THE WORD “MEMORY” IS GENERIC FOR CARD-  
  MATCHING GAMES 
 
 In addition to Hasbro’s admission in Request No. 33, other evidence exists that 

establishes that there is no genuine issue as to any material fact concerning whether 

the word “memory” is generic for card-matching games. 

                                                 
5  It will be difficult for Hasbro to argue that it did not receive the Requests since they 
were served both by first class mail and e-mail.  It also will be difficult for Hasbro to 
argue that it did not have enough time to respond to the Requests since the suspension 
of the proceedings from January 4, 2010 through May 13, 2010 gave Hasbro more than 
five months to formulate responses to the Requests. 
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  A. The Genus of Goods at Issue is Card-Matching Games   
 
 The first step in a genericness analysis is to determine the genus (category or 

class) of goods or services at issue.  Marvin Ginn Corp., 782 F.2d at 989-90.   

 The ‘970 registration is for “card matching games,” while the ‘282 registration is 

for “equipment comprising cards with many matching pairs of designs for playing a 

matching card game.”6  (emphasis added).   

 Attached hereto as Exhibit 3 is a copy of Creative Action’s document production 

request no. 9 that was served on Hasbro on March 10, 2006.  In response, on July 24, 

2006 Hasbro produced Milton-Bradley product catalogs for 1980-97 (Milton-Bradley was 

Hasbro’s predecessor, see Ex. 1-A at p. 2)(Ex. 4) and Hasbro product catalogs for 

1999-2005 (Ex. 5).  Exhibit 4 refers to MEMORY as “the classic card matching game of 

visual recall.” (page HM00032).  Exhibit 5 refers to Memory Game Dora the Explorer 

Edition as “the classic memory game . . . make the most matching pairs, and you win 

the game!” (page HM00111).  Attached hereto as Exhibit 6 are representative pages 

from Hasbro’s current website that show The Disney Edition Memory Game with 

instructions that show the game has an object “[t]o find the most pairs of matching 

Disney Character cards.7   

 Based on Hasbro’s registrations and commercial usage, there is no genuine 

issue of material fact in dispute that the genus of goods is card-matching games. 

                                                 
6   The phrases “card matching games,” “matching card game,” and “card-matching 
games” are synonymous.   
7  These instructions can be found on the internet at 
www.hasbro.com/common/instruct/Memory_-_Disney_Edition.pdf. 
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  B. The Word “Memory” is Understood by the Relevant    
   Public Primarily to Refer to Card-Matching Games 
 
 On May 26, 2006, Hasbro sued MGA Entertainment, Inc. in federal district court 

in Rhode Island for trademark infringement concerning MGA’s use of the mark “3-D 

MEMORY MATCH-UP” on its version of a matching game involving three-dimensional 

“Spider-Man & Friends” characters. See attached docket report, Exhibit 7, docket entry 

1. In response to Hasbro’s motion for a preliminary injunction, MGA asserted various 

defenses, including the allegation that the mark MEMORY had become the generic 

description for a matching card game. The parties conducted extensive discovery and 

motion practice throughout the remainder of 2006 and participated in an evidentiary 

hearing in late 2006 that lasted seven days. Id.  

 On July 31, 2007, Judge Smith denied Hasbro’s motion for a preliminary 

injunction. Hasbro, Inc. v. MGA Entertainment, Inc., 497 F.Supp.2d 337 (D.R.I. 2007). In 

his Memorandum and Decision, a copy of which is appended hereto as Exhibit 1-A,8 

Judge Smith stated as follows: 

“MGA submitted compelling evidence that the term 
“Memory” has been used to describe a generic card game 
since before Hasbro obtained its first trademark in 1967.” 

Id., at 13. 

 
“In sum, at this juncture, MGA has carried its burden 

of proving by a preponderance of the evidence that the 
term “Memory” is and has been a generic term not entitled 
to trademark protection.” 

Id., at 19. 

                                                 
8  Hasbro has admitted that the evidence relied on by Judge Smith in Ex. 1-A is 
genuine.  Ex. 1, Request No. 2.  Hasbro also has admitted that Exhibits 1-A through 1-N 
are true and correct copies of what they purport to be.  Ex. 1, Requests No. 1, 3-14 and 
24.   
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 After the ruling on the preliminary injunction motion, the parties eventually 

settled the suit in September, 2008. On September 30, 2008, Hasbro filed an agreed 

motion to seal certain docket entries. See Ex. 7, Dkt. Entry 142. Final judgment was 

entered in early October, 2008. Id., Dkt. Entry 143. A copy of the final judgment entry 

between Hasbro and MGA is attached hereto as Exhibit 8. As can be seen in paragraph 

10 of the final judgment, over 60 docket entries were sealed. In fact, most of, these 

docket entries were purged from the courts’ docket records. See Ex. 7. One of the 

docket entries that was sealed and purged included no. 133, which was Judge Smith’s 

Memorandum and Decision. See Exs. 7 and 1-A (header). 

 At the time the Hasbro suit was in progress, MGA was involved in a suit with 

Mattel, Inc. concerning MGA’s line of BRATZ dolls. In August, 2008, Mattel was 

awarded a $100 million judgment against MGA and, thereafter, a receiver was 

appointed temporarily for its BRATZ product line.  See Exhibit 9, attached, a copy of a 

web page discussing this matter. 

 From Hasbro’s point of view, it is hard to imagine a more unfavorable result in 

the MGA suit than a preliminary finding by a district court that the mark MEMORY is 

generic for card-matching games.  Despite having a presumptively winning position in 

the Hasbro lawsuit, MGA was under intense financial pressure from Mattel in the 

BRATZ dolls case and could not carry on the fight with Hasbro. This worked to Hasbro’s 

enormous benefit because it could dictate the terms of the settlement, which included 

an agreed motion to seal significant portions of the record.  Clearly, Hasbro was 

concerned that third parties such as Creative Action might try to use the results of the 

Hasbro v. MGA case to argue that Hasbro had no enforceable rights in the mark 
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MEMORY. Accordingly, Hasbro not only had all evidence that supported Judge Smith’s 

Memorandum and Order sealed, it even had the Memorandum and Order itself sealed. 

Fortunately for the public, the Memorandum and Order already had been published. 

 The Decision is significant for several reasons.  Although not binding precedent 

on the Board, the Decision is strong evidence of how a court having jurisdiction over the 

registrations in question would rule on the issue of genericness.  As the Board can see, 

the Decision relies heavily on dictionary definitions and books about card games for 

what the relevant public understands the word “memory” to mean.  Courts (and the 

Patent and Trademark Office) consistently rely on dictionaries and other publications for 

the best evidence of whether marks are generic.  See, for example, In re Northland 

Aluminum Products, supra.  Further, it is well established that the Board may properly 

take judicial notice of dictionary definitions. See, for example, University of Notre Dame 

du Lac v. J. C. Gourmet Food Imports Co., Inc., 213 U.S.P.Q. 594, 596 (TTAB 1982), 

aff'd, 703 F.2d 1372, 217 U.S.P.Q. 505 (Fed. Cir. 1983). 

 Referring to pages 13-16 of the Decision, the Court cites a number of dictionaries 

and card game books, all of which define memory (or concentration) in substantially the 

same way, namely, a card-matching game in which multiple cards are placed face-down 

and the players attempt to turn up matching cards by remembering the location of the 

matching cards.   

 For example, the Court notes the following: 

 “For instance, “The Game Book,” published in 1946 identifies 

“Memory” as a card game where: 

 The first player turns up any card.  He then turns up another card 
attempting to find a duplicate of the first card turned up . . ..  If a card he 
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turns up is a duplicate of the card some other player had turned up and 
then turned face down, he tries to remember its location and turn it up.” 
 

Decision, Ex. 1-A, at 13. 

 In addition, Exhibits 1-D and 1-F contain substantially similar definitions.  For 

example, Ex. 1-D states that: 

“CONCENTRATION  This is a game for two players.  (It is often called 
Memory, or Pelmanism.)  . . . The first player, chosen by lot, turns any two 
cards face up.  Having turned them up, he removes his hand so that all 
may see them.  . . . The whole game consists in remembering the position 
of cards previously exposed, so as to capture a pair whenever the second 
card of a rank is exposed. . . . An important rule is that cards must not be 
moved away from their places on the table, in the course of turning them 
up and down.  To shuffle them about interferes with the visual memory of 
their respective positions.” 

 
Ex. 1-D, Goren’s Hoyle Encyclopedia of Games, at 492-93  
 (Chancellor Hall, Ltd., Copyright  1961, 1950). 

 Yet additionally, there are definitions for memory (or concentration) on various 

internet web sites.  See Exhibits 1-G and 1-I.  For example, Ex. 1-G states that: 

“Concentration, also known as Memory, Pelmanism, Shinkei-suijaku, 
Pexeso or simply Pairs, is a card game in which all of the cards are laid 
face down on a surface and two cards are flipped face up over each turn.  
The object of the game is to turn over pairs of matching cards.  
Concentration can be played with any number of players or as solitaire 
and is an especially good game for young children, though adults may find 
it challenging and stimulating as well.  The scheme is often used in quiz 
shows and can be employed as an educational game.” 
 

Ex. 1-G, http://en.wikipedia.org/wiki/Concentration_(game). 

 Hasbro has admitted that that the terms concentration and memory are 

synonymous for a card-matching game.  See Ex. 1, Request No. 18, which is  
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reproduced here: 

“The 1963 ‘Webster’s Third’ dictionary provides the following  
 
definition for the word ‘concentration’: 
 
 “con-cen-tra-tion . . . 5:  a card game for two or more players in 
which a pack of cards is laid out card by card face down and at random, 
the skill of the game consisting of remembering the position of such cards 
as are briefly turned up in play – called also memory.” (emphasis in 
original). 
 

 The lower case definition and use of the word memory in numerous dictionaries, 

publications related to card games, and internet web sites leaves no doubt that the word 

memory means card-matching games to the relevant public. 

 The Decision also points to substantial evidence of competitors’ significant use of 

the word memory to describe some aspect of card-matching games.  See Ex. 1-A at p. 

16-18 and Exhibits 1-H, 1-J, 1-K and 1-L.  Some of these games are internet card-

matching games.  Id. at 17.  See also, Ex. 10, the first 10 pages of results of a Google 

search for “memory card matching game” conducted on May 27, 2010.9  The full results 

include 38 pages of such entries.  Ex. 10 shows the current existence of numerous 

internet and non-internet card-matching games that employ the word memory as a 

description of the product.   

 Hasbro itself admits that competitors sell a game that uses the term “memory” in 

its title or on its packaging in reference to a card-matching game, and that such game is 

sold in the same stores where a Hasbro game having the  

word “memory” in its title is sold.  Ex. 1, Requests No. 25-31.  As noted by the Court:  

“the sheer volume of the competitors’ use of the term “Memory’ to describe a memory 
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game is highly persuasive to a determination that the term refers not to Hasbro’s 

specific game but to a class of products all revolving around a basic, i.e., generic card-

matching game.”  Decision, Ex. 1-A, at 18. 

 The Decision further notes that Hasbro itself has used the word memory in a 

generic manner.  Id., at 16 and Exhibit 1-N.  Hasbro has admitted that Milton-Bradley 

Company sells a game named “Shenanigans” and first did so in 1964, that an aspect of 

the game Shenanigans is called a “memory game,” and that that aspect of the game 

Shenanigans refers to a card-matching game.  Ex. 1, Requests No. 20-23.  Hasbro 

further has admitted that in its website it has referred to handheld games which require 

card-matching skills as “memory games,” but such handheld games are unrelated to 

card-matching games sold by Hasbro having the word “memory” in their titles.  Id., 

Requests No. 15-16.    

 Hasbro also has produced during the course of this proceeding Milton-Bradley 

and Hasbro product catalogs that make numerous references to the MEMORY product 

in a generic sense as a memory game.  See, for example, Exhibits 4 and 5 at pages 

HN00016 (“An advanced memory game to complement our ever-popular Memory 

series!”), HM00026 (“Original Memory”), HM00027 (“An advanced memory game.”), 

HM00030 (“Memory games build visual recall, as well as object, color and shape 

recognition.” and “The advanced memory game that tells a story.”), HM00051 (“Travel 

Memory”), HM00053 and HM00060 (“The spin and win memory game for beginners!”), 

HM00084 (“classic game of MEMORY appeals to today’s kids”), HM00091 (Memory 

                                                                                                                                                             
9  Hasbro has admitted that the term “memory” is used in conjunction with internet card-
matching games.  Ex. 1, Request No. 32. 
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game package stating “Your First Memory!”), HM00111 (“It’s the classic memory game 

featuring Dora The Explorer and her friends.”), and many other pages. 

 The evidence in the case proves beyond doubt that the word “memory” is 

understood by the relevant public primarily to refer to card-matching games.  Therefore, 

the word “memory” is generic for such games. 

 VI. CONCLUSION 

 In view of the foregoing, summary judgment should be granted in favor of 

Creative Action on its counterclaims.  The two Hasbro registrations in issue should be 

cancelled. 

Respectfully submitted, 
 
/Wayne D. Porter, Jr./                                              
Wayne D. Porter, Jr. 
Law Offices of Wayne D. Porter, Jr. 
1370 Ontario Street, Suite 600 
Cleveland, Ohio 44113 
Tel: (216) 373-5545 
Fax: (216) 373-9289 
E-Mail: porter@porterpatentlaw.com 

 

Attorney for Creative Action LLC 

Dated: May 27, 2010 
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 CERTIFICATE OF SERVICE 

 I hereby certify that on May 27, 2010 a true and correct copy of the foregoing 

CREATIVE ACTION LLC’S MOTION FOR SUMMARY JUDGMENT ON ITS 

COUNTERCLAIMS was served on counsel for Hasbro, Inc. electronically and by 

mailing a copy via first class mail, postage pre-paid, to: 

 

Kim J. Landsman, Esq. 
Patterson Belknap Webb & Tyler LLP 
1133 Avenue of the Americas 
New York, NY  10036-6710 

 
 

 
/Wayne D. Porter, Jr./_____ 
Wayne D. Porter, Jr. 
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