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AKIN GUMP TTAB
STRAUSS HAUER & FELDvLLP

Attorneys at Law

KIRT S. O’'NEILL
210.281.7106/fax: 210.224.2035
koneill@akingump.com

April 3, 2006

Box TTAB FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

Re:  House of Blues Brands Corp. v. Celebrites Publishing Corporation
Mark: IN ROCK WE TRUST
Serial No. 78/441,156
Attorney Docket No. 064163.0064

Dear Madam:
Enclosed please find the following for filing in the above-identified matter:

° First Amended Notice of Opposition (Original and two copies); and
° A return receipt acknowledgment postcard.

The Commissioner is hereby authorized to charge any deficiency or credit any
overpayment in the fees indicated above to Deposit Account No. 01-0477.

Respectfully submitted,

| Mt . Ohasll

Kirt S. O’Neill

Enclosures
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

House of Blues Brands Corp., Serial No. 78/441,156

Opposer,
Mark: IN ROCK WE TRUST
V.

Celebrites Publishing Corporation, Opposition No. 91165876
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Applicant.

FIRST AMENDED NOTICE OF OPPOSITION

HOUSE OF BLUES BRANDS CORP., a Delaware corporation having an office at 6255
Sunset Boulevard, 16th Floor, Hollywood, California 90028, believes that it will be damaged by
registration of the mark shown in application Serial No. 78/441,156 in International Class 14,
and hereby opposes same.

As grounds for opposition, it is alleged:

1. Applicant seeks registration on the Principal Register of the word mark, IN
ROCK WE TRUST, in International Class 14 for “jewelry, and belt buckles made of precious
metal.” Said efforts by Applicant are evidenced by the publication of said mark in the
Trademark Office Official Gazette on page TM 417 of the June 7, 2005 issue.

2. On information and belief, Applicant’s application for the mark IN ROCK WE
TRUST was filed based upon an intent to use the mark in connection with the aforementioned
goods.

3. Opposer, in conjunction with its parent company, HOB Entertainment, Inc., is a
nationally and internationally renowned provider of restaurant and nightclub services, branded

merchandise, and related services. Said goods and services are offered under the mark, IN




BLUES WE TRUST, in association with Opposer’s famous “House of Blues” themed
restaurants.

4. Opposer operates prominent restaurant/nightclub establishments using the mark,
HOUSE OF BLUES, in major U.S. cities, including Los Angeles, New Orleans, Chicago,
Orlando, Myrtle Beach, Las Vegas, Anaheim, Cleveland, and San Diego. Opposer has offered
its restaurant/nightclub services since at least as early as November 1992. Opposer has the
exclusive right to use IN BLUES WE TRUST as a service mark for bar and restaurant services,
in Class 42, as evidenced by Opposer’s U.S. Registration No. 2,050,935, now incontestable,
obtained on April 8, 1997, a true and correct copy of which is attached hereto as Exhibit “A”,
which is incorporated hereby by referenced for all purposes. In conjunction with the operation of
its world-famous HOUSE OF BLUES restaurant/nightclub establishments and the use of IN
BLUES WE TRUST in connection therewith, Opposer has also offered IN BLUES WE TRUST
branded merchandise, including clothing such as shirts, hats and jackets, since at least as early as
November 1, 1994. Opposer also has the exclusive right to use IN BLUES WE TRUST and
variants thereof as a trademark for clothing, namely, shirts, hats and jackets, as evidenced by
Opposer’s U.S. Registration No. 1,981,453, now incontestable, obtained on June 18, 1996, a true
and correct copy of which is attached hereto as Exhibit “B”. Opposer has also filed an
application for registration based upon an intent to use the IN BLUES WE TRUST mark in
connection with casino entertainment services as shown in U.S. Application Serial No.
78/584,785 filed on March 10, 2005.

5. As a result of Opposer’s efforts, Opposer has become widely known as a leading
provider of restaurant/nightclub services and related merchandise and services under the IN

BLUES WE TRUST mark.




6. Prior to any use by Applicant of the mark IN ROCK WE TRUST in connection
with the goods recited in application Serial No. 78/441,156, and prior to the filing of said
application by Applicant, Opposer adopted and began to use the IN BLUES WE TRUST family
of marks to identify and distinguish its restaurant/nightclub services and related merchandise and
services from those of others.

7. Opposer is the owner of the mark IN ROCK WE TRUST, and has the right to use
said mark for restaurant and nightclub services and related merchandise and services, including
clothing.

8. As a result of Opposer’s nationwide sales of its high-quality goods and services
under the IN BLUES WE TRUST mark, and Opposer’s nationwide advertising and promotion of
such goods and services in connection with the said mark, said mark has come to exclusively
identify Opposer as the source of such goods and services in the minds of the consuming public.
Opposer’s IN BLUES WE TRUST mark represents Opposer’s substantial goodwill which has
accrued to Opposer by virtue of its widespread and prominent use of said mark for its restaurant
and nightclub services and related merchandise and services, including clothing.

I.
COUNT ONE: LIKELIHOOD OF CONFUSION

9. The allegations of paragraph 2 — 8 above are realleged as if fully set forth herein.

10. Applicant’s proposed IN ROCK WE TRUST mark, when used as proposed in
connection with the goods recited in application Serial No. 78/441,156, is likely to cause
confusion, or to cause mistake, or to deceive, as to the source or origin of Applicant’s or
Opposer’s goods and servicesA, or is likely to cause consumers to believe that Opposer sponsors
or approves the goods of Applicant when it does not. The proposed use would thereby inflict

great injury and damage on Opposer, the reputation of Opposer, and the goodwill accruing to



Opposer through its extensive use of the IN BLUES WE TRUST mark in connection with its
restaurant and nightclub services and related merchandise and related services, including
clothing.

11. If the registration herein opposed is granted, Applicant would thereby obtain at
least a prima facie exclusive right to use the mark, IN ROCK WE TRUST, in connection with
the goods recited in application Serial No. 78/441,156, in class 14. Such registration would be a
source of great injury and damage to Opposer, the rightful owner of the IN BLUES WE TRUST
mark for the goods and services set forth hereinabove; and would impair Opposer’s continued
exclusive right to use said mark in connection with such goods and services.

IL.
COUNT TWO: TRADEMARK DILUTION

12.  The allegations of paragraph 2 — 11 above are realleged as if fully set forth herein.

13. Opposer has established a business reputation because of its uniformly high
quality extensive advertising and sales of its goods and services under the IN BLUES WE
TRUST mark. Opposer’s business reputation has created a distinctive quality in the IN BLUES
WE TRUST mark. As a result of the distinctiveness of the IN BLUES WE TRUST mark and its
extensive and widespread use and advertising in connection with Opposer’s high-quality goods
and services, the IN BLUES WE TRUST mark has become well known.

14. Opposer has been using and advertising its IN BLUES WE TRUST mark
extensively since long before June 24, 2004. As such, Opposer’s IN BLUES WE TRUST mark
became distinctive and famous prior to the filing date of the 78/441,156 application.

15. Applicant’s proposed IN ROCK WE TRUST mark, when used as proposed in
connection with clothing for men, women, and children, and advertising and promotional

materials associated therewith, is likely to dilute the distinctive quality of Opposer’s IN BLUES




WE TRUST mark. The proposed use would thereby inflict great injury and damage on Opposer,
the reputation of Opposer, and the goodwill accruing to Opposer through its extensive use of the
IN BLUES WE TRUST mark in connection with its quality restaurant and nightclub services,
and related merchandise and services, including clothing.

16.  If the registration herein opposed is granted, Applicant would thereby obtain at
least a prima facie exclusive right to use the mark, IN ROCK WE TRUST, in connection with
the goods recited in application Serial No. 78/441,156, in class 14. Such registration would be a
source of great injury and damage to Opposer, the rightful owner of the IN BLUES WE TRUST
mark for the goods and services set forth hereinabove; and would impair the fame and distinctive
quality of Opposer’s IN BLUES WE TRUST mark.

WHEREFORE, Opposer prays that the application Serial No. 78/441,156 be denied, and
that registration of the mark therein sought for the goods therein specified in Class 14 be denied
and refused.

The Commissioner is hereby authorized to withdraw the filing fee in the amount of $300
as required under 37 C.F.R. §2.6(a)(17) from Deposit Account No. 01-0477.

Respectfully submitted,
HQUSE OF BLUES BRANDS CORP.
Dated: W 3 Zo00¢ By: w&(t 5. Oholl
! ' Kirt S. O’Neill, Reg. No. 38,257
Marissa Lawson
Akin Gump Strauss Hauer & Feld LLP
P.O. Box 12870
San Antonio, Texas 78212
Phone: 210.281.7106

Fax: 210.224.2035
E-mail: koneill@akingump.com




Certificate of Mailing

| hereby certify that this correspondence is being deposited with the United States Postal
Service with sufficient postage as First Class mail in an enveiope addressed to: Box TTAB
FEE, Commissioner for Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451.

Name of Person Signing Certificate: Michele Patterson

Signature: Ml (C'\MIZ pMMOM
Date of Mailing: 4[5 DL

CERTIFICATE OF SERVICE

The undersigned certifies that a true copy of the foregoing First Amended Notice of
Opposition was served via first class mail to:

Robert Carson Godbey
Jess H. Griffiths
Chad M. lida
GODBEY GRIFFITHS REISS CHONG
Pauahi Tower, Suite 2300
1001 Bishop Street
Honolulu, HI 96813

on April 3, 2006

%t S. Ohatl

Kirt S. O’Neill



