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Dear Sir or Madame:

Enclosed for filing with the Trademark Trial and Appeal Board are the following
documents:

1. Applicant's Motion to Compel Answers to Interrogatories, with exhibits;

2. Applicant’s Motion to Test the Sufficiency of Response to Admission Request, with
exhibits; and

3. Certificate of Mailing for each Motion.

If a filing fee is required, please debit our Deposit Account No. 503165 accordingly. Should
you have any questions or concerns regarding this matter, please feel free to contact me.

Very truly yours,
HINSHAW & CULBERTSON LLP
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Kourtney A. Mulcahy
Direct 312-704-3336
kmulcahy@hinshawlaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE HEISMAN TROPHY TRUST,

Opposer, : Opposition No.: 91165596
Vs. : Serial No.: 76/545,073
HEISMAN WINNERS ASSOCIATION, LLC

Applicant.

MOTION FOR ORDER COMPELLING ANSWERS TO INTERROGATORIES
TO OPPOSER

NOW COMES Applicant, HEISMAN WINNERS ASSOCIATION, LLC, by and through
its attorneys, Alan R. Lipton and Kourtney A. Mulcahy of the law firm Hinshaw & Culbertson,
LLP, and for its Motion for an Order Compelling Answers to Interrogatories to Opposer, states
as follows:

L. On or about August 18, 2005, Applicant served its first set of
interrogatories on Opposer. A true and correct copy of which is attached hereto as
Exhibit A.

2. Applicant served one (1) interrogatory contemporaneously with its
seventy-four (74) requests for admissions. Said interrogatory requires a response only in
the event Opposer’s response to any request for admission is anything other than an
unqualified admission. For each response that is not an unqualified admission the
Opposer is required to state: (a) the number of that request for admission; (b) each and

every fact that supports the Opposer’s response; (c) the name and contact information for
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any person who has knowledge of those facts; and (d) any documents that supports the
response. See Exhibit A

3. On September 20, 2005, Opposer responded to Applicant’s interrogatories
by making a general objection on the ground of excessive numbering. Because of said
objection, Opposer did not respond to any interrogatory requests. A true and correct copy
1s attached hereto as Exhibit B.

4. Applicant disputes that the interrogatory numbering is excessive.

5. On or about October 10, 2005, Applicant made a good faith effort by
written correspondence to resolve this discovery dispute. See the October 10, 2005 letter
from Applicant’s counsel to Opposer’s counsel, attached hereto as Exhibit C.

6. In said letter, Applicant pointed out that interrogatory subparts are counted
as part of a single interrogatory if they are logically or factually subsumed within and
necessarily related to the primary issue addressed by the interrogatory. Thus, a single
interrogatory asking for related items of information on the same topic is counted as only
one interrogatory. Kendall v. Ges Exposition Services, Inc. 174 F.R.D. 684, 685-686 (D.
Nevadz). See also, Exhibit C.

7. In this instance, each interrogatory subpart is logically and factually
related to the factual basis, if any, for Opposer’s refusal to give an unqualified admission

in response to any of Applicant’s requests for admissions.

8. This one single interrogatory is well within the 75 interrogatory limit set
by the Board.
9. Even if Opposer contends that such an interrogatory is 74 separate

interrogatories, Applicant is still within the 75 interrogatory limit.
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10. Accordingly, Applicant demanded that Opposer provide appropriate
responses to Applicant’s interrogatories within 14 days of the date of said letter; i.e.
October 24, 2005.

11.  Opposer has neither complied with said demand nor contacted Applicant’s
counsel to further discuss this matter.

12. Opposer’s failure to comply with Applicant’s outstanding written

discovery has prejudiced its ability to fully investigate and prepare its defense.

WHEREFORE, Applicant, HEISMAN WINNERS ASSOCIATION, LLC prays that the

Board enter an order compelling Opposer to answer Applicant’s interrogatories, and order
order on the ground that said refusal was without substantial justification.

Respectfully Submitted

HEISMAN WINNERS ASSOCIATION, LLC

oo i /44@/

One of its Attorneys

By:

=<

Alan R. Lipton

Kourtney A. Mulcahy

HINSEAW & CULBERTSON, LLP
222 North LaSalle Street, Suite 300
Chicago, Illinois 60601
312-704-3000

Opposer to pay Applicant the sum of $412.50 as reasonable expenses incurred in obtaining such
|
|
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Date of Deposit: November ?)NL, 2005

I hereby certify that a true and correct copy of this Motion for an Order Compelling
Answers to Interrogatories to Opposer regarding Application for “HWA Plus Design” (Serial
No. 76545073) is being deposited with the United States Postal Services "Express Mail Post
Office to Address" service under 37 C.F.R. 1.10 on the date indicated above and is addressed to
the United States Patent and Trademark Office, Trademark Trial and Appeal Board, P.O. Box
1451, Alexandria, Virginia 22313-1451 and certify that this Motion for an Order Compelling
Answers to Interrogatories to Opposer was deposited with the United States Postal Services on
the date indicated above and is addressed to James M. Gibson, Fitzpatrick, Cella, Harper &

Scinto, New York, New York 10112-3800.
@ /Z i %

Kourtney A. Mulcahy

Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRTATL, AND APPEAL BOARD

.

-_—

THE HEISMAN TROPHY TRUST,

Opposer, Opposition No.: 91165596

vs. Serial No.: 76/545,073

HEISMAN WINNERS ASSOCIATION, LLC

Applicant.

APPLICANT'S FIRST SET OF INTERROGATORIES TO OPPOSER

NOW COMES the Applicant, HEISMAN WINNERS ASSOCIATION, LLC, by and
through its attorneys, Alan R. Lipton and Kourtney A. Mulcahy of the law firm of Hinshaw &

Cualbertson LLP, and propound the following interrogatories to the Opposer, THE HEISMAN
TROPHY TRUST, as follows:

1. If your response to any request for admission served contemporaneously with

these interrcgatories is anything other than an unqualified admission, then for each response that
is not an unqualified admission state: (a) the number of that request for admission; (b) each and
every fact upon which you base your response; () the names, addresses and telephone numbers
of each and every person who Has knowledge of those facts; and (d) identify with particularity
sufficient to support a request for production of documents, all documents and other tangible
things that support yoﬁr,_ response along with the name, address and telephone number of the

person who has possession, custody or control of each document or thing. -

ANSWER:

EXHIBIT




Respectfully submitted, |

HEISMAN WINNERS ASSOCIATION, LLC

M/W

AlanR. Lipthn

Kourtney A. Mulcahy

HINSHAW & CULBERTSON LLP
222 North LaSalle Street

Suite 300

Chicago, Illinois 60601

Attomneys for Applicant
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CERTEICATE OF MAILING
Date of Deposit: August 1 gq‘)v’ 2005

I hereby certify that these Interrogatories regarding Application for "HWA and Design”
(Serial No. 76545073) is being deposited with the United States Postal Services on the date
indicated above and is addressed to James M. Gibson, Fitzpatrick, Cella, Harper & Scinto, 30
Rockefeller Plaza, New York, New York 10112-3800

o //’W

Kourtney A. Mflcahy
Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
THE HEISMAN TROPHY TRUST,
Opposer,
v. : Opposition No.: 91165596
HEISMAN WINNERS ASSOCIATION,
LLC, : Serial No.: 76/545,073
Applicant. :
X

OPPOSER'S RESPONSE AND OBJECTION TO APPLICANT’S
FIRST SET OF INTERROGATORIES

Opposer, The Heisman Tfophy Trust (hereinafter “Opposer"), by its
undersigned attorneys, hereby responds and objects to Applicant’s First Set of
Interrogatories to Opposer, as follows:

INTERROGATORY 1.

If your response to any request for admission served contemporaneously
with these interrogatories is anything other than an unqualified admission, then for each
response that is not an unqualified admission state: (a) the number of that request for
admission; (b) each and every fact upon which you base your response; (¢) the names,
addresses and telephone numbers of each and every person who has knowledge of those
facts; and (d) identify with particularity sufficient to support a request for production of

documents, all documents and other tangible things that support your response along with

EXHIBIT

A
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the name, address and telephone number of the person who has possession, custody or
control of each document or thing.
GENERAL OBJECTION

Opposer objects to Applicant’s First Set of Interrogatories in its entirety.
Applicant’s Interrogatories exceed the total number allowed under Rule 33 of the Federal

Rules of Civil Practice and 37 C.F.R. §2.120(d)(1).

Dated: September 20, 2005 /Vn/a/h Q%

es M. Gibson
ZPATRICK, CELLA, HARPER
& SCINTO
30 Rockefeller Plaza
New York, New York 10112-3800
Telephone (212) 218-2100

Attorneys for Opposer
THE HEISMAN TROPHY TRUST




CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing OPPOSER'S
RESPONSE AND OBJECTION TO APPLICANT’S FIRST SET OF
INTERROGATORIES was served upon counsel for Applicant at the address set forth
below, on this 20th day of September 2005 by First Class mail, postage prepaid:

Alan R. Lipton, Esq.
Kourtney A. Mulcahy-
Hinshaw & Culbertson L.L.P.
222 North LaSalle Street
Suite 300

Chicago Illinois 60601

FITZPATRICK, CELLA, HARPER & SCINTO

ﬂ James M. Gibson

NY_MAIN 525417v1







- HINSHAW

& CULBERTSON LLP

October 10, 2005 ATTORNEYS AT LAW

Via Facsimile and U.S. Mail 222 North LaSalle Street
Mr. James M. Gibson Chicago, IL 60601-1081
Fitzpatrick, Cella, Harper & Scinto

30 Rockefeller Plaza 312-704-3000

New York, New York 10112-3800 312-704-3001 (fax)

. www.hinshawlaw.com
Re:  Notice of Opposition regarding HWA (Opposition No.
91165596) (Serial No. 76545073)

Dear Mr. Gibson:

We have received and reviewed your client’s September 20, 2005 Responses to
Applicant’s Interrogatories and Requests for Admissions. Unfortunately, certain responses fail
to adhere to the requirements of the Trademark Trial and Appeal Board (TTAB) and the Federal
Rules of Civil Procedure. Please consider this letter to constitute our attempt to confer in good
faith pursuant to Rule 37(a)(2)(A). See also, TBMP § 524.02.

Opposer’s Responses to Applicant’s Interrogatories are Inappropriate.

The TTAB adheres to the Code of Federal Regulations when determining the total
number of interrogatories to be served upon another party. For example, 37 CFR § 2.120(d)(1)
states “[t]he total number of written interrogatories which a party may serve upon another party
pursuant to Rule 33 of the Federal Rules of Civil Procedure, in a proceeding, shall not exceed
seventy-five, counting subparts . . .” Interrogatory subparts are to be counted as part of one
interrogatory if they are logically or factually subsumed within and necessarily related to the
primary question. Kendall v. Ges Exposition Services, Inc., 174 F.R.D. 684, 685-686 (D.
Nevada); Myers v. United States Paint Co., 116 FR.D. 165,166 (D.Mass. 1987) (holding that
subparts need not be counted as separate interrogatories if they are a “logical extension of the
basic interrogatory”). Thus, a single question asking for several bits of information relating to
the same topic counts as only one interrogatory. See Kendall, supra; Myers, supra.

In this case, Applicant served an interrogatory that asks Opposer to provide its basis for
any unqualified admission that was a response to any of Applicant’s request for admissions
(RFA). The interrogatory includes the identification of every fact, witness, and document
supporting any unqualified admission. In this instance, each interrogatory subpart is logically
and factually related to Opposer’s basis for any unqualified admission in response to Applicant’s
RFAs. Thus, this interrogatory is one single question that asks for several bits of information
related to the same topic. This one single question is well within the 75 interro gatory limit set by
the TTAB. Even if Opposer contends that such an interrogatory is 74 separate interrogatories,
Applicant is still with the 75 interrogatory limit. Accordingly, Opposer must provide its basis for
any unqualified admission in response to any of Applicant’s RFAs.

EXHIBIT
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Mr. James M. Gibson
October 10, 2005
Page 2

Additionally, FRCP 33(a) requires that each interrogatory be responded to “separately
and fully.” The response may be either an answer or objection. The answer to each
interrogatory must be complete in itself and “furnish all information that is available to the
party.” Thus, if the information is known to persons in the party’s employ, or over whom it has
control, the responding party is under a duty to obtain such information and provide it. See
Continental Ill. Nat’l Bank & Trust Co. of Chicago v. Caton, 136 FRD 682.

In this instance, Applicant’s interrogatory asks Opposer to provide its basis for any
unqualified admission that was a response to Applicant’s RFAs. Opposer denied RFA Nos 1-8,
10, 22-24, 31-34, 36, 38, 40, 42, 44, 46, 48, and 54-74. Thus, Opposer should have provided its
basis for said denial, including the identification of every fact, witness, and document supporting
each unqualified admission. Instead of responding to Applicant’s interrogatory request, Opposer
provided a general objection based on Applicant’s alleged use of excessive interrogatories. As
stated above, Applicant did not exceed the 75 interrogatory limit. Thus, Opposer’s responses to
Applicant’s interrogatory fails to adhere to the requirements of FRCP 33(a).

Opposer’s Responses to Applicant’s Request for Admissions are Inappropriate.

FRCP 36(a) requires that a response to a Request for Admission consist of either an
objection or an answer. An answer must be either an admission, a denial or a statement detailing
why the answering party is unable to admit or deny the matter. See FRCP 36(a); Asea, Inc. v.
Southern. Pac. Transp. Co., 669 F.2d 1242-1245-1246 (9™ Cir. 1981). Opposer’s responses to
Applicant’s RFAs 1-8 are evasive and inappropriate because it is not grounds for objection that
the request is “ambiguous™ unless so ambiguous that the responding party cannot, in good faith,
frame an intelligent reply. See Marchand v. Mercy Med. Ctr. 22 F.3d 933, 938 (9" Cir. 1994). If
an intelligent reply cannot be provided, then Opposer is required to “admit to the fullest extent
possible, and sxplain in detail why other portions of the request may not be admitted.” Id.

RFAs 1-8 specifically asks Opposer to either admit or deny that Applicant’s mark and
Opposer’s marks contain the letters “HWA” together. In order to minimize any ambiguity,
Applicant provided a visual representation of its mark and provided the exact wording of each of
Opposer’s marks. Thus, Opposer’s objections based on ambiguity are disingenuous. Opposer
must admit the portions of these requests that are truthful or provide a detailed explanation of
what portion of the request is ambiguous.

Opposar’s objections to RFAs 36, 38, 40, 42, 44, and 46 based on ambiguity is evasive
and inappropriate as well. Each of these RFAs asks Opposer to either admit or deny that
Opposer’s services, listed in connection with several of its registrations or applications for
registration, are not used in connection with sports memorabilia or clothing. In order to
minimize any ambiguity, Applicant provided the exact wording of goods/services listed on the
Patent and Trademark Office (PTO) database associated with the marks addressed in Applicant’s
RFAs.  For example, the PTO database lists the goods associated with Opposer’s marks
HEISMAN TROPHY AWARD (U.S. Registration No. 1397161); HEISMAN (U.S. Registration




Mr. James M. Gibson
October 10, 2005
Page 3

No. 1397160); and HEISMAN MEMORIAL TROPHY (U.S. Registration No. 0936853) as
“promoting interest, excellence, and sportsmanship in inter-collegiate football through the
medium of an annual award.” Clearly, this description of goods/services does not include sports

memorabilia or clothing. Opposer’s failure to admit the portions of the RFAs that are truthful
and provide an explanation of the portion that is ambiguous is in bad faith.

Opposer’s objections to RFAs 31-32 based on “lacks sufficient information” is
inappropriate. A party responding in this manner must state that it has made “reasonable inquiry
and that the information known or readily obtainable by the party is insufficient to enable the
party to admit or deny.” Asea, Inc, 669 F2d at 1245-46. Moreover, FRCP 36(a) requires the

responding perty to undertake a “good faith” investigation of sources reasonably available to it in
formulating its responses to RFAs.

RFAs 31 and 32 asks Opposer to either admit or deny that the goods listed in connection
with Applicant’s Application Serial No. 76545073 are “sports memorabilia, namely resin
figurines, bobble heads, and collectible football helmets” and “clothing, namely jerseys and
hats.” The description of Applicant’s goods used in connection with its mark can be found on its
application for registration. Applicant’s application for registration can easily be obtained by a
review of the PTO’s website at www.uspto.gov. The PTO website is a free website and is
available to Opposer. Any reasonable investigation in preparation for responding to Applicant’s
RFAs would have included a review of this website. Thus, Opposer’s objections are in bad faith.

Unless we receive appropriate responses within 14 days of the date of this letter, we will
have no alternative but to make the appropriate motion. We trust that will not be necessary.
Should you have any questions or concerns, please feel free to contact me.

Very truly yours,

HINSHAW & CULBERTSON LLP

; Ko@ey/%Mu cahy

Direct 312-704-3336
kmulcahy@hinshawlaw.com

KAM:kara

cc: Mark Panko
Alan Lipton
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE HEISMAN TROPHY TRUST,

Opposer, :  Opposition No.: 91165596
VS. : Serial No.: 76/545,073
HEISMAN WINNERS ASSOCIATION, LLC

Applicant.

MOTION TO TEST THE SUFFICIENCY OF RESPONSE TO ADMISSION REQUEST

NOW COMES Applicant, HEISMAN WINNERS ASSOCIATION, LLC, by and through
its attorneys, Alan R. Lipton and Kourtney A. Mulcahy of the law firm Hinshaw & Culbertson,
LLP, and for its Motion to Test the Sufficiency of Response to Admission Request, states as
follows:

1. On or about August 18, 2005, Applicant served its Requests to Admit

Facts on Opposer. A true and correct copy of which is attached hereto as Exhibit A.

2. On September 20, 2005, Opposer responded to Applicant’s RTAs.

However, certain responses consisted of inappropriate objections. A true and correct

copy of which is attached hereto as Exhibit B.

3. Applicant disputes the basis of Opposer’s objections to Applicant’s RTAs

1-8; 31-32; and 36, 38, 40, 42, 44, 46.

4. On October 10, 2005, Applicant made a good faith attempt by written

corresporidence to resolve this discovery dispute. See October 10, 2005 letter from
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Applicant’s counsel to counsel for Opposer, a true and correct copy of which is attached
hereto as Exhibit C.

S. Said letter pointed out that Opposer’s objections to RTA 1-8, 36, 38, 40,
42, 44, and 46 on grounds of ambiguity were inappropriate and evasive because an
objection on grounds of ambiguity requires that the responding party cannot, in good
faith, frame an intelligent reply. If an intelligent reply cannot be provided, then the
responding party is required to admit to the fullest extent possible, and explain in detail
why other portions of the request may not be admitted. See Exhibit C.

6. Opposer failed to respond to RTA 1-8, 36, 38, 40, 42, 44, and 46 in the
appropriate manner.

7. Said letter further pointed out that Opposer’s objections to RTA 31-32
based on “lacks sufficient information” were inappropriate. A party responding in this
marnner rnust state that it has made reasonable inquiry and that the information known or
readily obtainable by the party is insufficient to enable the party to admit or deny. See
Exhibit C.

8. Opposer failed to respond to RTA 31-32 in the appropriate manner.

9. Because Opposer’s objections were not well taken, Applicant demanded
that Opposer provide appropriate responses to the RTAs within 14 days of the date of
said letter. Thus, Opposer was to provide appropriate, amended, responses by October
24, 2005. See Exhibit C.

10. Opposer has neither complied with said demand nor contacted Applicant’s

counsel to discuss this matter further.
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11. Opposer’s failure to comply with Applicant’s outstanding written

discovery has prejudiced its ability to fully investigate and prepare its defense.

WHEREFORE, Applicant, HEISMAN WINNERS ASSOCIATION, LLC prays that the
Board enter an order compelling Opposer to provide sufficient responses to Applicant’s Requests
to Admit, and order Opposer to pay Applicant the sum of $412.50 as reasonable expenses
incurred in obtaining such order on the ground that said refusal was without substantial

justification.

Respectfully Submitted

HEISMAN WINNERS ASSOCIATION, LLC

feutoo, ] /M/

'One of its Attorneys

By:

<

Alan R. Lipton

Kourtney A. Mulcahy

HINSHAW & CULBERTSON, LLP
222 North LaSalle Street, Suite 300
Chicago, Illinois 60601
312-704-3000
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A
Date of Deposit: November ¥ , 2005

I hereby certify that a true and correct copy of this Motion to Test the Sufficiency of
Response to Admission Request regarding Application for “HWA Plus Design” (Serial No.
76545073) is being deposited with the United States Postal Services "Express Mail Post Office
to Address" service under 37 C.F.R. 1.10 on the date indicated above and is addressed to the
United States Patent and Trademark Office, Trademark Trial and Appeal Board, P.O. Box 1451,
Alexandria, Virginia 22313-1451 and certify that this Motion to Test the Sufficiency of
Response to Admission Request was deposited with the United States Postal Services on the date
indicated above and is addressed to James M. Gibson, Fitzpatrick, Cella, Harper & Scinto, New

York, New York 10112-3800.
Yo A 1t
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE HEISMAN TROPHY TRUST,

Opposer, : Opposition No.: 91165596
vs. . Serial No.: 76/545,073
HEISMAN WINNERS ASSOCIATION, LLC

Applicant.

APPLICANT'S REQUEST TO ADMIT FACTS DIRECTED TO OPPOSER

Applicant, HEISMAN WINNERS ASSOCIATION, LLC, pursuant to Fed. R. Civ. P. 36,
hereby request the Opposer, The Heisman Trophy Trust to admit or deny the following facts
within twenty eight (28) days of service of this request on Opposer's counsel:

1. Applicant’s mark

L\ A ) ‘ contains the letters “HWA”

2. Opposer’s U.S. Registration No. 0936852 for

L

together.

THE HEISMAN MEMORIAL TROPHY AND

DESIGN does not contain the letters “HWA” together.

EXHIBIT




3. Opposer’s U.S. Registration No. 1397161 for HEISMAN TROPHY AWARD

does not contain the letters “HWA” together.

4. Opposer’s U.S. Registration No. 1397160 for HEISMAN does not contain the
letters “HWA” together.

5. Opposer’s U.S. Registration No. 0936853 for HEISMAN MEMORIAL TROPHY
does not contain the letters “HWA” together.

6. Opposer’s U.S. Application Serial No. 75835860 for HEISMAN TROPHY does
not contain the letters “HWA” together.

7. Opposer’s U.S. Application Serial No. 75835852 for HEISMAN STORE does not
contain the letters “HWA” together.

8. Opposer’s U.S. Application Serial No. 75835844 for HEISMAN HEROES does
not contain the letters “HWA” together.

9. Applicant’s mark

- L\_U : ‘
does not contain the words

“Heisman,” “Memorial” or “Trophy.”

10.  Opposer’s U.S. Registration No. 0936852 for

THE HEISMAN MEMORIAL TROPHY AND

DESIGN contains the words “Heisman,” “Memorial” and “Trophy.”
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11.  Applicant’s mark

HATA ;

“Heisman,” “Troohy” or “Award.”

does not contain the words

12. Opposer’s U.S. Registration No. 1397161 for HEISMAN TROPHY AWARD

contains the worcs “Heisman,” “Trophy” and “Award.”
13.  Applicant’s mark

[‘\ A ) ‘ does not contain the word

14.  Opposer’s U.S. Registration No. 0936853 for HEISMAN MEMORIAL TROPHY

“Heisman.”

contains the words “Heisman,” “Memorial” and “Trophy.”

15.  Applicant’s mark

, does not contain the words

“Heisman” or “Trophy.”

16.  Opposer’s U.S. Application Serial No. 75835860 for HEISMAN TROPHY

contains the words “Heisman” and “Trophy.”
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17.  Applicant’s mark

'AA;

“Heisman” or “Store.”

does not contain the words

18.  Opposer’s U.S. Application Serial No. 75835852 for HEISMAN STORE contains

the words “Heisraan” and “Store.”

19.  Applicant’s mark

’ does not contain the words

“Heisman” or “Heroes.”

20.  Opposer’s U.S. Application Serial No. 75835844 for HEISMAN HEROES

contains the words “Heisman” and “Heroes.”

21.  Applicant’s mark

\ A ) contains a depiction of a football player

that appears to be running and holding a football to his body using his right hand and arm.

5960051v1 811744




22. Opposer’s U.S. Registration No. 0936852 for

THE HEISMAN MEMORIAL TROPHY AND
DESIGN contains a depiction of a football player that appears to be on top of a solid base and
holding a footbal! to his body using his left hand and arm.

23.  Applicant’s mark

A

that does not have an outstretched arm.

 §

contains a depiction of a football player

24, Opposer’s U.S. Registration No. 0936852 for

THE HEISMAN MEMORIAL TROPHY AND

DESIGN contains a depiction of a football player whose right arm is outstretched in a straigh-

arm position.
25. Opposer’s U.S. Registration No. 1397161 for HEISMAN TROPHY AWARD
does not contain a depiction of a football player.

26. Opposer’s U.S. Registration No. 1397160 for HEISMAN does not contain a

depiction of a football player.
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27. Opposer’s U.S. Registration No. 0936853 for HEISMAN MEMORIAL TROPHY

does not contain a depiction of a football player.

28. Opposer’s U.S. Application Serial No. 75835860 for HEISMAN TROPHY does

not contain a depiction of a football player.

29.  Opposer’s U.S. Application Serial No. 75835852 for HEISMAN STORE does not

contain a depiction of a football player.

30.  Opposer’s U.S. Application Serial No. 75835844 for HEISMAN HEROES does

not contain a depiction of a football player.

31.  The goods listed in connection with Applicant’s Application Serial No. 76545073

[‘\ A ’ ‘ 1s “sports memorabilia, namely

resin figurines, bobble heads, and collectible football helmets.”

for the mark

32.  The goods listed in connection with Applicant’s Application Serial No. 76545073

) is “clothing, namely jerseys and

for the mark

hats.”
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33, The services listed in connection with Opposer’s U.S. Registration No. 0936852

for the mark THE HEISMAN MEMORIAL TROPHY AND

DESIGN is “promoting interest, excellence and sportsmanship in intercollegiate football through

the medium of an annual award.”

34.  The services listed in connection with Opposer’s U.S. Registration No. 0936852

for the mark THE HEISMAN MEMORIAL TROPHY AND

DESIGN is not for sports memorabilia or clothing.

35.  The services listed in connection with Opposer’s U.S. Registration No. 1397161
for the mark HEISMAN TROPHY AWARD is “promoting interest, excellence and
sportsmanship in intercollegiate football through the medium of an annual award.”

36.  The services listed in connection with Opposer’s U.S. Registration No. 1397161
for the mark HEISMAN TROPHY AWARD is not for sports memorabilia or clothing.

37.  The services listed in connection with Opposer’s U.S. Registration No. 1397160
for the mark HEISMAN is “promoting interest, excellence and sportsmanship in intercollegiate

football through the medium of an annual award.”

38.  The services listed in connection with Opposer’s U.S. Registration No. 1397160

is not for sports memorabilia or clothing.
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39. The services listed in connection with Opposer’s U.S. Registration No. 0936853
for the mark HEISMAN MEMORIAL TROPHY is “promoting interest, excellence and
sportsmanship in intercollegiate football through the medium of an annual award.”

40.  The services listed in connection with Opposer’s U.S. Registration No. 0936853
for the mark HEISMAN MEMORIAL TROPHY is not for sports memorabila or clothing.

41.  The services listed in connection with Opposer’s Application Serial No.
75835860 for the mark HEISMAN TROPHY is “promoting interest, excellence and
sportsmanship in. intercollegiate football through the medium of an annual award” and “clothing,
namely, t-shirts, polo shirts, jackets, sweatshirts, sweat pants, shorts, hats, and wind resistent
jackets.”

42. The services listed in connection with Opposer’s Application Serial No.
75835860 for the mark HEISMAN TROPHY is not for sports memorabilia.

43.  The services listed in connection with Opposer’s Application Serial No.
75835852 for the mark HEISMAN STORE is “clothing, namely, t-shirts, polo shirts, jackets,
sweatshirts, sweat pants, shorts, hats, and wind resistent jackets.”

44.  The services listed in connection with Opposer’s Application Serial No.
75835852 for the mark HEISMAN STORE is not for sports memorabilia.

45. The services listed in connection with Opposer’s Application Serial No.
75835844 for the mark HEISMAN HEROES is “clothing, namely, t-shirts, polo shirts, jackets,
sweatshirts, sweat pants, shorts, hats, and wind resistent jackets.”

46. The services listed in connection with Opposer’s Application Serial No.

75835844 for the mark HEISMAN HEROES is not for sports memorabilia.
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47.  Applicant’s mark

9
1 A | )

consisting of three (3) letters.

contains an  abbreviation

48.  Opposer’s  U.S. Registration ~ No. 0936852 for the  mark

THE HEISMAN MEMORIAL TROPHY AND

DESIGN contains four (4) words and no abreviation.

49. Opposer’s U.S. Registration No. 1397161 for the mark HEISMAN TROPHY

AWARD contains three (3) words and no abbreviation.

50.  Opposer’s U.S. Registration No. 1397160 for the mark HEISMAN contains one

(1) word and no abbreviation.

51.  Opposer’s U.S. Registration No. 0936853 for the mark HEISMAN MEMORIAL

TROPHY contains three (3) words and no abreviation.

52. Opposer’s Application Serial No. 75835860 for the mark HEISMAN TROPHY

contains two (2) words and no abbreviation.

53. Opposer’s Application Serial No. 75835844 for the mark HEISMAN HEROES

contains two (2) words and no abbreviation.
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54.  Applicant’s mark

Registratior: No. 0936852 for the mark THE HEISMAN
MEMORIAL TROPHY AND DESIGN.

55.  Applicant’s mark

|

Registration No. 0936852 for the mark THE HEISMAN

MEMORIAL TROPHY AND DESIGN.

56. Applicant’s mark

M is different in commercial impression

from Opposer’s U.S. Registration No. 0936852 for the mark

10
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THE HEISMAN MEMORIAL TROPHY AND

DESIGN.

57.  Applicant’s mark

) - is different in sight from

Opposer’s U.S. Registration No. 1397161 for the mark HEISMAN TROPHY AWARD.

58.  Applicant’s mark

" E\J\_/ A ‘
' is different in sound from

Opposer’s U.S. Registration No. 1397161 for the mark HEISMAN TROPHY AWARD.
59.  Applicant’s mark

[l\ A ) ‘ 1s different in commercial

impression from Opposer’s U.S. Registration No. 1397161 for the mark HEISMAN TROPHY

AWARD.

11
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60.  Applicant’s mark

‘ ' ) is different in sight from

Opposer’s U.S. Registration No. 1397160 for the mark HEISMAN.

61.  Applicant’s mark

: . ’ L ) 1s _ differelj.t in soungi from

Opposer’s U.S. Registration No. 1397160 for the mark HEISMAN.

62.  Applicant’s mark

'" [\m y7
v J ) | is different in commercial

impression from Opposer’s U.S. Registration No. 1397160 for the mark HEISMAN.

63.  Applicant’s mark

» ) ‘ is different in sight from

Opposer’s U.S. Registration No. 0936853 for the mark HEISMAN MEMORIAL TROPHY.

12
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64.  Applicant’s mark

A

Opposer’s U.S. Registration No. 0936853 for the mark HEISMAN MEMORIAL TROPHY.

1s different in sound from

65.  Applicant’s mark

AR £

is different in commercial
impression from Opposer’s U.S. Registration No. 0936853 for the mark HEISMAN

MEMORIAL TROPHY.

66.  Applicant’s mark

ATA /

Opposer’s U.S. Application Serial No. 75835860 for the mark HEISMAN TROPHY.

—

is different in sight from

67. Applicant’s mark

l._'\ A M is different in sound from

Opposer’s U.S. Application Serial No. 75835860 for the mark HEISMAN TROPHY.

13
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68.  Applicant’s mark

L\ /\_‘/ ) ‘ is different in commercial

impression from Opposer’s U.S. Application Serial No. 75835860 for the mark HEISMAN

i

TROPHY.

69.  Applicant’s mark

‘ 1s different in sight from

Opposer’s U.S. Application Serial No. 75835852 for the mark HEISMAN STORE.

70.  Applicant’s mark

) is different in sound from

Opposer’s U.S. Application Serial No. 75835852 for the mark HEISMAN STORE.
71.  Applicant’s mark

E\ A_f ) | ‘ is different in commercial

impression from Opposer’s U.S. Application Serial No. 75835852 for the mark HEISMAN

. |

STORE.

14
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72.  Applicant’s mark

’ | is different in sight from

Opposer’s U.S. Application Serial No. 75835844 for the mark HEISMAN HEROES.

73.  Applicant’s mark
‘
) is different in sound from

) |

0

Opposer’s U.S. Application Serial No. 75835844 for the mark HEISMAN HEROES.

74. Applicant’s mark

L\ A ‘ !)%‘ is different in commercial

impression from Opposer’s U.S. Application Serial No. 75835844 for the mark HEISMAN

I |

HEROES.

Respectfully submitted,

HEISMAN WINNERS ASSOCIATION, LLC

By:

Alan R. Lipton

Kourtney A. Mulcahy

HINSHAW & CULBERTSON LLP
222 North LaSalle Street, Suite 300
Chicago, Hllinois 60601

Attorneys for Applicant

15
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CERTIFICATE OF MAILING
Date of Deposit: August _/ g , 2005

I hereby certify that this Request to Admit Facts regarding Application for "HWA and
Design" (Serial No. 76545073) is being deposited with the United States Postal Services on the
date indicated above and is addressed to James M. Gibson, Fitzpatrick, Cella, Harper & Scinto,
New York, New York 10112-3800.

ourtney A. Mulcahy
Attorney for Applicant

16
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03057.001200

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
THE HEISMAN TROPHY TRUST,
Opposer,
V. : Opposition No.: 91165596
HEISMAN WINNERS ASSOCIATION, :
LLC, : Serial No.: 76/545,073
Applicant. :
X

OPPOSER'S OBJECTIONS AND RESPONSES TO
APPLICANT’S REQUESTS TO ADMIT FACTS

Oppbser, The Heisman Trophy Trust (hereinafter “Opposer;'), by and
through its undersigned attorneys, hereby responds and objects to Applicant’s Request to
Admit Facts Directed to Opposer, as follows:

GENERAL OBJECTIONS

The following general objections are incorporated by reference into
Opposer’s response to each and every Request below:

1. Opposer objects to each Request for Admission to the extent it seeks
information protected from disclosure by the éttorney-client privilege, the attorney work
product doctrire, or any other applicable privileges or immunities.

2. Opposer objects to each Request for Admission to the éxtent it seeks

information that is not relevant to the claims or defenses of the parties to this matter.

EXHIBIT




3. Opposer objects to each Request for Admission to the extent it is
vague and ambiguous and therefore not capable of response as propounded.

4. Opposer objegts to each Request for Admission to the extent it is
overly broad, unduly burdensome and/or harassing.

5. Opposer objects to each Request for Admission to the extent that
Opposer has not yet received adequate discovery from the Applicant that would allow
Opposer to form a belief as to the truth of ea(‘:h Request.

6. Opposer objects to each Request for Admission to the extent that
they are unlimited in time, and call for information that may have occurred several years
ago.

7. Opposer reserves its right to modify, amend and/or supplement its

responses and objections.

SPECIFIC OBJECTIONS AND RESPONSES

1. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

2. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

3. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous

and therefore denies the same.



4. Subject to and without waiving the General Objections provided in
this response, Opposér objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

5. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

6. Subject to and withou"c waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

7. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

8. Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

9. Subject to and without waving the General Objections provided in
this response, Opposer admits this Request.

10.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

11.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

12.  Subject to and without waiving the General Objections provided in

this response, Opposer admits this Request.
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13.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

14,  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

15.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

16.  Subject to and withoui waiving the General Objections provided in
this response, Opposer admits this Request.

17.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

18.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

19.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

20.  Subject to and without waiving the General Objections provided in
this respense, Opposer admits this Request.

21.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

22.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

23.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request as vague and ambiguous and therefore

denies the same.




24.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

25.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

26.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

27.  Subject to and without‘ waiving the General Objections provided in
this response, Opposer admits this Request.

28.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

29.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

30.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

31.  Subject to and without waiving the General Objections provided in
this response, Opposer lacks sufficient information to admit or deny this Request and
therefore denies the same.

32.  Subject to and without waiving the General Objections provided in
this response, Opposer lacks sufficient information to admit or deny this Request and
therefore denies the same.

33.  Subject to and without waiving the General Objections provided in

this response, Opposer denies this Request.




34.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

35.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

36.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

37.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

38.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

39.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

40.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

41.  Subject to and without waiving the General Objections provided in
this respense, Opposer admits this Request.

42.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous

and therefore denies the same.




43.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

44.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

45.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request. ’

46.  Subject to and without waiving the General Objections provided in
this response, Opposer objects to this Request on the ground that it is vague and ambiguous
and therefore denies the same.

47.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

48.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

49.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

50.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

51.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

52. Subject to and without waiving the General Objections provided in

this response, Opposer admits this Request.




53.  Subject to and without waiving the General Objections provided in
this response, Opposer admits this Request.

54.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

55.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

56.  Subject to and withouf waiving the General Objections provided in
this response, Opposer denies this Request.

57.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

58.  Subject to and without waiving the General Objections provided in
this response, Qpposer denies this Request. :

59.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

60.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

61.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

62. Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

63.  Subject to and without waiving the General Objections provided in

this response, Opposer denies this Request.




64.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

65.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

66.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

67.  Subject to and Withouig waiving the General Objections provided in
this response, Opposer denies this Request.

68.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

69.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request. :

70. Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

71.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

72.  Subject to and without waiving the General Objections provided in
this response, Opposer denies this Request.

73.  Subject to and without waiving the General Objections provided in

this response, Opposer denies this Request.




74.  Subject to and without waiving the General Objections provided in

this response, Opposer denies this Request.

Dated: September 20, 2005 QW (}l?/ é

es M. Gibson
TZPATRICK CELLA, HARPER
& SCINTO
30 Rockefeller Plaza
New York, New York 10112-3800
Telephone (212) 218-2100

Attorneys for Opposer
THE HEISMAN TROPHY TRUST
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing OPPOSER'S
RESPONSES TO APPLICANT’S REQUEST TO ADMIT FACTS was served upon
counsel for Applicant at the address set forth below, on this 20th day of September 2005 by

First Class mail, postage prepaid:

Alan R. Lipton, Esq.
Kourtney A. Mulcahy
Hinshaw & Culbertson L.L.P.
222 North LaSalle Street
Suite 300

Chicago Illinois 60601

FITZPATRICK, CELLA, HARPER & SCINTO

Vi Ml
[/

James M. Gibson

NY_MAIN 525424v1
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HINSHAW

& CULBERTSON LLP

October 10, 2005 ATTORNEYS AT LAW

. . . North LaSalle S
Via Facsimile and U.S. Mail zii . ;c;gh asalle Street
Mr. J ames M. Gibson . Chicago, IL 60601-1081
Fitzpatrick, Cella, Harper & Scinto

30 Rockefeller Plaza 312-704-3000

New York, New York 10112-3800 312-704-3001 (fax)
www.hinshawlaw.com

Re:  Notice of Opposition regarding HWA (Opposition No.
91165596) (Serial No. 76545073)

Dear Mr. Gibson:

We have received and reviewed your client’s September 20, 2005 Responses to
Applicant’s Interrogatories and Requests for Admissions. Unfortunately, certain responses fail
to adhere to the requirements of the Trademark Trial and Appeal Board (TTAB) and the Federal
Rules of Civil Procedure. Please consider this letter to constitute our attempt to confer in good
faith pursuant to Rule 37(a)(2)(A). See also, TBMP § 524.02.

Opposer’s Respom‘ses to Applicant’s Interrogatories are Inappropriate.

The TTAB adheres to the Code of Federal Regulations when determining the total
number of interrogatories to be served upon another party. For example, 37 CFR § 2.120(d)(1)
states “t]he total number of written interrogatories which a party may serve upon another party
pursuant to Rule 33 of the Federal Rules of Civil Procedure, in a proceeding, shall not exceed
seventy-five, counting subparts . . .” Interrogatory subparts are to be counted as part of one
interrogatory if they are logically or factually subsumed within and necessarily related to the
primary question. Kendall v. Ges Exposition Services, Inc., 174 FR.D. 684, 685-686 (D.
Nevada); Myers v. United States Paint Co., 116 FR.D. 165,166 (D.Mass. 1987) (holding that
subparts need not be counted as separate interrogatories if they are a “logical extension of the
basic interrogatory”). Thus, a single question asking for several bits of information relating to
the same topic counts as only one interrogatory. See Kendall, supra; Myers, supra.

In this case, Applicant served an interrogatory that asks Opposer to provide its basis for
any unqualifiec admission that was a response to any of Applicant’s request for admissions
(RFA). The interrogatory includes the identification of every fact, witness, and document
supporting any unqualified admission. In this instance, each interrogatory subpart is logically
and factually related to Opposer’s basis for any unqualified admission in response to Applicant’s
RFAs. Thus, this interrogatory is one single question that asks for several bits of information
related to the same topic. This one single question is well within the 75 interro gatory limit set by
the TTAB. Even if Opposer contends that such an interrogatory is 74 separate interrogatories,
Applicant is still with the 75 interrogatory limit. Accordingly, Opposer must provide its basis for
any unqualified admission in response to ary of Applicant’s RFAs.

EXHIBIT




Mr. James M. Gibson
October 10, 2005
Page 2

Additionally, FRCP 33(a) requires that each interrogatory be responded to “separately
and fully.” The response may be either an answer or objection. The answer to each
interrogatory must be complete in itself and “furnish all information that is available to the
party.” Thus, if the information is known to persons in the party’s employ, or over whom it has
control, the responding party is under a duty to obtain such information and provide it. See
Continental Ill. Nat’l Bank & Trust Co. of Chicago v. Caton, 136 FRD 682.

In this instance, Applicant’s interrogatory asks Opposer to provide its basis for any
unqualified admission that was a response to Applicant’s RFAs. Opposer denied RFA Nos 1-8,
10, 22-24, 31-34, 36, 38, 40, 42, 44, 46, 48, and 54-74. Thus, Opposer should have provided its
basis for said denial, including the identification of every fact, witness, and document supporting
each unqualified admission. Instead of responding to Applicant’s interrogatory request, Opposer
provided a general objection based on Applicant’s alleged use of excessive interrogatories. As
stated above, Applicant did not exceed-the 75 interrogatory mit. Thus, Opposer’s responses to
Applicant’s interrogatory fails to adhere to the requirements of FRCP 33(a).

Opposer’s Responses to Applicant’s Request for Admissions are Inappropriate.

FRCP 36(a) requires that a response to a Request for Admission consist of either an
objection or an answer. An answer must be either an admission, a denial or a statement ‘detailing
why the answering party is unable to admit or deny the matter. See ERCP 36(a); Asea, Inc. v.
Southern Pac. Transp. Co., 669 F.2d 1242-1245-1246 (8™ Cir. 1981). Opposer’s responses to
Applicant’s RFAs 1-8 are evasive and inappropriate because it is not grounds for objection that
the request is “ambiguous” unless so ambiguous that the responding party cannot, in good faith,
frame an intelligent reply. See Marchand v. Mercy Med. Ctr. 22 F.3d 933, 938 (9™ Cir. 1994). If
an intelligent reply cannot be provided, then Opposer is required to “admit to the fullest extent
possible, and explain in detail why other portions of the request may not be admitted.” Id.

RFAs 1-8 specifically asks Opposer to either admit or deny that Applicant’s mark and
Opposer’s marks contain the letters “HWA” together. In order to minimize any ambiguity,
Applicant provided a visual representation of its mark and provided the exact wording of each of
Opposer’s marks. Thus, Opposer’s objections based on ambiguity are disingenuous. Opposer

must admit the portions of these requests that are truthful or provide a detailed explanation of
what portion cf the request is ambiguous.

Opposer’s objections to RFAs 36, 38, 40, 42, 44, and 46 based on ambiguity is evasive
and inappropriate as well. Each of these RFAs asks Opposer to either admit or deny that
Opposer’s services, listed in connection with several of its registrations or applications for
registration, are not used in connection with sports memorabilia or clothing. In order to
minimize any ambiguity, Applicant provided the exact wording of goods/services listed on the
Patent and Tredemark Office (PTO) database associated with the marks addressed in Applicant’s
RFAs.  For example, the PTO database lists the goods associated with Opposer’s marks
HEISMAN TROPHY AWARD (U.S. Registration No. 1397161); HEISMAN (U.S. Registration



Mr. James M. Gibson
October 10, 2005
Page 3

No. 1397160); and HEISMAN MEMORIAL TROPHY (U.S. Registration No. 0936853) as
“promoting interest, excellence, and sportsmanship in inter-collegiate football through the
medium of an annual award.” Clearly, this description of goods/services does not include sports

memorabilia or clothing. Opposer’s failure to admit the portions of the RFAs that are truthful
and provide an explanation of the portion that is ambiguous is in bad faith.

Opposer’s objections to RFAs 31-32 based on “lacks sufficient information” is
inappropriate. A party responding in this manner must state that it has made “reasonable inquiry
and that the information known or readily obtainable by the party is insufficient to enable the
party to admit or deny.” Asea, Inc, 669 F2d at 1245-46. Moreover, FRCP 36(a) requires the

responding party to undertake a “good faith” investigation of sources reasonably available to it in
formulating its responses to RFAs.

RFAs 31 and 32 asks Opposer to either admit or deny that the goods listed in connection
with Applicant’s Application Serial No. 76545073 are “sports memorabilia, namely resin
figurines, bobble heads, and collectible football helmets” and “clothing, namely jerseys and
hats.” The description of Applicant’s goods used in connection with its mark can be found on its
application for registration. Applicant’s application for registration can easily be obtained by a
review of the PTO’s website at www.uspto.gov. The PTO website is a free . website and is
available to Opposer. Any reasonable investigation in preparation for responding to Applicant’s
RFAs would have included a review of this website. Thus, Opposer’s objections are in bad faith.

Unless we receive appropriate responses within 14 days of the date of this letter, we will
have no alternative but to make the appropriate motion. We trust that will not be necessary.
Should you have any questions or concerns, please feel free to contact me.

Very truly yours,
HINSHAW & CULBERTSON LLP

; Ko&ey . Mulcahy

Direct 312-704-3336
kmulcahy@hinshawlaw.com

KAM:kam

cc: Mark Panko
Alan Lipton
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