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UNITED STATES PATENT AND TRADEMARK OFFICE
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o EANCE, BEY ONF TusS TEN Commissioner for Trademarks
"ADDRESS ACTION NO. 2500 Crystal Deive
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mops PERLMAN P&
1820 EAST HAALLANDALE BEATH BLYE MAILING DATE if n2 fees ere enclosed, 1he addrosk should include the
Lo LANDALE BEMCKH S 3D i PR R Ik | B Responacs - NoFec.
REF. NO. Please pravide in all vorresponduie:
1. Filing Patc, terial pumber, mark and
FORM PTO-1825 (5-00) U.8. DEPT. OF COMM. PAT. & TM OFFICE Applicants name.
2. Mailing date of thiz Qfficc acuon.
3. Examining Attornéy's name and
_Law Office number.
4. Your telephonc number and ZIP code,

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
For your convenience and to ensure proper handling of your response, a label has been enclosed.
Please attach it 1o the upper right corner of your response. If the label is not enclosed. print or rype
the Trademark Law Qffice No., Serial No., and Mark in the upper right corner of your respounse.

RE: Serial Number: 76/163197

The examining attorney refuses registration on the Principal Register because the mark is primarily
geographically deceptively misdescriptive.  Trademark Act Section 2(e)(3), 15 U.S.C. Section
1052(e)3). TMEP section 1210.06. “Habano” is defined as “of / from Havana”. Collins Spanish
Dictionary, 508 (6" ed, 2000)(copy enclosed).

The primary significance of the term "Habanos” is geographic. The applicant's goods do not come
from this place. The mark is geographically deceptively misdescriptive because the public would
believe that the goods do come from Havana, Cuba, In re Loew’s Theatres, Inc., 769 ¥.2d 764, 226
USPQ 865 (Fed. Cir. 1985) and In re Bacardi & Co. Lid., 48 USPQ2d 1031(TTAB, 1997).

The examining attorney refuses registration because the mark consists of or comprises deceptive
matter in that purchasers would mistakenly believe that the goods originate in Havana, Cuba, when
they do not and base the purchase of the goods upon that mistaken belief. Trademark Act Secuon
2(a), 15 U.S.C. Section 1052(a). See In re Budge Mfg. Co., 857 F.2d 773, 8 USPQ2d 1259 (Fed.
Cir. 1988); Inn re Perry Mfg. Co., 12 USPQ2d 1751 (TITAB 1989). In re Shapely, Inc., 231 USPQ
72 (TTAB 1986); TMEP section 1203.02.

The primary significance of the term "Habanos" is geographic. The public is likely to believe that
the goods come from this place. Furthermore, this belief would materially influence consumers to




® 76/168197 -2

®
purchase the goods. In re House of Windsor. Inc., 221 USPQ 53 (TTAB 1983), recon. denied, 223
USPQ 191 (TTAB 1984). See TMEP sections 1210.04 and 1210.07.

® Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.
The applicant must submit a concise description of the mark. 37 C.F.R. Section 2.37: TMEP
section 808 et seq. The statement may be in the following form:

@ The mark consists of the wording “Habanos Rey” and design of a crown, and the design of

the islands of Cuba and Hispaniola all in an oval.

The applicant must indicate whether “Rey” has any significance in the relevant trade, any
geographical significance or any meaning in a foreign language. 37 C.F.R. Section 2.61(b).

®

The examining attomey has searched the Office records and has found no similar registered or

pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d). TMEP section 1105.01.

Rethiner, Examining Attorney
Law Office 107,
Telephone 703-308-9107 ext. 169
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David C. Reibner, Esquire
Trademark Examining Attomney
Law Office 107 ~
2900 Crystal Drive

Aslington, VA 22202-3513

Trademark Registration of “Habanos Rey” and design
SERIAL NUMBER: 76/168197

Re:

Dear Mr. Rethner: ik

Please consider this my formal response to your April 17, 2001 letter requesting further information
pertaining to the above referenced pending Trademark application. A copy of your letter is annexed

hereto as Exhibit ‘A’.

Your April 17, 2001 letter states that registration of the above referenced mark on the Principal
Register has been refused because the mark is primarily geographically decriptively misdescriptive.
More particularly, your letter states that the public would mistakenly believe that the applicant’s

goods come from Havana, Cuba when, in fact, they do not.

However, the argument contained in your April 17, 2001 is incorrect. The applicant’s goods, namely

cigars are made from cuban seed tobacco (seeds originating from Cuba). The remaining goods: Cigar,
cutters, matches, tobacco lighters not for land vehicles and not of previous metal and ashtrays not

of previous metal are items associated with the cuban seed cigars.

Because the applicant’s goods are made from or are assaciated with cuban seed tobacco, the mark '
is not geographically descriptively misdescriptive and the public would not be mistaken in believing

that the applicant’s goods come (at least in part) from Havana, Cuba.

As a result of the foregoing, the applicant. requests that the trademark examiner reconsider the
applicant’s request for registration of the mark and permit said mark to be registered on the principal

register.
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In the event that the trademark examiner determines that only the cigars may properly be registered,
the applicant requests that the listing of goods be amended as follows:

: Ir
® -d/'( %garsmadeﬁom Cuban seed tobac%
X 74

T Further, the applicant requests that the following disclaimer be made a part of the applicati
“NO CLAIM IS MADE TO THE EXCLUSIVE RIGHTTO USE
’7;}1,37 — ‘HABANOS’ APART FROM THE MARK AS sno_ug .

Next, your April 17, 2001 Ietter requests that the applicant submnit a concise description of the mark.
The description should read as follows:

. “The mark consists of the wording *“Habanos Rey’ and Jdesign of a ;7
/l‘/ crown, and the design of the islands of Cuba and Hispaniola all in one /%
oval"

/7

Should you require additional information feel free to contact the undersigned at your convenience.

° Sinceyply,

STEPHANE DUPONT, ESQ.
¢ Attorney for Applicant, Don Rivera, Inc.
- MP/srd
Enclosure
.
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pefore Rice, simms and Hanak,

UNITED STATES DEPARTMENT OF COMMERCE
Patant and ‘Trademerk Office
Trademark Trial and Appeal Board

2900 Crystal Drive
Arlington, Virginia 22202-3513

cancellation No. 22,881

Jose Ma. arechabala
Rodrigo

v.

Havana Rum and Liquors,

' Ss.A., dba H.R.L., S.A.,
AT T4 SFFICE and Havana Club Holding.
T 5s.A., dba HCH, S.A.,
joined as party defendant

Acministrative Trademark

Judges.

By the Board:

Jose Ma. Arechabala Rodrige, an individual residing in

Madrid, Spain, on May 9, 1994, ras petitioned to cancel

v for the mark shown

below:

t1ssued January 27, 1976, based on Section 44(e) of the
Trademark ActT {ownership of Cuban Reg. No. 110,353 dated
February 12, 1874.) Registrant disclaimed "Havana" and “Fundada
en 1878" apart from the mark as shown. The drawing is lined for
the color gold. Registrant filed two Section 8 affidavits of
use, on January 13 and 25, 1982. The fIrst affidavit, which
refers to the mark as »still in use...™, and refers to an
‘wattached specimen” {which is not currently in the registration
file}, was accepted by this Office and it remains in the
registration file. The second affidavit of use was returned to
registrant’'s attorney with a letter dated June g, 1982,
explaining that only one Section £ affidavit is necessary.




cancellation No. 22881

The involved registration issued to Empresa Zuibana
Exportadora de Alimentos Yy Productos Varios, dba Cubaexport
{a Cuban company, hereinafter Cubaexport or original
registrant). On January 10, 1994 Cubaexport assizned the
mark to Havana Rum and Liguors, S.A, dba H.R.L., S.A. (a
Cuban company, hereinafter HRL}; and on June 22, 1994, HRL
assigned the mark to Havana Club Holding, S.A., cza HCH,
S.A. (a Luxembourg company, hereinafter Havana Hclding).
The Board instituted the petition to cancel in the name of
ERL as respondent. Havana Holding was subsequent’y joined
as a party defendant by Board order dated April 2z, 1895.

As grounds for its petition to cancel petiticner
‘alleges that he has a bona fide intent-to-use the mark
EAVANA CLUB for distilled liquors in the United States, and
he has filed an intent-to-use applicaticn (Serial No.
74/522,925); that respondents’' mark includes the words
EAVANA CLUB which are identical to the words appiicant seeks
to register, and rum is a distilled liquor; that cetitioner
anticipates that his application will be refused
registration based on Reg. No. 1,031,6512; and that the
cwner of Registration No. 1,031,651 "has long abandoned the
registered mark in the United States".

In its answer, respondents admitted that "petitioner's
epplication for registration of the trademark HAVZNA CLUB

should be rejected", and respondents otherwise denied the

lpetitioner's application Serial No. 74/522,925 (filed May 2,
1994) is currently in suspended status in Law Office 107.




Cancellation No. 22881

salient allegations of the petition to cancel. Rezporndents
raised the affirmative defenses of petitioner's lack of
staﬁding because the term "Havana" is of primary geographic
significance and petitioner's mark is not registrzble as it
is geographically misdescriptive and deceptive beczuse he is
not in Cuba, and his goods would not originate in Cuba; that
petitioner has no standing because respondents’ K=7ANZ CLUB
rum--because of use in foreign counties, includinc Spain
{where petitioner resides})--is famous in the United States,
and therefore, if petitioner commenced use of his mark for
his goods it would be confusingly similar to respcndents’
‘famous mark; that respondents’' non-use of their mzrk is
excusable due to the legal impossibility of.expor:ing
respondents' goods to the United States; and that all owners
of the involved registration have at all times inzanded to
use the mark on the goods in the United States as soon as it
is legally possible to do so.

‘ This case now comes up on respondents’ motion for
summary judgment on the issue of petitioner's lack of
standing, and on the issue that respondents have not
abandoned their mark; and on petitioner's cross-motion for
summary judgment on the same two issues.

Generally, summary judgmenf is an appropriate method of
disposing of cases in which there are no genuine issues of
material fact in dispute, thus leaving the case tc be
resclved as a matter of law. See Fed. R. Civ. P. 56(c).

The purpose of summary judgment is to avoid an unnecessary

B o e o



cancellation No. 22881

triz! w-ere additional evidence would not reasonably be
expected tb change the outcome. See Pure Gold, Inc. V.
synzex {U.S.A.), Inc., 738 F.2d 624, 222 USPQ 741 (Fed. Cir.
1984). A party moving for summary judgment has the burden
of demcnstrating the absence of any genuine issue of
materiz. fact, and that it is entitled to summary judgment
as a ma-ter of law. See Celotex Corp. v. Catrett, 477 U.5.
317, 1C& S. Ct. 2548 {1986) . The evidence must be viewed in
a light favorable to the non-movant, and all justifiable
inferences are to be drawn in the non-movant's favor. See
Opryland USA, Inc. V. Great American Music Show, Inc., 870
F.2d 847, 23 USpg2d 1471 (Fed. Cir. 1993); Lloyd's Food
products Inc. V. Eli's Inc., 987 F.2d 766, 25 USPQZ& 2027
(Fed. C:ir. 1993); and 0ld Tyme Foods Inc. v. Roundy’'s Inc.,
961 F.2d 200, 22 USPQ2d 1542 {Fed. Cir. 1882}.

1 certain cases, however, even though disputes remain
with respect to certain material facts, summary judgment may
be grarzed, so long as all factual disputes are resolved in
favor c the losing party and inferences drawn from the
undisputed facts are viewed in the light most favorable to
the losing party. See Larry Harmon Pictures Corp. V. The
Williaz's Restaurant Corp., 929 F.2d 662, 18 USPQ2d 1292,
1293 (Tad. Cir. 1991); Anderson v. Liberty Lobby, Inc., 477
U.S. 242, 255 {1986) ("The evidence of the non-movant is to
be believed, and all justifiable inferences are to be drawn
in his Zavor."); and Bishop v. Wood, 426 U.S. 341, footnote

11 {1976) ("In granting summary judgment for respondents,




cancellation No. 22B81

the District Court was required to resolve all genuine
disputes as to material facts in favor of petitioner.”)

Based on the evidence submitted by the parties, we fir
(i) that there is no genuine issue of material fact on the
question of petitioner's standing and petitioner is entitled
to summary judgment oOn that issue; and (ii) that there is no
genuine issue of material fact as to the question of
abandonment and respondents are entitled to judgment as a
mattér of law on that issue.

Turning first to the question of petitioner's standing,
respendents argue that petiticoner has no standing to bring
this petition tc cancel as a matter of law because (i}
petitioner cannoti register his mark, HAVANA CLUB (for
distilled liquors), as it is geographically misdescriptive
and deceptive if applied to goods not originating from Cuke,
and it cannot originate from Cuba as petitioner cannot
import distilled liquors from Cuba to the United States due
to the Trading Witn The Enemy Act [30 USC App. 5(b}} and the
Cuban Assets Control Regulations (31 CFR §515); and (ii}
petitioner cannot register his mark in the United States
since respondents' mark, HAVANA CLUB for rum, has achieved
sufficient public recognition in the United States, based on
respondents' use outside the United States, to establish
that respondents have superior rights in the mark within the
United States, cespite the unavailability of respondents’

goods in the United States.




cancellation No. 22881

on the guestion of standing petitioner contends, inter
alia, that his mark is not geographically misdescriptive and
that respondents' goods are being offered for production in
countries other than Cuba: that he has a pending intent-to-
use application which was refused registration under Section
2{d} of the Trademark Act based on respondents'
registration; that his grancfather began the business of
manufacturing and selling rum under the mark HAVANA CLUB in
Cuba in the early 1800s (but the company was expropriated in
1960); that petitioner has &n interest beyond that of the
general public (i.e., he is not 2 mere intermeddler}; that
there is no requirement urcer the law that a plaintiff have
any pending application, or that a plaintiff prove
entitlement to a registraticn in order to have standing; and
that standing requirements have been 1iberally construed.

As evidence petitioner submitted his declaration in
which he avers that his grandfather started a business
manufacturing and selling rum under the mark HAVANA CLUB in
‘Cuba in the early 1900s; that from approximately 1934 to
1960 his family's business (Jose Arechabala, $.A.) exported
.HAVANA CLUB rum to the United States; that in 1960 the
family business was expropriated by the Cuban government,
forcing the cessation of the buéiness and expelling family
members from Cuba; and thzt had it not been for the
expropriation of the busiress by the Cuban government, the
family business would have continued exporting HAVANA CLUB

rum to the United States.




‘Cancellation No. 22881

1n order tc establish that there is no genuine issue of
material fact as to standing, 2 plaintiff must prove that he
is not a mere intermeddler, i.e., that he has a personal
interest in the outcome of the case beyond that of the
general public. See Jewelers Vigilance Committee Inc. V.
Ullenberg Corp., 823 F.2d 490, 2 uspp2d 2021 (Fed. Cir.
1987); and Liptcn Industries Inc. V. Ralston Purina Co., 670
F.2d 1024, 212 USPQ 185 {CCPA 1982). One method by which a
plaintiff may establish standing is to prove that it filed
:an application and that a rejection was made based on
defendant's registration. Of course, a party does not have
standing solely because of the allegations in its pleading.
Rather, these allegations must be proven. See the Lipton
case, supra, at page 1809.

In this case petitioner alleged ownership of an intent-
to-use application, and that he believed his application
would be refused registration based on Registration No.
1,031,651. ({(Respondents admitted in their answer that
petitioner’'s application should be rejected.} Petitioner
stated within the arguments in his brief in support of his
cross-motion for summary judgment that his application was
specifically refused registration in an Office Action dated
October 5, 1254, Respondents submitted a photocopy of the

October 5, 1994 Office Action refusing registration to
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petitioner’s application serial No. 74/522,92%5, based on,
inter alia, respondents' Registration No.1,03%,651.2

- There is no genuine issue of material fact regarding
the existence of petitioner's standing.

Respondents’ argument +hat petitioner cannot be damaged
because he cannot register his mark in the United States is
not persuasive. There is ro requirement that actual damage
be pleaded and proved (at trial or on summary judgment} in
order to establish standinc or to prevail in an opposition
or cancellation proceeding. See TBMP §303.03. ' Respondents’
argument is speculative as TO the possibilities of ultimate
refusals to register in pezitioner's pending application.

Further, respondents' reliance on the case of Coup V.
Vorrnado Inc., 9 USPQ2d 1824 (TTAB 1988) is misplaced because
that case involved the plaiatiff’'s failure to show that it
had acquired any rights in the mark VORNADC fer
reconditioned fans which were manufactured by-another party,
and plaintiff had not used the mark as a trademark for fans.
That is a situation unrelated to the case at hand.

Accordingly, respondents' motion for summary judgment
on the issue of petitioner's standing is denied, and
.petitioner's cross-motion for summary judgment on the issue
of standing is granted.

Turning now to the issue of abandonment cof the involved

registration, respondents contend that they are entitled to

l3zee the declaration of Caroiine Rule, respondents' attorney,
submitted on June 15, 1995--paragraph 5, and exhibit C thereto.




Cancellation No. 22881

summary judgment arguing that they have not used the mark in
the United States only because U. 5. law prohibits
respondents' use of the mark in the United States; that the
Cuban Assets Control Regulations (31 CER Part 515) forbid
-(i} imporﬁation of goods from Cuba or of Cuban origin into
the United States, and (ii) any trademark iniwhich a Cuban
entity has, at any time since July &, 1963 had any interest,
to be used in the United States; that because use is
prohibited by law, respondents’ nonuse 1is excusable nonuse
as a matter of law; and that all of the three successive
owners of the invelved registration have always intended to
use the mark in commerce with the United States as soon as
it is allowed by law, and they have never intended to
-abandon the mark.

Petitioner argues that respondents admit that there has
been no use of their mark in the United States for 19 years;
that petitioner has established a prima facie case of
.abandonment under Section 45 of the Trademark Act, and the
purden shifts to respondents to show that they have not
abandoned the mark under the law; that respondents’ showing
.of an intent not to abandon the mark is not the proper legal

tesft, but rather, respondents must show an intent to resume

use continually from 1976 to the present; that respondents

intend to "warehouse"” the mark HAVANA CLUB for rum and have
done so for 19 vears; that the Cuban Assets Control
Regulations are "permanent", whereas stoppages of use for

‘war, prohibition, etc. have been texzporary in nature; that

9
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tespondents have not produced concrete *marketing plans,

advertising programs, shipment plans and distribution plans”
for the 1970s, 1980s, or the 1990s; that resgondents have
not done all that is commercially reasonable to undertake
use in the United States because one of Cubaexport's (the
original registrant) officers became a member of the Cuban
Ministry of Finance from 1580 to 1988 and, with Cukan
officials seeking foreign investors to produce rum, it would
have been "commercially reasonable for Cubaexport to meet
conditions necessary to have the Trade Regulations lifted";
that Cubaexport's assignment of the mark to HRL evidenced
ijts intent to divest itself of the mark (as a potential or
inchoate property right); that HRL's subsequent assignment
of the mark only five months later negates any realistic
intent of HRL tec use the mark in the United States; that HRL
assigned the mark to Havana Holding, a Luxembourg company?!,
which could then trade with the United States, except that
Havana Holding immediately licensed the mark with a world-
wide exclusive license to Havana Club International, S.A. f(a
Cuban company), thus again negating the right to trade with

the United States; that Havana Holding does not control the

4In its papers petitioner requested that the Board take judicial
notice of two separate matters: {i) that the registration is
owned today by a Luxembourg company when vearlier it was, in
essence and reality, owned by the Cuban Government under its
communistic form of government and economy®; and (ii) that "with
respect to Cuba, the American public recognizes Havana as the
city and capital of Cuba rather than the name of a province”.
petitioner's requests that we take judicial notice of those
facts are denied because such matters are not appropriate for
judicial notice. See TEMP §712.

in




cancellation No. 22881

involved in the ERVANA CLUB rum business; that continuous
and systenatic gquality control has been in place since
Cubaexpor: began to make the product, including use of
CubaCont=al, S.A., which enforces specifications for tﬁe
producticn of HAVANA CLUB rum; that the licensing agreement
with Havzna International, S.A. obligates the licensee to
nmaintair, the sare gquality for which the mark has stood"®;
that memkters of the Cuban Ministry of Foreign Trade as well
as execurives of Cubaexport held discussions with
representatives of U. S. companies interested in'marketing
HAVANA CILJB rum in the United States {including PepsiCo
Wines anc Spirits International); and that petitioner has
-not proven abandcnment, and respondents have proven that
their nonuse is excusable nonuse as a matter of law because
it is lecally imgossible for them to use their mark in the
United Sczates, and the presumption of abandonment cannot
arise.

Respondents submitted the declarations of, inter alia,
Miguel Antonioc Pria Groso, an officer of Cubaexport from
1972 to 1980 (two declarations); Vidal Manuel Prieto Espina,

managing director of HRL; Luis Francisco Perdomo Hernandez,

6The licensing agreement between Havana Club Holding, S.A.
{licensor! and Havana Club International, S.A. (licensee)
specially includes the following wording: (i) "...whose quality
corresponss to the specifications of exportable rum,
particularly to that of the rum marketed under the 'Trade name’
(HAVANAR C-UB)"™, that the licensee agrees to "organize the
manufactuzing of the ‘Products' in accordance with the
specificztions of the 'Trade name'", the licensee must "keep
independent and detailed accounts of the operations completed in
relation => the ‘'Froducts'®, and the licensor has the right te
inspect during normal business hours with 48 hours prior notice.

13




Cancellation No. 22881

vice ;hairman of the bcard of Havana Holding (IwWo
declarations}; Maria Del Carmen Abarrategui Goicolea,
commercial director of Havana International, S5.A. (two
declarations); Marta E. Sosa Brizuela, legal advisor to HRL;
Philip J. Brenner, prcfessor at the School for Internatiqnal
Service of the Rmerican University, specializing in the
study of United States-Cuban relations; and Sandra Levinson,
executive director of the Center for Cuban Studies, Inc., &
not-for-profit educational organization in New York; and the
affidavit of Sergio Campagnola, executlive vice president and
.general sales manager of the motion picture division of
Paramount Pictures Corporation.

Abandonment of &z mark is defined in Section 45(1) of
the Trademark Act as "when its use has been discontinued
with intent not to resume such use”. The statute also
-states that "nonuse for twe consecutive years shall be
prima facie evidence of abandonment". Once nonuse for two
consecutive years has been shown, then the owner of the mark
has the burden to demonstrate that circumstances do not
4ustify the inference of intent not to resume use. See
Imperial Tobacco Ltd. v. Philip Morris Inc., 899 F.2d4 1575,
‘14 USPQ2d 1390 (Fed. Cir. 1990); and Cerveceria
Centroamericana, S.AR. v. Cerveceria India, Inc., 892 F.2d

1021, 13 USPQ2d 1307 (Fed. Cir. 1989). The presumption of

’Section 45({1) of the Trademark Act has been amended by P.L.
103-465, which increases from two to three years the period of
time of nonuse that constitutes prima facie evidence of
abandonment. This provision is effective January 1, 1396.

14




Cancellation No. 22881

abandonment is readily rebutted by a showing that nonuse is
due to special circumstances which excuse nonuse and is not
due to any intention to abandon the mark. See Jerome

Gilson, Vol. 1, Trademark Protection and Practice, §3.06(3]

{1995} .

The Court of Customs and Patent Appeals (the
predecessor court to the Court of Appeals for the Federal
Circuit) stated in the case of American Lava Corporation v.
Multronics, Inc., 461 F.2d 836, 174 USPQ 107 (1972) that
Mproof that a mark has not been used for two or more
consecutive vears makes out a prima facie case that it has
been abandoned, ... but the inference of abandonment 1is
readily rebutted by a showing similar to that permitted”
under Section 9({a} of excusable nonuse. The court alsc
;ecognized that the Trademark Act of 1946 "evidences a more
lenient attitude toward nonuse than the 139050 Act".

The Cuban Assets Control Regulations (31 CFR Part 515)
prohibit, inter alia, (i) the importation into the United
‘$tates of merchandise from Cuba or merchandise of Cuban
origin, and {ii) the use in U.S. commerce of any tradgmark
Tin which Cuba or a Cuban national has, at any time since
'Julykﬂ, 1963, had any interest, direct or indirect. See 31
CFR §515.201 and §515.204, and 31 CFR §515.201 and §515.311,

respectively.®

8These regulations were promulgated pursuant to The Trading With
The Enemy Act, 50 U.S.C. App. §5(b).

15
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These same regulations allow for, inter alia, filing in
the United States applications for trzdemark registrations,
prosecuting said applications, receiving registration
certificates and renewal certificates, and recording any
instrument affecting title to trademark registrations. See
31 CFR §515.527.

The Trademark Act allows for the registration of marks
under Section 44{e) based on a mark registered in the
country of origin of the foreign applicant. All
registrations must have a Section 8 affidavit of use or
excuszble nonuse filed between the fiZth and sixth years,
and all registrations must be renewed at the appropriate
time under Section 9 of the Trademark Act in order to remain
valid and subsisting. Both the Section 8 and the Section 9
affidzvits must state that the registered mark is in use in
commerce, or if the mark is not in use in commerce the
affidavit (of either type) must show that the nonuse is due
to special circumstances which excuse the nonuse, and that
it is not due to any intention to abaxdon the mark for the
involved goods or services. See Sections 8(a) and %9(a) of
‘the Trademark Act, and Trademark Rules 2.162{f) and
2.183({c}.

it is clear under the judicial interpretation of the
law that abandonment does not occur under the Trademark Act
where there is a temporary forced withdrawal from the market
due to causes such as war, import problems, or some other

involuntary action. See J. Thomas McCarthy, vol. 2,

16
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McCarthy on Trademarks and Unfair Competition, §17.04 (3rd

ed. 1994). That is, when a party has not used a mark in the
United States because such use is prohibited by U.S. law,
that party has not abandoned the mark within the meaning of
Section 45 of the Trademark Act. See Chandon Champagne
Corporation v. San Marino Wine Corporation, 335 F.2d 531,
142 USPQ 239 (2nd Cir. 1964} {(*plaintiff's forced wartime
{(World War II) withdrawal from the Rmerican market was noct
an abandonment of the mark"); F. Palicio Y Compania, S.A.,
et al. v. Brush, et al., 256 F. Supp. 481, 150 USPC 607, at
616 (SDNY 1966} ("there has been no claim that the former
owners have abandoned the trademarks. Nor could such claim
prevail."), aff'd at 134 USPQ 75 {2nd Cir. 1967), cert.
denied 389 U.S. 830 (1967); Haviland & Co., Incorporated v.
Johann Haviland China Corporation, 269 F. Supp. 928, 154
USPQ 287, at 306 (SDNY 1967); Cuban Cigar Brands N.V. V.
‘Upmann International Inc., 457 F.Supp. 1090, 199 US2Q 183,
at 202 (SDNY 1978} {("the fact that plaintiff was intervened
by the Cuban government and thus prevented from exporting
(its goods) to this country until recently {(cigars made of
non-Cuban tobacco shipped from the Canary Islands) does not
constitute an abandonment of the mark".):; and Menendez et
gl. v. Faber, Coe & Gregg, Inc., et al., 345 F. 5upp. 527,
174 USPQ 80, at 87 (SDNY 1872) ("trademark rights are not
@estroyed by temporary suspension of the business to which
they are appurtenant due to causes beyond the control of

their owner.."}, modified in Menendez et al. v. Saks and

17
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Compar/ et al., 485 F.2d 1355, 172 USPQ 513 (2nd Cir. 1973).
See a_so, Carl Zeiss stifrung dba carl Zeiss, et él. v.
V.E.B. Carl Zeiss, Jena, et al., 293 F. Supp. 892, 160 USPQ
g7 (SDNY 1968), modified 433 F.2d 686, 167 USPQ 641 (2nd
Cir. 1870}).

In the case before us respondents® use of their mark
has been prohibited in the United States throughout the life
of the registration, i.e., since 1976 {and before), and
petitioner characterizes the Cuban Assets Control
Regulations as vpermanent".® We cannot agree that this
situation is permanent. It is true that the regulations have
remaired in effect for many years. but in 1977 Congress
adopted Public Law a5-223, §101(b), 91 Stat. 1626 (reprinted
in 50 USCA Rpp. §5, Note) which provided that the embargo of
Cuba "shall terminate” in 1978, and also provided that the
Presicdent may extend the embargo for one-year periocds when
.it is in the national interest. Thus, the embargc expires
each year (in September} unless the President extends it for
another year. Further, the President is empowered to l1ift

the embargo at any time or to modify same. In fact, over

dpetitioner cited the case of Silverman V. ¢8s, Inc., 870 F.2d
40, 9 USPQ2d 1779 (2nd Cir. 188%9), cert. denied 492 U.s. 907
(1989), for the proposition that a mark is abandoned undexr the
jaw once use has been discontinued with an intent not to resume
use yi:hin a reasonably foreseeable future, and that respondents
are in such a situation in this case because the Cuban embargo
prohibition is "permanent". The Silverman case, supra, can be
distirguished from the facts in the case now before us on the
basis zhat the defendant in that case voluntarily ceased use of
the mark (AMOS 'n' ANDY}, which is a situation totally different
from that of respondents herein, whc are prohibited by law from
importing their goods from Cuba into the United States.
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the years the embargo regulations have been modified by the

President over 70 times. See Brenner decl., pages 3-4.

The record clearly shows that for now and for the
entire relevant time frame it is and has been legally
impossible for respondents to use their mark in the United
States. This excuses their nonuse of the mark under the
Trademark Act. The record is also clear that respondents
use the mark world-wide (exporting their HAVANA CLUB rum to
over twenty nations), and they intend to use the mark in the
United States as soon as it is legally possikle to do so.
‘As a matter of law there has been no abandonment, and there

re no genuine issues of material fact regarding the

‘question of abandonment of respondents' mark.

Accordingly, petitioner's motion for summary judgment
on the issue of abandonment is denied, and respondents'

motion for summary judgment on the issue of abandonment is

granted. The petition to cancel is dismissed.

V4 Pt

E. Rice
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g 51
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L
E. W. Hanak
Administrative Trademark
Judges, Trademark Trial
and Appeal Board
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DEPARTMENT OF THE TREASURY
WASHINGTON, D.C. 20220

AUG 19 1996

TAC Nom. C=1852409, C-152468

Duar Mr. Krinsky:

This is in respones to your letters of July 3 and July 32, 1996,
addaresssd to Sarana Moa, Deputy Chief Counsel of the 0ffics of
Toreign Assets Control. In your letters you ask tvo quastions
concerning the authorization contained in § $15.527 of the Cuban
Asseta Control Regqulations, 31 C.F.R. Part 513 (the
"Regulaticns™). TFirst, you ask vhsther this saction autncrizes
Cubs to file an oppoaition to the registration of a nev tradamark
on the grounds that the now trademirk interfares with cuba's
right in its registersd tradezark based on likely consunsr
confusion. Second, you acsk vhather Cuba may bring & petition te
cancel the prior registration of a tradsmark relatsd to its
efforts to register a trademark.

The authorization contained in § 515.3527 and the parallal
provisions of § 515.518 ara intendsd to provide reciprocal
protection for the intellectual proparty of Cuba and the Unitad
States, Both of the processas you describe in your
correspondence concern available legal nmeans to protect
traderarks in ths United States. TFor this rsason, the

" authorization contained in § 515.527 may be talied on to f£ile an

oppoaition to the ragiatration of a nev trademark or to petition
to cancel a prior registration of a tradamark vhera these actlons
relats to the protsction of a tradsmark in wvhich Cuba or a Cuban
national gensral license has an interest.

If you have any further questions concerning this matter, please
call me (202/622-2310) or Ms. Noa (202/622-2410).

ZZ;Z’/%Q

Richard Newvcomb
irector
Office of Toreign Assets Control

Michaal Xrinsky, Eeq.

Rabinowitz, Boudin, Standard, Krinsky & Liedbsrman, P.C.
740 Broadway at Astor Place

Nav York, New York 310003-9518

———— HABO00583
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FAX NO. Feh. 84 2082 29:45AM P2

Declaration of Translation

Debra Evenson declares under penalty of petjury under the laws of the United States that
the following it true and correct:

1. I'am a lawyer, licensed to practice law in the State of New York, and am of
counsel to the law firm Rabinowitz, Boudin, Standard, Krinsky & Lieberman, P.C. I was
professor of law at DePanl University School of Law from 1980-1993 where I taught
comparative international law. I am fluent in the Spanish language.

2. Itranslated the following document from its originz] Spanish into English:

Cuba: SENTENCIA NUMERO 428, 31 de agosto de 1998, Sala Segunda delo

Civily de lo Administrativo del Tribunal Provincial Popular de Ia Cindad de La
Habana (KOOL-AID).

I attach hereto a copy of the original document in Spanish and the translation thereof

which is a true and correct translation into English.

3. Because of the exigencies of time, I am sending this declaration by fax and will

scnd the original signed declaration by express courier.

Signed this 3rd day of February of 2002

el oy

DEBRA EVENSON

HABO00155
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ADMT: No. 582-97

JUDGES:

CARMEN HERNANDEZ PEREZ
JORGE TERRY MENENDEZ
ISMANY CATANEDA LIMA
ELIBYS MACHIRAN CASAMAYOR
EVANGELINA FRANCIA ANDRADE

DECISION NUMBER: 428
In the City of Havana, on August 31, 1998.

REVIEWED by the Second Chamber of Civil and Administrative Law of the Provincial
People’s Court of the City of Havana, the Administrative process number five hundred
cighty two of nineteen hundred nincty seven, filed by KRAFT FOODS, INC with legal
domicile at Kraft Court, Glenview, Iilinois, 60025, United States, represented by the

attorncy Zahyly Ramirez Cabrera against the Cuban Office of Industrial Property
represented by the attorney Augusto Perera Esquijerosa

WHEREAS: In the demand the following facts are established: although it is true that the
law in force in the material mandates the obligatory distinctive use, imposing a declaration
of nullification of exclusive rights derived from this registration; it is well known from
other legislation which governs, and derived from the practical application of this precept,
that where “non use” is due to causes of force majeure not imputable to the will of the
owner of the trademark registration, this fact should result in sufficient valid legal cause for
not declaring the nullification of rights. In such cases, it has been the practice of the Office
10 accept causes of force majeure in order not to declare the nullity of 2 mgiﬁ&aﬁon ofa
trademark that could not be used during the legal term required for such purposes, provided
:h"-' such omission is due to circumstances beyond the will of the owner, as established in
*tele 5.C, subjection first of the Paris Convention for the protection of Industiral Property

of Mar h 20 .
b 20, 1883, a3 modified by Estocolmo of July 14, 1967, of which our country isa

Mignatory s sy
°TY since 1904, and which is transcribed as follows: “C.-1) If in a country the use of

3epis : .
cred mark is obligatory, the registration shail not be annulled

Feb. 84 2882 89:58AM P7?
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.2 ADMTVO No. 582-97

excepl after an equitable term of time and the interested part does not Justify the causes of
the inaction.” That with the triurnph of the Cuban Revolution in 1959, the sales of the
product associated with the mark KOOL-ATD became unstable; however, its fina]
withdrawal from the Cuban market was irremediably related to the economic embargo
imposed by the government of the United States of America against our country and
worsened over the years by its most opprobrious manifestations known as the Torricelli
Law and the Helms Burton Law; which prohibit and persecute all North American
companies and their subsidiaries that trade in products with our country, or simply sell
them in Cuba. Therefore, in spite of the fact that my client has never abandoned its intepest
in the trademark registration KOOL-AID, it can only make use of it in Cuba to the extent
permitted by the government of the United States of America: the embargo law prohibiting
usc with which is has not shown agreement is totally beyond its will and deprives it of the
possibility of selling its products in a market in which it had sold commercially under this
trademark since 1949, and where the mark was commonly known among the public
consurner, associated with a quality which made it particularly preferred by housewives.
That the trademark KOOL-AID, from the time it obtained its base registration in the United
States of America, has been registered in numerous countries and widely sold, including in
our country during its first ten years of validity. Large investments of time and money on
the part of the origina}! owner and of its successors, namely GENERAL FOODS
CORPORATION; KRAFT, INC. up through its current owner: KRAFT FOODS, INC.,
resulted in the fact that said mark has acquired the condition of indisputable notoriety
among the public consumers of different parts of the world, including the Cuban consumer.
It is petitioned that the demand be granted, revoking the contested resolution and
proceeding in conformity with the interests set forth in the claim.

WHEREAS: The response to the demand by the Administration denied it, opening the
process to proof within the legal term of time, admitting the presentation of documentary
and testimonial proofs by the parties as appear in their respective files of proof

WHEREAS: After instructing the parties and having sought the celebration of the hearing,

which took place with the appearance of the Jawyers of both partics, the process concluded
for decision.

WHEREAS: In this process the legal prescriptions were observed.

PB
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-3 ADMTVO Neo. 582-97

THE JUDGE LIC. CARMEN HERNANDEZ PEREZ BEING IN CHARGE for the court -

CONSIDERING: That from the analysis of the administrative files and appreciation of the
documentary proof presented taking into accourt the legal norms which gover its efficacy,
it has been proved that: the trademark KOOL-AID impugned by the Resolution declaring
its nullity was registered in Cuba by the then Direction of Industrial Property on the tenth
of December of 1949, having been renewed the twentieth of August of nineteen hundred
sixty-six, the eighth of September of ninetcen hundred eighty one and the sixteenth of July
of nincteen hundred ninety six, after having been transferred by the merger of the two
owning entities to the named KRAFTS FOODS, INC;; that not withstanding that in its
ninth whereas clanse the resolution refers to the latter as having violated the kegislation in
force for not having sold any product, when it is certain that said mark of North American
origin. as others that continue to be registered in the Cuban Office of 1 ndustrial Property,
are affected totally or partially in their sales due to the economic embargo to which Cuba is
subjected by the government of the Unijted States of North America, which constitutes a
cause of force majeure and without affecting the notoricty of the same as demoustrated in

the proceedings; and that it is ot valid to raise the failure to answer in the time required
since the law does not establish that.

CONSIDERING: That on the basis of that expressed above in conformity with thas set
forth in articles one hundred thirty nine, subsection seven, one hundred forty one and one
hundred fifty four of Decree-Law sixty eight of the fourteenth of May of nineteen hundred
eighty three together with article five C, subsection first of the Paris Conventiopn for the
protection of Industrial Property of the twenticth of March of pineteen hundred cighty
three, of which our country is a signatory, it is decided that the Resolution does not
conform to law, for which reason the opposition formulated by the respondent party is

rejected, and the demand to revoke the same is declared granted, without imposition of
costs.

GRANTED the demand and we revoke Resolution number onc thousand seven hundred
fifty three of nineteen hundred Binety six dated twenty ninth of July of nineteen hundred
Rninety six issued by the Cuban Office of Industria) Property to which the governing files

HABO0O158
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. are retumned in order that, in the term of TH]

which does not grant the request for nullification of the trademark KOOL-AID with
registration number 84 141, without costs,

WE SO RULE, ORDER AND siGN.
| CBB

RTY DAYS, it may issue a new resolution

—_“

Feb. @4 pppo 89:52AM Pi1g
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