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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAT, AND APPEAT, ROARD

)
SYBARITIC, INC )
)
Opposer. ) :

) Opposition No.: 91/163,999

v )
'_' ) Serial No.: 78/282,661

THOMAS P. MUCHISKY )
)
Applicant. )
)

SYBARITIC INC.’S FIRST SET OF REQUESTS FOR ADMISSION
TO THOMAS P. MUCHISKY (NOS. 1-28)

In accord'ancé with Rule 36 of the Federal Rules of Civil Procedure, Opposer, éybaﬁﬁc, Inc.
(“Sybaritic”) requests that Applicant Thomas P. Muchisky (¢ Muchlsky’ ) admit or deny the matters
set forth below. Any objections or demals shall comport with the provisions of Rule 36 and shall
specifically state the reason for any obj ection, and any failure to admit or deny the matter .svhall set
forth with gspec'iﬁcity the reason why Muchisky cannot admit or deny the matter.

The definitions of Opposer Sybaritic’s First Set of Interrogatories are incorporated by

REQUESTS FOR ADMISSION

REQUEST FOR ADMISSION NO. 1:

Muchisky is not the source of Exhibit A that was submitted along with Applicant’s
Amendment dated June 16, 2004 that was filed with the United States Patent and Trademark

Office for the application having U.S. Trademark Serial No. 78/282,661.
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RESPONSE:

REQUEST FOR ADMISSION NO. 2:

+ NAyphicl~

nd Trademark Office that Muchisky

aiCit and iracemarx Uiiic

[¢]

was the source of Exhibit A that was submitted along with Applicant’s Amendment dated June
16, 2004 that was filed with the United States Patent and Trademark Office for the application
having U.S. Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 3:

Muchisky took no stqps to mform the United States Patent and Trademark Office that
Muchisky was not the source of Exhibit A {hat was submitted along with Applicant’s
Amendment dated June 16, 2004 that was filed with the United Statc;s Patent and Trademark
Office for the application having U.S. Trademark Serial No. 78/282.661.

RESPONSE:

REQUEST FOR ADMISSION NO. 4:

Muchisky, as an individual, has made 1io sales of an applicator having the configuration of
the applicator for a hand-held massager as illustrated as the design mark in U.S. Trademark
Serial No. 78/282,661.

RESPONSE:
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REQUEST FOR ADMISSION NO. 5:

Muchisky, as an individual, has not incurred any advertising expenses promotfing

applicators haviﬂg the configuration of the applicator for a hand-held massager as iltustrated as

REQUEST FOR ADMISSION NO. 6:

Other entities besides Muchisky and/or Muchisky’s related entities have placed trademarks
on. applicators or associated packaging for the applicators having the same configuration or a similar
configuration of the applicator for a hand-held massager as illustrated as the design mark in U.S.
Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO.T:

Muchisky is not the owner of the French. Trademark Registration that was submitted as

Exhibit B along with Applicant’s Amendment dated June 16, 2004 that was filed with the United

e e 0tAtES. Patent and Trademark Office. for the application having LS. Trademark. Serial . NO_ e,

78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 8:

M'u'chisky represented to the United States Patent and Trademark Office that Muchisky
was the owner of the French Trademark Registration that was submitted as Exhibit B along with

e
2
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Applicant’s Amendment dated June 16, 2004 that was filed with the United States Patent and
Trademark Office for the application having U.S. Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 9:

Muchisky took no steps to inform the United States Patent and Trademark Office that
Muchisky was not the owner of the French Trademark Registration that was submitted as Exhibit B
along with Applicant’s Amendment dated June 16, 2004 that was filed with the United States
Patent and Trademark Office for the application having U.S. Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 10:

Muchisky and/or an agent of Muchisky contacted Norrs Enterprises which resulted in a
letter being sent to Muchisky or an agent of Muchisky that was submitted as Exhibit C along with
Applicant’s Amendment dated June 16, 2004 that was filed with the United States Patent and

Trademark Office for the application having U.S. Trademark Sérial No. 78/282,661.

.. RESPONSE:_,

REQUEST FOR ADMISSION NO. 11:

The letter that was submitted as Exhibit C along with Applicant’s Amendment dated June
~ 16, 2004 that was filed with the United States Patent and Trademark Office for the application

having U.S. Trademark Serial No. 78/282,661 does not state that the configuration of the
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ap}ﬂﬁcator for a hand-held massager as illustrated as the design mark in U.S. Trademark Serial
No. 78/282,661 is an identifier of the source of the goods.

RESPONSE:

REQUEST FOR ADMISSION NO. 12:

Muchisky and/or an agent of Muchisky contacted Cynthia Edwards or an agent of Cynthia
Edwards which resulted in a letter being sent to Muchisky or an agent of Muchisky that was
submitted as Exhibit D along with Applicant’s Amendment dated June 16, 2004 that was filed
with the United Statés Patent and Trademark Office for the application having U.S. Trademark
Serial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 13:

The Ietter that was submitted as Exhibit D along with Applicant’s Amendment dated June
16, 2004 that was filed with the United States Patent and Trademark Office for t]ie application

having U.S. Trademark Serial No. 78/282,661 does not state that the configuration of the

eremee@PDlCAOT fOT 2 hand-held massacer as illustrated. as. the desien mark in U.S. Trademark Serial

No. 78/282,661 is an identifier of the source of the goods.

RESPONSE:

REQUEST FOR ADMISSION NO. 14:

- In Applicant’s Amendment dated June 16, 2004 that was filed with the United States Patent
and Trademark Office for the application having U S. Trademark Serial No. 78/282,661, Applicant

b
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stated that there are “numerous applicators which provide virtually the identical functions™ to the
applicator having the configuration of the applicator for a hand-held massager as illustrated as the

design mark in U.S. Trademark Serial No. 78/282,661.

REQUEST FOR ADMISSION NO. 15:

In Applicant’s specimen submitted with the applicaﬁon having U.S. Trademark Serial No.
78/282,661, the applicator having the configuration of the applicator for a hand-held massager as
illustrated as the design mark in US. Trademark Serial No. 78/282,661 is used to reduce trigger
points; for all Ya‘rieties of pressure techniques, and; wherever the thumb would normally be used in
muscle goading techniques.

RESPONSE:

REQUEST FOR ADMISSION NO. 16:

The rounded tip of the applicator having the configuration of the applicator for a hand-held
massager as illustrated as the design mark in US. Tr'ademark Serial No. 78/282,661 is used to

_ simulate the surface of a thumb.

RESPONSE:

REQUEST FOR ADMISSION NO. 17:

'The rounded tip of the applicator having the configuration of the applicator for a hand-
held massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 is used
to simulate the pressure applied to a body by a thumb.

6
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RESPONSE:

REQUEST FOR ADMISSION NO. 18:

An applicator, designed for the purposes stated in the specimen submitted with the
application having U.S. Trademark Serial No. 78/282,661, would not perform the stated functions

without a rounded tip.

RESPONSE:

REQUEST FOR ADMISSION NO. 19:

" Applicant is aware of an applicator used and/or sold in commerce by another besides
Applicant, designed for the purposes stated in the specimen submitted with the application having
U.S. Trademark Serial No. 78/282,661, that does not have a rounded tip.

RESPONSE:

REQUEST FOR ADMISSION NO. 20:

Applicant is aware of an applicator used and/or sold in commerce by another besides

ST Y SR

T S PUIposesstated it e Specimen subnitied Wit the appiication Having

-Applicant desfersd o
U.S. Trademark Serial No. 78/282,661, that does not have a cone shaped portion attached to the
rounded tip.

RESPONSE:
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REQUEST FOR ADMISSION NO. 21:

On or before June 16, 2004, Applicant was aware of an applicator used and/or sold in
commerce by another besides Applicant, designed for the purposes stated in the specimen submitted
with the application having U.S. Trademark Serial No. 78/282,661, that does not have a rounded #p.

R TR LI, WU A AN

RESPONSE:

REQUEST FOR ADMISSION NO. 22:

On or before June 16, 20(?4, Applicant was aware of an applicator used and/or sold in
commerce by another besides Applicant, desi gl::ted for the purposes stated in the specimen\submitted
with the application having U.S. Trademark Serial No. 78/282,661, that does not have a cone
shaped portion attached to the rounded tip.

RESPONSE:

REQUEST FOR ADMISSION NO. 23:
In Applicant’s Amendment dated June 16, 2004 that was filed with the United States Patent

and Trademark Office for the appﬁcaﬁon having U.S. Trademark Serial No. 78/282,661, Applicant

3
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literature. Nomne of these massagers are identical or even substantially similar to Appﬁcant’s
particular configuration. These aitemativs designs are equally efficient and competitive.” which
were made in reference to third party’s applicators that perform the same fimctions as an applicator
having the configuration of the applicator for a hand-held massager as illustrated as the desi en mark
in U.S. Trademark Serial No. 78/282,661.

RESPONSE:
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REQUEST FOR ADMISSION NO. 24:

Applicant did not attach any literature in Applicant’s Amendment dated. Tune 16, 2004 that

was filed with the United States Patent and Trademark Office for the application having

Trademark Serial No. 78/282,661 as referenced in Request for Admission No. 21.

RESPONSE:

REQUEST FOR ADMISSION NO. 25:

Applicant did not attach any literature in Applicant’s Amendment dated June 16, 2004 that
was filed with the United States Patent and Trademark Office for the application h_aﬁng US.
Trademark Serial No. 78/282,661 illistrating third pérty alternative designs to an applicator having
the configuration of the applicator for a hand-held massager as illustrated as the design mark in U.S.
Trademark Setial No. 78/282,661.

RESPONSE:

REQUEST FOR ADMISSION NO. 26:

On or before June 16, 2004, Muchisky was not aware of a third pa’xty’s_'al’;emative

conﬁguraﬁon for an applicator that was designed to perform the same functions as an applicator
havﬁ'ng the configuration of the applicator for a hand-held ma'ssager as Hustrated as the design mark
in U.S. Trademark Serial No. 78/282,661.

RESPONSE:
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REQUEST FOR ADMISSION NO. 27:

On or before June 16, 2004, Muchisky did not have in his possession, custody or control any

literature of a third party’s alternative configuration for an applicator that was designed to perform

ﬂv\e am metAn a8 an arnlicatar 1’\'2‘(711’“’1’ H'\n ﬁnﬂ'ﬁ a;Oﬁ Of the 11{‘9'{7\1‘ Fr\r a kanﬂ.hp]ﬂ
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massager as illustrated as the design mark in U.S. Trademark Serial No. 7 8/282,661.

RESPONSE:

REQUEST FOR ADN[ISSION_ NO. 28:

Muchisky, through a licensing agreement or other agreement, allowed at least one third
party to place the third party’s trademark on an applicator having the configuration of the applicator

for a hand-held massager as illustrated as the desien mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE:
Respectfully submitted,
Wes n, Champlin & Kelly, P.A.
LAl
Dated: October 24, 2005 By: [/ M, [z

Nlckolés E. W/sgmlan _

—Peter L tmae [ e e

Westman, Cha{nphn & Kelly, PA,
Suite 1400 — International Centre
900 Second Avenue South
Minneapolis, MN 55402

(612) 334-2222

ATTORNEYS FOR OPPOSER
SYBARITIC, INC.

10
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CERTIFICATE OF SERVICE

I certify that:

1 am over the age of 18 and am not a party to this action. My business address is
Westman, Champlin & Kelly, P.A., Suite 1400 - International Centré, 900 Second
Avenue South, Minneapolis, MN 55402-3319.

On October 24, 2005, copies of the following documents:

L SYBARITIC, INC.’S FIRST SET OF INTERROGATORIES TO THOMAS
P. MUCHISKY (NOS. 1 - 30);

IL  SYBARITIC, INC.’S FIRST SET OF REQUEST FOR PRODUCTION
OF DOCUMENTS AND THINGS TO THOMAS P. MUCHISKY
(NOS. 1-19); and

IIl.  SYBARITIC;, INC.’S FIRST SET OF REQUESTS FOR ADMISSION
TO THOMAS P. MUCHISKY (NOS. 1-28)

were delivered via first class, U.S. Mail to:

Lionel L. Lucchesi, Esq.
Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200
St. Louis, Missouri 63131

i £
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEATL, BOARD

)
SYRARITIC, INC )
) -
Opposer, )
) Opposition No.: 91/163,999
v )
) Serial No.: 78/282,661
THOMAS P. MUCHISKY )
)
Applicant. )
)

SYBARITIC, INC.’S FIRST SET OF REQUEST FOR PRODUCTION
OF DOCUMENTS AND THINGS TO THOMAS P. MUCHISKY (NOS. 1 -19)

In accordance with Rule 34 of the Federal Rules of Civil Pr’ocedﬁre and Rules 2.116 and
2.120 of the Trademark Rules of Practice, Opposer, Sybaritic, Inc. (“Sybaritic™), rcquésts that
Applicant, Thomas P. Muchisky (“Muchisky”), producé the documents requested herein for
inSPCQﬁQ# and copying at the offices of Westman, Champlin & Kelly, P.A., Suite 1400 —
I[n’éefnatioﬁal Centre, 900 Second Avenue South, Minneapo]is, Minnesota 55402. These

Document Requests are intended to be continuing in nature. Any information that is discovered

after timely service of the answers should be broﬁght to the attention of Sybatiﬁc_’s» counsel
through supplemental answers within a reasonable time after discovery.
These Reqiiests for Production of Documents and Things are subject to the following

mstructions and definitions:

INSTRUCTIONS AND DEFINITIONS
A, The Instructions and Definitions of Opposer's First Set of Interrogatories are

incorporated by reference as though set forth fully herein.
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B. Photocopies of documents may be produced in lien of originals when necessary,
but all versions of non-identical copies must be produced.
C. If Applicant is aware of any document requested that Applicant is unable to

tact, grve particular reasons for Applicant ity to produ

and 1dentify every person Apﬁﬁcant knows or believes has possessi.on, custody or confrol of the
document or of a duplicate thereof.

D. Regarding each document Applicant contends as privileged or otherwise non-
discoverable, state the basis for the privilege for exclusion from discovery, the subject matter of
the document, the name and address of the author, the document's date, the name and address of
the person to whom the document was addressed or for whom it was created, the name and
addré_ss of any and aIl recipients of the document, the name and address of each person Applicant
believes now has a copy or original of the document, and identify the files and the file location
where the original and any copies are normally kept, including any computer files. |

E. | A request for production of a document is a request for production of the entire

document, including any attachments, exhibits, appendices and the like.

DOCUMENTS REQUESTED

. REQUEST NO. 1:

Specimens of each label, brochure; display, éafalo g, advertisement or any ofher publicly
disseminated information ever used by Muchisky in connedtion with the use, sale, offer for sale,
or distribution of goods or services in conjunction with the configuration of the applicator for a
hand-held massager as ﬂlus%rated as the design mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE:




( : C Exhibit 2
Page 3 of 8

REQUEST NO. 2:

All documents referring or relating to Muchisky's or another’s creation, consideration,
selection, adoption, and/or first use of the configuration of the applicator for a hand-held

massager as illustrated as the d arkmm U

m design mark mUJ.S.

RESPONSE:

REQUEST NO. 3:

All documents referring or relating to Muchisky's or another’s creation, consideration,
selection, adoption, and/or first use of an alternative design identified in the responses fo
intenogatory Nos.: 3 arid 6 to the configuration of the applicator for a hand-held massager as
illustrated as the design mark in US Tradémark Serial No. 78/282,661.

RESPONSE:

REQUEST NO. 4:
All documents referring or relating to marketing studies, focus group studies, polls or
surveys conducted by or caused to be conducted or obtained for Muchisky that relate fo the

selection, adoption and/or acquisition of the confisuration of the applicator for a hand-held, .

massager as illustrated as the design mark in U.S. Trademark: Serial No. 78/282,661.

RESPONSE:

(V3]
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REQUEST NO. 5:

All documents referring or relating to the marketing, distribution, sale, advertising, or
promotion by Muchisky of an applicator having the configuration of the applicator for 2 hand-
held massager as Thustrated as the design mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST NO. 6:

All documents referring or relating to any person, owner or any other entity having or
having had any right to use the ‘com’:‘iguration of the applicator for a hapd—held massager as
illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 including, but not limited
to licensing agreements, through or under which Mnuchisky claims any rights in such alleged
mark.

RESPONSE:

REQUEST NO. 7:

All documents referring or relating to each complaint, objection, opposition,

_.administrative_proceeding, Jegal opinion . of..civil action.involving. Muchisky's use of the

configuration of the applicator for a hand-held rhassager as illustrated as the design mark in U.S.
Trademark Serial No. 78/282,661.

RESPONSE:
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REQUEST NO. 8:

All documents summarizing or memorializing Muchisky's sales of applicators having the
configuration of the applicator for a hand-held massager as illustrated as the design mark in U.S.
Trademark Serial No. 78/282,661 commencing with the date of ﬁrst use of the configuration of
the applicator for a hand-held ﬁéésager as illustrated as the design nﬁark m U.S. Trademark
Serial No. 78/282,661.

RESPONSE:

REQUEST NO. 9:

All documents referring or relating to Sybaritic’s making, using and/or selling of an
applicator having the exact configuration or a similar configuration to the applicator for a hand-
held massagér as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE:

REQUEST NO. 10:
ATl documents that support Muckisky's statements set forth in Muchisky's Answer to

o

Amended Notice of Opposition. . i S ‘ S

RESPONSE:

REQUEST NO. 11:

All documents that discuss materials of construction of the applcator having the
configuration of the applicator for a hand-held massager as illustrated as the design mark in U.S.

Trademark Serial No. 78/282,661.
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RESPONSE:
REQUEST NO. 12:
All documents that discuss a cone shape as a portion of the configuration of the

applicator for a hand-held massager as illustrated as the design mark in U.S. Trademark Serial
No. 78/282,661.

RESPONSE:

REQUEST NO. 13:

All documients that discuss a rounded tip as a portion of the configuration of the
applicator for a hand—;heiiigs‘ager as illustrated as the design mark in U.S. Trademark Serial
No. 78/282,661.

RESPONSE:

REQUEST NO: 14:

All documents referring to or relating to a third party’s use of an applicator having the

samie conﬁ?m-aﬁon or. a_similar_confi guration.of the applicator for a hand-‘hel_d MASSALET.BS... oo

illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 whether the use is
controlled by a license agreement or is not controlled by a license agreement. _

RESPONSE:



( ( Exhibit 2
— Page 7 of 8

REQUEST NO. 15:

All documents referring to or relating to a third party’s use of an applicator designed to
perform the same functions as stated in response to Interrogatory No. 5 that does not have a
or similar o the applicator for
the design mark in U.S. Trademark Serial No. 78/282,661 whether the use is controlled by a

license agreement or is not controlled by a license agreement.

RESPONSE:

REQUEST NO. 16:

All documents that were or should have been identified in response to Sybaritic’s
Inferrogatories in this Opposition Proceeding.

RESPONSE:

REOUEST NO. 17:
For each of Sybaritic's Interrogatories in this Opposition Proceeding; all documents, other

than those documents already produced, used to prepare Muchisky's answers.

_ RESPONSE:

REQUEST NO. 18:

For each of Sybaritic's Document Requests in this Opposition Proceeding, all documents,
other than those documents already produced, used to prepare Muchisky's responses.

RESPONSE:



Exhibit 2

Page 8 of g
REQUEST NO. 19:

All document that were identified or referenced in Applicant’s Amendment dated June

16, 2004 that was filed with the United States Patent and Trademark Office for the application

having UU.S. Trademar

=
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RESPONSE:

Respectfully submitted,

Wes maan, Champlin & Kelly, P.A.

Dated: October 24, 2005 By: J]/J_/([/(f/(/ Jﬂ// %4/%/

‘Nlckolas E/‘/ estman

PeterJ. .

Westman, Champlin & Ke]ly, PA.
Suite 1400 — International Centre
900 Second Avenue South
Minneapolis, MN 55402

(612) 334-2222

ATTORNEYS FOR OPPOSER
SYBARITIC, INC. :

o s Ay
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAT, AND APPEAT, BOARD'

)
SVBARTITIC. INC )
L”LJ—L“L.&\-}, P = j
| )
Opposer, )
) Opposition No.: 91/163,999

v ) ‘

) Serial No.: 78/282,661
THOMAS P. MUCHISKY )
| )
Applicant. )
)

SYBARITIC, INC.’S FIRST SET OF INTERROGATORIES
TO THOMAS P. MUCHISKY (NOS. 1 - 30)

OPpoSér, Sybaritic, Inc. (“Sybaritic™), requests that Applicant, Thomas P: Muchisky
(‘Mﬁchisk‘y”), answer, pursuant to Rule 33 of the Federal Rules of Civil Procedure aﬁd Rules
2.116 and 2.120 of the Tradeniark Rules of Practice, each of the following Interrogatories.
These Interrogatories are inteﬁded to be continuing in n‘atur‘e. A.ny informaﬁon updating an
answer oi‘ answers to these Interrogatories that Muchisky discovers after timely service of the
answers should be bIought to the attention of the counsel for Sybaritic, through supplemental

. answers W1thm a reasonable time after discovery of such information.

Lheca Int e‘rrno-a tOT18S aTe. m1k1;=r-+ i, ﬂma fnﬂnh‘nhn 1~nc‘+ﬂ‘lr\+1(\ﬂn nhd daﬂn vhy s

A mipe e Sl AR IR SLABR IS RIS TR IAST

}NSTRUCTION S AND DEFINITIONS
A Opposer.
As used herein, the term "Opposer” includes Sybaritic, Inc., its predecessors in interest,
and all of its parent, subsidiary and affiliated companies and officers, directors, employees,

agents and represenféﬁves’ thereof.
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B. Applicant.
As used herein, the term "Applicant” includes Thomas P. Muchisky, an individual.
C. Document.

; A T 3y tha farmm N4 i 1y
As used nerem, the term "document” 181

Rule 34 of the Federal Rules of Civil Procedure and includes, but is not lirnited to, aﬁ notes,
notations, correspondence, invoices, conftracts, purchase orders, pamphlets, publications,
writings, studies, reports, labels, packaging, books, memoranda, displays, photographs,
drawings, art work, tear sheéts, proofs, sketches, illustrative materials, videotapes, models, films,
magnetic recording tapes, microfilms, and other storage means by which information is retained
in retrievable form and all other materials, whethet priJ;l’ted7 typewritten, handwritten, recorded or
reproduged by any mechanical, electronic or magnetic process.

D. Manner of Identifying Documents.

Whenever an Interrogatory inquires about documents, please furnish the following

information as to each:

1. The date of the document;

2. A general description of the document;

3. A general description of the subject matter to which it pertains;

% M‘Tﬁ'eE&m’é:*"”aﬁd“Zdﬁféﬁ;of‘mé"“’iabfé§"§”6“r;’;'f(furesseej”ana an“pérsdns

receiving or shown the document or copies thereof;
5. The names and addresses of person i whose custody, possession or

control the document is presently maintained; and
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6. If a privilege or work product exception is claimed as to a document,
identify each such document and state the nature of the privilege or
exception claimed.

E. Person.

As used herein, the term "person" includes any individual, corporation, company,
division, partnership, agency or other organization or entity.

F. Manner of Identifying Individuals.

Whenever an Interrogatory inquires about a person, and the person is an individual, the

information furnished should mclude:

L. The person’s full name;

2. The person’s employer;

3. The person’s present position or title;

4. The person’s past employers and positions or titlés at all times relévant to

the Inteirogatory, if other than the person’s present employer, position or
title; and

5. The person’s last known address and telephone number.

G. Manner of Identifying Persons - Not individuals.

s R DU VOO DDV T N SO
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not an individual, the information furnished should 1'_nclude:

1. The full name and current address of such business enﬁty or organization;
2. The name of its executive officer or equivalent authority;

3. The principal place of business; and
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4., The nature of the business or functicn and its relationship. to Applicant’s

operations or products.

H. Manner of Identifying Trademarks, Service Marks and Related Filines.

4+ Tiradts
trademark, or an application

or registration for a service mark or trademark, please include:

1. Its country or staté;
2. The application or registration number, date of filing and current status;
3. Its date of first use in that country or state and a full description of the

goods on which it was first used;

4. The identity of the trademark owner and any and all prior owners or
claimants; and

5. The class and description of the goods or services for which it is registered
and the class and description of the goo&s or services for which it is used,

if different.

L Manner of Identifying Goods and Services.

Whenever an Interrogatory inquires as to a service, product or good, please indicate:

1. The catalog, stock or like numi)er,

> T THatiTe; type aid-grade; S—

3. Sizes or quantity customarily sold;

4. Whether primarily intended for personal retail consumption, commercial

retai] consumption or wholesale use; and
5. Any other designation customarily used by Applicant or by the trade to
designate such product or good.

4
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I Construction of 'And' as Wel} as 'Or' Terms.

As used herein, "and” as well as "or" shall be construed conjunctively or

disjunctively as necessary in order to bring within the scope of the Interrogatory all

K. Construction of Verb.Tenses and‘Sinjzular as Well as Plural Terms.

As used herein, the singnlar shall always include the plural and the present tense
shall always include the past tense, and vice versa.

L. Manner of Identifving Publications.

As used herein, the term "identify" as used in referring to a publication shall
include:
1. = The title of the publication;
2. The author of the publication;
3. The date; and
4. The relevant page(s).
M. Obijections.
If Muchisky objects to any Interrogatory, state the specific grounds for the

objection and provide all information, responsive to the Interro gatory, outside the scope

i e e Fan P
O LIS OB TeCliom

O. Assertions of Pavilege.

If Muchisky alleges privilege as the basis for withholding information or
materials, specifically identify the privilege asserted and identify all information or
material for which Muchisky alleges the privilege and provide all information responsive

to the Interrogatory which is not subject to the asserted privilege including, but not
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limited to, the author of the information, the recipieni(s) of the information, the type of

.

mformation or document, the date of the information and the number of pages.

INTERROGATORIES

(Ay Provide the date and describe the circumstances of Muchisky's consideration,
selection, adoption and first use of the design mark in U.S. Trademark Serial No.
78/282,661.

(B)  Identify each person having knowledge or information relating to Muchisky's
consideration, selection, adoption, and/or first use of the design mark in U.S. Trademark
Serial No. 78/282,661.

RESPONSE:

INTERROGATORY NO. 2:

If the date of ﬁrstl use provided in responsé to Interrogatory No. 1(A) is later than
January 1, 1966, provide the name of the individual or entity that had used the
conﬁguration of the applicator for a hand-held massager as illustrated as the design mark

mU.S. Trademark Serial No. 78/282,661 prior to Muchisky.

~“RESPONSET

INTERROGATORY NO. 3:

If the date of first use provided in response to Inferrogatory No. 1(A) is later than
January 1, 1966, state whether the individual or entity had considered other designs as

alternatives to the configuration of the applicator for a hand-held massager as illustrated
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as the design mark in U.S. Trademark Serial No. 78/282,661, the number of designs that
were considered as alternatives to the configuration of the applicator for a hand-held

- massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 and

Al v werlaer 41 Anciorm AL A PR Ve 2
1€ Teasons wiy the design of applicator for a hand-held massager as illustrated as the

design mark in U.S. Trademark Serial No. 78/282,661 was selected over the previously
mentioned designs.

RESPONSE:

INTERROGATORY NO. 4:

If the date of first use provided in response to Interrogatory No. 1(A) is later than
January 1, 1966, describe in detail how M;lchisky acquired the rights to the configuration
of the applicator for a hand-held massager’ as ﬂlﬁsﬁated as.the design mark in U.S.
Trademark Serial No. 78/282,661 prior to the date provided in response to Interrogatory
No. 1(A).

RESPONSE:

INTERROGATORY NO. 5:

TdeRt Ty MucHsKy s et Iseor e appieaior it 1 Hand: Held ThasSaper 45
illustrated as the design mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE:



. s

o~

C (. Exhibit 3
Page 8 of 15

INTERROGATORY NO. 6:
Identify other designs that Muchisky considered as alternatives to the
configuration of the applicator for a hand-held massager as illustrated as the design mark

in 11.S. Trademark Serial N

¢

RESPONSE:

INTERROGATORY NO. 7:

With respect to each design 1dentified in the answer to inferrogatory 6, descn'bé m
detail the facts considered in selecting the configuration of the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 over
the designs identified in the reéponse to interrogatory 6.

RESPONSE:

INTERROGATORY NO. 8:

Identify any licenses, whether written or oral, that Applicant has given to u‘se»th'e
configuration of the applicator for a hand-held massager as illustrated as the design mark

inU.S. Trademark Serial No. 78/282,661 in commerce.

INTERROGATORY NO. 9: " -

Identify each of Applicant’s competitors referenced in Applicant’s Amendment
dated June 16, 2004 that was filed with the United States Patent and Trademark Office

for the application having U.S. Trademark Serial No. 78/282,661.
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RESPONSE:

INTERROGATORY NO. 10:

TX7541e v amd &
yyitd IESpECt v

o each of
Amendment dated June 16, 2004 that was filed with the United States Patent and
Trademark Office for the application having U.S. Trademark Serial No. 78/282,661,
idgnﬁfy by tradename, model number or any other identifier, the applicators that perform
the same intended function of the a hand-held massager as illustrated as the désign mark
inU.S. Trademark Serial No. 78/282,661 and disclosed in I'espénse to Interrogatory No. 5
and disclosed in the specimen submitied with the application for U.S. Trademark Serial

No. 78/282,661.

RESPONSE:

INTERROGATORY NO. 11:

Identify all trademarks that have been or are being placed on applicators or

associated packaging having the configuration of the applicator for a hand-held massager

_as illustrated as the desion mark in 1.S. Trademark Serial No. 78/282,661 that were used.

o1 Sold in commerce and the owner of the trademark.

RESPONSE:
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INTERROGATORY NO. 12:

Identify the source of Exhibit A that was submitted along with Applicant’s

Amendment dated June 16, 2004 that was filed with the United States Patent and

Thn A e

Trademark Cffice for the application having U.S. Trademark Seria

ar
WIS S {43 N L 3 - F >

RESPONSE:

INTERROGATORY NO. 13:

If the source of Exhibit A identified in response to Interrogatory No. 12 is not the
Applicant, identify the steps taken to inform the United States Patent and Trademark
Office that the source of the specimen was an enﬁty other than Applicant.

RESPONSE:

INTERROGATORY NO. 14:
TIf the source of Exhibit A identified in I'espon_’se to Interrogatory No. 12 is not the
Applicant, provide the facts as to why Applicant répreseﬁted to the United States Patent
and Trademark Office that Applicant was the source of ‘Exhibit Al

RESPONSE:

INTERROGATORY NO. 15:

Identify the fotal annual sales by Applicant, an individual, of the applicator having
the configuration of the applicator for a hand-held massager as illustrated as the design
mark in U.S. Trademark Serial No. 78/282,’661 from 2000 to the present.

RESPONSE:

-10-
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INTERROGATORY NO. 16:

If the response to Interrogatory No. 15 for any year from 2000 to the present is

Iess than the amount disclosed in the in Applicant’s Amendment dated June 16, 2004 that

was filed with the United States P - Office for the

T T g
[SSLWERAPISS e A2 aient an L LONILLLGIAN, L2 L |32 1wy appLCat}.O

[}

having
U.S. Trademark Serial No. 78/282,661, provide the factual basis for making the
representation regarding annual salés of the applicator at issue to the United States Patent
and Trademark Office.

RESPONSE:

INTERROGATORY NO. 17:

Identify the total annual advertising expenditures by Applicant, an individual,
promoting the applicator having the configuration of the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661 from
2000 to the present.

RESPONSE:

INTERROGATORY NO. 18:

If the response to Interrogatory No. 17 identifies an amount, for any year

& L 83 . A N ST

requested, that is less than the alﬁount disiclosed m the i Applicant’s Ammdﬁem dated
Juns 16, 2004 that was filed with the United States Patent and Trademark Office for the
application having U.S. Trademark Serial No“. 78/282,661, provide all bases for making
the representation regarding annual advertising expenditures promoting the applicator at
issue to the United States Patent and Trademark Office.

RESPONSE:
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Identify the listed owner of the French Trademark Registration that was submitted
as Exhibit B élong with Applicant’s Amendment dated June 16, 2004 that was filed with
the United States Patent and Trademark Office for the application having U.S. Trademark
Serial No. 78/282,661.

RESPONSE:

INTERROGATORY NO. 20:

If the owner of the French Trademark Registration identified in response to
Interrogatory No. 19 is not the Applicant, identify the steps taken to inform the United
States Patent and Trademark Office that the owner of the French Trademark Registration
was an entity other than Appﬁcant.

RESPONSE:

INTERROGATORY NO. 21:
If the owner of the French Trademark Registration identified in response to

Interrogatory No. 19 is not the Applicant, provide the facts as to why Applicant

IS TEROT

TEPTESEHted 10 The United Staes Patent and TTademark Offce that Apphcant wWas Tie

owner of the French Trademark Registration.

RESPONSE:

INTERROGATORY NO. 22:

Please identify each person Muchisky has retained or specially employed to

provide expert testimony in the case. In doing so, please state all opinions to be expressed
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and the basis and reasons therefor, set forth the data or other information considered by
the witness in forming the opinions, and identify any exhibits to be used as a summary of

or support for the opinions.

INTERROGATORY NO. 23:

Identify other configurations for an applicator that perform the function as
described in both response to Interrogatory No. 5 and in the description of the applicator
submitted with the specimen submitted with the application for U.S. Trademark Serial
No. 78/282,661.

RESPONSE:

INTERROGATORY NO. 24:

Describe in detail why the tip of the applicator is specified as being firm rubber in
the configuration of the applicator for a hand-held massager as illustrated as the design
mark in U.S. Trademark Serial No. 78/282,661 ‘and: how a firm rubber tip is an identifier

of a source of goods.

INTERROGATORY NO. 25:
Please identify all documents upon which Muchisky relied upon in answering
these Interrogatories, and identify the custodian(s) of such documents.

RESPONSE:
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INTERROGATORY NO. 26:

Please identify each person known to or believed by Muchlsky to have knowledge

of facts relatmcr to Muchisky’s Affirmative Defense as stated in paragraph 24 of

Muchisky’s Answer to Amended Notice of Opposition, and for each person identified,

describe in detail the substance of his or her knowledge.

RESPONSE:

INTERROGATORY NO. 27:

Please identify each person known to or believed by Muchisky to have knowledge
of facts relating to Muchisky’s Affirmative Defense as stated in paragraph 25 of -
Muchisky’s Answer to Amended Notice of Opposition, and vfor‘ each person identified,
describe in detail the substance of his or her knowledge.

RESPONSE:

INTERROGATORY NO. 28:

Please identify each person known to or believed by Muchisky to have knowledge

of facts relating to Muchisky’s Affirmative Defense as stated in paragraph 26 of

- I\An rﬂ'n d:v:__c

describe in detail the substance of his or her knowledge.

RESPONSE:

-14-



N

- = Exhibit 3
Page 15 of 15

M
(™

INTERROGATORY NO. 29:

Identify the persons who participated in compiling the information used to

prepare Muchisky's answers and the persons most knowledgeable on behalf of Muchisky

regarding the subject matter of the Interrogatory answers.
RESPONSE
INTERROGATORY NO. 30:

Identify the persons who participated in identifying and compiling the documents
produced by Muchisky and the persons most knowledgeable on behalf of Muchisky
regarding the subject matter of the documents produced.

RESPONSE:

Respectfully submitted,

WESTMAN, CHAMPLIN & KELLY, P.A.

Dated: October 24, 2005 By: J/ ;7/ y/@ﬂ/ %7 (/7

Nlckolas B, Westman

R ER. S AR i -

= = : Peterys sy
WESTMAN, CHAMZPLIN & K.ELLY, P.A.
Suite 1400 — International Centre
900 Second Avenué South
Minneapolis, MN 55402-3319
Phone: (612) 334-3222
Fax:(612) 334-3312

ATTORNEYS FOR OPPOSER
SYBARITIC, INC:



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: August 16, 2006
Opposition No. 91163999
Sybaritic, Inc.

v.
Thomas P. Muchisky

Thomas W. Wellington,
Interlocutory Attorney:

On August 4, 2003, Thomas P. Muchisky filed an application

(Serial No. 78282661) to register the following configuration

mark:?!

The application contains the following description:

The mark consists of the configuration of an
applicator for a hand-held massager. The
applicator consists of a cone-shaped attachment
having a firm rubber tip.

' The application is based on alleged dates of first use anywhere

on December 31, 1965 and first use in commerce on December 31,
1970.



Opposition No. 91163999

Opposer filed its notice of opposition and, as amended,
the complaint sets forth allegations that applicant’s mark is
de jure functional, has not acguired secondary meaning, and
fails to function as a trademark.’

On December 16, 2005, applicant filed a motion for
summary judgment under Fed. R. Civ. P. 56. By way of the
motion, applicant moves the Board to “determine whether
applicant’s mark is not functional, has acquired
distinctiveness and secondary meaning, and functions as a
trademark.”

On January 20, 2006, applicant filed a motion for leave
to take limited discovery under Fed. R. Civ. P. 56(f),
supported by an affidavit of Frank B. Janoski, Esg. in
accordance with 37 CFR § 2.20 and required by Fed. R. Civ. P.
56 (f) .

The Board presumes familiarity with the issues presented
via applicant’s Rule 56 (f) motion and does not provide a
complete recitation of the allegations and contentions of
each party.

Generally, a motion for discovery under Rule 56(f),
unless dilatory or lacking in merit, will be treated

liberally by the Board. See James W. Moore, Moore’'s Federal

Procedure, § 56.24 (1985). If a party has demonstrated a

2 On June 29, 2005, opposer filed its amended notice of

opposition. On July 27, 2005, applicant filed his answer to the
amended notice of opposition. The amended pleadings were noted by
the Board on August 18, 2005 and entered.

2
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need for discovery which is reasonably directed to facts
essential to its opposition to the motion, discovery will be
permitted. See Opryland USA Inc. v. Great American Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cixr. 1992).
Thig is especially true if the information sought is largely
within the control of the party moving for summary judgment.
See Orion Group Inc. v. Orion Insurance Co. P.L.C., 12 USPQ2d
1923 (TTAB 1989).

However, when a request for discovery under FRCP 56 (f)
is granted by the Board, the discovery allowed is limited to
that which the nonmoving party must have in order to oppose
the motion for summary judgment; this is so even if the
nonmoving party had, at the time when the summary judgment
motion was filed, requests for discovery outstanding, and
those requests remain unanswered. See T. Jeffrey Quinn, TIPS

FROM THE TTAB: Discovery Safeguards in Motions for Summary

Judgment: No Fishing Allowed, 80 Trademark Rep. 413 (1990).
Cf. Fleming Companies v. Thriftway Inc., 21 USPQ2d 1451 (TTAB
1991), aff'd, 26 USPQ2d 1551 (S.D. Ohio 1992).

Again, applicant’s summary judgment motion involves the
grounds and issues of functionality, failure to function, and
acquired distinctivess and secondary meaning. While pursuant
to Rule 56 (f) the only discovery which may now be permitted
is that specifically directed to the issues raised by the
motion for summary judgment, we find that opposer’s discovery

requests (identified in the declaration of Frank Janoski,

3
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Esg. and previously served on opposer) seek information that
is essential to opposer’s opposition to the summary judgment
motion. However, opposer has not demonstrated the need to
“conduct further discovery.” We note that discovery closed
on October 25, 2005 and opposer served 1ts discovery redquests
one day prior thereto. Thus, absent a reopening of the
discovery period, there was no possibility for any “follow-
up” discovery regquests.

Accordingly, opposer’s motion for Rule 56 (f) discovery
is granted only to the extent that applicant is hereby
ordered to serve supplemental responses to opposer’s first
set of interrogatories, opposer’s first set of document
requests, and opposer’s requests for admissions within THIRTY
(30) DAYS from the mailing date of this order.’ To the
extent that opposer also seeks leave to “conduct further

discovery”, the Rule 56 (f) motion is denied.

> It is acknowledged that applicant raised several objections in
his previously served responses to these discovery requests. To
alleviate any concerns and potentially obviate some of these
objections, the Board is hereby imposing its standard protective
order. The protective order is now in force and applicant’s
supplemental responses shall be served in compliance therewith.
The standard protective order may be found in the Appendix of
Forms of the TBMP (2d ed. rev. 2004) and on the USPTO website at:
www . uspto.gov/web/offices/dcom/ttab/tbmp/stndagmnt . htm

Should the parties not be able to resolve their discovery
disputes, in spite of protective agreement, the Board will
entertain a motion to compel so long as it is (1) filed prior to
the deadline (set forth in this order) for opposer’s response to
the summary judgment motion, and (2) filed after the parties have
met and conferred in a good faith effort to resclve the
outstanding discovery disputes.

4




Opposition No. 91163999

Opposer is allowed until SIXTY (60) DAYS from the
mailing date on this order to file a response to applicant’s
motion for summary judgment.

Except to the extent indicated above, proceedings remain

SUSPENDED. See Trademark Rule 2.127.



IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYBARITIC, INC,,

Opposer, Opposition No.: 91163999

Serial No. 78/282,661
V.

THOMAS P. MUCHISKY,

v\/vv\/\/v\/\/

Applicant.

THOMAS P. MUCHISKY’S SUPPLEMENTAL RESPONSES TO
SYBARITIC, INC.'S FIRST SET OF REQUEST FOR PRODUCTION
OF DOCUMENTS AND THINGS (NOS. 1 -19)

COMES NOW THOMAS P. MUCHISKY (hereinafter “Muchisky”), by and
through his undersigned attorneys, and for his Supplemental Responses to Sybaritic,
Inc.’s First Set of Request for Production of Documents and Things (Nos. 1 — 19) states

as follows:

GENERAL OBJECTIONS

1. Muchisky objects to each Request to the extent that it could be construed

as encompassing communications or documents protected by any privilege, including but
not limited to: (i) the attorney-client privilege; (ii) the attorney work product

doctrine/privilege; or (iii) any other privilege or protection afforded by law. Muchisky
and his counsel hereby assert such privileges and immunities.

2. Muchisky objects to each Request to the extent it seeks to impose on

Muchisky obligations beyond those imposed by the Federal Rules of Civil Procedure.

3. Muchisky objects to each Request to the extent that the information or

documents requested therein are not within Muchisky’s possession, custody or control.




4. Muchisky objects to each Request to the extent it is argumentative and/or

calls upon Muchisky to interpret légal theories or to draw legal conclusions. If Opposer
subsequently asserts or prevails on an interpretation of any Request that differs from that

of Muchisky, Muchisky reserves the right to supplement and/or modify his objections.

5. Muchisky objects to these Requests to the extent that they seek

information that is neither relevant to the subject mater of this Opposition nor reasonably
calculated to lead to the discovery of admissible evidence.

6. Muchisky objects to each Request on the ground that Opposer’s

definitions are overly broad, unduly burdensome, vague, and seek information beyond the
scope of this Opposition and/or require Muchisky to provide documents and things

outside the scope of Rule 26(b) of the Federal Rules of Civil Procedure.

7. Muchisky expressly reserves the right to object to further discovery and to

the subject matter of such Request and to the introduction into evidence of any document,
thing, information or portion thereof.

RESPONSES TO DOCUMENTS REQUESTED
REQUEST NO. 1:

Specimens of each label, brochure, display, catalog, advertisement or any other
publicly disseminated information ever used by Muchisky in connection with the use,
sale, offer for sale, or distribution of goods or services in conjunction with the

configuration of the applicator for a hand-held massager as illustrated as the design mark

in U.S. Trademark Serial No. 78/282,661.

RESPONSE: Objection: unduly burdensome and oppressive, and not reasonably

calculated to lead to the discovery of admissible evidence. Objection, unlimited as to




time. Applicant restates and incorporates the general objections. Without waiving any

objections, Applicant directs Opposer’s attention to www.g5.com, a web cite, on

information and belief well known to Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 2:

All documents referring or relating to Muchisky's or another's creation,
consideration, selection, adoption, and/or first use of the configuration of the applicator
for a hand-held massager as illustrated as the design mark in U.S. Trademark Serial No.
78/282,661.

RESPONSE: Objection, calls for a legal conclusion. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as
follows: Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131, Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.




REQUEST NO. 3:

All documents referring or relating to Muchisky's or another's creation,

consideration, selection, adoption, and/or first use of an alternative design identified in
the responses to Interrogatory Nos.: 3 and 6 to the configuration of the applicator for a
hand-held massager as illustrated as the design mark in U.S. Trademark Serial No.
78/282,661.
RESPONSE: Objection, calls for a legal conclusion. Applicant restates and incorporates
the general objections. Without waiving any objections, Applicant states as follows:
Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 4:

All documents referring or relating to marketing studies, focus group studies,
polls or surveys conducted by or caused to be conducted or obtained for Muchisky that
relate to the selection, adoption and/or acquisition of the configuration of the applicator

for a hand-held massager as illustrated as the design mark in U.S. Trademark Serial No.

78/282,661.




RESPONSE: Objection, calls for a legal conclusion. Applicant restates and incorporates
the general objections. Without waiving any objections, Applicant states as follows:
Applicant has no non-privileged documents in his possession, custody or control

responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 5:

All documents referring or relating to the marketing, distribution, sale,
advertising, or promotion by Muchisky of an applicator having the configuration of the
applicator for a hand-held massager as illustrated as the design mark in U.S. Trademark
Serial No. 78/282,661.

RESPONSE: Objection, overly broad and unduly burdensome and unrestricted as to
time and/or place. Applicant restates and incorporates the general objections. Without
waiving any objections, Applicant states as follows: Applicant has no non-privileged

documents in his possession, custody or control responsive to this Request not already in

the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &

Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise




Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 6:

All documents referring or relating to any person, owner or any other entity
having or having had any right to use the configuration of the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661
including, but not limited to licensing agreements, through or under which Muchisky
claims any rights in such alleged mark.

RESPONSE: Objection, calls for a legal conclusion. Objection, overly broad and
unduly burdensome and unrestricted as to time and/or place. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as
follows: Applicant has no non-privileged documents in his possession, custody or control

responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 7:

All documents referring or relating to administrative proceeding, legal opinion or

civil each complaint, objection, opposition, action involving Muchisky's use of the




configuration of the applicator for a hand-held massager as illustrated as the design mark

in U.S. Trademark Serial No. 78/282,661.

RESPONSE: Objection, calls for a legal conclusion. Objection, overly broad and

unduly burdensome and unrestricted as to time and/or place. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as

follows: Applicant has no non-privileged documents in his possession, custody or control

responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 8:

All documents summarizing or memorializing Muchisky's sales of applicators
having the configuration of the applicator for a hand-held massager as illustrated as the
design mark in U.S. Trademark Serial No. 78/282,661 commencing with the date of first
use of the configuration of the applicator for a hand-held massager as illustrated as the
design mark in U.S. Trademark Serial No. 78/282,661.

RESPONSE: Objection, calls for a legal conclusion. Objection, overly broad and

unduly burdensome and unrestricted as to time and/or place. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as

follows: Applicant has no non-privileged documents in his possession, custody or control




responsive to this Request not already in the possession, custody or control of Opposer

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 9:

All documents referring or relating to Sybaritic's making, using and/or selling of

an applicator having the exact configuration or a similar configuration to the applicator
for a hand-held massager as illustrated as the design mark in U.S. Trademark Serial No.
78/282,661.
RESPONSE: Objection, calls for a legal conclusion. Objection, overly broad and
unduly burdensome and unrestricted as to time and/or place. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as
follows: Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.




REQUEST NO. 10:

All documents that support Muckisky's statements set forth in Muchisky's Answer
to Amended Notice of Opposition.
RESPONSE: Objection, calls for a legal conclusion. Objection, overly broad and
unduly burdensome and unrestricted as to time and/or place. Applicant restates and
incorporates the general objections. Without waiving any objections, Applicant states as
follows: Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Lbuis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 11:

All documents that discuss materials of construction of the applicator having the

configuration of the applicator for a hand-held massager as illustrated as the design mark
in U.S. Trademark Serial No. 78/282,661.

RESPONSE:  Objection, overly broad and unduly burdensome and unrestricted as to

time and/or place. Objection, seeks information that is not relevant to the subject matter
of this Opposition. Objection, Applicant restates and incorporates the general objections.
Objection, requests confidential business information that will only be provided, if

available, under a suitable protective order entered by the Board. Without waiving any



objections, Applicant states as follows: Applicant has no non-privileged documents in his

possession, custody or control responsive to this Request not already in the possession,

custody or control of Opposer

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131, Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 12:

All documents that discuss a cone shape as a portion of the configuration of the

applicator for a hand-held massager as illustrated as the design mark in U.S. Trademark
Serial No. 78/282,661.
RESPONSE: Objection, vague and indefinite. Objection, overly broad and unduly
burdensome and unrestricted as to time and/or place. Objection, requests confidential
business information that will only be provided, if available, under a suitable protective
order entered by the Board. Objection: request seeks documents and things protected by
attorney-client privilege and attorney work product. Applicant restates and incorporates
the general objections. Without waiving any objections, Applicant states as follows:
Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
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Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 13:

All documents that discuss a rounded tip as a portion of the configuration of the
applicator for a hand-held massager as illustrated as the design mark in U.S. Trademark
Serial No. 78/282,661.

RESPONSE: Objection, overly broad and unduly burdensome and unrestricted as to

time and/or place. Objection, seeks information that is not relevant to the subject matter

of this Opposition. Objection: request seeks documents and things protected by

attorney-client privilege and attorney work product. Applicant restates and incorporates
the general objections. Without waiving any objections, Applicant states as follows:
Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131, Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 14:

All documents referring to or relating to a third party's use of an applicator having

11




the same configuration or a similar configuration of the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661

whether the use is controlled by a license agreement or is not controlled by a license

agreement.

RESPONSE: Objection, overly broad and unduly burdensome and unrestricted as to

time and/or place. Objection, seeks information that is not relevant to the subject matter

of this Opposition. Objection: request seeks documents and things protected by

attorney-client privilege and attorney work product. Applicant restates and incorporates

the general objections. Without waiving any objections, Applicant states as follows:

Applicant has no non-privileged documents in his possession, custody or control

responsive to this Request not already in the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 15:

All documents referring to or relating to a third party's use of an applicator
designed to perform the same functions as stated in response to Interrogatory No. 5 that
does not have a configuration the same as or similar to the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial No. 78/282,661

whether the use is controlled by a license agreement or is not controlled by a license

12




agreement,

RESPONSE: Objection, overly broad and unduly burdensome and unrestricted as to

time and/or place. Objection, seeks information that is not relevant to the subject matter

of this Opposition. Objection: request seeks documents and things protected by

attorney-client privilege and attorney work product. Applicant restates and incorporates
the general objections. Without waiving any objections, Applicant states as follows:
Applicant has no non-privileged documents in his possession, custody or control
responsive to this Request not already in the possession, custody or control of Opposer.
To the extent not already in the possession of Opposer or available to Opposer from other

sources, and without waving any objections, Applicant will produce relevant, non —

privileged documents responsive to this Request.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 16:

All documents that were or should have been identified in response to Sybaritic's

Interrogatories in this Opposition Proceeding.

RESPONSE: Objection, vague, indefinite and incapable of answer. Objection, overly
broad and unduly burdensome and unrestricted as to time and/or place. Objection, seeks

information that is not relevant to the subject matter of this Opposition. Objection:
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request seeks documents and things protected by attorney-client privilege and attorney
work product. Applicant restates and incorporates the general objections. Without
waiving any objections, Applicant states as follows: Applicant has no non-privileged

documents in his possession, custody or control responsive to this Request not already in

the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 17:

For each of Sybaritic's Interrogatories in this Opposition Proceeding, all
documents, other than those documents already produced, used to prepare Muchisky's
answers.

RESPONSE: Objection, vague, indefinite and incapable of answer. Objection, overly
broad and unduly burdensome and unrestricted as to time and/or place. Objection, seeks
information that is not relevant to the subject matter of this Opposition. Objection:
request seeks documents and things protected by attorney-client privilege and attorney
work product. Applicant restates and incorporates the general objections. Without
waiving any objections, Applicant states as follows: Applicant has no non-privileged

documents in his possession, custody or control responsive to this Request not already in

the possession, custody or control of Opposer.
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SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

REQUEST NO. 18:

For each of Sybaritic's Document Requests in this Opposition Proceeding, all
documents, other than those documents already produced, used to prepare Muchisky's
responses.

RESPONSE: Objection, vague, indefinite and incapable of answer. Objection, overly
broad and unduly burdensome and unrestricted as to time and/or place. Objection, seeks
information that is not relevant to the subject matter of this Opposition. Objection:
request seeks documents and things protected by attorney-client privilege and attorney
work product. Applicant restates and incorporates the general objections. Without
waiving any objections, Applicant states as follows: Applicant has no non-privileged

documents in his possession, custody or control responsive to this Request not already in

the possession, custody or control of Opposer.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.
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REQUEST NO. 19:

All document that were identified or referenced in Applicant's Amendment dated
June 16, 2004 that was filed with the United States Patent and Trademark Office for the
application having U.S. Trademark Serial No. 78/282,661.
RESPONSE: Without waiving any objections, Applicant states as follows: Applicant
has no non-privileged documents in his possession, custody or control responsive to this
Request not already in the possession, custody or control of Opposer. To the extent not
already in the possession of Opposer or available to Opposer from other sources, and
without waving any objections, Applicant will produce relevant, non — privileged

documents responsive to this Request.

SUPPLEMENTAL RESPONSE: There are over 5,000 pages of documents that are

available for inspection and copying at the law firm of Polster, Lieder, Woodruff &
Lucchesi, 12412 Powerscourt Drive, Suite 200, St. Louis, Missouri 63131. Please advise

Applicant’s counsel of available dates to view these documents subject to the protective

order in this matter.

Respectfully submitted,

By: s/Lionel L. Lucchesi
Lionel L. Lucchesi, 25,891
Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200
St. Louis, Missouri 63131
(314) 238-2400 Phone
(314) 238-2401 Fax

Attorneys for Applicant
Thomas P. Muchisky
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CERTIFICATE OF SERVICE
I hereby certify that a true and correct copy of the foregoing document has been

served via facsimile and first class U.S. Mail, postage prepaid, this 15th day of

September, 2006, upon the following:

Frank B. Janoski, Esq.

Bridget Hoy, Esq.

Lewis, Rice & Fingersh, L..C.
500 North Broadway, Suite 2000
St. Louis, MO 63102-2147
Telephone: (314) 444-7600
Facsimile: (314)241-6056

Attorneys for Opposer
Sybaritic, Inc.

17



LEWIS, RICE & FINGERSH, L.C.

ATTORNEYS AT LAW

500 N. BROADWAY, SUTTE 2000
ST. LOUIS, MISSOURI 63102-2147
BRIDGET HOY WWW.LEWISRICE.COM TEL (314) 444-7600
DIRECT (314) 444-7837 BHOY@LEWISRICE.COM FAX (314) 612-7837

October 10, 2006

VIA FACSIMILE AND U.S. MAIL

Mr. Lionel L. Lucchesi

Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200

St Louis, MO 63131-3615

Re:  Sybaritic, Inc. v. Thomas P. Muchisky

U.S. Patent & Trademark Office, Trademark Trial and Appeal Board
Opposition No. 91/163,999

Dear Lou:

[ write with regard to Applicant Thomas P. Muchisky’s discovery responses in the above-
referenced matter. We did not receive supplemental responses to the First Requests for
Admission or First Set of Interrogatories ditected to your client. Please let me know if
supplemental responses are forthcoming and if so, when they are expected to be served.

We also need to schedule a time to inspect and arrange for copying of the documents
referenced in Applicant’s supplemental 1esponses to the First Requests for Production of
Documents and Things. We additionally need to meet and confer with you regarding
Applicant’s objections. We are available this afternoon, in the afternoon on Wednesday or
anytime on Thursday of this week. Please advise as to your availability.

[ will call you later today to set up a time for our telephone conference and for inspection

of the documents.
,.lﬁ?ist regards,

-
.,

-

Ry
%ﬁdget Hoy

ce: Frank B. Janoski

ST. LOUIS, MO » KANSAS CITY,MO ¢ ST LOUISCOUNTY, MO » WASHINGTON, MO ¢ JEFFERSON CITY, MO ¢ BELLEVILLE, [L « OVERLAND PARK, K8




LEWIS, RICE & FINGERSH, L.C.

ATTORNEYS AT LAW
500 N. BROADWAY, SUITE 2000
ST. LOUIS, MISSOURI 63102-2147

BRIDGEI HOY WWW.LEWISRICE.COM TEL (314) 444-7600
DIRECT (314) 444-7837 BHOY@LEWISRICE.COM FAX (314) 612-7837

October 11, 2006

VIA FACSIMILE AND U.S. MAIL

Mr. Lionel L. Lucchesi

Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200

St Louis, MO 63131-3615

Re:  Sybaritic, Inc. v. Thomas P. Muchisky

U.S. Patent & Trademark Office, Trademark Trial and Appeal Board
Opposition No. 91/163,999

Dear Lou:

Per our conversation yesterday afternoon, I write to confirm that documents 1esponsive to
the First Set of Requests for Production of Documents and Things directed to your client will be
available for inspection and copying at your offices on Thursday, October 12, 2006, at 2:30 p.m.
I also understand from our conversation that no supplemental responses to the First Set of

Interrogatories or First Requests for Admission are forthcoming. Please contact me immediately
if that is not the case.

?n{est regards,

6\ } A\ ((\T\w_

Bndgef %{oy

ce Frank B. Janoski

ST LOUIS, MO o KANSAS CITY, MO « ST LOUIS COUNTY, MO « WASHINGTON, MO ¢ JEFFERSON CITY, MO  BELLEVILLE, IL. «+ OVERLAND PARK, KS



10/11/72006 10:27 FAX 3142382401 POLSTER, LIEDER ooz
12412 Powerscourt Drive, Suite 200

5t. Louis, Missouri 63131-3615

. ‘ . TELEPHONE: 314.238.2400
Polster, Lieder, Woodruff & Lucchesi, L.C. ACSIVILE: 314.238.9401

Patent m Trademark W Copyright m Trade Secret @ Unfair Competition B-MATL: plwl@patpro.com

Lionel L. Lucchesi October 11, 2006
LLUCCHESI@PATPRO.COM Via Facsimile 314-612-7837
Bridget Hoy, Esq.

Lewis, Rice & Fingersh, L.C.
500 North Broadway, Suite 2000
St. Louis, MO 63102-2147

Re:  Sybaritic, Inc. v. Thomas P. Muchisky
United States Patent and Trademark Office Trail and Appeal Board
Opposition No.: 91/163992
Our file: PHYS 1689

Dear Bridget:

I have checked the TTAB order and believe that the reference to the entrance of the
protective order had dealt only with document production; consequently, our responses with
respect to the admissions and interrogatory requests do not require additional supplementation.
If you can point to a particular request for admission or interrogatory request where you feel
differently, please let me know immediately.

Very truly yours,

Lionel L. Lucchesi

LLL/dm]

New Jersey Office:

Ilinois Office:
Glen E. Books, Of Counsel 2 Park Place Professional Centre
Managing Attorney of New Jersey Office Belleville, lllinois 62226
63 North Maple Avenue Telephone: 618.257.8340

Basking Ridge, New Jersey 07920
Telephone: 908 204.0128
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LEWIS, RICE & FINGERSH, L.C.

ATIORNEYS AT LAW

%500 N. BROADWAY, SUITE 2000
ST, LOUIS, MISSOURI 63102-2147

BRIDGET HOY WWW.LEWISRICE.COM TEL (314) 444-7600
DIRECT (314) 444-7837 BHOY@LEWISRICE.COM FAX (314) 612.7837
October 11, 2006

Via Facsimile and First Class Mail

Mr. Lione! L. Lucchesi

Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200

St. Louis, MO 63131-3615

Re:  Sybaritic, Inc. v. Thomas P. Muchisky
U.S. Patent & Trademark Office, Trademark Trial and Appeal Board
Opposition No. 91/163,999

Dear Lou:
Thank you for your October 11, 2006 letter.

Our reading of the TTAB Order indicates that your client was under an obligation to
supplement the responses to the requests for admission and interrogatories on September 15,
2006. Tt appears that we have interpreted the Order differently and we will therefore proceed
accordingly. We will plan to inspect documents at your office tomorrow afiernoon.

Kindest regards,

ce: Frank B. Janoski
13293221
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LEWIS, RICE & FINGERSH, L.C.

ATTORNEYS AT LAW
Bridget Hoy 500 N BROADWAY, SUITE 2000 TEL (314) 444-7600

DIRECT (314) 444-7837 ST. LOUIS, MISSOURI 63102-2147 FAX (314) 612-7837

TO: Lionel L. Lucchesi
FROM.: Bridget Hoy

NO. OF PAGES W/ COVER: 02

TELECOPY NUMBER: 238-2401
REGULAR NUMBER:

DATE: Wednesday, October 11, 2006 2:12:28 PM
CHARGE NUMBER: 099998.02513

PLEASE CALL (314) 444-7837 IF A PROBLEM OCCURS IN THE TRANSMISSION OF
THIS DOCUMENT.

This message, including attachments, is from the law firm of Lewis, Rice & Fingersh, L.C. This message contains information that may be confidential and
protected by the attarney-client or attorney work product privileges. If you are not the intended recipient, promptly delete this message and notify the sender of the
delivery error by return e-mail or call us at 314-444-7600. You may not forward, print, copy, distribute, ar use the information in this message if you are not the
intended recipient.

dokcbdckob b dkobkdkddek

Internal Revenue Service regulations provide that, for the purpose of avoiding certain penalties under the Internal Revenue Code, taxpayers may rely only on formal
opinions of counsel which meet specific requirements set forth in such regulations. Any tax advice that may be contained in this writing does not constitute a formal
opinion that meets the requirements of the regulations. Accordingly, the Internal Revenue Service requires that we advise you that (1) any tax advice contained in
this communication was not intended or written to be used, and may not be used, for the purpose of avoiding penalties that the IRS might attempt to impose on a
taxpayer, (2) no ane, without express prior written permission, may use any part of this communication in promoting, marketing or recommending an arrangement
relating to any Federal tax matter to any person or eatity, (3) there is no limitation by this Firm on the disclosure of the tax treatment or tax structure of the
transaction(s) or matter(s) discussed herein by the intended recipient of this communication.

ST LOUIS, MO @ KANSASCITY, MQ @ ST LOUIS COUNTY, MO @ JEFFERSONCITY, MC @ WASHINGTON MO @ BELLEVILLE, IL. @ OVERLAND PARK, KS




IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYBARITIC, INC.,

Opposer, Opposition No.: 91163999
Serial No. 78/282,661

VS.

THOMAS P. MUCHISKY,

N’ N N N N’ N’ N’ N’ N’

Applicant.

AFFIDAVIT OF BRANDY B. BARTH

Brandy B. Barth, being first duly sworn on oath and being competent to testify as to the
facts set forth herein, does hereby state the following;:

1. My name is Brandy B. Barth. I am over the age of 21 and have personal
knowledge of the facts stated herein.

2. I am an associate attorney at Lewis, Rice & Fingersh, L.C.

3. Our firm represents the Opposer, Sybaritic, Inc.

4. Our firm also represents Sybaritic, Inc. in Civil Action No. 4:03CV01058 HEA,
currently pending in United States District Court for the Eastern District of Missouri, Eastern

Division, styled General Physiotherapy, Inc., Plaintiff, v. Sybaritic, Inc., Symedex, LLC, and

Steven J. Daffer, Defendants/Counterclaim-Plaintiffs, v. General Physiotherapy, Inc. and

Thomas P. Muchisky, Counterclaim-Defendants. I have worked on Civil Action No.

4:03CV01058 HEA for nearly two years and am familiar with the documents produced in that

case.
5. On October 12, 2006, I traveled to the law offices of Polster, Lieder, Woodruff &

Lucchesi, L.C., counsel for the Applicant Thomas P. Muchisky, to inspect 5,000 documents
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referenced in their Supplemental Responses to Sybaritic, Inc.’s First Set of Requests for
Documents and Things (No.s 1-19) served in the instant action..

6. Upon my arrival, I was met by Mr. Lionel Lucchesi, counsel for Muchisky.

7. Mr. Lucchesi escorted me to a conference room and provided me with seven legal
files, or “red ropes.”

8. Based upon my work in Civil Action No. 4:03CV01058 HEA, I believe that all of
the documents produced were the same produced in Civil Action No. 4:03CV01058 HEA.

9. I carefully went through each of the seven files, and all of the documents were
Bates labeled with the same numbers as the documents produced in Civil Action No.
4:03CV01058 HEA.

10.  Substantially all of the documents made available for inspection related to

products other than the “cone-shaped” attachment at issue in this proceeding.

FURTHER THE AFFIANT SAYETH NOT.
CRHAY m\
\\J/i s/ ’O \J/ \

Brané‘yj B. Barth
Attorney at Law
Lewis, Rice & Fingersh, L.C.




STATE OF MISSOURI )
) SS.
CITY OF ST. LOUIS )

Subscribed and sworn to before me this 13th day of October, 2006.

7

< g A‘@\,Q)\\\”"ﬁ

Notary Public \\_)

My Commission Expires: / )\ ) {\{ ) O /7

Kivi DORSEY
Notzry Public  Notay Sga‘.&
STATE OF MISSCUR]
Sp pouls City

| vy Corrnission Expires: Dec. 4, 2{)9] ;




IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYBARITIC, INC.,

Opposer, Opposition No.: 91163999
Serial No. 78/282,661

VS.

THOMAS P. MUCHISKY,

S N N N N N N N S’

Applicant.

MEMORANDUM IN SUPPORT OF OPPOSER’S
MOTION TO COMPEL

I. INTRODUCTION

Applicant, Thomas P. Muchisky (Muchisky”), has failed to comply with the August 16
2006 Order of this Board to supplement (i.e., to provide substantive responses) to Opposer
Sybaritic, Inc.’s (“Sybaritic”) discovery requests by September 15, 2006. Such failure is in
blatant disregard of this Board’s Order granting Sybaritic’s Rule 56(f) Motion and unequivocally
requiring Muchisky to provide supplemental responses to Sybaritic’s discovery requests.
Therefore, Sybaritic requests that the Board impose its full range of sanctions for Muchisky’s
refusal to comply, including denial of the registration of Muchisky’s Application, Serial No.
78/282,661.

On October 24, 2005, Sybaritic served written discovery on Muchisky, including
Requests for Admissions, Interrogatories, and Requests for Production of Documents and
Things. True and accurate copies are attached to Opposer’s Motion to Compel at Exs. 1-3. On
November 28, 2005, Muchisky served his objections and responses to Sybaritic’s written

discovery, but did not produce any documents in response to Sybaritic’s proffered discovery. On
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December 16, 2005, Muchisky filed a Motion for Summary Judgment. In response, Sybaritic
filed Opposer’s Motion and Memorandum Seeking Additional Time Pursuant to Federal Rule
56(f) to Conduct Discovery and to Respond to Applicant’s Motion for Summary Judgment. On
or about August 16, 2006, the Board granted Sybaritic’s Motion as to the discovery already
propounded by Sybaritic and ordered Muchisky to “serve supplemental responses to opposer’s
first set of interrogatories, opposer’s first set of documents requests and opposer’s requests for
admissions within THIRTY (30) DAYS from the mailing date of this order.” The Board also
imposed its standard protective order in light of Muchisky’s previously filed objections.

Muchisky has failed to comply with the Board’s Order and has not provided any
supplemental responses to Sybaritic’s interrogatories and requests for admissions. Further, the
documents that have been made available to Sybaritic in response to its requests for documents
are not responsive to Sybaritic’s specific requests, in fact, nearly all pertain to matters other than
the claimed mark at issue in this Opposition.
IL. MUCHISKY’S FAILURE TO PRODUCE DOCUMENTS

The Requests for Production of Documents that were the subject of Opposer’s Rule 56(f)
Motion to Conduct Discovery, that Muchisky was ordered to supplement, and that are now the
subject of this Motion are as follows:

1. Documents referring or relating to Muchisky’s or another’s creation,
consideration, selection, adoption, and/or first use of an alternative
design identified in responses to Interrogatory Nos.: 3 and 6 to the
configuration of the applicator for a hand-held massager as illustrated

as the design mark in U.S. Trademark Serial No. 78/282,661 (Req.
No. 3);

2. Documents referring or relating to marketing studies, focus group
studies, polls or survey conducted by or caused to be conducted or
obtained for Muchisky that relate the selection, adoption, and/or
acquisition of the configuration of the applicator for a hand-held

massager as illustrated as the design mark in U.S. Trademark Serial
No. 78/282,661 (Req. No. 4);




3. Documents referring or relating to the marketing, distribution, sale,
advertising, or promotion by Muchisky of an applicator having the
configuration of the applicator for a hand-held massager as illustrated
as the design mark in U.S. Trademark Serial No. 78/282,661 (Req.
No. 5);

4. Documents referring or relating to any person, owner or any other
entity having or having had any right to use the configuration of the
applicator for a hand-held massager as illustrated as the design mark in
U.S. Trademark Serial No. 78/282,661, including by not limited to
licensing agreements, thought or under which Muchisky claims any
rights in such alleged mark (Req. No. 6);

5. Documents summarizing or memorializing Muchisky’s sale of
applicators having the configuration of the applicator for a hand-held
massager as illustrated as the design mark in U.S. Trademark Serial
No. 78/282, commencing with the date of first use of the configuration
of the applicator for a hand-held massager as illustrated as the design
mark in U.S. Trademark Serial No. 78/282,661 (Req. No. 8);

6. Documents that support Muchisky’s statements set forth in Muchisky’s
Answer to Amended Notice of Opposition (Req. No. 10);

7. Documents that discuss materials of construction of the applicator
having the configuration of the applicator for a hand-held massager as
illusirated as the design mark in U.S. Trademark Serial No. 78/282,661
(Reg. No. 11)

8. Documents that discuss a cone shape as a portion of the configuration
of the applicator for a hand-held massager as illustrated as the design
mark in U.S. Trademark Serial No. 78/282,661 (Req. No. 12);

9. Documents that discuss a rounded tip as a portion of the configuration
of the applicator for a hand-held massager as illustrated as the design
mark in U.S. Trademark Serial No. 78/282,661 (Req. No. 13);

10. Documents referring to or relating to a third party’s use of an
applicator designed to perform the same functions as stated in response
to Interrogatory No. 5 that does not have a configuration the same as or
similar to the applicator for a hand-held massager as illustrated as the
design mark in U.S. Trademark Serial No. 78/282,661, whether the use
of controlled by a license agreement or is not controlled by a license
agreement (Req. No. 15).

These document requests are specifically related to the “cone-shaped” applicator for a hand-held
massager (the subject of this Opposition), and the production of documents responsive to these

requests is necessary for Opposer to respond to the Motion for Summary Judgment filed by

Applicant.




In response to Sybaritic’s document requests and the Board’s Order requiring Muchisky
to provide supplemental responses, Muchisky merely made available for inspection the same
documents that were previously produced to Sybaritic in a separate federal case, Civil Action
No. 4:03CV01058 HEA, currently pending in the United States District Court for the Eastern

District of Missouri, Eastern Division, styled General Physiotherapy, Inc., Plaintiff, v. Sybaritic,

Inc., Symedex, LLC, and Steven J. Daffer, Defendants/Counterclaim-Plaintiffs, v. General

Physiotherapy, Inc. and Thomas P. Muchisky, Counterclaim-Defendants. See Affidavit of

Brandy Barth (“Barth Aff.”), 49 8-10. The “cone-shaped” applicator at issue in this Opposition

is not the subject of that separate federal lawsuit. As a result, only a few, at most, of the

documents made available for inspection pertain to the subject matter of the instant Opposition.

Instead, Muchisky blatantly disregarded this Board’s Order by producing irrelevant documents

previously disclosed in the above-referenced federal lawsuit. Barth Aff. § 10.

Therefore, Sybaritic requests that the Board order Muchisky to comply immediately
and/or impose the full range of sanctions available to the Board under TBMP Rule 411.04 as a
sanction for Muchisky’s misconduct.

III. MUCHISKY’S FAILURE TO PROVIDE SUPPLEMENTAL RESPONSES TO
SYBARITIC’S REQUEST FOR ADMISSIONS AND FIRST SET OF
INTERROGATORIES
In Sybaritic’s Rule 56(f) Motion, which was granted by this Board, Sybaritic sought to

compel responses to Requests for Admission Nos. 6 - 9 and Interrogatory Nos. 1 - 4, 10, 15 - 18

and 23, in order to respond to the pending summary judgment motion. On August 16, 2006, the

Board granted Sybaritic’s Rule 56(f) Motion. In that Order, the Board required Muchisky to

“serve supplemental responses to opposer’s first set of interrogatories, opposer’s first set of

document requests, and opposer’s requests for admissions within THIRTY (30) DAYS from the

mailing date of this order.”




To date, Muchisky has failed or refused to comply with the Board’s Order by failing to
serve any supplemental responses to Sybaritic’s First Set of Interrogatories and First Requests
for Admissions. Counsel for Sybaritic has conferred with Muchisky’s counsel regarding the
failure to provide any supplemental response to Sybaritic’s First Set of Interrogatories and First
Requests for Admissions by letters dated October 10, 2006 and October 11, 2006, and by
telephone conference on October 10, 2006. Even though the Board’s Order clearly imposed its
standard protective order over all of the discovery requests and ordered supplemental responses
to all the discovery requests, Muchisky’s counsel claims the protective order only covers
document requests, and thus refuses to provide supplemental responses to the interrogatories or
requests for admissions. It is an incredulous position to take that the Board’s Order did not cover
all of Sybaritic’s discovery requests. The footnote providing for the protective order directly
followed the Board’s statement that Muchisky was to serve supplemental responses to
Sybaritic’s first set of interrogatories, first set of requests for production and requests for
admissions. The Board did not make any distinction between the three types of discovery
requests. There simply is no plausible argument that the protective order only applied to
Sybaritic’s requests for production of documents.

Therefore, due to Muchisky’s failure to comply with the Board’s August 16, 2006 Order,
Sybaritic requests the Board compel Muchisky to provide answers and responses, including, but
not limited to, Interrogatory Nos. 1, 2, 3, 4, 10, 15, 16, 17, 18, 23 and Requests for Admissions
Nos. 6, 7, §, and 9. True and accurate copies of Sybaritic’s First Set of Interrogatories and
Requests for Admissions are attached to Opposer’s Motion to Compel at Exs. 1 and 3.

Furthermore, based upon Muchisky’s complete failure to provide supplemental answers

in spite of the Board’s clear Order, Sybaritic also requests the Board deem all requests not




answered as admitted and/or deny the Muchisky’s Application, Serial No. 78/282,661 pursuant
to TBMP 411.04.
IV. CONCLUSION

The discovery requests that are the subject of this Motion were due on September 15,
2006. Muchisky has yet to produce any relevant documents in response to Sybaritic’s requests
for documents and instead made available for inspection irrelevant documents already in
Sybaritic’s possession that are unrelated to the subject matter at issue in this opposition. Further,
Muchisky failed completely to supplement his answers to Sybaritic’s First Set of Interrogatories
and Requests for Admissions in spite of the Board’s Order compelling such responses.
Defendants therefore request that this Court order immediate production of all responsive
documents and answers to interrogatories and requests for admissions, award attorneys’ fees and

costs, and grant such other relief as this Court deems just and proper.

Respectfully submitted,

By: P TN

Frafnk B. Janoski

Bridget Hoy
500 North Broadway, Suite 2000
St. Louis, Missouri 63102-2147
Telephone: (314) 444-7600
Facsimile: (314) 241-6056
E-mail: bhoy@lewisrice.com
Attorneys for Opposer Sybaritic, Inc.,




CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
OPPOSER’S MOTION TO COMPEL AND MEMORANDUM IN SUPPORT was served,

via U.S. Postal Service, first class postage prepaid, this 13th day of October, 2006, upon the
following:

Lionel L. Lucchesi

Polster, Lieder, Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200

St. Louis, Missouri 63131 (ﬂ%
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYBARITIC, INC,,

Opposer, Opposition No.: 91163999

Serial No. 78/282,661
Vs.

THOMAS P. MUCHISKY,

Applicant.

OPPOSER’S MOTION TO COMPEL

COMES NOW Opposer Sybaritic, Inc. (“Sybaritic”), by and through its undersigned
attorneys, and hereby files this Motion to Compel production of documents and answers to
interrogatories and admissions from Applicant Thomas P. Muchisky (“Muchisky”). In support
of its Motion, Sybaritic states as follows:

1. On October 24, 2005, Sybaritic served written discovery on Muchisky, including
Requests for Admissions, Requests for Production of Documents and Things and its First Set of
Interrogatories. True and accurate copies of the written discovery propounded on Muchisky are
attached hereto at Exs. 1-3.

2. On November 28, 2005, Muchisky served his objections and responses to
Sybaritic’s written discovery, but did not produce any documents in response to Sybaritic’s
proffered discovery.

3. On December 16, 2005, Muchisky filed a Motion for Summary Judgment.

4. On or about January 20, 2006, Sybaritic filed Opposer’s Motion and

Memorandum Seeking Additional Time Pursuant to Federal Rule 56(f) to Conduct Discovery
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and to Respond to Applicant’s Motion for Summary Judgment (“Sybaritic’s Rule 56(f)
Motion™).

5. In Sybaritic’s Rule 56(f) Motion, Sybaritic requested additional time to compel
responses to its outstanding discovery requests from Muchisky in order to file a proper response
to Muchisky’s Motion for Summary Judgment. Specifically, Sybaritic identified the following
discovery requests as relevant to the issues raised in Muchisky’s summary judgment motion:
Request for Production Nos. 3 — 6, 8, 10 — 13, and 15; Request for Admission Nos. 6 — 9, and
Interrogatory Nos. 1 —4, 10, 15— 18, and 23.

6. On or about August 16, 2006, the Board granted Sybaritic’s Rule 56(f) Motion
and ordered Muchisky to “serve supplemental responses to opposer’s first set of interrogatories,
opposer’s first set of document requests, and opposer’s requests for admissions within THIRTY
(30) DAYS from the mailing date of this order.” (Hereinafter, the “Board’s Order,” a true and
accurate copy of which is attached hereto as Ex. 4.).

7. In a footnote attached to the above quoted section of the Board’s Order, the Board
further provided that “the Board is hereby imposing its standard protective order. The
protective order is now in force and applicant’s supplemental responses shall be served in
compliance therewith.”

8. The Board’s Order made no distinction among or between the three sets of
discovery requests, and instead imposed the order of protection as to “these discovery requests.”

9. To date, Muchisky has failed or refused to provide Sybaritic with any
supplemental responses to Sybaritic’s interrogatories and requests for admissions, even though

the Board’s Order clearly ordered Muchisky to do so.




10.  On or about September 15, 2006, Muchisky served his Supplemental Responses
to Sybaritic, Inc.’s First Set of Request for Production of Document and Things (Nos. 1-19)
(“Supplemental Responses”). A true and accurate copy of the Supplemental Response is
attached hereto at Ex. 5.

11.  Muchisky’s Supplemental Responses to each and every request made by Sybaritic
read: “There are over 5,000 pages of documents that are available for inspection and copying at
the law firm of Polster, Lieder, Woodruff & Lucchesi, 12412 Powerscourt Drive, Suite 200,
St. Louis, Missouri 63131. Please advise counsel of available dates to view these documents
subject to the protective order in this matter.”

12. By letter dated October 10, 2006, counsel for Sybaritic arranged to meet and
confer with counsel for Muchisky regarding Muchisky’s failure to serve supplemental responses
in accordance with the Board’s order of August 16, 2006, and to arrange for inspection of the
5,000 documents referenced in Muchisky’s Supplemental Responses. A true and accurate copy
of the letter dated October 10, 2006 is attached hereto as Ex. 6.

13.  During a telephone conference between counsel on October 10, 2006, counsel for
Muchisky agreed to make documents available for inspection and stated that no supplemental
responses to Sybaritic’s First Set of Interrogatories and First Requests for Admissions were
forthcoming,.

14. By letter dated October 11, 2006, counsel for Sybaritic confirmed that the
documents referenced in Muchisky’s Supplemental Responses would be made available for
inspection Thursday, October 12, 2006. Based upon the earlier conversation, the letter also

confirmed that no supplemental responses to Sybaritic’s First Set of Interrogatories and First




Requests for Admissions were forthcoming. A true and accurate copy of the letter dated
October 11, 2006 is attached hereto as Ex. 7.

15. By letter dated October 11, 2006, counsel for Muchisky stated that the Board’s
Order and reference to the protective order had dealt only with document production and did not
require supplemental “responses with respect to the admissions and interrogatory requests.”
A true and accurate copy of the letter dated October 11, 2006 is attached hereto as Ex. 8.

16.  In response, and in light of the Board’s Order imposing its standard protective
order covering all of the discovery requests and unequivocally requiring supplemental responses
to Sybaritic’s First Set of Interrogatories and First Requests for Admissions, counsel for
Sybaritic sent a letter dated October 11, 2006 stating Sybaritic would proceed accordingly if no
supplemental responses were forthcoming. A true and accurate copy of Sybaritic’s letter dated
October 11, 2006 is attached hereto as Ex. 9.

17.  Counsel for Sybaritic appeared at Polster, Lieder, Woodruff & Lucchesi on
October 12, 2006 to inspect the documents referenced by Muchisky in his Supplemental
Responses. However, the only documents made available for inspection were the same
documents previously disclosed to Sybaritic during discovery over the past two years in a federal
lawsuit pending in the United States District Court for the Eastern District of Missouri, Eastern

Division, Civil Action No. 4:03CV01058 HEA, styled General Physiotherapy, Inc., Plaintiff, v.

Sybaritic, Inc., Symedex, LLC, and Steven J. Daffer, Defendants/Counterclaim-Plaintiffs, v.

General Physiotherapy, Inc. and Thomas P. Muchisky, Counterclaim-Defendants. See Affidavit

of Brandy B. Barth attached hereto as Ex. 10 (“Barth Aff.”), 99 8-10. The large majority of the
documents made available for inspection relate to products other than the “cone-shaped”

attachment at issue in Muchisky’s Application and are not responsive to the requests for




production. Barth Aff. §10. Because the documents had all been produced in unrelated
litigation and were Bates stamped accordingly, counsel for Muchisky knew that nearly all of the
documents were unresponsive and that such inspection would not fulfill Muchisky’s obligations
under this Board’s Order. All of the document requests remain unfulfilled through this knowing
production of unresponsive documents.

18.  This disingenuous disclosure of documents by Muchisky was in contravention to
this Board’s Order and has left Sybaritic at a distinct disadvantage in preparing a response to
Muchisky’s Motion for Summary Judgment.

19.  Further, Muchisky has served no supplemental responses to Sybaritic’s First Set
of Interrogatories and First Requests for Admissions even though the Board clearly ordered
Muchisky to do so.

20.  Pursuant to the Trademark Trial and Appeal Board Manual of Procedure
(“TBMP”) Rule 411.02, this Board may deem any request for admission that Muchisky has
failed to answer as admitted.

21.  Pursuant to TBMP Rule 411.04, this Board may impose a varicty of sanctions for
Muchisky’s manifest refusal to properly supplement his discovery responses as required by this
Board’s Order of August 16, 2006, including: striking all or part of Muchisky’s pleadings;
refusing to allow Muchisky to support or oppose designated claims or defenses; drawing adverse
inferences against Muchisky; prohibiting Muchisky from introducing designated matters into
evidence; and including entering judgment against Muchisky.

WHEREFORE Opposer Sybaritic, Inc. requests that this Board order all admissions

Muchisky has failed to supplement as admitted, and impose the full range of sanctions available




to this Board, including denying Muchisky’s Application, Serial No. 78/282,661, and grant such

other relief as this Court deems just and proper.

Respectfully submitted,

Bridget Hoy
500 North Broadway, Suite 2000
St. Louis, Missouri 63102-2147
Telephone: (314) 444-7600
Facsimile: (314) 241-6056
E-mail: bhoy@lewisrice.com
Attorneys for Opposer Sybaritic, Inc.

CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
OPPOSER’S MOTION TO COMPEL AND MEMORANDUM IN SUPPORT was served,

via U.S. Postal Service, first class postage prepaid, this 13th day of October, 2006, upon the
following:

Lionel L. Lucchesi
Polster, Lieder, Woodruff & Lucchesi, L.C.

12412 Powerscourt Drive, Suite 200 )
St. Louis, Missouri 63131 -
< .
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