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SOLICITOR
DEC - 6 2007

DLA Piper US LLP
1251 Avenue of the Americas
1.8, PATENT & TRADEMARK OFFICE - New Y°5“g 21;0\% York 10020-1104
. .o T 212.335.
DLA PIPER : F 212,335.4501

W www.dlapiper.com

MONICA P, McCABE
monica.mccabe@diapiper.com

- T 212.335.4964
Facsimile . _ F 212.884.8454
Date: December 6, 2007
To: Phone: - Fax:
Christina J. Hieber, Esq. (571) 272-8736 (571) 273-0373

Associate Solicitor
United States Patent and Trademark Office

Original O will / B will not follow. Pages (including fax sheet): 58

———— — e ——
‘Comments:
// ,/ / ;j :// ‘j 'f WD

Please see the attached.

10271/1-16 ‘ »

The information contained in this Sacsimile message is confidential and, if addressed 1o our client or certain counsgl, is
subject to the attorngy-client or work product privilege. This message is intended only for the use of the individual or
entity named above. If the reader of this message is nol the intended recipient, or the employee or agent vesponsible ro
deliver it 1o the intended recipient, you are hereby notified that any dissemination, distribution or copying of this

communication is swictly prohibited. {f you have received this communication in error, please notify us immediately by
he above address via the U. S. Postal Service.

telephone and return the original messdage to us at |

NEWY1\8125970.1
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OLA PIPER DLA Piper US LLP

1251 Avenue of the Americas
New York, New Yeork 10020-1104
T 212.335.4500

F 212.335.4501

W www dlapiper.com

- Monica P. M¢Case
monica.mccabe@dlapiper.com
T 212.335.4964
F 212.884.8464

December 6, 2007

BY FAX: (571) 273-0373

Christina J. Hieber, Esq.

Associate Solicitor

- Office of the Solicitor

Director of the United States
Patent and Trademark Office

P.O. Box 15667

Arlington, Virginia 22215

Re:  Notice of Civil Action and Request for Suspension of
Application Serial Nos. 78/979,323 and 7 8/350,085 for
JACK & JONES in the name of Fame Jeans. Inc.

Dear Ms. Hicber:

As discussed, we are currently seeking judicial review of Opposition No. 91163436 on
behalf of Opposer in that action, Aktieselskabet AF 21, November 2001. The Board’s decision
was initially appealed to the U.S. District Court for the ﬁistrict of Columbia on March 27, 2006,
and we have since filed a subsequent appeal with the U.S. Court of Appeals for the District of

Columbia Circuit, which is currently pending.

Enclosed please find a copy of the Notice of Civil Action and Request for Suspension of
Trademark Applications that was sent today, via Express Mail, to the Traderoark Trial and
Appeal Board, along with copies of the corresponding Db’strict Court Complaint, U.S. District
Court for the District of Columbia’s Memorandum Opinijon, and the Notice of Appeal to the U.S.
Court of Appeals for the District of Columbia Circuit.

Thank you for your attention to this matter.

i AVt

Monica P. McCabe

MPM/ean
Enclosures

92/58
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Christina J. Hieber, Esq.
DLA PIPER December 6, 2007

Page 2

cc:  LewisF. Gould, Jr., Esq.
Maxim A. Voltchenko, Esq.
Barry Golob, Esq.
Trademark "(rial and Appeal Board (via Express Mail)

NEWY1\8175765.1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos. 78/350,085 and 78/979,323
Published in the Official Gazette on October 19, 2004

AKTIESELSKABET AF 21. NOVEMBER 2001,
Opposet,
Opposition No. 91 163436
- against - '

FAME JEANS, INC.,

Applicant,

TO: United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451
Alexandria, VA 22313-1451

NOTICE OF CIVIL ACTION AND REQUEST
FOR SUSPENSION OF TRADEMARK APPLICATIONS

Opposer, AKTIESELSKABET AF 21. NOVEMBER 2001, hereby refers to its Appeal

filed against the dismissal of Opposition No. 91 163436 to Application Serial No. 78/350,085

(which has since been divided into two separate trademark applications, Application Serial Nos,

73/350,085 and 78/979,323), owned by Applicant. Opposer respectfully requests that

Application Serial Nos. 78/350,085 and 78/979,323 be suspended pending the resolution of a

certain litigation proceeding currently pending before the United States Court of Appeals for the

District of Columbia Circuit. Such litigation involves the identical parties, identical issues and

2002565
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the identical trademark at issue herein.

The Board dismissed Opposet’s Opposition No. 91163436 on January 30, 2006.

Following that dismissal, Opposer filed an appesl to the District Court for the District of
Columbia, We attach a copy of the Complaint that was filed in the District Court on March 27,
2006, as BExhibit A. The District Court issued its Memorandum Opinion on June 7, 2007, which
is attached as Exhibit B, Following the ruling by the District Court, Opposer filed an appeal to

the Unjted States Court of Appeals for the District of Columbia Circuit. The Notice of Appeal,

filed July 9, 2007, is aitached as Exhibit C. The appeal to the District of Columbia Circuit is
currently pending and the parties’ respective appeals briefs are due in the coming weeks. i
Accordingly, Opposer respectfully believes that Appli'cation Serial Nos. 78/350,085 and |
78/979,323 should be suspended pending resolution of the Appeal.

Tn view of the foregoing, Opposer prays that it has shown appropriate cause as to why
Application Serial Nos. 7 8/350,085 and 78/979,323 should be suspended. As such, Opposer
respectfully requests the Board grant Opposcr’s motion to suspend Application Serial Nos.

78/350,085 and 78/979,323 pending the outcome of the litigation in the United States Court of

Appeals for the District of Columbia Circuit, '

Dated: New York, New York i
December 6, 2007 i
' Respectfully submitted,

T PN

Monica P. McCabe

DLA Piper USLLP

1251 Avenue of the Americas
New York, New York 10020-1104
Tel: (212)335-4500

Fax: (212) 335-4501

NEWY 1\81756635.1
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Oljver N. Blaise, III, Esq.

COUGHLIN & GERHART, L.L.P.

20 Hawley Street, 8th Floor East Tower
P.O. Box 2039

Binghesmton, New York 13902-2039
Phope: (607) 723-9511

Fax: (607)723-1530

Attorncys for Opposer

86/58
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CERTIFICATE OF MAILING
The undersigned hereby certifies that the foregoing NOTICE OF CIVIL ACTION AND
REQUEST FOR SUSPENSION OF TRADEMARK APPLICATION and duplicate copy are
being deposited with the United States Postal Service as “Express Mail Post Office to
Addressee” service under 37 CFR 1.10, inan envelope addressed to UNITED STATES

PATENT AND TRADEMARK OFFICE, Trademark Trial and Appeal Board, P.O. Box 1451,

Alexandria, VA 22313-1451.

Dated: New York, New York
December 6, 2007

Gt /7L

Elizabeth A. Nunn

CERTIFICATE OF SERVICE

Date of Deposit: December 6, 2007
The undersigned certifies that the foregoing NOTICE OF CIVIL ACTION AND

REQUEST FOR SUSPENSION OF TRADEMARK APPLICATION is being dcposited in an
envelope with the United States Postal Service as First Class Mail on the date indicated above
and i is addressed to Lewis F. Gould, Jr., and Maxim A. Voltchenko of Duane Morris LLP,

located at 30 South 17th Street, Philadelphia, PA 19103-4196, and Barry Golub of Duane Mortis
LLP, located at 1667 K Street, N.W., Suite 700, Washington, DC 20006-1608.

Dated: New York, New York

December 6, 2007

Ehzabeth A. Nunn

NEWY1\8175665.1
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

AKTIESELSKABET AF 21. NOVEMBER 2001,

Fredskovvcej 5, 7330 Brande, Denmark, Case No.:
Plaintifl,
vs.
FAME JEANS, INC,,
6650 Cote de Liesse, St. Laurent, Quebec H4T 1E3, Canada,
Defendant,
COMPLAINT

The plaintiff, Aktieselskabet af 21. November 2001, asserts the following as its
Complaint against the defendant, Fame Jeans:
Preliminary Statement

1. This action is filed pursvant to 15 U.8.C, § 1071(b){1) secking judicial review of a final
decision of the Trademark Trial and Appeal Board (“TTAB") of the United States Patent
and Tradernark Office (“*USPTO™) dated Januar&r 30, 2006. 1t is filed in connection with
the trademark (;pposition proceeding captioned Akticselskabet af 21. November 2001 v,
Fame Jeang, Inc,, Opposition No. 91163436.

The Partics

I

The plaintiff, Aktieselskabet af 21. November 2001, is a Danish company with its
primary office located at Fredskovve) 5, 7330 Brande, Denmark. It is wholly owned
subsidiary of the Bestseller Compziny, a Danish company with the same address. The

plaintifl holds Bestseller’s rights to, and interests in, the “Jack & Jones” trademark at

ey e+ s
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issue in this action. For the sake of convenience, the plaintiff will hereinafter be referred
to as “Bestseller.”

1. The defendant, Fame Jeans, Inc. (“Fame Jeans™), is a Canadian company with its primary
office locnted at 6650 Cote de Liesse, St. Laurent, Quebec H4T 1E3, Canada.

Jurisdiction & Venue

4. This Court has subject matter jurisdiction pursuant to 15 U.S.C. §§ 1071(b)(1) and (4).

5. This Court has personal jurisdiction over Fame Jeans, which sought to register the
trademark at issue in this suit with the USPTO, thereby purposely availing itself of the
laws of this Court’s jurisdiction. o

6. Venue in this Court is proper pursuant to 15 U.S.C. § 1071(b)(4) as both parties reside
outside the United States.

Background & Facts
7. Bestseller has been using, and has registered, the Jack & Jones mark on its clothing

products throughout Europe and the Middle East since 1990. By mid 2003, it had

undertaken prcparationé to use the Jack & Jones mark in Canada. Bestseller intended that
its Canadian operations would serve as a North American bas;s from which to research
and coordinate its use of the Jack & Jones mark in the United States. ,Bestséllcr applied
to register the Jack & Jones marks (text and stylized) in Canada on August 11, 2004

(Application Nos. 1226720 and 1226721), and its applications are pending. Fame Jeans

filed oppositions to Bestseller’s Canadian applications on November 1, 2005, which were
dismissed by the Canadian Intellectual Property Office on February 6, 2006.
8. On January 9, 2004, Fame Jeans filed an application with the USPTO secking to register

the Jack & Jones mark for use on clothing ilems (Application Serial No. 78350085). At
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12.

the time of its filing, Fame Jeans had never used the Jack & Jones mark in commerce in
the United States, or anywhere else. Its application. was an “intent to use” application,
based on 15 U.S.C. § 1051(b) (“section 1(b)"). Upon information and belief, Fame Jeans
has never uscd the Jack & Jones mark anywhere in the world,

On December 6, 2004, Bestseller filed an application with the USPTO to régister the Jack
& Jones mark for use on clothing items (Application Serial No. 78527823). Based on its
numerous foreign registrations, and longstanding use, of the Ja.ck & Jones mark in
Europe and the Middle East, Bestseller applied to register Jack & Jonés in the United
States pursuant to 15 U.S.C. § 1126(e) (“section 44(e)”). Specifically, Bestseller’s
application was based on its 1990 Danish registration (06.569.1990) of the mark for
clothing iml International Class 025, and stated its bona fide intention to use the Jack &

Jones mark in US commerce in connection with the goods in Class 023,

_On December 15, 2004, Bestseller timely initiated an opposition procceding with the

TTAB (Opposition No. 91163436) contesting Fame Jeans’ application to register the Jack

& Jones mark,

. After the parties’ engaged in document discovery, Fame Jeans filed a motion for

summary judgment with the TTAB on June 20, 2005 alleging that it had priority to
register the Jack & Jones mark, based primarily on its earlier application date.

On July 18, 2005, Bestscller cross-moved for summary judgment on the grounds that it
lad superior rights to register the Jack & Jones lﬁark based on its application under

section 44(é) and its equitable rights based on its longstanding usc of the mark.

%)
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13. On January 30, 2006, the TTAB issued a final decision granting Fame Jeans’ motion for
summary judgment, and denying Bestseller’s cross-motion. A capy of the TTAB’s
decision is attachcd as Exhibit 1. |

14. As Bestseller asserted to the TTAB, the marks sought to be registércd by the parties are
identical and are for the same categories of goods, so that both parties cannot register the
mark without a likelihooed of confusion among consumers.

15. Based on its substantial prior investment in the Jack & Jones mark around the world,
Bestseller has built considerable goodwill in and recognition of its Jack & Jones mark,
and will suffer significant and irreparable damage if Fame Jeans is allowed to register the
Jack & Jones mark in the United States.

16. Bestseller asserts that the TTAB crred in granting Fame Jean’s motion for summary
judgment, and denying its cross-motion for summary judgment, and secks review of the
TTAB's decision pursuant to 15 U.S.C. § 1071(b) on the foUoQing grounds:

a. Base;:! on its application under section 44(¢), Bestseller has prior_it& to the Jack &
Jones mark over Fame Jean’s application, which was filed under section 1(b);

b. Bestseller has superior equitable claims to register “Jack & Jones™ in the United
States based on its longstanding use of the mark, in contrast with Fame Jeans,
which has ncver used the mark anywhere; and

¢. Bestscller has additional evidence to submit to this Court that was not presented
1o the TTAB, which supports its claims and right to the Jack & Jones mark,

including its research and marketing for use of the mark within the United States.
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WHEREFORE, Bestseller respectfully requests that;
The Court vacate the January 30, 2006 decision of the TTAB in Aktieselskabet af 21.

November 200]_v, Fame Jeans, Inc,, Opposition No. 91163436, and adjudge that Fame

Jeang is not entitled to reg.istcr the Jack & Jones mark in the United States in connection
with the goods described in Application Serial No. 78350085;

The Court direct the Commissioner of Trademarks, pursuant to 15 U.S.C. § 1071(b), to
deny Fame Jeans® application to register the Jack & Jones mark (Applicaﬁon Serial No.
78350083);

The Court direct the Commissioner of Trademarks, pursuant to 1S U.S.C. § 1071(b), to
grant Bestseller’s application to register the Jack & Jones mark (Application Serial No.
78527823);

The Court order Fame Jeans to pay mornetary damages o Bestseller should it be
determined that Fame Jeans has improperly used the Jack & Jones mark in the United
States;

The Coun enjmn Fame Jcans from use of the Iack & Jones mark in United States
commerce in connecuon with the goods descnbt.d in Application Serial No 78350085
and

Bestseller be awardcd its costs and altorneys' fees incurred in this action, along with any

other relicf that the Court decs just and proper.

Uy
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Dated: March 27, 2006
- Binghamton, New York

DLAPRGC US LLP

Taince © Goiee,

(DC Fed. Dist, Ct. No. 321

Oliver N. Blaise, I1I, Esq.

{(DC Fed Dist. Ct. application pending)

COUGHLIN & GERHART, LLP

Attorneys for Plaintiff

20 Hawley St, 8th Floor East Tower

P.0. Box 2039

Binghamton, New York 13902-2039

Tel: (607) 723-9511

Fax: (607) 723-1530

E-mail:tcooney@cglawllp.com
oblaise@cglawllp.com

Terence P. Cooney, Esq. {3
9
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UNITED STATES PATENT AND TRADEMARK OFFICE

THIS OPINION IS CITABLE Trademark Trlal and Appeal Board
AS PRECEDENT OF P.O. Box 1451
THE T.T.A.B. Alexandria, VA 22313-1451

Cataldo Mailed: January 30, 2006
Opposition No. 91163436

Aktieselskabet af 21. November
2001

V.

Fame Jeans, Inc.

Befoxe Hohein, Hairston and Drost,
Administrative Trademark Judges.

By the Board: -

Aktieselskabet af 21. November 2001, a Danish
corporation, has opposed the application filed on January 3,
2004 by Fame Jeans, In¢., a Canadian corporation, to
regigster the mark JACK & JONES for the following goods:

Clothing, namely jeans, pants, slacks with strap
under foot, shorts, skirts, boxex shoxrts,
culottes, blouses, waistcoats, jackets, coats,
tunics, blazers, dresses; corsages, namely,
bodiees to be incorperated inte clothing;
bustiers, overalls, pullovers; t-shixts,
undaypants, vests, short sleeved vests, sweat
shirt tops, and dungarees; gcarves; shawls, ties:
leg warmexs; gloves; stockings and socka; tights;
swim wear, namely bathing costumes, bathing trunks
and bikinis; hats, caps: denim jackets; ski wear,
nam:2ly ski trousers, ski dungarees, ski overalls,
gki jackets, ski vests and ski jackets with
detachable sleeves; head scdarves, neck sCarves:
heavy wollen clothing, namely, knitted pants,
knitcted shorts, and knitted tops; double breasted
jackets, overcoat, polo shirts, jogging suits,
balts; caps and togues: fleece wear, namely jogaing
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Opposition No., 91163436

suits, hooded pullover tops with pouch pockets,
mascle tops, shorts, trousers, sweatghirts,
sweatpants, vestg and tank topa; dresses; shoes:
hosiery; lingerie, namely underskirts, panties,
bras, and underweax; men’'s ladies and children’s
dress pants, dresses, suits and dress shirts.®

As grounds for opposition, opposer asssrts, in pertinent
.part of its notice of opposition; that it has sold clothing
under the mark JACK & JONES in “international commerce” well
prior to the filing date of applicant’'s challenged
application; that opposer owns numerous registrations
throughout Europe, South America and the Middle East for the
mark JACK & JONES; that as a result of extensive use,
promotion and advertising, opposer has built significant
goodwill in its JACK & JONES mark; that on December 6, 2004,
opposer filed an application for the maxk JACK & JONES for
the following goods:

Men's, women's and children's suits, jackets,
trousers, skirts, blouses, dresses, sweaters,
vests, underpants, shorts; axticles of sports
clcthing, namely shorts, tops, t-shirts,
sweatshirts, sweatpants, tights, body stockings
and socks; hats and headwear; neckties; scaxves;
jeans; caps: gloves: belts; footweaxr; aprons;
swimwear; sleeping garments; knitted articles of
clothing and articles of clothing made from
knitted material, namely sweatshirts, cardigans,
tops, pullovers, slipovers, shawls, scarves, hats,
jackets, socks, and stockings:®

' application Serial No. 78350085 was filed based upon
applicanlcs agsertion of its bona fide intent rto use the mark in

commerce

? ppplication Serial No, 78527823 wes tiled based upon Section
44 (e) of the Trademark Act.

N
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Opposition No., 51163436

that applicant's involved mark so resembles opposer's
previously used and applied-for mark, JACK & JONES,Fas toe be
likely to causge confusion, or to cause mistake or to

deceive. Applicant denied the salient allegations of the

.notice of opposition., In addition, appliéant asserted

certain affirmative defenses.

This case now comes before the'Board for consideration
of applicant’s motion for summary judgment on the ground of
priority and likelihood of confusion under Trademarxrk Act
Section 2({d). Opposer filed a combined brief in opposition
thereto and a crossfmotion for summary judgment on the
ground of priority and likelihood of confusien. Applicant
filed a brief in opposition to opposer’s cross-motion for
summary judgment.

In suppdrt of its motion for sﬁmmary judgment,
applicant essentially argues there is no genuine issue of
matexial fact as to the following: that its cballenged JACK
& JONES mark is identical to opposer’s asserted mark; that
applicant’s clothing goods arve identical in paxt and
otherwise closely related to those of opposer; that
applicant’s intent to use applicaltion has priority over
5pposer's subsequently-ﬁiled Section 44{e) application; ;hat
opposer has not made any use of its mark in the United
States; that opposer has not made use of its mark in
interstate commerce or commayce with the United States;
that opposer thus cannot claim a date of use that is prior

to the filing date of appli-ant’'s challenged application;

PAGE 18/58
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Opposition No. 811632438

and that, as a result|of the foregoing, oppoger cannot
prevail on its claim of prierity.

Applicant submitted, as exhibits to its summary
judgment motion, a printed copy of the file history of
opposer’s asserted application Serial No. 78527823 fxom the
United Htates Patent and Trademark Office’s Txademark
Informal:ion Capture and Retrieval System (TICRS); copies of

applicant’'s first set|of interrogatories, requests for

production, and requests for admissgion; and opposer’'s

responses to those written discovery requests.

In its combined yesponse and cross-motion for summary
judgment., oppaser axgues that both parties seek to register
the mérk’JACK & JONES |for clething; that applicant’s
challenged application is based upon its assertion of a bona
fide intent to use itg mark in commerce under Sec¢tion 1 (b)
of the Trademark Act;|that applicant has not yet made use of
% : its mark, either in the United States or elsewhere; th&t
applicant’s mark thus|is noé eligible to registexr until
applicant makes use tlereof; that opposer, on the other
hand, bases its application upon ownership of numerous
foxeign registrations junder Section 44 (e} of the Trademark
Act; that opposer thuﬁ is not reguired to make use of its
mark in the United 8tagtes as a condition of registration;
that, because opposer’s mark is currently eligible for
registration and applicant‘’s is not, opposer has superior
rights‘in the JACK & JONES mark; that, in addicion,

oppozer’s use of its JACK & JONES mark in foreign commerce

m
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Opposition No. 91163436

should be recognized in the interest of justice; that
opposer firat registered its JACK & JONES mark in Denmark in
1990; that it owns numerous subsequent registrations .
therefor; that it has made extensive sales of clothing under
the JACK & JONES mark; that it intends to use the mark in
the United States and is ready to begin doing s$o; and that,
as a result of opposerx’s establishment of its mark
throughout the world, it would be unfair to allow applicant
to register the mark in the United States.

Opposer submitted, as exhibits to its xesponse and
cross-motion, printouts from the Office’s Trademark '
Electronic Search System (TESS) and Trademark Applications
and Registraﬁions Retrieval (TARR)} records of applicant’s
challen¢ed application as well as opposer’s asserted
application; copies of applicant’s responses to opposer’'s
first set of interrogatories and requests for production; a
copy of opposer’s notice of opposition; printed copies of
opposer’s foreign registrations; a July 14, 2005 printout
from opposer's Intexnet website; and copies of catalogues,
brochures and othex advertisements disp;aying opposer’s JACK
& JONES mark in assoeiation with dts goods in foreign
commexce not invol?ing the uUnited States.

As has often bean stated, summary judgment is an
approp;jate method of disposing of cases in which thexe are
no genuine issues of material fact in dispute, thus leaving
the case Lo be resolved as a watter of Jlaw. See Fed. R.

¢iv, P. B&{c). The party moving for summary judgment has

AN
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Opposition No. 91163435

the initial burden of demonstrating the absence of any | |
genuine issue of material fact. See Celotex Corp. v.
Catrett, 477 U.S. 317 (1986); and Sweats Fashions Inc. v,

Pannill Knitting Co., B33 F.2d4 1560, 4 USPQ24 1793 (Fed.

Cir. 1987). A factual dispute is genuine, if, on the i
evidence of xecord, a reasonable finder of fact could

resolve the matter in favor of the non-maving party. See

Opryland USA Inc, v. @Great American Music Show Inc., 970

F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); and Olde Tyme

Foods Inc. v, Rouﬁdy's Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cix. 1%32), Tﬁe evidence must be viewed in a light
most favorable ro the non-movant, and all justifiable
inferences are to be drawn in the non-movant‘'s favor. See
Lloyd's Food Products Inc. v, Eli's Inc., 987 F.2d 766, 25
USPQ2d 2027 (Fed. Cix. 1993); and Opryland USA, supra.
After a careful review of the record in this case, we
find that there is no genuine issue of material fact and
that applicant is entitled to judgment as a matter of law.
Turning to the guestion of priority, we find there is o
no genuvine issue that applicant is entitled to rely upon the

Japuary 9, 2004 filing date of its intent-to-use application

as its constructive use date for purposes of priority in

|
f

this opposition proceeding, subjzct to applicant’s f i
establishment of constructive use (by filing an acceptabl
allegakion of use, resulting in issuance of a registratiop).
See Section 7(e) of the Trademark Act. See also, for

example, Larami Corp. v. Talk To Me Programe, Inc., 36 .
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Opposition No. 391183436

USPQ2d 1840 (TTAB 1995); and Zirco Corp. v. American
Telephone and Telegraph Co., 21 USPQ24 1542 (TTAR 1991).

Similarly, we f£ind mo genuine issue that the earliest date

upon which opposer is entitled to rely f£or purposes of’

prioxity in this opposition proceeding is the December ¢,

2004 filing date of its asserted Section 44(e) application.?

See Section 7(c) of the Trademark Act, supra. See also 1 J. ¢
Thomas McCarthy, McCarthy on Trademarks and Unfair [
Competition §16.16 (4°" ed, 2005). In its xesponses to
applicant’s discovery requests, opposer indigcates that it
ﬁas not made use of the JACK & JONES mark in interstate
commerce oxr commerce with the United States. Opposer
further states in its response and cross-motion for summary
judgment.that while it is prepared to commence use of the
JACK & JONES mark in the United States, it has not done so.

As such, the record in this case reflects that any priox use

of the JACK & JONES mark by opposer is in foreign commerce

not invclving the United States. It is well settled that

"[plriority of trademark rights in the United States depends

solely wvpon priority of use in the United States, not on !

ol

priority of use anywhere in the world.” See 2 J. Thomas
MeCarthy, McCaxthy on Trademarks and Unfair Competition

§29.02 (4" ed. 2005). Thus, while opposer argues that it

has made extensive foreign usc of its mark that is prior to

It is noted that. spposer does nok claim a priority filing date
for its application umider Trademark Act Section 44 (d).

3

7
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Opposition No. 21163436

applicant’s filing date, such use does not establish
priority of uge for purposes of this oppbsition proceeding.
See Person‘s Co. V. Cﬁristman, 900 F.2d 1565, 14 USPQ2d 1477
(Fed. Cir. 1990). It is noted that opposer aoes not claim
in its rotice of opposition or in response to applicant’s
motion that its JACK & JONES mark is famous under Paris
Convention Art. 6bis(1). Furthermore, opposer does not
assert, nor does the record reflect, that opposer has made
any common law use of the JACK & JONES mark that would
entitle opposer to assert an carlier prxilority use date;
See, for example, Lucent Information Management, Inc, v.
Lucent Technologies, Inc., $86 F.Supp 253, 45 USPQ2d 1019
(D.Del. 1997).

In view of the foregoing, we £ind no genuine issue that
the earliest date upon which opposer may rely for purposes
of priority - that is, the filing date of its asserted
application - is subsequent to the filing date of
applicant’s challenged application. We find therefor as a
matter of law thabt opposer cannobt establish priority of use
of the JACK & JONES mark.

'0ppcser gorrectly asserts that applicant mustC
deﬁonstrane use of the JACK & JONES mark in its Section 1{b)
application prior to registration. Hlowever, opposer cites
to no aubhority for its assertion that because applicant has
not yet demonstrated use of the mark, opposex’s Section
44 (&) application provides opposer With superior rights in

the JACK & JONES mark. Furtharmorsz, opposar cltes te no
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authorxicy for its asgertion that its use of the JACK & JONES
mark in foreign commerce “should be recognized in the
interests of justice.” As noted above, opposex’s use of its
mark in foreign c0mmefce does not confer priority of use
upon opposer for purposes of establishing its ¢laim of
priority in this procéeding.

In sum, opposer has failed to disclose any evidence

that points to the existence of a genuine issue of material

fact on the issue of priority, and applicant has established
that there is no genuine igsue of material fact on the issue
of priority and that applicant is entitled to judgment as a
matter of law. '

Accordingly, because opposer cannot as a matter of law
egtablish its claim of priority, applicant's motion for
summary judgment on the ground of priority of use and
likelihood of confusion is granted; opposef's crass-motion
for summary judgment on such ground is denied; and the

opposition is hereby dismissed with prejudice.

24/58




12/06/2087

13:11

2123354785

DLAPRGC US LLP

Exhibit B

PAGE 25/58




12/86/28087 13:11 2123354705 DLAPRGC US LLP PAGE

UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

. - )
AKTIESELSKABET AF 21. )
NOVEMBER 2001, )
)
Plaintiff, )
) g
v. ) Civ. No. 06-585 (RCL)

) :
FAME JEANS, INC,, )
: )
Defendant. )
)

MEMORANDUM OPINJION

This matter comes before the Court on the defendant’s Motion to Dismiss [25] the
plaintiff’s Amended Complaint [20]. The Court has considered the defendant’s motion, the
plaintiff’s opposition thereto, the defendant’s reply, the plaintiff’s surreply, and the applicable
law. For the reasons set forth below, the defendant’s motion is hexeby GRANTED.

BACKGROUND

Since 1990, Bestseller A/S, 2 Danish éloth ing company, has used several variations of the
“Tack and Jones” trademark outside the United States and has registered them in over thirty
countries. (PL’s Am. Compl. 1-7). Plaintiff Aktieselskabet af 21. November 2001
(“Bestseller”), a wholly-owned Bestseller A/S affiliate, presently holds its rights apd intercsts in

these trademarks. (P1’s Am. Compl. 1-2.)

Op January 9, 2004, defendant Fame Jeans, Inc. (“Fame Jeans”), a Canadian clothing

company, filed an intent-to-use application with the United States Patent and Trademark Office

26/58
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(“USPTO”) under 15 U.S.C. § 1051(b) (“Section 1(b)™) to register the “Jack and Jones” mark for
use on certain clothing items' in the United States. (Mem. Supp. Def’s Renewed Mot. to Dismiss
2.) On December 6, 2004, Bestseller applied under 15 U.S.C. § 1 126(e) (“Section 44(e)”) to
register the “Jack and Jones” mark for use on a nearly-identical set of clothing items. (P1.’s Am.
Compl. 10). Bestseller also opposed Farve Jeans’s application before the Trademwark Trial and
Appeal Board (“TTAB”) pursuant to 15 U.S.C. § 1063(a), claiming the close resemblance
between the mark for which Fame Jeans had applied and its own f)reviously used and applied-for
mark would likely cause confusion in the marketplace? Aktieselskabet AF 21. November 2001 v.
Fame Jeans, Inc., 77 U.S.P.Q.2d 1861, 1863 (T.T.A.B. 2006). Because the parties agrecd they
sought to register identical marks for usc on identical or highly similar products, their dispute
centered on who could claim superior rights to register the mark for use in the United States. Id.
at 1862-63.

On January 30, 2006, the TTAB issued a Decision that granted Fame Jeans’s motion for
summary judgment, denied Bestseller’s cross-motion, and dismissed Bestseller’s QOpposition’
with prejudice. Id. at 1863, 1864. Specifically, the TTAB found no genuine issue as to priority
of use between the parties because Bestseller did not claim it had used the mark in the United
States, and under 15 U.S.C. § 1057(c) (“Section 7(c)”), Fame Jeans could ;ely on its carlier
application date as a constructive usc date. Id. at 1864, According to the TTAB, Bestseller’s use

of the mark abroud was irrelevant to trademark right priority, which depends only on'priority of

! For a complete list, see Aktieselskabet AF 21. November 2001 v. Fame Jeans, nc., 77
U.S.P.Q.2d 1861, 1862 (T.T.A.B. 2006).

2 Opposition No, 91163436,

-
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usc in the United States. Jd. (citing 2 J. Thomas McCarthy, McCarthy on Trademarks and
Unfair C&mpetiﬁon § 29.02 (4th ed. 2005)). Finally, the TTAB noted that Bestseller did not
claim that its mark was “famous’ under the Paris Conveﬂtion. Id. Becaﬁsc Bestseller could not,
as a matter of law, establish priority, the TTAB dismissed its Opposition .with prejudice. Jd.

Ou March 30, 2006, Bestseller filed a complaint [1] in this Court pursuant to 15 U.S.C. §
1071(b)(1) seeking, inter alia, vacation of the TTAB’s January 30, 2006 Decision, denial of
Fame Jeans’s registration application, and judgment that Bestseller is entitled to register the
“Jack and Joncs” mark. (Pl.’s Compl. 5.) On July 13, 2006, Fame Jeans filed a motion [9] and
accompanying memorandum of law seeking dismissal of Bestseller’s complaint for failure to
state a claim, pursuant to Federal Rule of Civil Procedure 12(b)(6). Bestseller subsequently filed
an opposition [16], and Fame Jcans replied [18]. |

On August 30, 2006, Bestscller moved to amend its complaint [19] and filed both a
mermorandum of law accompanying the motion (20] and an amended complaint [20]. Fame
Jeans then renewed its motion to dismiss [25] and submitted & supporting memorandum of law
[25). On October 10, 2006, the Court granted Bestseller leave to amend [26), dismisscd Fame
Jeans’s original motion as moot, and ordcrcd Fame Jeans's renewed motion deemed timely filed.
Bestseller renewed its opposition [28] on October 13, 2006, and Fame Jeans replicd [30] on
November 2. Finally, on March 27, 2007, Bestscller sought permission to file a surreply [32] and
filed both a surreply [32] and accompanying memorandum of law [32].

DISCUSSION

~ L Legal Standard under Rule 12(b)(6).

Defenidant has moved to dismiss plaintiff’s amended complaint pursuant to Fedcral Rule

B
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of Civil Procedure 12(b)(6). (Def.’s Renewed Mot. to Dismiss 1.) Hence, the Court must
determine whether the challenged complaint adequately states a claim on which relief may be
granted. Scheuer v. Rhodes, 416 U.S. 232, 236 (1974), overruled on ather grounds by Harlow v.
Fitzgerald, 457 U.S. 800 (1982). Asa general matter, the Federal Rules require only that a
plaintiff provide “a short and plain statement of the claim’ that will give the defenﬁant fair
notice of what the plaintiff’s claim is and the grounds upon which itrests.”” Conley v. Gibson,
355 U.S. 41, 47 (1957) (quoting Fed. R. Civ. Pro. 8(a)(2)). Further, in measuring a complaint
against this standard, the court must construe all allegations therein and draw all rcasopable
inferences in the complainant"s favor. Scheuer,416U.S. at 23; US ex rel. Harvis v. Bernad,
275 F. Supp. 1, 5 (D.D.C. 2003). Indeed, until quite recently, courts adhered to the rule that “a
complaint should not be dismissed for failure to state a cleim unless it appears beyond doubt that
the plaintiff can prove no set of facts in support of his ¢laim which would entitle him to relief.”

Conley, 355 U.S. at 45-46 (emphasis added).

This term, however, in an antitrust casc brought under the Sherman Act, the U.S.
S;Jpreme Court readdressed pleading requirements under the Federal Rules. See Bell Atl. Co}p.
v. Twombly, 127 S. ‘Ct. 1955 (2007). While a complaint need not plcad “‘detailed factual
allegations,” the factual allegations it does include “oust be enough to raise a right-to relief -
above the speculative level.” Jd. at 1964-65. As the Court observed, Federal Rule of Civil
Procedure 8(a)(2) requires a “showing” that the pleader is entitled to rclief, a substantive
threshold not achieved by conclusory asscrtions. [d. at 1965 u. 3. Though such assertions may
provide a defen:dant' with the requisite “fair notice” of the nature of a plaintiff’s claim, only

factual allegations can clarify the “grounds” on which that claim rests. Jd. Though the Twombly

4
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plaintiffs’ complaint included factual details of the defendants® independent non-competitive
conduct, it failed to allege any facts compelling ghe inferencé that this conduct arose from an
agreement among the defendants not to compete. /d. at 1965. The Court ultimately affirmed the
district court’s dismissal of the complaint, holding that plaintiffs had “not nudged their claims

across the line from conceivable to plausible.” fd. at 1974,

Although the plaintiffs agreed, in theory, with the need for plausibility, they argued their
complaint satisfied Conley’s “no set of facts™ standard, /d. at 1968. Bccoause conspiracy was one
possible explanation for the defendants’ parallel conduct, the plaintiffs were owed an opportunity
to discover and prove a supportive “‘set of facts . .. which would entitle [them] to relief.’” Id.
But the Court declared this reading ;:>f Conley was too literal. Id. Indeed, such a rule would
permit “a wholly conclusory statcment of claim [to] survive a motion to dismiss whenever the
pleadings left open the possibility that a plaintiff might later establish some ‘set of [undisclosed]
facts’ to support tecovery.” Id. (altcration in original). Rather, Conley’s phrasing was but “an
incomplete, negative gloss on an accepted pleading standard: once a claim has been stated
adequately, it may be suppbrted by showing any set of facts consistent with the allegations in the

complaint.” Id. at 1969.

11, Analysis under Rule 12(b)(6).

In Count ) of its amended complaint, Bestsellcr seeks reversal of the TTAB’s decision
dismissing its Opposition, asserting that 1) Bestseller’s later-in-time application under Section
44(c) takes priority over Fame Jeans’s application under Section 1(b); 2) “Bestseller has superior

equitable claims to regjster ‘Jack & Jones” in the United States based on its longstanding and
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widespread use of the mark, in cqntrast with Fame Jeans, which has never used the mark
anywhere;” and 3) Bestseller intends to submit new evidence not presented to the TTAB. (PL’s
Am. Compl. 13.) In Count II, Bestseller contends Fame Jeans’s application was void ab initio
becausc Fame Jeans lacked a bona fide intention to use the mark when it applied for registration.
(Pl.'s Am. Compl. 14.) In Count IIT, Bestscller asserts a claim for misrepresentation based on

Fame Jeans's alleged false statements in its applicatioﬁ to the USPTO. (Pl.’s Am. Compl. 14-
15.)

The Court must now test whether Bestseller has adequately pled any or all of these
claims. |
A. Count I: Reguest for Reversal Under Section 21 of Lanham Act

When a “party to an opposition proceeding . . . is dissatisfied with the [TTAB’s)
decision,” the Lantham Act permits that party to appeal to the United States Court of Appeals for
the Federal Circuit or to bring a civil action in federal district court. 15 U.S.C. § 1071 (a), (b)
(2007). In the latter case, the district court acts as an appellate court to the TTAB and applies a
hybrid standard of review, affording deferential treatment to the TTAB’s factual findings but
confronting legal questions de novo. Mitchell Cosmetics SARL v. Pramil S.R.L. (Esapharma),
No. 04-1557, 2005 WL 2373371, at *2 (D.D.C. Aug. 29, 2005) (citing Material Supply Int’l, Inc.
v. Sunmatch Indus. Co., 146 F.3d 983, 989-90 (D.C. Cir, 1998)). ﬁough the district c‘ourt may
consider new evidence, it may not entertain claims of legal theories not presented to the TTAB.
Gold Seal Co. v. Weeks, 129 F. Supp. 928, 937 (D.D.C. 1955) (citing Lucke v. Cae, 69 F.2d 372

(D.C. Cir. 1934); Cherry-Burrell Corp. v. Coe, 143 F.2d 372 (D.C. Cir. 1944)). When, as here,
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an adverse party resides in a foreign country, jurisdiction lies with the United States District
Court for the District of Columbia. 15 U.S.C. § 1071(b)(4). Thus, this Court’s jurisdiction is

proper as to those legal theories Bestseller argued before the TTAB.

Bestseller’s coraplaint alludes to three alternative bases for reversal of the TTAB’s
adverse priority finding: 1) as a raatter of law, absent actual use in the United States by either
applicant, a Section 44(e) application takes priority over a previously filed Section 1(b)
application; 2) when Fame Jeans applied, Bestseller had already acquired superior common law
rights in the “Jack & Jones” mark through use in commerce in the United States; and/or 3)
Bestseller’s use of the “Jack & Jones” mark abroad had rendered that mark “famous” before
Fame Jeans filed its app}iéation. (See PL.’s Am. Compl. 2-15.) The complaint also plcads
“superior equitable claims™ and “new evidence” as grounds for review. (P1.’s Am. Compl. 13.)

The Court will examine each theory in turn.
1. Priority
a. Priority as a Matter of i,aw under Section 44(e)

Bestseller’s complaint asserts: Fame Jeans applied under Section 1(b) to register the
«Jack & Jones” mark on January 9, 2004, (P1.’s Compl. 10); Bestsellcr appﬁed undér Section
44(c) to register the “Jack & Jones” mark on December 6, 2004, (id.); and “[b]ased on its
applicétio.n. under Section 44(g), Bestscller has priority to the Jack & Jones mark over Fame
Jeans’s application, which was filed under Section 1(b),” (id, at 13). These allegations state a
basis on which this Court can vacate the TTAB’s decision only if, as 2 matter of law, a Section

44(g) applicant may gain priority over an earlier-in-time Section 1(b) applicant.
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«Use in commerce” has long been the sine qua non of trademark rights. See, e.g., 15
U.S.C. § 1051 (2007) (permitting trademark registration on the principal register based on “usc]
in commerce” or “a bona fide intention . . . to use in commcrce’;); Ifrade-Mark Cases, 100 U.S.
82, 94 (1879) (“At cornmon law, the exclusive right to [a trademark] grows out of its use, and not-
its mere adoption.”); In re Application of Gorham Mfg. Co., 41 App. D.C. 263, 265 (D.C. Cir.
1913) (“[tJrademarks were recoguized by the common law.and are acquired by use”). Here,
however, both plaintiff and defendant applied to register the “Jack & Jones” mark under statutory

exceptions to this general rule. (PL’s Compl. 10.)

As amended in 1988, Lanham Act Section | offers U.S. applicants two options for
trademark registration, 15 U.S.C. § 1051 (2007). Sectioﬁ 1(a) provides for registration when the
applicé.nt submits a verified statement specifying that “the mark is in use in commerce” and that
“no other person has the right to use such mark][, or one so similar as to cause confusion in the
marketplace,] in commerce.” /d. § 1051(a). Section 1(b), however, providcs that “[a] person
who has a bona fide intention . . . to use a trademark in commerce may request registration of its
trademark.” Zd. § 1051(b)(1) (emphasis added). In tbis latter case, the USPTO will publish the
application for opposition, and unless an opponent succeeds, will issue a notice of allowancs to
the appli.cant. Id. § 1063. Absent an approved extension, the applicant must then file “‘a verified

statement that the mark is in use in commerce”” within six months to obtain final registration. /d,
§ 1051(d).

Though Section 1(b) tbus ostensibly dispenses with the common law use requirement for
initial registration, Section 7(c) further provides that the filing of an intent-to-use application
“ghall constitute constructive use of the mark,” contingent on the applicant’s subsequent

8
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completion of the process deseribed. /d. § 1057(c). Such constructive use confers “a right of
priority [in that mark], nationwide in effect,” except as against a persoﬁ who has previ oﬁsly
“used the mark,” previously filed a still-pending or approved application to use the mark, or
subsequently filed a still-pending or approved application that meef's the requirements of 15
U.S.C. § 1126(d) (“Sectioﬁ 44(d)"), Jd. Thus, so long as a Section 1(b) applicant later actually
uses the mark in commerce and is awarded registration, that applicant may rely on his application
filing date for priority purposes.

Before final registration, the applicant may also rely on that priority date in proceedings
before the TTAB. See, e.g., Larami Corp. v. Talk To Me Program;s', Inc., 36 U.S.P.Q.2d (BNA)
1840 (1995) (“the right of an intent-to-use applicant to rely upon its constructive use ciate in
Board proceedings comes into existence with the filing of its intent-to-use application, and [] the
[] applicant can rely upon this date in an opposition for purposes of establishing priority”).
Federal courts have gencrally permitted an intent-to-use applicant to assert his constructive use
date to defend an action.? Thercfore, because defendant filed its Section 1(b) application on

January 9, 2004, the Court finds this is the carliest priority date on which Fame Jeans may rely.

3 See, e.g., Warnervision Entertainment, Inc. v. Empire of Carolina, Inc., 101 F,3d 259,
261 (2d Cir. 1996) (intent-to-use applicant could assert its constructive use date to defend an
infringement action); Mitchell Cosmetics SARL v. Pramil S.R.L. (Espharma), No. 04-1557, 2005
U.S. Dist. LEXIS 18915 (D.D.C. Aug. 29, 2005) (Lamberth, J.) (affirming priority determination
by TTAB that relied on constructive usc); Lucent Info. Mgmt., Inc. v. Lucent Techs., Inc., 986 F,
Supp. 253, 258 (. Del. 1997) (defendant could rely on its intent-to-use application date for
priority in defending an action). Cf. SCM Corp. v. Langis Foods, Ltd., 539 F.2d 196, (D.C. Cir.
1976) (recognizing Section 44(d) applicant’s constructive use date based on foreign filing);
Larami Corp. v. Talk To Me Programs, Inc., 304 F. Supp. 553, 559-60 (S.D.N.Y. 1992)
(declining to recognize intent-to-use applicant’s constructive use date prior to full registration in
infringement action brought by the applicant).
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Like Scction 1(b), Section 44(e) permits application absent prior usc of that matk in U.S.

commerce. 15 U.S.C § 1126(¢) (2007). This provision allows “persons whose country of origin

js party to any convention or treaty rclating to trademarks . . . to which the United States is also a

party, or extends reciprocal rights to njtionals of the United States by law,” to register otherwise

eligible marks on the principle register based on a pre-existing foreign registration. Jd. §

1126(b); (¢). Such an applicant must asserta bona fide intention to vse the mark in commerce

and must submit a certified copy of the mark’s registration in the applicant’s country of origin.

1d. § 1126(¢).

Under Section 44(d), for priority purposes, such an applicant is accorded constructive use

of the mark in the United States as of is foreign application date under certain conditions. d. §

1126(d). First and foremost, the appligant’s U.S. application must have been “filed within six

months from the date on which the application was first filed in the foreign country.” /d,

Converscly, where more than six months have elapsed between the Section 44(¢) applicant’s

foreign application date and its U.S. ap plication date, that applicant may not rely on the foreign

date for priority purposes. See id.

Plaintiff contends it may rcly on its 1990 Danish registration as its priority date, citing a

1983 Florida district court decision as puthority for this assertion. (PL.’s Renewed Opp'n. 3

(citing Davidoff Extension S.A. v. Dav idoff Int'l, Inc., No, 83-1435-Civ, 1983 U.S. Dist. LEXIS

12139 (5.D. Fla. 1983)).) In Davidoff] a Swiss corporation sought to cnjoin & U.S. company

from infringing on its U.S.-registéred trademark. 1983 U.S. D'ist. LEXIS 12139, at *1-3. The

plaintiff was “a well-known internatiopal marketer of tobacco products and ha[d] registered its

srademark ‘Davidoff” with the [USPTQ).” /d. at *2. The defendants alleged the plaintiff had not

10
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used its mark in the United States and

at its registration was thus fraudulent. /d. at *7. Still,

the court found that the cvidence contradicted this argument, /d, at *7-8. The court further

observed that because the plaintiff had registered its mark in the United States under Section

44(e), based on its prior Swiss registration, the defendant’s argument was “inconsequential.” Jd.

at #8-10.
Bestscller appears to read this 1

applicant the blanket right to register a

anguage to indicate that Section 44(¢) affords a foreign

mark in the United States, regardless of prior application

or usc by another party, bascd solely op his foreign registration. (See PL’s Opp’n 3.) This Court

rejects that reading for three reasons.
foreign registration confers priority in
with the USPTOQ within six months of ]
15 U.S.C. § 1126(d) (2007).

. Second, in Davidoff, the plainti
mark. See 1983 U.S. LEXIS 12139, af
44(e) whetber the plaintiff had actually

as of its U.S. registration date. See id.

"irst, the statutory language in Section 44(d) is explicit:
the United States when the registrant files an application

nis foreign application date - not eternally thereafter. See

£s U.S. registration predated the defendant’s use of the
*1-4. Because it was “inconsequential” under Section
rused the mark, the plaintiff could claim constructive use

at *2, *9-10; 15 U.S.C. § 1057(c) (2007). Under the “first

in time, first in right” principle underpinning U.S. tradematk law, see 2 J. Thomas McCarthy,

McCarthy on Trademarks § 16:11 (4th

ed. 2002), it could thus claim priority of usé as against the

defendant. Here, because Bestscller filed its Section 44(e) application after Fame I eans’s

constructive use date, (P1.’s Compl. 10

), its reliance on Davidoff is futile.

Third, Bestseller’s proposed interpretation of Section 44(c) is both ill-defined and

11
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illogical. Plaintiff suggcsts a foreign tradcr'na:k holder can sutomatically obtain U.S. registration
based on its foreign registration date, regardless of any intervening U.S. applications or
registrations. (SecPl’s Opp’n.) But such arule would completely ignore the territorial nature
of trademark law. See J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition,
§' 29:2, at 29-6 (4th ed. 2002). A wark’s registration in any qualifying country would effectively
and indefinitely preempt U.S. registratibn of that mark by anyone other than the foreign
registrant. Another company that had successfully registered a mark and used it in U.S.
commerce for decades could find its rights in that mark abrogated by a Section 44(e) application
premiscd on an earlier foreign registration. Nothing in the lenguage of Section 44(e) suggests
Congress intended this result, and indeed, the limiting provisioﬁs of Scction 44(d) reveal a

contrary intention. See 15 U.S.C. § 44(d), (c) (2007).

The United States Court of Appeals for the Federal Circuit @&%scd a related question in
Inre Rath, See 402 F.3d 1207 (Fed. Cir. 2005). There, the court found that Section 44(e)
applicants may ohtain registration absent use in the United States but must cotaply with the
Lanham Act’s other provisions. [d. at 1212. The court observed: “There is simply mo way to
read this [Act’s legislative] history as suggesting that Congress intended to require registration on
the prineipal register despite United States eligibility requircoents. If anything, the history
confirms that the principal register was availablc to foreign registrants and United States citizens

on cqual terms . . . " Id.

Similarly, this Court finds that Section 44(¢) does not permit foreign registrants to
circumvent statutory and common law priority rules. In Section 44(d), Congress specified
conditions under which a foreign applicant may rely on a previously filed foreign application for

12
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priority. See 15. U.S.C. § 1126(d) (2007). Where, as herc, a Section 44(¢) applicaqt does not
meet those conditions, Congress has not provided for such relia.nce,.and this Court will not read
silence as approval. Accordingly, the Court finds that as a matter of law, Bestseller's Section.
44(e) application does not automatically have priority over Fame I;ans’s Scction 1(b)
application. Therefore, the Court will pot reverse the TTAB’s decisi'on on this basis, and

plaintiff’s claim on this ground must fail.
b. Priority Based on Use in Commerce

Bestseller’s complaint algo alleges that: Bestseller has used the “Jack & Jones™ mark
since 1990, (P1.’s Am. Compl. 2.); Bestscller has sold “[t]lens of millions of artjcles of clothing™
bearing the “Jack & Jones” mark “worldwide,” including in the European Union, the Middle
Bast, Russia, and China, (id. at 8.); Bestseller “owns twenty-onc doroain names containing the
Jack & Jones trademarks” and operates at Icast one website that “has been available in English
since 1997, (id.); Bestseller “has spent millions of dollars™ to advertise, promote, register, and
protect the “Jack & Jones” mark “worldwide,” (id. at 9.); and U.S. consumers can purchase
Bestseller’s products bearing the “Jack & Jones™ mark “through Bestseller’s foreign customers

and stores as well as through re-sales on eBay.com,” (id.).

As previously discusscd, Section 7(c) limits Fame Jeans’s ability to rely onA its January 9,
2004 application date for priority See suprz part I(B); 15 U.5.C. § 1057(c) (2007). Specifically,
Section 7(c) does not confer a right of priority on an intent-to-use applicant against “a person
whose mark has not been abandoned and who, prior to such filing . . . has used the mark.” Id.

Further, 15 U.S.C. § 1052(d) (“Section 2(d)”) provides that no mark shall be registercd that “so
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resembles . . . a mark or trade name previously used in the United States by another and not
abandoned, as to be likely” to cause confusion in the marketplace. /d. at 1052(d). In interpreting
the Lanham Act, the Federal Circuit has generally defined the phrase “nsed in commercc” to
méan the “sale or transportation of goods bearing the mark in or having an effect on: (1) United
States interstate commerce; (2) United States commerce with foreign nations; or (3) United
States commerce with the Indian Tribes.” Person’s Co. Ltd. v. Christman, 900 F.2d 1565, 1568
(Fed. Cir. 1990).* Under Section 2(d), however, “yse in the United States” carries a broader
definition, including “use that is strictly intrastate and not regulable by Congress.” First
Niagara Ins. Brokers, Inc. v. First Niagara Fin. Group, Inc., No. 06-1202, 2007 U.S. App.
LEXJS 555, at *9 (Fed. Cir. Jan. 9, 2007). Hencc, if Bestseller has used the “Jack & Jones” mark
in the United States under this definition, and such use predates Fame Jeans’s Jahuary 9, 2004
application, Fame Jeans may not assert priority.

The Court may not reach this question, however. Bestseller is not entitled t.o assert this
claim before the district court because it did not do so before the TTAB. Sece Mitchell Cosmetics
SARL v. Pramil S.R.L. (Esapharma), No. 04-1557, 2005 WL 2373371, at *6 (D.D.C. Aug. 29,
2005) (Lamberth, I.). In Mitchell, the plaintiff had applied to register the “Regge Lemon” mark

and sought review of thc TTAB’s decision granting the defendant’s opposition thereto, Id, at *2-

3. The TTAB found the defendant had used the mark in the United States prior to the plaintiff’s

Section 1(b) application date and thus *had a priority of use.” Jd. at *3. When the plaintiff

4 See also Russian Acad, of Sciences v. Am. Geophysical Union, No. 98-2165, 1998 u.s.
Dist. LEXJS 20598, at *17 (D.D.C. Dec. 17, 1998) (“(t]o acquire trademark rights, the trademark
must be used in commerce in the relevant market”).
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disputed the TTAB’s priority finding before the district court, it offered three additional bases on
which the defendant’s use of the mark should be held invalid to con.fer priority. Id.. This Court
declined to eﬁté}mm these claims because the plaintiff had not raised fhem before the TTAB. Id.
at *6-7. Courts within this district “are satisficd that Cbngress did not intend, by sctting up
review in this court, to transfer the functions of the Patent Office to the District Court. . . [and]
will not pass upon those claims which have not first been considered on the merits by the Pajent
Office.” Gold Seal Co. v. Weeks, 129 F. Supp. 928, 937 (D.D.C. 1955) (citing Lucke v. Coe, 69

F.2d 372 (D.C. Cir. 1934); Cherry-Burrell Corp. v. Coe, 143 F.2d 372 (D.C. Cir. 1944)).

Here, the TTAB’s opinion clearly states: “[Bestseller] does not assert . . .'that [it] has
made any common law usc of the JACK & JONES mark. . .." Aktieselskabet AF 21. November
2001 v. Fame Jeans, Inc., 77 U.SP.Q.2d 1861, 1864 (T.T.A.B. 2006). Because Bestseller did

not claim priority based on use in the United States before the TTAB, it may not do so bere.

¢. Priorify under the “Famous Marks Doctrine”

Bestseller’s complaint contends: Bestseller has used the “Jack & Jones” mark since
1950, (PL.’s Am. Compl. 2.); Bestseller has registered five variants of the mark-118 times in
forty-six countrics and has sixty-nine additional applications pending, (id.); Bestseller has sold
“ItJens of millions of articles of clothing” bearing the “Jack & Jones” mark “worldwide,”
including in the Furopean Union, the Middle East, Russia, and China, (id. at 8.); Bestseller
“owns twenty-one domain names containing the Jack & Jones trademarks” and operates at least
one website that *“has been available in English since 1.997,” (id.); Bestseller “has spent millions

of dollars” to advertise, promote, register, and protect the “Jack & Jones™ mark “worldwide,” (id.
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at9.); U.S. consumers can purchase Bestscllcr’s products bearing the “Jack & Jones™ mark
“through Bestscller’s foreign customers and stores as well as through re-sales on ¢Bay.com,”

(id.); and finally, the “Jack & Jones” “family of marks has become ., famous worldwide,” (id.).

Some courts recognize an exception to U.S. trademark law’s “territoriality principle” for
foreign marks that have not been used, but have acquired 2 certain ievel of notoricty in, the
United States.® Plaintiff's allegations quoted above implicate this “famous marks doctrine.” No
court in the District of Columbia Circuit has yet considered whether the famous m#rks doctrine
operates to secure priority of use in the United Statcs to a foreign u;er, and this Court need not do
so here. The TTAB’s opinion in the instant matter observes that “[Bestse]ler] does not claim n
its notice of opposition or in response to applicant’s motion that its “Jack & Jones mark is
farous under Paris Convention Art. 6(bis)(1).” 77 U.S.P.Q.2d at 1864, Because the TTAB had

10 opportunity to consider this issue on the merits, this Court need not decide whether the

5 Under the territoriality principle, “priotity of trademark rights in the United States
depends solely upon priority of use in the United States, not on priority of use anywherc in the
world” J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 29:2, at 29-6
(4th ed. 2002). The Ninth Circuit has recognized an exception to this principle for “famous
marks.” Grupo Gigante S.A. de C.V.v. Dallo & Co., 391 F.3d 1088 (9th Cir. 2004). This
exception affords priority in U.S. trademark rights “when foreign use of 2 mark achieves a certain

evel of fame for that mark within the United States” such that “a substantial percentage of
consumners in the relevant Awmerican market is familiar with the foreign mark” and the mark has
acquired a “secondary meaning [within the U.S.J." Jd. at 1093, 1098. But the Second Circuit has
explicitly rejected the “famous marks doctrine.™ ITC Ltd. v. Punchgini, Inc. 482 F.3d 135, 164
(2d. Cir. 2007). The court first held tbat the two international agrecments that purport to protect
*famous” marks, the Paris Convention and the Agreement on Trade-Related Aspects of
International Property Rights, were not self-executing; sccond, jt reasoned that the Lanham Act
thus could not implement the protections afforded to famous marks by these agreements. Jd.
at161-63. Notably, other Circuits have also concluded the Paris Convention is not self-
executing. See Jn re Rath, 402 F.3d 1207, 1209 (Fed. Cir. 2005); Int 'l Café, S.A.L. v. Hard Rock
Café Int’l, Inc., 252 F.3d 1274, 1277 n.5 (1 1th Cir. 2001).
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famous marks doctrine is a valid exception to the temitoriality principle and if so, whether
Bestsoller’s “Jack & Jones” mark qualifies for it. See Mitchell Cosmetics SARL, 2005 WL

2373371, at *6; Gold Seal Co., 129 F. Supp. at 937.
2. Reversal due to Bestseller’s “Superior Equitable Claims”

Bestseller's complaint also refers to its “superior equitable claims to register ‘Jack &
Jones’ in the United States based on its langstanding and widespread use of the mark,” as
compared with Fame Jeans’s alleged non-use. (PL’s Am. Comapl. 13.) Before the 'I;TAB,
Bestseller argued its usc of “Jack & Jones™ abroad should be recognized “in thc interest of
justice” but offered no authority for such recognition. Akzieselskabet AF 21. November 2001 v,
Fame Jeans, Inc., 77 U.S.P.Q.2d 1861, 1864 (T.T.A.B. 2006).

Plaintiff now calls on this Court to exercise its equity powers on a similar basis, arguing

that Congress intended courts “to give considerable weight to the principles of equity when

making priority determinations,” even when one party may claim constructive use. (Pl.’s Mem.

§ 1116(a), which it cites a8 conférring “broad injunctive (i.c., cquitable) powets to review
trademark disputes.” (/d. at 9 n.4.) There arc a number of problems with this argument.

First, section 1116(a) expressly extends only to infringement actions under 15 U.S.C. §
1126(a) and other actions brought by registrants. 15 U.S.C. § 1116(a) (2007). It docs not reach
appeals from TTAB decisions concerning oppositions, where neither party is yet a “registrant.”

See id, §§ 1116(a), 1126(a).

Second, Bestseller grounds its cquitable claims on its “longstanding and widespread use”
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of “Jack & Jones” outside the United States (PL.'s Am. Compl. 13). As the Court has explaincd
above, however, territoriality is a bedrock principlc of trademark law. J. Thomas McCarthy,
MeCarthy on Trademarks and Unfair Competition § 29:2, at 29-6 (4th ed. 2002). Though
Bestseller offers some authority for its appealA to cquity, none of thcsc cases and treatise sections

addresses, much less abrogates, this fandamental principle.® Priority in U.S. trademark rights

depends solety on use within the United States, not use abroad. 7d.' '

Third and finally, plaintiff mistakes the nature of equity. Equity is an alternative route to ,
relief for a plaintiff whom the law will not make whole; it is not, however, automatically
available whenever a party perceives some subjective unfaimess in the legal outcome. See
Guaranty Trust Co. v. i’ork, 326 U.S. 99, 106 (1945) (discussing limitations on couts’ equitable
powers). Indeed, the maxim “he who seeks equity must do cquity” has long governed
entitlement to equitable relief in the federal courts. See, e.g., Manual Enter., Inc. v. Day, 370
U.S. 478, 526 (1962); Myers v. Hurley Motor Co., 273 U.S. 18, 26 (1926); Brown v. Lake
Superior Iron Co., 134 U.8. 530, 535 (1350); Willard v. Tayloe, 75 U.S. 557, 574. (18?0). This
principlc conditions a party’s entitlement to equitable relief on his Behavior in accordance with
equitable principles. See Mfrs.’ Fin. Co. v. McKey, 294 U.S. 442, 449 (1935) (courts shell not
enforce cquitable principles “in favor of onc who affirmatively seeks their enforcement except

upon condition that he consent to accord to the other his correlative cquitable rights™).

§ See Chandon Champagne Corp. v. San Marino Wine Corp., 335 F.2d 531,534 (2d Cir.
1964) (declining to grant priority based on plaintiff’s single-point U.S. sale. of “a few hundred
cases” of champagne three years before defendant’s fixst sale and twelve years before plaintiff’s
second sale); 2 J, Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 16:13
(4th ed. 2002) (describing equity’s application in race-to-the-market scenarios, such as when
competitors used a mark in the United States within days of one another).
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One such principle holds that “cquity aids the vigilant and not those who slumber on their
rights.” Black’s Law Dictionary 875 (6th ed. 1990} (discussing doctrine of laches). Here,
Bestseller’s own allegations reveal it has not acted in accordance with this principle. Bestseller
cmphasizes its “longstanding and widespread use” of the “Jack & Jones” mark, beginning in
1990, and cites its over one hundred registrations in forty-six countries. (PL.’s Am. Compl. 2,
13)) By mid-2003, it had allegedly “undertaken prepa?ations to use the [] marks in‘Can >
intending “its Canadian operations [to] scrve as a North Amen'c.an basc from which to research
and coordinate” a U.S. expansion. (P1.’s Am. Compl. 7.) Not until December 6, 2004, however,

did Bestseller apply to register the mark in the United States. (PL’s Am. Compl. 10.)

At any time after 1990, Bestselier could have applied to register “Jack & Jones” in the
United Sﬁtes under Section 44{c), based on its Danish registration. See 15U.S.C. § 1126(c)
(2007). In mid-2003, it could bave ap.plied under Scction 1(b), based on its averred intent to use
that mark in the United States. See id. § 1051(b). Prior to Fame Jeans’s January 9, 2004
application, Bestseller had ample opportunity to secure for itself the cxclusive right to use its

“extremely valuable” marks in the Unitcd States, Plaintiff did not take advantagc of this

opportunity, and equity will not shield it from the conscquences of its inaction. -

Hence, ﬂns Court docs not find that Bestseller’s use of the mark outside the United

States,'however “longstanding and widespread,” gives rise to an equitable claim.
3. Reversal based on Availability of Additional Evidence

Bestseller's complaint also avers that it “bas additional evidence . . . that was not

presented to the TTAB, which supports its claims and right to the ‘Jack & Joncs’ mark, including
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its rescarch and marketing for use of the mark within the United States.” (PL's Am. Compl. 13.)
When a party appeals a TTAB decision in district court, it cannot raise new legal issues but may
present pew evidence not considered by the TTAB. See 15 U.S.C. § 1071(b)(3); Material
Supply Int'l, Inc. v. Sunmatch Indus Co., Ltd., 146 F.3d 983, 989-90 (D.C. Cir. 1998); Mitchell

Cosmetics SARL, 2005 WL 2373371, at *6.

Bestseller is thus free to offer new evidence in this action, but only in support of legal
theorics it raised before the TTAB. Plaintiffs’ complaint does not clearly indicate }-xow its
“additional evidence’” will support its “right to the ‘Jack & Joues’ ﬁaark,” nor does it specify with
any particularity the nature of this “new” evidence. (Pl.’s Am. Compl. 13.) The complaint refers
only to Bestseller's “research and marketing for use of the mark within the United States.” (/d.)
Plaintiff’s bricfs seem to imply that it belicves its efforts to lay the groundwork for a U.S. salés
launch should qualify as “use[] in the United States,” thereby eliminating Fame Jcans’s
entitlernent to constructive use under Section 7(b). (See P1.’s Opp. 11-12; PL’s Sumeply Mem. 2-
3) Seealso 15 U.S.C. § 1052(d) (2007) (no mak shall be registered that “so resembles . . .a
mark or trade name previously used in the United States by another and not abandoned, as to be
likely” to cause confusion in the marketplace (emphasis added)). Bcstse]l;ar did not raise this
claim before the TTAB. 77 U.S.P.Q.2d at 1864. ‘Plaintiff thus may not raise it here. See
Mitchell Cosmetics SARL, 2005 WL 2373371, at *6.

Further, to survive Fame Jeans’s motion to dismiss, regardless of what Bestseller intends
to introduce at a later pha.sc of the proceedings, its complaint must state a claim on which this
Court may grant relief. The availability of new evidence does not alone constitute a civil cause

of action.
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For the aforementioned reasons, the Court must dismiss Count I for failure to state a

claim on which relief may be granted.
B. Count 1I; Application Void Ab Initio

In the second count of its complaint, Bestseller charges that Fame Jeans lacked a bona
fide intention to wsc the “Jack & Jones™ mark in comuoerce when it filed its application and that
the application was therefore void. (Pl.'s Am. Compl. 14.) This allegation is but another attack
on the TTAR’s priority determination, namely: Fame Jeans’s applicgation was void ab initio, so it
canot rely on its application date for constructive use. (See /d.) Bestseller claims “Fame Jeans
has never used the Jack & Jones mark in the United States,” (id.), and absent either constructive
or actual use, the TTAB’s decision that Fame Jeans may assert priority of use must be erroneous.
Cf. 15 US.C. § 1051 (2007) (permitting trademark registration on the principal register based on

“use[] in coramerce” or “a bona fidc intention. . . . to use in commerce”).

To support its bad faith claim, Bestseller alleges the following: “Bestseller and Faroe
Jeans are business rivals in the competitive clothing industry,” (P1.’s Am. Compl. 7); the two
companieé “come into contact and are involved with the same individuals and entities in the
Canadian clothing industry on a regular basis,” (id.); “[u]pon information and belief, Fame Jeans
knew that Bestseller planned to expand its operations and use of the Jack & Jones marks in the
United Statcs,” (id. at 7-8); “Fame Jeans knew that Bestseller shortly intended to exploit its well~
known and valuable mark in the United States” (id. at 14); when Fame Jeans filed its applicati.én,
it “had never used the Jack & Jones mark in commerce in the United States, or anywhere else,”

and on information and belief, it has not done so since, (id. at 8). Bestseller also repeatedly
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alleges, on information and belief, that Fame Jeans never intended to use the mark and thus
falsified its application to the USPTO.” Bestsellcr further states that “investigation reveals”

Fame Jeans does not intend to use the “Jack & Jones” mark in the U.S. (/d. at 14.) -

Here aéain, however, the Court may consider only those legal theories raised before the
TTAB. See Mitchell Cosmetics SARL, 2005 WL 2373371, at *6. The TTAB’s opinion below
does not indicate Bestsellcr challenged Fame Jeans’s sincerity in applying to register “Jack &
Joncs” before the Board, See Aktieselskabet AF 21. November 2001 v. Fame Jeans, Inc., 77
U.S.P.Q.2d 1861 (T.T.A.B. 2006). Thercfore, the Court cannot now consider this argument, and

Count II fails to state a claim on which this Court may grant relief.

C. Count III: Misrepresentation

Count I of Bestseller’s complaint contends that Fame Jeans misrepresented its intention
to use the “Jack & Jones™ mark in its application to the USPTO. (Pl.’s Am. Compl. 14.)
Bestseller supports this theory with the allegations described in Part Li(b), supra, and by further
declaring that Fame Jeans “knew or should have known that its repr':esentations in its application
were misleading and material[;]” that Fame Jeans intended for the USPTO to rely on its

misrepresentation in registration proceedings; and that the USPTO did so rely. (/d at15.) Itis

7 (See, e.g. P1.’s A, Compl. 9 (“[u]pon information and belief,” Fame J eans filed its
application “in an attempt to thwart Bestseller's planned expansion into the Unijted States and to
trade off the worldwide fame and goodwill of the marks™); id. at 14 (“[u]pon information and
belicf, Fame Jeans did not have a bona fide intention under circumstances showing good faith to
use the Jack & Jones mark in commerce in the United States at the time it filed [its]
Application) (“[u]pon information and belicf, Fame Jeans misrepresented its intentions when it”
applied to register the mark) (“[u]pon information and belief, Fame Jeans filed [its] application to
trade on the substantial good will and fame of Bestseller’s marks and to intetfere with
Bestseller’s stated intention to nse the mark in the United States”).)
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unclear from the conoplaint whether Bestseller intends to suggest another basis for reversal of the

TTAB’s decision or to bring a separate, comruon Jaw claim for misrepresentation.

If Bestscller intends to suggest another basis for reversal, its claim would again fail
because it did not assert this legal theory before the TTAB and thus may not assert jt here. See
Mitchell Cosmetics SARL, 2005 WL 2373371, at *6; Aktieselskabet AF 21. November 200! v.

Fame Jeans, Inc., 77 U.S.P.Q.2d 1861 (T.T.A.B. 2006).

If, instead, it intends to bring a separate claim, Bestscller confronts a differcnt set of
obstacles. As noted abo've, the Laxham Act confers jurisdiction on. this Cc;urt to review TTAB
decisions,? but this grant does not expressly extend to common law claims. 13 U.S.C. § 1071(b)
(200’7). Rule 8()(2) permits a-party to “‘state s many separate claims . . . as the party has in a
single pIeaﬁing, but each claim must have its own basis for federal subject matter jurisdiction.
Fed. R. Civ. Pro. 8(e)(2).

Where, as here, the court has original jurisdiction over a clajm brought under a federal
statute, i‘t may excroise supplemental jurisdiction over claims that are “so related . . . that they

form part of the same case or controversy under Article III of the United States Constitution."”

3 The district courts have original jurisdiction in “any civil action arising under any Act of
Congress relating to patents, plant variety protection, copyrights, and trademarks. 28 U.S.C. §
1338(a) (2007).

® In theory, a federal court may also have jurisdiction over a tort claim such as
misrepresentation when the parties to that claim are diverse, and the amount in controversy
exceeds 75, 000 dollars. See 28 U.S.C. § 1332 (2007). Here, however, the only two parties are
foreign corporations, (P1.’s Am. Compl. 1-2), 50 nonc of the alternative statutory grounds for
diversity is satisfied. See {d. Further, though plaintiff sccks “monetary damages,” the complaint
specifies no amount, and plaintiff does not link this demand for relief to its misrepresentation
claim. (PlL.’s Am. Compl. 16.)
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28 U.S.C. § 1367(a) (2007). Such a relationship exists where the claims “derive frofn a comtnon
nucleus of opcrative fact,” and the principal claim is of sufficient gubstance to confer jurisdiction
on the court. United Mine Workers of Am. v. Gibbs, 383 U.S, 715, 735 (1966). Here, plaintiff’s
principal claim seeks reversal of a TTAB decision premised on a finding that Fame Jeans was
entitled to assert constructive use as of its applicatio.n' date. (PL’s Am. Compl. 13.) Plaintiff’s

. misrepresentation claim charges false assertions in this same application. (PL’s Am. Compl. 14.)
Both claims turn on, infer alia, the truth of that application’s averments. Hence, the Court finds

these claims “derive from a common nucleus of operative fact.” 383 U.S. at 735.

Yet supplemental jurisdiction is a discretionary matter. /d. at 726. A court “may decline
to exercise suﬁplemental jurisdiction over a claim” if, inter alia, that court has dismissed all
claims over which it has original jurisdiction. 28 U.S.C. § 1367(d) (2007). Here, the court has
found that neither Count I nor Count II of plaintiff’s complaint states a claim on which relief may
be granted. Hence, Count II, misrepresentation, is the sole remainiﬁg claim, and the Court
would be well within its discretion to decline jurisdiction and to dismiss this last claim along
with the first two. Accordingly, the Court declines to exercise supplomental jun'sdictio\n over

plaintiff’s common law misrepresentation claim.

Even if the Court were to assert supplemental jurisdiction over the misrepresentation
claim, however, it is clear that Bestseller’s complaint does not adequately plead this theory under

the standard set forth in Bell Atlantic Corp. v. Twombly. See 127 S. Ct. at 1964-74.

Twombly dealt expressly with the appropriate pleading standard under Section 1 of the

Sherman Act, 127 S. Ct. at 1964, and the Court broadly assured that it “do[es] not rcquire
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heightened fact pleading of specifics,” id. at 1974. Yet other district courts have not sought to
confine Twombly’s teachings to their original context. See, e.g., Beauty of Flowers v. City of Des
Plaines, lllinocis, No. 06 C v5567, 2007 U,S. Dist. LEXIS 37544, at *2, *12 (N.D. Ill. May 22,
2007) (applying Iwombly to civil rights and constitutional tort claims); Perry v. Rado, No. CV-
07-5001-LRS, 2007 U.S. Dist. LEXIS 38045, at *6-7 (E.D. Wash. May 24, 2007) (applying

Twombly to other elements of a Scction 1 Sherman Act claim).

Further, Bestseller’s misrepresentation claim is, to some degree, analogous to Twombly’s
conspiracy claim. In Twombly, the plaintiffs, a putati\}e class of telecommunications ;t;ubscr.ibers,
sucd the various regional telephone service operators (“the ILECs”) created after AT&T’s 1984
break-up. /d. at 1961-62. Plaintiffs’ complaint asserted the ILECs had conspired to restrain trade
by forming non-competition agreements, but to support this assertion, plaintiffs alleged only
parallel, non-competitive conduct by the [LECs. Id. at 1962-63. The district court dismissed the
complaint for fajlure to state 2 claim because the plaintiffs had not “allege[d] additional facts that
‘ten[d] to exclude independent self-interested conduct as an explanation for defendants’ parallel
behavior.”” Zd. at 1963 (quoting 313 F. Supp. 2d 174, 179 (2003)). Because the complaint
alleged no facts to suggest any defendant’s non-competitive behavior was contrary to its
economic interests, the court found it failed to raise an inference of agreement. Id. (citing 313 F.
Supp. 2d at 188). On appeal, the Second Circuit reversed, agreeing that a complaint must plead
facts that render conspiracy plausiblc but insisting that ““to rule that allegations of parallel
anticompetitive conduct fail to support a plausible conspiracy claim, a court would have to
conclude that there is no sét of facts that would permit a plaintiff to demonstrate that the

particular parallelism asserted was the product of collusion rather than coincidence.” Jd.
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{quoting 425 F.3d 99, 114 (24 Cir. 2005)) (emphasis added). Thus, because a factual scenario in
which the parallel conduct arose from non-competition agrecments, was conceivable, the

complaint must survive the motion to dismiss. d.

The U.S. Supreme Court sided with the district court, likening the plaintiffs’ allegations
of parallcl conduct to “naked assertion[s] of cqnspiracy” in that they established possible, but not
plausible, entitiement to relief. /d. at 1966. Fatally, despite its factual description of the ILECs’
paralle] conducf, the complaint lacked “enough fact to raise a reasonable expectation that
discovery will revcal evidence of illegal agreement.” Id. at 1965. To mect this standard,
f]aintiffs could have, for examplc, alleged ““complex and historically unprecedented changes in
pricing structure made at the very same time by multiple competitors . . . for no other discernible
reason.” Jd. at 1966 n.4. On the facts alleged, the ILECs’ non-competitive behavior could have
been no more than independent profit-maximization, a natural response to then-existing market

incentives. Id. at 1971-72. Without more, the Court rcfused to infer collusion. Id.

The Court dismissed the plaintiffs’ complaint because it alleged conduct (parallel, non-
competitive behévior) but lacked any facts that would compel an inference as to the motive for
that conduct. Twombly, 127 S, Ct. at 1971-72. Similarly, here, Bestseller claims Fame Jeans
applied fo register the “Jack & Joncs” wark merely to thwart Besiseller's planned U.S. launch
and thus falsely pledged an intent to use the matk in commerce in its application. (PL’s Compl.
9, 14.) As Bestscller acknowledges, plaintiff and defendant are businéss rivals in a highly
competitive industry, (P1.'s Am. Conmpl. 7), and sales of clothixfg bearing the “Jack and Jones”
mark have proven extremely lucrative overseas, (PL.’s Am. Compl. 8). A desire to exploit this
profitable mark in one of the world’s ]arges.t markets, where the maric remained availablc for
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registration, would be a “natural explanation™ for Fame Jeans's application to the USPTO. See
Twombly, 127 S. Ct. at 1972,

Although Bestsellcr contends that Fame Jeans’s application arose from another motive -
an intent to prevent its rival, Bestseller, from cxploiting this valueble mark - it supports this
proposition only with conclusory assertions.” On information aud belief, Bestseller suggests
Fame Jeans “knew” it planned a U.S. launch and sought to “thwart” this plan. (Pl’s Am. Compl..'
7-8,9.) Ostensibly, though Bestscller does not explicitly allege as much, Fame Jeans acquired
this knowledgé through the parties’ mutual, “regular” contact with “éhc sarpe individuals and
cntities m the Canadian clothing industry.”” (/d. at 7.) Even if this alleg "contact”.explains
how Famne Jeans diséovered. Bestseller’s plan, the complaint fails to allege when or by whom the
information was fransmitted. (See id. at 7.) Further, Fame Jeans’s alleged knowledge of its

rival’s anticipated U.S. launch does not negate a good faith intention to exploit the valuable

“Tack & Jones” mark in this country for itself. To that end, Bestseller’s complaint states: “Famc
Jeans has never used the Jack & Joncs mark(,] in the United States and investigation reveals that
it does not intend to do s0.” (PL’s Am. Conapl. 14.) The Court will not infer bad faith from
Fame Jeans’s non-use of “Jack & Jones” becausc Lanham Act Section 1(b) expressly allows a

person to apply to register a tradernark absent prior use in the Upited States. See¢ 15 US.C. §

1051(b) {2007). Morcover, Bestseller offers no facts uncarthed by its supposedly revelatory

evidence . . . that would support its allegation that Fame Jeans applicd for the mark without the

i
|
“investigation.” (See PL's Am. Compl. at 14.). Plaintiff declarcs it “wishes o obtain further

1 See supra note 8.
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requisite bona fide intention.” (P1.’s Am. Compl. at 13.) But as the Supreme Court instructed in
Twombly, to survive a motion to dismiss, a complaint must include “enough fact to raisc a
reasonable expectation that discovery will reveal [further] evidence,” 127 S. Ct. at 1965

(emphasis added). Here, plaintiff has provided so facts to give rise to such an expectation.

As the Court explained in Twombly, “a plaintiff’s obligatioﬁ to provide the ‘grounds’ of
his ‘entitle[ment]’ to relief requires more than . . . a formulaic recitation of the elerpents of a
cause of action.” 127 S. Ct. at 1964-65 (citing Papasan v. Allain, 478 U.S. 265, 286 (1986)).
Here, Bestseller’s misrepresentatiqn claim merely recites a formula: “[u]pon information and
belief, Fame Jeans misrepresented its intentions when it filed [its] application to register the Jack
& Jones mark,” (P1.’s Am. Compl. 14); “Fame Jeans kncw or should have known that its
represcntations in its application were misleading and material,” (id. at 15); “[u]pon information
and belief, Fame Jeans made the above misrepresentation. . . . with the intent that the USPTO rely
on such representation and register the Jack & Jones mark,” (id.); “the USPTO reasonably (but
erroncously as alleged above) relicd on Fawe Jeans’s material misrcpresentations, (id.); and this

reliance led the TTAB to dismiss Bestseller's opposition, (id.).

Providing “fair notice” of the nature of its claim, Bestseller alleges cach element of

fraudulent misrepresentation, see Restaternent(Second) of Toris § 525 (1977),”> but its complaint

1l The Court further observes that misrepresentation claims are typically brought by the
party or parties who detrimentally relied on the defendant’s intentional or reckless matetial
misrepresentation of fact. See Restatement(Second) of Torts §§ 525-49 (1977). Plaintiff would
extend liability to third partics harmed by the principal’s reliance. Courts typically allow third
parties to seek cancellation of a mark’s registration based on fraud in its procurement. See, e.g.,
Carmichael v. Prime, No. 02-0379-C-T/K, 2003 U.S. Dist. LEXIS 6444, at *7-11 (D. Ind. Jan.
6, 2003); Robert B. Vance & Assocs. v. Baronet Corp., 487 F. Supp.790, 800-01 (N.D. Ga.
1979). Courts have also recoguized third parties’ claims for inequitable conduct premised on
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facks the factual allegations necessary to clarify the “grounds” on which that claim rests, 127 S.
Ct. at 196513, Like the plaintiffs in Twombly, Bestscller has “not nudged [its] claims across

the line from conceivable to platussible.’i Jd. at 1974. Therefore, the Court must dismiss Count

1.
CONCLUSION

For the forgoing reasons, this Court concludes plaintiff has failed to state a claim on

which relief may be granted, and the Court must grant defendant’s motion to dismiss pursuant to

Federal Rule of Procedure 12(b)(6).

A separate order shall issue this date.

Signed by Royce C. Lamberth, United States District Judge, Junc 7, 2007

misrepresentations to the USPTO. See, e.g., Intex Recreation Corp. v. Tearm Worldwide Corp.,
390 F. Supp. 2d 21, 24-25 (D.D.C. 2005) (citing Bristol-Myers Squibb Co. v. Rhone-Poulenc
Rorer, Inc., 326 ¥.3d 1226, 1233 (Fed. Cir. 2003), and 4.7.D. Corp. v. Lydall, Inc., 159 F.3d
534, 547 (Fed. Cir. 1998)). In such cascs, however, the plaintiffs typically seck a declaratory
judgment that an existing registration is unenforceable. Id. Here, plaintiff asks the Court to
direct the USPTO to deny defendant’s still-pending application and to grant its own, not to
preemptively shicld it frow. liability in future infringement actions defendant may bring if and
when the USPTO grants its registration. (See P1’s Am. Compl. 15-16.) Given the relief sought,
the Court deems the plaintiffs third-party misrepresentation theory dubious, at best.
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AKTIESELSKABET AF 21. NOVEMBER 2001,
Fredskovvej 5, 7330 Brande, Denmark,

Plaintiff,
-V, -

FAME JEANS, INC., 6650 Cote de Liesse, St.
Laurent, Quebec H4T 1E3, Canada,

Defendant.

X
. CaseNo. 1:06-CV-00585-RCL
, NOTICE OF APPEAL
X

Notice is hereby given that Plaintiff, AKTIESELSKABET AF 21. NOVEMBER 2001, in

the above-named case, hereby appeals to the United States Court of Appeals for the District of

Columbia Circuit from the Order and accompanying Memorandum Opinion, dismissing the

above-captioned action, entered on the 7th day of June, 2007.

Mary Elizabe% Gately, Esq.b

(D.C. Dist. Ct. Bar No. 419151)
DLA PIPER USLLP

1200 Nineteenth Street, NW
Washington, DC 20036-2412
Phone; (202) 861-3300

Fax: (202) 689-7488

E-mail: mary.gately@dlapiper.com
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Werita L. e (ade
Monica P. McCabe, Esq,

(D.C. Dist. Ct, Bar No, 411426)

DLA PIPER US LLP

1251 Avenue of the Amerioas, 38" Floor
New York, New York 10020

Tel: (212) 335-4500

Fax: (212) 335-4501

E-mail; monica.mccabe@dlapiper.com

Oliver N, Blaise, III, Esq.

(D.C. Dist. Ct. Bar No. NY0066)
COUGHLIN & GERHART, LLP

20 Hawley St., 8th Floor East Tower
P.O. Box 2039

Binghamton, New York 13902-2039
Tel: (607) 7239511

Fax: (607)-723-1530

E-mail: oblaise@cglawoffices.com

CLERK Please mail copies of the above Notice of Appeal to the following at the addresses
indicated:

Barry Golob

(D.C. Bar No, 437754)
DUANE MORRIS LLP

1667 K Street, N.W., Suite 700
Washington, DC 20006-1608
Telephone: 202-776-5236
Facsimile; 202-776-7801

Lewis F. Gould, Jr. (Admitted Pro Hac Vice)
Maxim A. Voltchenko (Admitted Pro Hac Vice)
DUANE MORRIS LLP

30 South 17th Street

Philadelphia, PA 19103-4196

Telephone: 21:5-979-1000

Facsimile: 215-979-1020

E-mail; 1fgould@duanemorris.com

E-mail: mavoltchenko@duanemorris.com
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X
AKTIESELSKABET AF 21. NOVEMBER 2001,
Fredskovvej 5, 7330 Brande, Denmark, :
Plaintiff, t  CaseNo.: 1:06-CV-00585-RCL
V.- X
FAME.JEANS, INC,, 6650 Cote de Liesse, St. :
Laurent, Quebec H4T 1E3, Canada, :
Defendant.
X
CERTIFICATE OF SERVICE

1 hereby certify that on July 9, 2007, a copy of the Plaintiff’s Notice of Appeal was sent
via first class U.S. Mail to the following:

Barry Golob

(D.C. Bar No. 437754)
DUANE MORRIS LLP

1667 K Street, N.W., Suite 700
Washington, DC 20006-1608
Telephone: 202-776-5236
Facsimile: 202-776-7801

Lewis F. Gould, Jr. (Admitted Pro Hac Vice)
Maxim A. Voltchenko (Admitted Pro Hac Vice)
DUANE MORRIS LLP

30 South 17th Street

Philadelphia, PA 19103-4196

Telephone: 215-979-1000

Facsimile: 215-979-1020

E-mail: lfgould@duanemorris.com

E-mail: mavo!tch.enko@duangmorrig.com
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