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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark
Application Serial No. 78/229,875
Mark: MESSAGE IN A BOTTLE

GOLD SHELLS, INC,, Opposition No. 91162780 and
a California corporation, Counterclaim for Cancellation
Opposer,
V.
KEITH CANGIARELLA,
Applicant.

In the Matter of Trademark
Registration No. 2,243,269
Mark: MESSAGE IN A BOTTLE

KEITH CANGIARELLA,
Petitioner,
V.
ROGER ROIJAS,
Respondent.

MOTION OF OPPOSER GOLD SHELLS, INC., TO COMPEL
PRODUCTION OF DOCUMENTS FROM APPLICANT IN
RESPONSE TO OPPOSER'’S FIRST REQUEST TO APPLICANT FOR
PRODUCTION OF DOCUMENTS AND THINGS

FACTUAL BACKGROUND

Opposer Gold Shells, Inc. (hereafter “Opposer”), hereby moves for an order
requiring Applicant Keith Cangiarella (hereafter “Applicant™) to produce documents

and provide Opposer with an opportunity to inspect and copy them in response to
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request numbers 19 and 22 of Opposer’s first request to Applicant for production of
documents and things (hereafter “Opposer’s document requests™).

On June 29, 2005, Opposer’s counsel served Opposer’s document requests on
Applicant regarding the present opposition proceeding. Attached hereto as Exhibit A
1s a true copy of Opposer’s document requests and the certificate of service thereof
demonstrating that Opposer’s document requests were served on Applicant by first-
class mail on June 29, 2005. Opposer’s document requests therein directed to
Applicant were relevant to the issues in this opposition proceeding.

On August 12, 2005, Applicant’s counsel served a response on Opposer’s
counsel, a copy of which is attached hereto as Exhibit B, including objections to
producing any documents in response to document request nos. 19 and 22,

Opposer’s request number 19 was for “All trademark search and evaluation
documents which make reference to the Trademark.” “The Trademark” was defined
in paragraph I(B) (by reference to Opposer’s interrogatories) as follows: “the mark
MESSAGE IN A BOTTLE, regardless of (a) the style of lettering in which the mark
appears, (b) the spacing or capitalization of the letters, and (c) whether or not the
mark is used in connection with any design.”

Applicant produced no documents in response to this request, but instead
responded as follows:

2.

Motion of Opposer Gold Shells, Inc., to Compel Production of Documents From Applicant in
Response to Opposer’s First Request to Applicant for Production of Documents and Things




“RESPONSE: The request is vague, ambiguous and
uncertain. The request 1s insufficient, compound and fails
to separately set forth each requested item and category
with reasonable particularity, and therefore fails to comply
with FRCP 34(b). The request is unduly burdensome, and
overbroad. In addition, many of the specifications in the
request would require the production of attorney work
product prepared in anticipation of litigation and/or
material covered by the attorney-client privilege and/or
other commercially and competitively sensitive
information which should not be produced without the
showing of undue hardship, need and inability as well as
subject to the protection of a court order restricting
access.”

Opposer’s request number 22 was for “All documents referring or relating to
use or registration of the Trademark by Opposer and Roger Rojas.” “Opposer” was
defined in paragraph I(B) (by reference to Opposer’s interrogatories) as Opposer Gold
Shells, Inc. Applicant produced no documents in response to this request, but instead
responded as follows:

“RESPONSE: Objection.  This request 1s unduly
burdensome and overbroad. In addition, many of the
specifications in the request would require the production
of attorney work product prepared in anticipation of
litigation and/or the [sic] refer to or reflect the contents of
communications between attorney and client herein, which
shall not be produced herein, without the showing of undue
hardship, need and inability as well as subject to the
protection of a court order restricting access.”

On November 28, 2005, in an attempt to informally resolve this dispute prior
to filing, Opposer’s counsel sent a letter to Applicant’s counsel asking him to “meet
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and confer” in regard to his failure to document request numbers 19 and 22. A copy
of this letter is attached hereto as Exhibit C. Because of the deadline for filing this
motion to compel, and the need to mail the motion by November 28, 2005,
Applicant’s counsel has not yet had an opportunity to respond. If documents are
produced as requested, Opposer will promptly notify the Trademark Trial & Appeal
Board that this motion has been resolved.

APPLICABLE RULES

“The production of documents and things under the provisions of Rule 34 of
the Federal Rules of Civil Procedure will be made at the place where the documents
and things are usually kept, or where the parties agree, or where and in the manner
which the Trademark Trial and Appeal Board, upon motion, orders.” 37 C.F.R.
Section 2.120(d)(2).

“If a party . . . fails to produce and permit the inspection and copying of any
document or thing, the party seeking discovery may file a motion before the
Trademark Trial and Appeal Board for an order to compel . . . production and an
opportunity to inspect and copy. The motion must be filed prior to the
commencement of the first testimony period as originally or as reset. The motion
shall include . . . a copy of the request for production, any proffer of production or
objection to production in response to the request, and a list and brief description of
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the documents or things that were not produced for nspection and copying. The
motion must be supported by a written statement from the moving party that such
party or the attorney therefor has made a good faith effort, by conference or
correspondence, to resolve with the other party or the attorney therefor the issues
presented in the motion and has been unable to reach agreement. . . .” 37 C.F.R.
Section 2.120(e)(1).

OPPOSER’S ARGUMENT

(a) Document Request No. 19.

Opposer maintains that the request is not vague, ambiguous, and
uncertain. The words “trademark search and evaluation documents” are intended to
refer to those documents relating to any search conducted by or on behalf of
Applicant as to the availability of MESSAGE IN A BOTTLE as a trademark or
service mark, including any evaluation of the search.

The request is not compound because the “search and evaluation” process in
regard to trademarks is an integrated process of conducting a search and evaluating it.
The request i1s not unduly burdensome or overbroad. It seeks only the
documentation for any trademark search and evaluation in connection with

Applicant’s decision to use (or continue use of) the phrase MESSAGE IN A BOTTLE
In commerce.
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Neither the attorney work product doctrine nor the attorney-client privilege
provides a basis for objection. Any trademark search would not have been “attorney
work product prepared in anticipation of litigation”, but would have been sought for
the purpose of evaluating the availability of the phrase MESSAGE IN A BOTTLE,
and Opposer is entitled to production of that and any other related documents which
are not communications between Applicant and his attorney.

Also, there is clearly no issue of “commercially and competitively sensitive
information™ here.

(b)  Document Request No. 22

This request is not unduly burdensome and overbroad. Opposer simply wants
to have copies of any documents which refer to its use or registration of MESSAGE
IN A BOTTLE or that of its predecessor, Roger Rojas. Applicant need not include
copies of any documents which have gone back and forth between Applicant and
Opposer or their counsel. However, if Applicant has other documents which refer to
the use or registration of MESSAGE IN A BOTTLE by Opposer or its predecessor,
Opposer is entitled to see them.

Any attorney work product or attorney-client privileged communications are
exempt from this request.

I have made a good faith effort, by correspondence to Applicant’s counsel, to
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resolve these issues with him, and we have been unable to reach agreement.
Discovery ended in this proceeding on September 30, 2005. Opposer’s
testimony period is soon to begin. The following is a list of a brief description of the
documents sought: (1) Applicant’s trademark search and evaluation documents;
and (2) any documents Applicant may have which refer or relate to the use and
registration cf the trademark/service mark MESSAGE IN A BOTTLE by Opposer or
its predecessor, Roger Rojas. [ ask that the Board issue an order compelling
production of such documents and an opportunity to inspect and copy them.

Respectfully submitted,

g it

PETER H. SMITH

Attorney for Opposer Gold Shells, Inc.
1535 J Street, Suite A

Modesto, CA 95354

(209) 579-9524
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark
Applicatior: Serial No. 78/229,875
Mark: MESSAGE IN A BOTTLE

GOLD SHELLS, INC.,
a California corporation,

Opposer,
\2
KEITH CANGIARELLA,
Applicant.
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In the Matter of Trademark
Registration No. 2,243,269
Mark: MESSAGE IN A BOTTLE

KEITE CANGIARELLA,

Petitioner,
V.
ROGER ROJAS,
Respondent.

Opposition No. 91162780 and
Counterclaim for Cancellation

CPPOSER’S FIRST REQUEST TO APPLICANT FOR

PRODUCTION OF DOCUMENTS AMND THINGS

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and Rule 2.120 of
the Trademark Rules of Practice, Opposer Gold Shells, Inc., and Counterclaim
Respondent Roger Rojas hereby request that Applicant Keith Cangiarella respond
within the time allowed by law to produce at the place where the documents and

things are usually kept, which Opposer understands to be 331 N. Harrington Drive,
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ullerton, California 92831, or alternatively at the office of Peter H. Smith, Attorney
at Law, 1535 J Street, Suite A, Modesto, California 95354, the documents and things
heremafter deseribed in Applicant’s possession, custody, or control, or within the
possession, custody, or control of his agents or attorneys, and permit Applicant to
inspect end copy or cause to be copied each of the following documents and things.

i
INSTRUCTIONS AND DEFIMITIONS

A.  As used herein, “Opposer’s First Set of Interrogatories to Applicant”
means the {irst set of interrogatories served by Opposer on Applicant simultaneously
herewith.

B, Allinstructions and definitions coniained in and pertaining to Opposer’s
[irst Set of Interrogatories to Applicant are incorporated by reference and apply
herein.

1L

REQUESTS FOR PRODUCTION

1. All documents requested to be identified or described in Opposer’s first
sct of interrogatories to Applicant, served concurrently herewith.

2. Documents sufficient to show Applicant’s first use in commerce of the
Trademark on sach category of goods and services on which Applicant has used the
Trademark.

3. Documents sufficient to show that Applicant has continued to use the
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Trademark cn each of the categories on which it has used the Trademark on and after
the date of Applicant’s alleged first use in commerce.

4., All documents which refer or relate to your awareness of any instance

or occasion in which any person inquired of you whether there was a connection,
affthation, sponsorship, or association between you and Opposer or Roger Rojas, or
between any of your products or services and the products or services of Opposer or
Roger Rojas.
5. All documents comprising or relating to market studies or plans,
consumer testing, or any other analysis relating to the manufacture, licensing,
distribution, advertising, promotion, markeiing, or sale of each category of goods and
services sold by you under the Trademark.

7. All documents comprising or relating to customer or consvmer
complaints or mquiries regarding the products and services sold by you under ilic
Trademark.

A sample of each product and service marketed by you under the

co

Trademaik.

9. All documents referring or relating to or comprising your marketing and
production plans for your products and scrvices on which the Trademark is used.

10.  Documents sufficient to identify all distributorship and licensing

arrangements you have regarding the distribution of any type of products or services
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sold by you.

11. Documents sufficient to show the current wholesale and suggested resale
or actual price for all products and services sold by you under the Trademark.

12, Documents sufficient to show the sales outlets or channels of trade in
which you have marketed, attempted to market, or intend to market any product or
scrvice undei the Trademark.

14, Documents sufficient to show the intended class of consumers for each
product and service which you have marketed, attempted to market, or intend to
market under the Trademark.

16.  Documents sufficicnt to show the advertising channels and media in
wihich you have promoted or advertised, attempted to promote or advertise, or intend
to promote or advertise each product or service sold under the Trademark.

1&.  Arepresentative sampling of documents and things you use or have used
at auny time since March, 1998, to advertise or promote any product or service you sell
ot have sold under the Trademark. |

19.  All trademark search and evaluation documents which make reference
to the Trademark.

20.  All documents referring or relating to or comprising your trademark
applications pending in or trademark registrations issued by the United States Patent

and Trademark Office or any state and featuring the Trademark.
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21, Arepresentative sampling of the various depictions of the Trademark on
youc labels, tags, or packaging from March, 1998, to fhe present time.

2. All documents referring or relating to use or registration of the
Trademerk by Opposer and Roger Rojas.

24, Documents sufficient to show your sales of each product and service
sold under the Trademark for 1999, 2000, 2001, 2002, 2003, 2004, and 2005 (to
June 1, 2005).

25, All reporis, advettisements, and features in newspapers and magazines
of general circulation and the Internet which have made reference to your products
and scrvices sold under the Trademark.

Deted: June 29, 2005.

(= 1] Q/Z/ .
(]2\/&/\ ‘,LJ‘ N l
Peter H. Smith ~-/
Attorney for Opposer
Goid Shells, Inc., and
Counterclaim Respondent Roger Rojas

B

1535 J Street, Suite A
P.O. Box 1867

Modesto, CA 95353
Telephone: (209) 579-9524
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PROOF G¥ SERVICE

The person whose signature appears below confirms that the OPPOSER’S
AIROT REQUEST TO APPLICANT FOR PRCODUCTION OF DOCUMENTS
AHD THINGS was served upon the Applicant herein as follows:

By delivering a copy of the paper to the person served.

By leaving a copy at the usual place of business of the person served,
with scmeone in his employment.

By leaving a copy at the residence of the person served, with a member
of his family over the age of 14 years and of discretion, since the person
served is not believed to have the usual place of business.

o 3y transmitting a copy of the document by overnight courier California
Overnight prepaid, to the Aftorney for the Applicant, Stephen 1.
Anderson, Hsq., Anderson & Associates, 27349 Jefferson Avenue, Suite
211, Temecula, California 92590, which transmittal was made on
.une 29, 2005, at Modesto, California.

Cé‘/’»@x&ua/ (//)u @&'Jmk/

U 4
Lugene M. Borba




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Tn the Matter of Trademark Application
Serial No.: 78/229,875
Mark: MESSAGE IN A BOTTLE

Opposition No. 91162730

GOLD SHELLS, INC,,
a California corporation,

Opposer,
V. APPLICANTS RESPONSE TO
KEITH CANGIARELLA, OPPOSERS FIRST REQUEST FOR
Applicant. DCCUMENTS AND THINGS

In the Matter of Trademark
Registration No.: 2,243,269
Mark: MESSAGE IN A BOTTLE

SEITH CANGIARELLA,
Petitioner,
V.
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Gold Shells, Inec,
Alleged Assignee |

Applicant, Keith Cangiarella,“Applicant;’ hereby responds to Opposer Gold Shells
Ire’s first requests for production of documents and things pursuant to FRCP 34 and
Rules 2.116 and 2.120 of the Trademark Rules of Practice, as follows:

PREFATORY STATEMENT

Applicant has not fully completed its investigation of facts relating to this case,
has not fully completed its discovery in this action, and has not completed preparation for
trial. All of the answers contained herein are based only upon such information and
documents v/hich arc presently available and specifically known, and disclose only those
intentions waich are presently known to Applicant. It is anticipated that further
discovery, independent investigation, legal research and analysis will supply additional

facts, add meaning to the known facts, as well as establishing entirely new factual
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contentions and legal contentions, all of which may lead to substantial additions to,
changes in, and variations from the responses herein set forth.

The following responses are given without prejudice to Applicant's right to
produce evidence of any subsequently discovered fact or facts which may later be

eveloped. The answers contained herein are made in a good faith effort to supply as
much factual information and as much specification as is presently known, which in no
way is to be considered prejudicial in relation to further discovery, research, analysis or
production of evidence.

Thesc responses are made solely for the purpose of, and in relation to this action.
Applicant does not waive in whole or in part the attomey-client privilege, work product
protection, or any right of privacy or confidentiality provided for by law with respect to
aiy matter whatsocver. In responding to this discovery, responding party will not
undertzke to provide any information protected by the attorney-client privilege or work
produc: doctrine.

Applicant party does not concede the admissibility, relevance or materiality of the
discovery or the subject matter referred to thercin. Except for facts specifically admitted
herein, no admission of any nature, whatsoever, it to be implied or inferred, the fact that
any request has been responded to or answered should not be talzen as an admission, or
concession of the existence of any fact set forth or assumed by the request, or that the
answer conslitutes evidence of any facts thus set forth or assumed.

[n addition to the specific objections to each request or category, Applicant makes
certain General Objections to the set of requests and each request contained therein,

which, along with this Prefatory Statement are incorporated by reference into each




Response. Each response is subject to all objections as to competency, relevancy,
materiality, propriety, and admissibility, and any and all other objections and grounds
taat would require the exclusion of any document hereinat trial. All such objections and
ground arc reserved.

Applicant reserves the rigit, but accepts no obligation beyond that required by the
Fedcral Rules of Civil Procedure or the Trademark Rules of Practice, to supplement its
rosponse to any of the requests as further investigation, discovery, end the Federal Rules
of Civil Procedurc or the Trademark Rules of Praciice may warrant.

Applicant objects to the Requests as they are insufficient as failing to specify a
time, place end manner of making the inspecticn and performing related acts, and
therefore fails to comply with FRCP 34(b). All responses are maade without in any way
waiving or intending to waive but on the contrary intending to preseive and preserving,
the following:

A. All objections as to competency, relevaucy, raateriality, privilege, and
edmissibility as evideace for any purpose, of the response or subjeci matter thicreof, in
any subsequent procceding in, or in the trial of, this or any othev action;

B. The right to object to the use cf any of these responscs or the subject malter
thereof, in any subsequent proceeding in, or in the tial of, this or any other action;

C. The right to object on any ground at any time for further response to these or
any other discovery requests involving or relating to the subject matter of the

interrogatories responded to herein;




D. The right to elicit appropriate evidence, beyond the discovery responses
themsclves, regarding the subjects referred to in or in response to any discovery request;
and

E. The right at any time to supplement or modi{y any of the responses set forth
below.

Applicant's responses to Opposer Gold Shells Inc’s requests are made to the best
of present knowledge, information and belief. Said responses are at all times subject to
such additional or diffcrent information that discovery or further investigation may
disclose and, while bascd on the present state of Applicant's recollection, is subject to
refreshing of recollection and such additional knowledge or fact as may result from
further discovery or investigation. Applicant reserves the right to make any use of, or
introduce at any hearing and at any TTAD proceeding or subsequent trial, information
and/or documents responsive to Gold Shells Inc’s interrogatories and/or requests but
discovered subscquent to the date of these responses, Applicant generally objects 1o the
‘Ceneral Instructions’ contained Iin Opposer’s requests to the extent that they seek to
imposc obligations on Applicant beyond those set forth in the Federal Rules of Civil
Procedurc and the Trademark Rules of Practice.

Applicant objecis to Opposer's alleged‘Definitionsd’of terins and terminology, and
notes that they were not actually provided within the Requests themselves. In
these respomnses, Applicant has disregarded and thus, does not rely on, use, or make any
reference to, or consider any such term, terminolegy or meaning of any such words, other

than as is consistent " 7ith their common understanding and meaning.




REQUESTS
REQUEST NO. 1. All documents requested to identified or described in Opposer’s first
set of interrogatories to Applicant, served concurrently herewith.
RESPONCE: Applicant objects to this Request on the following grounds: Request No. 1
refers 1o Opposer’s first set of interrogatorics which themsclves are excessive and
unreasonable and violate 37 C.F.R. § 2.120(d)(1) and thercfore this request is similarly
objected to on such grounds. Furthermore, Request No. 1 is insufficient, compound, and
fails to separately sct forth each requested item and category with reasonable
particularity, and therefore fails to comply with FRCP 34(b). The request is overly broad,
unduly burdensome, annoying and harassing. The request fails to set forth a reasonable
time, place and manner of making the inspection. The request includes information and
documents not relevant to these proceedings, nor likely to lead to the discovery of
relevant and admissible evidence in this matter. The request includcs matters and secks
information beyond the scope of F.R.C.P. Rule 26(b). Further, the requested production
would be extremcly cxpensive, time consuming and unnecessary in view of the relatively
narrow issues presented. Opposer's interests in obtaining Applicant internal
documentation go beyond the instant litigation. In ouder to protect Applicant {rom
annoyance, oppression, undue burden and expense, and {furiher due to the confidential
and/or commercially sensitive nature of certain documents requested, no documents will
be produced absent a showing of need and inability to reasonably obtain same from the
appropriate governmental agencies or third parties in possession of such docurnent.
Applicant further withholds production until an appropriate protective order, limiting

access to Applicants proprietary data and commercially sensitive information and




documents is entered hercin. Finally, the request seeks production of certain attorney-
client privileged documents and certain work product documents. Applicant reserves the
right to identify such documents and withhold them from production if, and when, further

production of additional documents is made and an inspection is conducted.

REQUEST NO. 2. Documents sufficient to show Applicant’s first use in commerce of
the Trademark on each category of goods and services on which Applicant has used the
‘Irademark.

RESPONSIE: Request No. 2 is vague, ambiguous and uncertain. The request is
insufficient, compound and fails to separately set forth each requested item and catcgory
with reasonable particularity, and thercfore fails to comply with FRCP 34(b). The request
is unduly burdensome, and overbroad. Notwithstanding and wiihout waiver of the
ajoresaid objections and limitations, Applicant Fereby agrees to make such responsive
documents currently in his possession available for inspection and copying by the
Opposer at kis place of business on August 31, 2005 at 10:0 a.m.. Alternatively, should
Opposer agree to reciprocate, Applicant will copy and forward such documents to

Opposcr within thirty duys hereof:

REQUEST NO. 3:  Documents sufficient to show that Applicant has continued to use
the Trademark on each categories on which it has uzed the Trademerk on and after the
date of Applicants alleged first use in commerce.

RESPONSE Request No. 3 is vague, ambiguous and uncertain. The request is
insufficient, compound and fails to separately set forth each requestcd item and category

with reasonable particularity, and therefore fails to comply with FRCP 34(b). The request




is unduly burdensome, and overbroad. Notwithstanding and without waiver of the
aforesaid objections and limitations, Applicant hereby agrees to make certain responsive
documents currently in his possession available for inspection and copying by the
Opposer at his place of business on August 31 2005. Alternatively, should Opposer agree
1o reciprocate, Applicant will copy and forward such documents to Gpposer within thirty

days hereof.

REQUEST NO. 4:  All documents which refer or relate to your awareness of any
instance or occasion in which any person inquired of you whether there was a connection,
affiliation, sponsorship, or association between you end Opposer or Roger Rojas, or
between any of your products or services and the products or services of Opposer or

Roger Rojas.

RESPONSE: Afier a diligent search and inquiry Applicant has not located any

documents responsive to this Request in his possessioi.

REQUEST NO. 5:

All documents comprising or relating to market studies or plans, consumer testing, or any
other analysis relating to the manufacture, licensing, distribution, advcrtising, promotion,
marketing, or sale of each category of goods and services sold by you under the
Trademark.

RESPONSE: Applicant hereby agrees to make certain responsive documents currenly
in his possession available for inspection and copying by the Opposer ot his place of

business on August 31 2005.

REQUEST NO. 6: (Omitted)

RESPONSE: As request number six was therein omiited, no response is required.




REQUEST NO. 7: All documents comprising or relating to customer or consumer
complaints or inquiries regarding the products and services sold by you under the

Traderark.

RESPONSE: Request No. 7 is vague, relatively ambiguous and uncertain. The request is

insufficient. compound and fails to separately set forth each requested item and category
with reasonable particularity, and therefore fails to comply with FRCP 34(b). The request
is unduly burdensome, and overbroad. Notwithstanding and without waiver of the
aforesaid objections and limitations, Applicant hereby agrees to make certain responsive
docusaents currently in his possession available for inspection and copying by the
Opposer al his place of business on Augusi 31 2005. Aliernatively, should Cpposer agree
to reciprocatz, Applicant will copy and forward such docuinents to Opposer within thirty

days hercof.

REQUEST NO. 8: A sample of each product and service marketed by you under the

trademark.

RESPONSE:  Applicant objects to this Request as unduly burdensoine. Applicant agrecs
to provide Opposer with samples of his products available to Opposer upon payment by
the Opposer af cost for such samples. Opposer may also order such samp.ies on

Applican(s website, hitp://www.bottlemeamessage.com at their respective retail prices.

REQUEST NO. 9: All documents referring or relating to or comprising yous marketing

and production plans for your products and services on which the Trademark is used.

RESPONSL: Request No. 9 is vague, ambiguous and uncertain. The request is
insufficient, compound and fails to separately set forth each requested item and category

with reasonable particularity, and therefore fails to comply with FRCP 34(b). The request

co




is unduly burdensome, and overbroad. In addition, many of the specifications in the
request would require the production of commercially and competitively sensitive

information which should not be produced without the protection of a court order
restricting access. As a competitor of Applicant, Opposer’s interests in obtaining
Applicants internal documentation go beyond the instant litigation. In order to protect
Applicant from ainnoyance, oppression, undue burden and expense, and further due to the
confidential and/or commercially sensitive nature of certain docuraents requested, beyond
the documeats produced herewithi, no further documents will be produced absent a
proteciive order and a further showing of need and inability io reasonably obtain same
from the appropriale governmental agencies or third parties in possession of such
documents. FRCP 26(c). Applicant reserves the vight to identify such documents and
withhold thers from produciion if, and when, fuither production of additional docements
i+ made and an inspection is conducted. Notwithstanding aforesaid objections and
linzitations, Applicant has not loccted any documents responsive to this Request in his

Jossession.

REQUEST NO. 10:  Documents sufficient to identify all distributorship and licensing
arrangements you have regarding the distribution of any type of products or scivices sold

by you.

RESPONGE: Anplicant objects 1o this request on the grounds thet it is overbroad, unduly
burdensome and was filed for the purpose of harassing, oppressing, and annoyiu s rather
than secking discovery relevant to this action, or information reasonzbly calculated to
lead to the discovery of admissible and relevant evidence herein. Applicant furiher
ohjects on the basis that the Opposer seeks information and documents which are of
minimal, if any, cvidentiary value in determining the issues in this action. Applicant
{uriher objects as the information sought under such interrogatory may include a range of
confidential and non-confidential materials which would requirc the producticn of

commercially and comnpetitively sensitive information which should not be produced




without the protection of an order restricting access. Applicant further objects on the
grounds that as a competitor of Applicant, Opposer’s interests in obtaining Applicant's

documents relating to distribution of goods ands services and use of marks other than the
MESSAGE IN A BOTTLE trademark, distribution and licensing go well beyond the
instant litigation. In order to protect Applicant frorn annoyance, oppression, undue
burden and expense, and further due to the confidential and/or commercially sensitive
nature of certain documents requested, Applicant will not {urther respond to this Request
ualess Opposer makes some preliminary explanation the of relevance or showing as to
need for said information and further agrees to the entry of an adequate protective Order
restricting access.  Notwithstanding and without waiver of the oforesaid objections and
limitatious, afler a diligent search and inquiry Applicani has not located any documents

responsive 1o this Request in his possession.

REQUEST NO. 11:
Documents sufficient to show current wholcszle and suggested resele or actual price for

all products and services sold by you under the Trademark.

RESPONSL: Applicant hereby agrees to make certain responsive documeiits cuirently
in his possersion available for inspection and copying by the Cpposer at lis place of
business on August 31 2005. Alternatively, should Opposer agree (o reciprocat?,

Applicant will copy and forward such documents to Opposer within thirty deys hereof.

Opposer may also obtain such information on Applicant’s website,

http://www.boltlemeamessage.com.

REQUIEST NO. 12: Documents sufficient to show the sales outlets or channcls of trade
1n which you rnarketed, attempted to market, or iniend to market any product or se1 vice

under the Trademark.
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RESPONSE: Request No. 12 is vague, ambiguous and uncertain. The request is
insufficient, compound and fails to separately set forth each requested item and category
with reasonable particularity, and therefore fails to comply with FRCP 34(b). The request

is unduly burdensome, and overbroad. In addition, many of the specifications in the

request would arguably require the production of commercially and competitively
sensitive information which should not be produced without the protection of an order
restricting access. As a competitor of Applicant, Opposer’s interests in obtaining
Applicants internal documentation go beyond the instant litigation. in order to protect
Applicant from annoyance, oppression, undue burden and expense, and further due to the
confidential and/or commercially sensitive nature of certain documents requested, beyond
the documents produced herewith, no responsive documents will be produced absent a
protective order and a further showing of need and inability to reasonably obtain same
elsewhere. Applicant reserves the right to identify such documents and withhold them
from production if, and when, further production of additional documents is made and an
inspection is conducted. Notwithstanding and without waiver of the aforesaid objections
and limitations, Applicant hereby agrees to make certain responsive documents currently
in his possession available for inspection and copying by the Opposer at his place of
business on August 31 2005. Alternatively, should Cpposer agree 1o reciprocate,
Applicant will copy and forward such documents to Opposer within thirty days hereof.

Opposer may also obtain such information on Applicant’s websile,

REQUEST 13: (Omitted)

RESPONSE: As request number thirteen was therein omitied, no response is required.

RIQUEST NO. 14: Documents sufficient to show the intended class of consumers for
each praduct or service which you have marketed, attempted to market, or intend to

market under the Trademark.

RESPONSE: This request No. 14 is vague, ambiguous and unceriain, thercfore

Applicant is unable to frame any response thereto. The reguest iz furiher insufficient,




compeund and fails to separately set forth each requested itera and category with
reasonable particularity, and therefore fails to comply with FRCP 34(b). Applicant
objects to this request on the grounds that it is overbroad, unduly burdensome and was
filed for the purpose of harassing, oppressing, and annoying rather than seeking discovery
relevant to this action, or information reasonably calculated to lead to the discovery of
admissible and relevant evidence herein. Applicant further objccts on the basis that the
Opposer sceks information and documents which is not relevant to the instant action, nor
reasonably calculated to lead to the discovery of relevant evidence herein.
Notwithstanding and without waiver of the aforesaid objections and limitations after a
diligeni search and inquiry Applicant has not located any documents responsive to this

Request in his possession.

REQUEST NO. 15: (Omitied)

RESPONSE: As request number fifteen was therein omitted, no response is required.

REQUEST NO. 16: Documents sufficient to show the advertising channcls and media in
which you have promoted or advertised, attempted to pronicte or advertisc, or intend to

promote or advertise each product or service sold under the Trademark

RESPONSE:  Applicant hereby agrees to make certain responsive documents currently
in his possession available for inspection and copying by the Onposer at his place of
business on August 31 2005 ¢t 10:0 a.m.. Alternatively, shovid Opposer agree to
reciprocate, Applicant will copy and forward such documents to Opposer vithin thirty

days hercof.

REQUEST NO. 17: (Omitted)

SPONSE:  As request number seventeen was therein omiited, no response is required.
REQUEST NO 18: A representative sampling of documents and things you use or have

used at any time since March 1998, to advertise or proraote zny product or service you

sell or have sold under the Trademark.
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RESPONSK: Request No. 18 is insufficient, corapound and fails to separately set forth
each requesied item and category with reasonable particularity, and therefore fails to
comply wita FRCP 34(b). Notwithstanding and without waiver of said objection,
Applicant hereby agrees to make certain responsive documents currently in his
possession available for inspection and copying by the Opposer at his place of business
on August 31 2005 at 10:00 am. Alternatively, should Opposer agree to reciprocate,
Applicant will copy and forward such documents to Opposer within thirty days hereof:

REQUEST NO. 19: All trademark scarch aud evaluation documents which make
reference to the Trademark.

RESPONSI: The request is vague, ambiguous and uncertain. The request is insufficicnt,
compound and fails to separately set forth each requested itcrn and category with
reasoneble particularily, and therefore fails to comply with FRCP 34(b). The request is
unduly burdensome, and overbroad. In addition, many of the specifications in the request
would require the production of attorney work product prepared in anticipation of
litigaticn and/or material covered by the attomey-client privilege and/or other
commercially and competitively sensitive inforrnation which should not be produced
without the showing of undue hardship, need and inability as well as subjcct to the

protection of a court order restricting access.

REQUEST MNO. 20: All documents referring or relating to or comprising your trademark
applications pending in or trademark registrations issucd by the United Statcs Patent and
Trademark Cffice or any state and featuring the Trademark.

RESPONSE: The request is vague, ambiguous and uncerizain. The request is insufficient,
compownd and fails to separately sct forth each requested item and category viith
reasonablc particularity, and therefore fails to comply with FRCP 34(b). Honwithstanding
and without waiver of said objections, Appliccnt hereby agrees 10 make ceriain
responsive documents currently in his possession available for inspection and copying by
the Opposer at his place of business on August 31 2005. Alternatively, should Opposer
agree to reciprocate, Applicari will copy and forward such ducuments to Opposer within

thirty dass hereof.
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REQUEST NO. 21: A representative sampling of the various depictions of the
Trademark on your labels, tags, or packaging from March, 1998 to present time.
RESPONSE: Applicant hereby agrees to make certain responsive documents currently
in his possession available for inspection and copying by the Opposer at his place of
business on August 31 2005. Alternatively, should Opposer agree to reciprocate,
Applicant will copy and forward such documents to Opposer within thirty days hereof:

REQUEST NO. 22:  All documents referring or relating to use or registration of the
Trademark by Opposer and Roger Rojas.

RESPONSE: Objection. This request is unduly burdensome and overbroad. In addition,
mary of the specifications in the request would require the production of attorncy work
product prepared in anticipation of litigation and/or the refer to o: reflect the contents of
comumunications between attorney and client herein, which shall not be produced hercin,
without the showing of undue hardship, need and inability as well zs subject to the

protection o a court order restricting access.

REQUEST NO. 23: (Omitted)

RESPONSE: As request number twenty-three was omitted, ro response is required,

REQUEST NO. 24 : Documents sufficient fo show your sales of cach product and
scovice sold under the Trademark for 1999, 2000, 2001, 2002, 2003, 2004, 2005 (to June
1,2005).

RESPONSE: The request is vaguc, ambiguous and uncertain. The request is insufficicnt,
compound and fails to separately sct forth each requested item and category with
reasonable particularity, and therefore fails to comply with FRCP 34(b). Further, the
requested preduction would be extremely expensive, time consuming and unneccessary in
view of the relatively narrow issues presented. Opposer's intercsts in obtaining Applicant
internal documentation go beyond the instant litigation. In order to protect Applicant
from annoyance, oppression, undue burden and expense, and further due to the
confidential and/or commercially scnsitive nature of certain documents requested, no

documents will be produced absent a showing of need and inability to reasonably obtain
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same {rom the appropriate governmental agencies or third parties in possession of such
document. Applicant further withholds production until an appropriate protective order,
limiting access to Applicants proprietary data and commercially sensitive information
and documents is entered herein. Notwithstanding ajoresaid objections and limitations,
upon the eniry of an adequate protective order herein designed to protect Applicant’s
commercial and proprietary interests, Applicant hereby agrees to make such documentis

available for limited inspection and copying.

REQUEST NO. 25: All reports, advertisements, and features in newspapers and
magazines of gencral circulation and the Internet which have made refzrence to your
products and services sold under the Trademark.

RESVONSE:  Applicant hereby agrees 1o make certcin responsive documents availalle
Jor iaspection and copying by the Opposer at kis place of business on August 31, 2005 ot
16:0 a.m. Alternatively, should Opposer agree to reciprocate, Applicont will copy and

Jorward suck: documents to Opposcr within thirty doys heceof.

ANDERSON & ASSOCIATES
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Dated: August 12, 2005
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PeETErR H. SMITH
ATTORNEY AT LAW
I53%5 J STREET, SUITE A
POST OFFICE BOX 1867

MEMBER OF CALIFORNIA MODESTO, CALIFORNIA 95353 TELEPHONE (209) 579-9524
& OREGON STATE BAERS FACSIMILE (209) 579 2940

November 28, 2005

Stephen Lee Anderson, Esq.
Anderson & Associates

32605 Highway 79 South, Suite 208
Temecula, CA 52592

Re:  Gold Shells, Inc. v. Cangiarella
"rademark Trial & Appeal Board Opposition No. 91162780

Dear Mr. Anderson:
[ have been reviewing the documents which you produced in response to my
document request in the above proceeding, and I would like to request {urther document

nroduction in response to my request numbers 19 and 22.

DOCUMENT REQUEST NO. 19

My docuraent request number 19 asked for “All trademark search and evaluation
documents which makes reference to the Trademark.” “The Trademark™ was defined by
reference 1 paragraph I(13) as “The mark MESSAGE IN A BOTTLE, regardless of (a) the
style of lettering in which the mark appears, (b) the spacing or capitalization of the letters,
and (c) whether or not the mark is used in connection with any design.” Your responsc was
as follows:

“RESPONSE: The request 1s vague, ambiguous and uncertain.
The request 1s mmsufficient, compound and fails to separately set
forth each requested item and category with reasonable
particularity, and therefore fails to comply with FRCP 34(b). The
request 1s unduly burdensome, and overbroad. In addition, many
of the specifications in the request would require the production
of attorney work product prepared in anticipation of litigation
and/or material covered by the attorney-client privilege and/or
other commercially and competitively sensitive information

EXHIBIT C




Stephen Lee Anderson, Esq.
November 28, 2005
Page 2

which should not be produced without the showing of unduc
hardship, need and inability as well as subject to the protection of
a court order restricting access.”

I disagree with you that the request is vague, ambiguous, and uncertain. The words
“trademark search and evaluation documents” are intended to refer to those documents
relating to any search conducted by or on behalf of your client as to the availability of
MIESSAGE IN A BOTTLE as a trademark or service mark, including any evaluation of the
scarch.

I also disagree that the request is compound since the “search and cvaluation” process
in regard to trademarks is an integrated process of conducting a search and cvaluating 1t.

[ also disagree that the request is unduly burdensome and overbroad. All T am looking
for is the documentation for any trademark search and evaluation in connection with your
client’s decision to use (or continue use of) the phrase MESSAGE IN A BOTTLE in
commerce.

[ also disagree that attorney work product and the attorney-client privilege provide
bases for objection.  Any trademark search would not have been “attorney work product
preparcd m anticipation of litigation”, but would have been sought for the purpose of
cvaluating the availability of the phrase MESSAGE IN A BOTTLE, and [ am clearly
entitled to production of that and any other related documents which are not
communications between you and your client. I am not asking you at this time to produce
any communications between you and your client in regard to the search and evaluation
process.

Also, there is clearly no issue of “commercially and competitively sensitive
information” here.

I produced a full copy of a Thomson & Thomson trademark search report obtained
by my client 1n response to a similar document request from you, and I expect that you will
reciprocate tc the extent that search and evaluation documents were obtained by or for your
client.
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DOCUMENT REQUEST NQO. 22

I also request production of documents in response to my request nunber 22, which
was for “All documents referring or relating to use or registration of the Trademark by
Opposer and Roger Rojas.” (“Opposer” refers to Gold Shells, Inc.) Your response to this
request was as follows:

“RESPONSE: Objection. Thisrequest is unduly burdensome and
overbroad. In addition, many of the specifications in the request
would require the production of attorney work product prepared
in anticipation of litigation and/or the refer to or reflect the
contents of communications between attorney and client herein,
which shall not be produced herein, without the showing of undue
hardship, need and inability as well as subject to the protection of
a court order restricting access.”

I disagree that this request is unduly burdensome and overbroad. 1 simply want to
have copies of any documents which refer to my clients’ use or registration of MESSAGE
IN ABOTTLE. You obviously do not need to include copies of any documents which have
gone back and forth between us or our clients since direct communications began.
However, 1f your client has other documents which refer to my clients’ use or registration
of MEESSAGE IN A BOTTLE, I would like to see them.

Again, | furnished documents which referred to your client’s use of and application
tor MESSAGE IN A BOTTLE in response to your document requests, and [ ask that you
reciprocate.

[ am of course exempting from this request any attorney work product or attorney-
clicut privileged communications.

* %k ok ok

Please consider this a “meet and confer” letter. However, since I am up against a
deadlince for filing a motion to compel, I am proceeding with such a motion, and a copy is
enclosed for you. If you will provide the requested documents voluntarily, I will notify the
Trademark Trial & Appeal Board that the matter has been resolved.




Stephen Lee Anderson, Esq.
November 28, 2005
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As to the place of document production, please note that in the original request, I
requested production “at the place where the documents and things are usually kept, which
Opposer understands to be 331 N. Harrington Drive, Fullerton, California 92831, or
alternatively at my office. It will be appreciated if you provide copies of the documents to
my office, as you did with other documents, but let me know if it is necessary for me to
arrange for a copy service to go to your client’s premises to make the required copies.

Please let me know if you will voluntarily produce the documents requested.
Very truly yours,
7@@@ S%wx%
Peter H. Smith
PHS/Imb

ce:  Gold Shells, Inc.




Certificate of Service

I hereby certify that a copy of the foregoing MOTION OF OPPOSER GOLD SHELLS, INC., TO
COMPEL PRODUCTION OF DOCUMENTS FROM APPLICANT IN RESPONSE TO OPPOSER’S FIRST
REQUEST TO APPLICANT FOR PRODUCTION OF DOCUMENTS AND THINGS was mailed first-class
mail. postage prepaid, to Stephen L. Anderson, Esq., Anderson & Associates, 32605 Highway 79 South,
Suite 208, Temecula, California 92592, attorney for Applicant, on November 28, 2005.

Ceiens. T Perdn

LUGENE M. BORBA

Dated: November 28, 2005.

CERTIFICATE OF EXPRESS MAILING
UNDER 37 CFR §2.198

Mark: MESSAGE IN A BOTTLE

Serial No.  78/229,875

Opposition No. 91162780

Name of party filing paper:  Gold Shells, Inc.

Type of paper being filed:  Motion of Opposer Gold Shells, Inc., to Compel Production of
Documents from Applicant in Response to Opposer’s First Request
to Applicant for Production of Documents and Things

Express Mail Mailing Label Number: EQ 041849383 US
Date of Deposit: November 28, 2005

I hereby certify that the above-identified motion to compel production of documents, which
is attached, is being deposited on November 28, 2005, with the United States Postal Service
“Express Mail Post Office to Addressee” service under 37 CFR §2.198 in an envelope addressed to:
U.S. Patent & Trademark Office, Trademark Trial & Appeal Board, P. O. Box 1451, Alexandria,

VA 22313-1451,
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Lugene M. Borba
Date: November 28, 2005




