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PR SCHULTE ROTH & ZABEL LLP
<4
919 Third Avenue
New York, NY 10022
(212) 756-2000
fax (212) 593-6955

wWww.srz.com

Writer's Direct Number Writer’s E-mail Address
(212) 610-2388 daniel.angel@srz.com
May 20, 2005
VIA EXPRESS MAIL

Commissioner for Trademarks

ATTN: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

Re: CM MANAGEMENT, INC., Applicant v. SKYLARK SPORT
MARKETING, CORPORATION, Opposer.
Mark: PRANA
Application No.: 78/265,186
Our Reference No.: 015402-0017

Dear Sir or Madam:

Enclosed is a Petition to Vacate “Dismissal with Prejudice” and Enter “Dismissal
without Prejudice” for the above-referenced matter.

Please deduct $100.00 and any deficiencies therein, from Schulte Roth & Zabel
LLP's Deposit Account No. 500675, Order No. 015402/0017. A duplicate copy of this
transmittal letter is enclosed for this purpose.

Also enclosed is a self-addressed prepaid postcard, which we request that you
date stamp and return to us to acknowledge your receipt of this filing.

Very truly yours,
Daniel Angel
Enclosures
cc: Scott Kareff, Esq. (w/o enclosure)
File
EVOORE?EOLS5US —

9880592.1
05-23-2005
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Attorney Ref.: 015402-0017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application No. 78/265,186
For PRANA
Filed on June 6, 2003

X
CM MANAGEMENT, INC,, : OPPOSITION NO.: 91162025

Applicant,

V.

SKYLARK SPORT MARKETING
CORPORATION, .

Opposer. :

X

PETITION TO VACATE "DISMISSAL WITH PREJUDICE"
AND ENTER "DISMISSAL WITHOUT PREJUDICE"

Pursuant to 37 CFR § 2.135, CM Management, Inc. ("Applicant"), by and through
its undersigned attorney, expressly abandoned the above-referenced trademark application with
the consent of Opposer on January 1, 2005. Subsequently, the Trademark Trial and Appeal
Board dismissed the opposition with prejudice on May 11, 2005.

Representative for, and President of, Skylark Sport Marketing Corporation
("Opposer"), Mr. Jeffrey Theodosakis, in that certain Trademark Settlement Agreement, dated
December 1, 2004, between Opposer and Applicant (the "Agreement") agreed and consented to
this express abandonment in Section 1.b of the Agreement. Attachment A contains relevant

portions of the Agreement setting forth Opposer's consent.
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As Opposer consented to the express abandonment of Applicant's application and
Opposer was the sole adverse party to this proceeding, Applicant respectfully requests that the
Trademark Trial and Appeal Board: (i) vacate its order dated May 11, 2005 dismissing the

opposition "with prejudice”; and (ii) enter judgment dismissing the opposition "without

prejudice™.

Respectfully submitted,

Dated: May |1 2005 /%W T /

-Scott M. Kareff Esq.
Schulte Roth & Zabel LLP
919 Third Avenue
New York, NY 10022
(212) 756-2132

Arttorney for Petitioner
CM Management, Inc

9880592.1



ATTACHMENT A

UXECUTHON MV ERSION

FTRADFMARK SETTEEMENT AGREEMENT

THIS TRADEMARK SETTLEMENT AGREEVENT (the "Apgreemenm ™ is
ehiectne as of Decanber L2003 alwe " fSectve Dae™y and s by and Between SKYLARK
SPORT MARKESING CORPORATION, a Caiftornia eorparation with its principal place of
prmess focamed ot 3273 Corpente View, Vist, Ciditornia 22081 1Sk Lk o the one hand,
ald CRPRIANAGTAEN TUINC L o Defeware eorporation with its principal place of busines-
Towatesd a3 16 Feabeo Desve. Batfilo, New Yok 14225 0°CMMT), onthe ether hand sk lark
and MM are somwtimes sefarmed e ereln collectively i the "Parties”

WHEREAS, CMM is the owner of the applications in the United States Patent
ard Traderark Offce CPIO" set forth on Exhibit 1 atached hereto (such PTO appheanans
relerred toherzin as CCAYI S Applications”), including without fmitation, Applivation Seiial
Nos T8 208 733 and 78 498,746 for the mirk PRANASLEEP (one word} ("CMM's
PEANASLEEP Applications” s

WHEREAS. Sk kark s he owner of aumicrous regiswations and applivations tor
Cee mark PRANA i counmries all around the worhd, inciuding without limitation the registrations
i the PI0Y for the PRANA imark set focth op Exkibin 2 anched bereto dsueh PO regisiraions

¥
retvrrad to woredn ax "SKylark's PTO Repistrations ™y

WHEREAS, by tetier dited Pebruary 12, 2004 Skylark demarded. among other
isnes, that CMM wahdraw s then-pomding PTO applications for the PRANA Mark:

WHEREAS, by tetter dated Mareh Y, 2608 MM wmoay other thinpsdenyad the
adesations contained v Skvlark's Feoruary 12 Tetter:

WHEREAS, the PTO zas published some of CMM's Appheations, as indicated on

b

WHERFAS, Skvkirk bas opposed registration of CMAM's Applicatiors whach hine
beer prnlided b insinating Opposition Nas, 91-152.028 5nd 91-162.026 (the "Oppositior.
Posveolings v wiich eppusition procvedings are currentsy pending betore tie racdemurk Trowd
srab Aprest Beard ("TTAB™x

WHEREAS, CMM demies any wivngdoing and Cenies that there ws any likeliinsd
vt coefisios resaltingt frons the Parties’ vse of their respective marks. particalurly wfier gving
et Lo this Agreement;

WHERFAS, Skyhark and OMM agre that aster complianes with and giving etfect
wothi Ag e tent there Is e ikediboed el cowzusion resubing from the Prrnes’ use of thes:
rospedtise marky and

WHEREAS. CMM and S5y k. in order 10 avoid the expense. fwomvenieney and

disraption 1o their dusinesses of persuing and defonding Hitigation between therr. wish to entet
it this Aarevrient to resoive their dispute coneerning their matks amicahlyv:



NOW THEREFORLD, s consideration of the premises and sl promises and
cmts comtained Acren. ond for other good and valuable censideration, the receipt and
s deienes ol whivh are bereby acknowledged, UMM and Skylark hereby agree as follows:

[GLARN

1. Syspension. Re-insatement and Fernpnution of the Opposition
Proceedings.
S Susgpension and Re-instaterent.

REDACTED

b
mewheh an the s

vien, Skvlark hereby gonsents 10 OV abandonment of
the aprlicatic et of the Oppositien Procecedings £ MMEPRANA
Appaeations’ s in e crse, withaut prosudive. and CMM agrees ihat, go fater than 18 days atter
the 1O has approved UM FRANAS 1 Applications for pubivation. i ever. MM will
dite with the PO g notice of express shardenment (» i copies given by notice o Skyarky of
CAM PRANA Applicazions witheu prejudice. indicating thereon that suck filings are being
irade with the cansent of Skylark, which will result m the T AB's dismissal of the Opposition
Pros eedimgs without predice. The Partics acknowledge and agree that (1) nathing herein shall
require OMM to shalon CMM's PRANA Applications (or any other of it applicasions) in the
cvent that the PTO Gnatly decides not 1o approve CMM's PRANASLEEP Applications for

b lcation: and G nonwithstanding amything to the contrary herein, in the event that the PTO
linally dewy CNIME PRANASTEEP Applications fer publication. rither Par

> ot 50 approve
Jhall b vonnd by its obligations, consents of pestrictions set Torth w this Agreement.

¢ Amendments o CMM s PRANASLEED Applications.
d Copes of Carrespondence 1o angd from the PTO.

REDACTED
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MM Use ol the PRANA Mark.

REDACTEED

PRANA SLEED Applications.

PRANAYAMA Application.

REDACTEL

No (her "PRANAT Applications,

MM s Use of the PRANASLEED Mark

REDACTED



REDACTED
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REDACTED

S d N

22 Funsher Assuzanves
3 Corperation to Prevent o Dispel Cunfusion.
14 e and Assipnment ol Pradeah, Rivhts,




General Release.

REDACTED
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REQACTE%

K Savines(
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. .. REDACTED
" REDACTED

oz Boind Parties.

25, Assizrient,

24 Coverrg Law, BEBAGTED

25 .. This Agrevrmeat may be signed oo ur more

Saeiiie votnterparts, cuch of which siaail te an originel and all of which chatl be vonsiderad
one and the sanw agreement. znd shall beceme elfective when one or mere such cotmkerpar-
e een sipred By cach party and receved by the otber pay

24 Acknow hdgemoent,

REDACTED
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Ihe senudnder o this page s itentiomdly left blunk.
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INCWTONESS WHERPOR. S Peanes heteto cansod thes Apreenaens o beddaly

eventto il delivered Bt e pecBe sttorzed ellivers as ot the § ectve D

CNENIANAGEMENTUINC, SKYLARK SPORT MARKITTING
CORPORNTION

By Stepfien T Scbille e By etfrey Theodoesakas
b, Presidens e, Presicens
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N WITNESS WHERIOF, the Pariies herero caused s Apteenient w be dithy
sevrted and detinered by their respective authorred officers a8 of the Lfective Dite,

SKYLARK SPORT MARKUTING

UM A ANAGTRIENT L INC
CORMIRATION

4 « 4
- <
{ . Crvurmms o "
By Stepinm 3. Schiller By Jeffrey Theodesakes

Its: Presidem Ha: Prosidont
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PRANA

Exhibit |

O Appaicutions

Cuods Serviges

Serial Nu,  Faling Dute, Staus
TRI6SIRY 6 302003 published
for opposion W
oppsad

78 265186
107 Oppeesition and

o wadd

REDACTED
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Eahibit 2

Sk lark’s PTO Registratiens
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Exhibit 3

Anproved PRANASLEFP Lopo

REDACTED
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CERTIFICATE OF SERVICE

] hereby certify that on May 20, 2005, I caused true and correct copies of

Applicant's PETITION TO VACATE DISMISSAL WITH PREJUDICE AND ENTER
DISMISSAL WITHOUT PREJUDICE to be served by facsimile and first class mail upon:

9880592.1

Kit M. Stetina

Stetina Brunda Garred & Brucker
75 Enterprise, Suite 250

Aliso Viejo, California 92656

Attorney for Opposer
Skylark Sport Marketing Corporation

A L&

Daniel Angel

21



CERTIFICATE OF MAILING

I hereby certify that a copy of the foregoing PETITION TO VACATE
DISMISSAL WITH PREJUDICE AND ENTER DISMISSAL WITHOUT PREJUDICE is being
deposited with the United States Postal Service "Express Mail Post Office to Addressee” service
in an envelope addressed to the United States Patent and Trademark Office, Trademark Trial and
Appeal Board, P. O. Box 1451, Alexandra, VA 22313-1451, on May 20, 2005.

Asf &

Daniel Angel
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