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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LABELTEX MILLS, INC.

Opposer

Opposition No. 91161944
V.

LABELTEX SR.L.
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Applicant

APPLICANT’S RESPONSE IN OPPOSITION TO OPPOSER’S UNCONSENTED
MOTION FOR EXTENSION OF TIME

Applicant Labeltex S.r.1. hereby opposes the Unconsented Motion for Extension of Time

filed by Opposer Labeltex Mills, Inc.

In its motion, Opposer states that both parties have served discovery requests, that
Applicant has served a second set and that Opposer intends to answer, but so far has been unable
to complete and serve its second set of discovery requests. The basis for this allegation is that
Opposer is awaiting translations “of more than 400 documents submitted under protective order
by Applicant, the vast majority of which are in Italian and unintelligible to Opposer’s counsel”.
Moreover, Opposer indicates that the translation is currently in process, but that it was held up

“pending Applicant’s explanation of the meaning of certain terms contained in the submitted
documents”, explanation offered by Applicant’s counsel on October 26, 2005. Opposer’s
arguments are unfounded as Opposer has had the documents for many months. Moreover, most
of the documents are in English and most are invoices showing Applicant’s prior use of the mark
at issue. The customer name, shipment dates and sales amount on the documents require no

translation and there is very little text in Italian. Opposer has had ample time to serve a second
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set of discovery requests before the closing of the discovery period, but failed to prepare and
serve them. Opposer is now seeking an unjustified 90-day extension merely to delay this
proceeding further.

Discovery in this opposition opened on September 22, 2004, and was originally
scheduled to close on March 21, 2005. Opposer served a first set of discovery requests on
Applicant on November 1, 2004. Applicant’s answers were due by December 6, 2004.
Applicant’s requested, and obtained, a 14-day extension of the time to serve its answers, which
became due on December 20, 2004. On December 17, 2004, Applicant served its answers to
Opposer’s first set of interrogatories and its answers to Opposer’s first requests for production.
On February 14, 2005, Applicant filed a consented motion for a 60-day extension of the
discovery period, to May 20, 2005, to allow both parties to complete their discovery. On April 5,
2005, Applicant produced Documents Nos. LM 0001-0015. On April 12, 2005, a protective
order, duly signed by the parties and by their attorneys, was filed with the Board. On April 13,
2005, Applicant produced Documents Nos. LM 0016-LM 0100. On May 13, 2005, Applicant
produced Document No. LM 0101. On the same day, Applicant filed a consented motion for a
90-day extension of the discovery period, to August 18, 2005. On May 31, 2005, Applicant
served Documents Nos. LM 0102-0357. On June 21, 2005, Applicant served Documents Nos.
LM 0358-LM 0413, and indicated to Opposer that at that point Applicant believed that it had
completed its document production and provided all information requested in Opposer’s first set
of interrogatories.

On August 15, 2005, Opposer filed a consented motion for a 90-day extension of the
discovery period, to November 18, 2005. On November 16, 2005, Opposer’s counsel sent a fax

letter to Applicant’s counsel requesting consent to an additional ninety-day extension of the
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discovery period, and on November 17, 2005, Applicant’s counsel declined to consent to any
further extension.

Opposer’s request for an additional extension of the discovery period should be denied
because Opposer has had ample time to complete discovery. Opposer argues that it could not
serve additional discovery requests on Applicant pending the translation of hundreds of
documents produced by Applicant, and that the translation itself could not proceed unless
Opposer was provided with the meaning of terms appearing in those documents. Opposer’s
argument is groundless. Applicant produced 413 documents, some of which are copies of
catalogs showing photographs of labels designed and manufactured by Applicant and sold under
Applicant’s mark LABELTEX (Doc. Nos. LM0028-LM 91). Obviously, none of these
documents requires any translation. The vast majority of documents produced consist of
invoices, all of which, except for the first nine invoices, show entries in both English and Italian.
As a sample, Doc. No. LM 0022 (redacted) is attached as Exhibit A. These invoices clearly
show the dates, name and address of Applicant’s clients, quantities of the products sold and their
price. No translation is required for these terms.

When Applicant produced its documents, it indicated that the “description” section of the
invoices contains codes identifying the various kinds of labels sold by Applicant under its mark.
In his motion Opposing counsel claims that the translation of the documents produced were
suspended pending explanation of certain terms contained in the invoices. This argument is
baseless. In his letter of July 28, 2005, Opposer’s counsel inquired as to the meaning of the
terms “CART”, “DDT”, “IMP”and “IMPI”, and “EDC”. Samples of documents containing these
terms are attached as Exhibit B. As explained by Applicant’s counsel in a letter dated

October 26, 2005, all these terms (except for DDT, which is an acronym for “shipping
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document”) merely indicate specific kinds of labels produced and sold by Applicant. It is
obvious that the specific meaning of these terms is irrelevant in this proceeding. However, even
admitting that Opposer needed an explanation as to the meaning of these five terms, Applicant
provided it well before the closing of the discovery period, and thus Opposer had ample time to
serve additional discovery requests. In light of the above, it is clear that there is no ground for
Opposer’s counsel’s claim that he could not proceed in discovery because of a need for
translation. Applicant consented to several extensions in order to let the parties to complete their
discovery. Because both parties have had sufficient time to complete their discovery, no
additional extensions should be granted, and Opposer’s unjustified delay in conducting its
discovery should not be rewarded.

Thus, Applicant respectfully requests that Opposer’s Unconsented Motion for Extension

of Time be denied.

LABELTEX S.R.L.

Michael A. Grow

Chiara Giuliani

Arent Fox PLLC

1050 Connecticut Avenue, NW
Washington, DC 20036

(202) 857-6000

Attorneys for Applicant
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CERTIFICATE OF SERVICE

It is hereby certified that a copy of the foregoing has been served on Opposer’s counsel
Robert Louis Finkel, 5215-2 White Oak Avenue, Encino, California 91316, on December "2
2005, marked first class mail postage prepaid.

>

CERTIFICATE OF MAILING

It is hereby certified that the attached Applicant’s Response in Opposition to Opposer’s
Motion to Extend Discovery (Re: Opposition No. 91161944) is being deposited with the United
States Postal Service, first class mail postage prepaid, addressed to the Commissioner for
Trademarks, P.O. Box 1451, Alexandria, Virginia 22313, on December Z. ,2005.
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