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On Septenber 22, 2004, applicant filed a proposed
anmendnent to its application Serial No. 76/494,782, with
opposer's consent.?!

By the proposed anmendnent applicant seeks to anend the

identification of goods from

recorded conputer operating progran notebook
conputer; |aptop conputer; software programabl e
m croprocessors; CD-ROM drive; nagnetic tape
drive; computer software for use as an Enterprise

! The parties are advised that anendnent of any application or
registration which is the subject of an inter partes proceedi ng
before the Board is governed by Trademark Rule 2.133. Thus, an
application which is the subject of a Board inter partes
proceedi ng may not be anended in substance, except with the
consent of the other party or parties and the approval of the
Board, or except upon notion. See Trademark Rule 2.133(a). See
also Gant Food Inc. v. Standard Terry MIIs, Inc., 231 USPQ 626
(TTAB 1986); and G eyhound Corporation and Arnmour and Comnpany V.
Armour Life Insurance Conpany, 214 USPQ 473 (TTAB 1982). Thus,
the determ nati on of the above proposed anmendnent to applicant’s
i nvol ved application is made by the Board. Accordingly,
applicant’s request that the Board remand the invol ved
application to the Trademark Exami ning Operation for

consi deration of the proposed anendnent is denied.



Application Integration solution, nanely,

providing integrated interface between various

enterprise applications and user applications,

which is recorded in floppy disk, CDROM or

magneti c tape device, or downl oaded froma website
to:

recorded conputer operating prograny notebook

conputer, |aptop conputer; software programuable

m cr oprocessors; CD-ROM drive; magnetic tape

drive; computer software for use a database,

namel y, recording, sorting, sharing and managi ng

the data, which is recorded in floppy disk, CD

ROM or magnetic tape device, or downl oaded from a

websi t e.

Trademark Rule 2.71(b) provides that the identification
of goods or services nmay be amended to clarify or limt the
identification, but additions will not be permtted. See
Trademark Rule 2.71(b); and Aries Systens Corp. v. Wrld
Book Inc., 26 USPQRd 1926 (TTAB 1993). See al so Louise E.
Rooney, TIPS FROM THE TTAB: Rul e 2.133 Today, 81 Trademark
Rep. 408 (1991).

In this case, the proposed anendnment of the
i dentification of goods is unacceptabl e because the wording

“conputer software for use a database, nanely,
recordi ng, sorting, sharing and managi ng the data”

falls outside of the scope of the wording
“conputer software for use as an Enterprise
Application Integration solution, nanely,
providing integrated interface between various
enterprise applications and user applications”
in the previous identification of goods. Thus, the addition

of the above wording to the amended identification broadens

t he scope of the goods beyond that set forth in the previous



identification of goods. The applicant may further anmend
this wording, with opposer’s consent. The renai nder of the
identification of goods is acceptable as anended.

Accordi ngly, applicant’s consented request to anmend the
identification of goods is denied w thout prejudice. The
parties may submt a further amendnent to the identification
of goods in conformance with di scussi on above and Trademark
Rule 2.71(b).

Because the parties are negotiating for a possible
settlenment of this case, and in view of the Board's deci sion
above regardi ng the proposed anendnent to the identification

of goods, proceedings herein are suspended until six nonths

fromthe mailing date of this action, subject to the right
of either party to request resunption at any tine prior
thereto. See Trademark Rule 2.117(c).

Unl ess the parties sooner request resunption, upon

concl usi on of the suspension period, proceedi ngs shal

resune without further notice or order fromthe Board, upon

t he schedul e set out bel ow

Applicant is allowed until THH RTY DAYS from resunption
in which to file and serve its answer to the notice of
opposi tion.

The parties are allowed TH RTY DAYS fromresunption in

whi ch to serve responses to any outstandi ng di scovery



requests. Trial dates, including the close of discovery,

are reset as foll ows:

Proceedings Resume: June 1, 2005
Discovery period to close: September 29, 2005
Thirty-day testimony period for party in position of plaintiff to close: ~ December 28, 2005
Thirty-day testimony period for party in position of defendant to close: February 26, 2006

Fifteen-day rebuttal testimony period to close: April 12, 2006

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.1 29.

.000.



