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Opposer, Christopher Brooks (“Opposer” or “Mr. Brooks™), hereby moves for
summary judgment in this Opposition pursuant to Fed. R. Civ. P. 56 and Rule 2.127 of the
Trademark Rules of Practice on the grounds that his rights in the common law mark THE CAB
CALLOWAY ORCHESTRA used in connection with entertainment services in the nature of live
musical performances by an orchestra, and prerecorded media including both compact discs and
videotapes, are prior to Applicant’s rights in its intent-to-use Application Serial No. 75/761,159
to register CAB CALLOWAY for certain services in International Classes 35 and 41 (the
“Application”), and that Applicant’s registration and use of the applied-for mark on the services
set forth in the Application are likely to cause confusion with Opposer’s prior-used mark, in
violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

INTRODUCTION

This is a simple case and one ideally suited for summary judgment. On the two
fundamental issues on this motion, priority and likelihood of confusion, the relevant facts have
already been established and admitted in prior litigation between these very parties.

In 2001, Applicant filed suit against Opposer in the United States District Court for the
Southern District of New York, Creative Arts by Calloway, LLC v. Brooks, No. 01 Civ. 3192
(CLB) (S.D.N.Y. Dec. 11, 2001) (mem.), aff'd, No. 02-7050, 2002 WL 31303241 (2d Cir. Oct.
11, 2002) (the “Civil Action”).! In the Civil Action, Applicant claimed it had prior rights in the
mark CAB CALLOWAY for entertainment services and that Opposer’s use of the mark THE

CAB CALLOWAY ORCHESTRA for his own entertainment services — notably, orchestra

' The decisions of the United States District Court for the Southern District of New York and the
United States Court of Appeals for the Second Circuit in the Civil Action are attached as
Exhibits 14 and 15, respectively, to the Declaration of Evan Gourvitz dated December 30, 2004
(“Gourvitz Decl.”). For the sake of brevity they are referred to herein as Exhibits 14 and 15.




performances and the distribution of compact discs and videos of those performances — was
likely to cause confusion. (Gourvitz Decl., Ex. 13 at 2-4.) However, Applicant did not dispute
in the Civil Action that Opposer had been using THE CAB CALLOWAY ORCHESTRA in
connection with his entertainment services since 1998, and in connection with his compact discs
and videotapes since 1999.

Applicant’s suit was dismissed on summary judgment and the dismissal was affirmed by
the Second Circuit. The basis for the dismissal was that as of the time of the suit Applicant had
no rights in and had made no use of CAB CALLOWAY as a mark. (/d., Ex. 14 at 10; Ex. 15 at
1-2.) These decisions make it impossible for Applicant to now claim rights predating Opposer’s
acquisition of rights in the mark THE CAB CALLOWAY ORCHESTRA, given Opposer’s own
use of THE CAB CALLOWAY ORCHESTRA as his own mark for entertainment services since
1998, as confirmed by both the Southern District of New York and Second Circuit. (/d., Ex. 14
at 3, Ex. 15 at 1-2.) At most, Applicant can rely on the filing date of its intent-to-use application,
July 23, 1999, which is after Opposer established his rights.

As to the issue of likelihood of confusion, the most powerful evidence is Applicant’s own
admission in the Civil Action. In its complaint Applicant admitted that a likelihood of confusion
exists between Applicant’s alleged mark CAB CALLOWAY used in connection with
entertainment services and Opposer’s mark THE CAB CALLOWAY ORCHESTRA used in
connection with goods and entertainment services. (/d., Ex. 13 at 4.)

Opposer’s clear priority, as found in the Civil Action, combined with Applicant’s
admission of likelihood of confusion, mandate that the opposition be granted and that
Applicant’s registration of the mark CAB CALLOWAY be refused. Even without Applicant’s

admission, the undisputed facts discussed herein and set forth in the attached declarations and




exhibits require a finding of likelihood of confusion and the grant of Opposer’s motion for
summary judgment.

STATEMENT OF FACTS

Opposer, who uses the stage names Calloway Brooks or C. Calloway Brooks, is the
eldest grandson of the internationally famous jazz musician Cab Calloway, who died in 1994.
(Declaration of Christopher Brooks, dated December 28, 2004 (“Brooks Decl.”) 9 1-2, 6.) A
full-time musician, Mr. Brooks performs with his musical ensemble THE CAB CALLOWAY
ORCHESTRA (the “Orchestra”). (/d. at Yy 2, 8.) Opposer is a 1980 Dean’s List graduate of the
New England Conservatory of Music who, from 1978 to 1993, repeatedly performed
professionally with his grandfather at venues ranging from private parties to the Kennedy Center
and Lincoln Center. (/d. at | 3-4; Ex. 2.)

Since December 1998, and prior to any date upon which Applicant can rely, Opposer has
been using the mark THE CAB CALLOWAY ORCHESTRA continuously in connection with
the Orchestra’s live musical performances. (Brooks Decl. § 7; Ex. 3.) Mr. Brooks is the sole
proprietor, musical director and lead performer of the Orchestra. (Brooks Decl. § 11; see Ex. 7.)
The Orchestra has performed professionally hundreds of times throughout the United States at
venues ranging from New York to Illinois to California, including at such world-famous venues
as Carnegie Hall, Lincoln Center and Birdland. (Brooks Decl. § 8; Ex. 4.) Its performances have
been advertised and promoted nationwide, including through Opposer’s website, and have
received favorable notices. (Brooks Decl. {10, 14; Exs. 6, 12.) The Orchestra performs songs
written and/or recorded by Cab Calloway, jazz standards by a variety of other artists, and
Opposer’s own original songs and arrangements. (Brooks Decl. §6.) Since at least April 1999,

and again prior to any date upon which Applicant can rely, Opposer also has been using the mark




THE CAB CALLOWAY ORCHESTRA continuously in connection with the sale of compact
discs and videotapes. (Id. at 9 12-13; Exs. 8-11.) Opposer has released two different compact
discs to date, and roughly 2,000 copies have been sold throughout the United States. (Brooks
Decl.  12.) Opposer also has sold roughly 300-400 copies of his videotape to date throughout
the United States. (/d. at §13.)

Applicant’s Application

Applicant is a Delaware limited liability company founded by its predecessor, Cab
Calloway’s third wife and widow Zulme Calloway, and her relatives to manage whatever rights
she acquired (by will or otherwise) in Cab Calloway’s name, likeness, voice and intellectual
property. (See id., Ex. 14 at 2-3; Ex. 15 at 1.)

On July 23, 1999, Applicant’s predecessor filed intent-to-use application Serial No.
75/761,159 to register CAB CALLOWAY.? The services in the Application as published are
“[r]etail stores, retail outlets and on-line retail store services featuring compact discs, records,
video tapes, cassettes, digital video and audio discs, and other home entertainment related
products; distribution of pre-recorded comedies, musicals and dramas on video tapes, cassettes,
digital video and audio discs, CD-ROM; distribution of pre-recorded theatrical musicals,
comedies and dramas on video tapes, cassettes, digital video and audio discs, CD-ROM; and
distribution of pre-recorded music, drama, comedy and variety shows on video tapes, cassettes,

digital video and audio discs and CD-ROM”” in International Class 35, and “[e]ntertainment

services in the nature of multimedia entertainment software production services, scheduling of

? The file of the Application “forms part of the record of the proceeding without any action by
the parties and reference may be made to the file for any relevant and competent purpose.” 37
C.F.R. § 2.122(b); TBMP § 704.03(a). The allegations made and things filed in an application
are not evidence on behalf of the applicant, but may be used as evidence against the applicant
“as admissions against interest and the like.” TBMP § 704.04.



programs on a global computer network; production and distribution of live music concerts,
comedy, and dramatic series; production of live music concerts and live theatrical plays;
production of radio and television programs; production of videotapes and sound recordings,
namely, phonograph records, pre-recorded audio tapes, compact discs, videotapes, digital audio
tapes, compact disc videos, and laser discs; production and distribution of motion pictures;
production of comedies, musicals and dramas; scheduling television and radio programming;
production of music, drama, comedy and variety shows; theatrical production of musicals,
comedies and dramas” in International Class 41.

On February 20, 2001, Applicant’s predecessor filed an amendment to the Application to
allege use of the mark on “all the goods/services listed in the Application/Notice of Allowance,”
claiming a first use date of January 1, 1928 and a first use in commerce date of J anuary 1, 1929,
(Application, 2/20/01 Amendment.) This amendment was false, since it asserted use of the mark
since 1928 on items such as “on-line retail store services featuring compact discs . . . video tapes
[and] digital video and audio discs” (e.g., id., 10/3/00 Action Letter) that clearly did not exist as
of the claimed date of first use.

Applicant’s attempt to claim rights pre-dating the Application filing date was dealt a fatal
blow in the Civil Action when the U.S. District Court for the Southern District of New York
found in a decision dated December 11, 2001 that Applicant did not own and had not acquired
any rights in the mark CAB CALLOWAY. (Gourvitz Decl., Ex. 14 at 9-10.) This decision was
affirmed on appeal on Oct. 11, 2002. (Id., Ex. 15.) Notwithstanding this determination in the
Civil Action, Applicant’s counsel filed an amended statement of use on October 24,2002,
claiming use of the mark on all of the services except “[r]etail stores, retail outlets and on-line

retail services,” and first use and first use in commerce dates of J anuary 1, 1929. (Application,




10/24/02 Amendment.) On December 17, 2002 Applicant requested that its amendment to allege
use be withdrawn and that the Application once again proceed to publication in connection with
all services exclusively as an intent-to-use application under Section 1(b) of the Lanham Act.
(Id., 12/17/02 Amendment.) The Application was published for opposition on March 16, 2004
and Opposer timely opposed. Discovery closed on November 10, 2004, and Opposer’s
testimony period is scheduled to open on January 9, 2005.
ARGUMENT

L The Standard for Summary Judgment

A motion for summary judgment is an appropriate method for disposing of an opposition
when “there is no genuine issue as to any material fact and that the moving party is entitled to
judgment as a matter of law.” Fed. R. Civ. P. 56(c); see 37 C.F.R. § 2.116(a) (Federal Rules of
Civil Procedure generally apply to opposition); TBMP § 528 (motion for summary judgment).
“The summary judgment procedure is regarded as ‘a salutary method of disposition,” and the
Board does not hesitate to dispose of cases on summary judgment where appropriate.” TBMP §
528.01 (citations omitted). If the moving party meets its burden, “the nonmoving party may not
rest on mere denials or conclusory assertions, but rather must proffer countering evidence, by
affidavit or as otherwise provided in Fed. R. Civ. P. 56, showing that there is a genuine factual
dispute for trial.” Id. (citations omitted); see Fed. R. Civ. P. 56(¢); see also Sweats Fashions Inc.
v. Pannill Knitting Co., 4 U.S.P.Q.2d 1793, 1797 (Fed. Cir. 1987) (“[m]ere conclusory
statements and denials do not take on dignity by placing them in affidavit form”) (citation
omitted). Simply put, Applicant cannot create a genuine factual dispute merely by denying or
contradicting Opposer’s sworn statements, or by claiming without proof that Opposer’s evidence

is not accurate.




Here, summary judgment is appropriate becéuse there is no material disputed issue.
Opposer has priority in his use of the mark THE CAB CALLOWAY ORCHESTRA and
Applicant cannot prove anything to the contrary. Furthermore, Applicant admitted in the Civil

| Action that there is a likelihood of confusion between Opposer’s use of THE CAB CALLOWAY
ORCHESTRA on his goods and services and Applicant’s alleged use of CAB CALLOWAY for
its services.” Even without the findings and admissions from the Civil Action, the undisputed
evidence discussed below clearly supports a finding of summary judgment in Opposer’s favor.
II. Opposer Should be Granted Summary Judgment Because there is No

Dispute of Material Fact That Applicant’s Application is Likely to Cause
Confusion With Opposer’s Prior Use of THE CAB CALLOWAY ORCHESTRA

Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), states in part that a trademark shall
be refused registration if it “so resembles . . . a mark or trade name previously used in the United
States by another and not abandoned, as to be likely, when used on or in connection with the
goods of the applicant, to cause confusion, or to cause mistake, or to deceive . ...”

A, Opposer Has Priority in His Use of the Common Law Mark
THE CAB CALLOWAY ORCHESTRA For His Goods and Services

To establish priority, an Opposer “must show proprietary rights in the mark that produce
a likelihood of confusion. . . . These proprietary rights may arise from a prior registration, prior
trademark or service mark use, prior use as a trade name, prior use analogous to trademark or
service mark use, or any other use sufficient to establish proprietary rights.” Herbko Int’l, Inc. v.

Kappa Books, Inc., 64 U.S.P.Q.2d 1375, 1378 (Fed. Cir. 2002); see also Corporate Document

? Likelihood of confusion is a question of law that “the [B]oard may unquestionably resolve . . .
on summary judgment.” Sweats Fashions, 4 U.S.P.Q.2d at 1565; see also, e.g., Cunningham v.
Laser Golf Corp., 55 U.S.P.Q.2d 1842, 1943 (Fed. Cir. 2000) (likelihood of confusion is “a legal
conclusion based on underlying facts”).



Servs., Inc. v. LC.E.D. Mgmt., Inc., 48 U.S.P.Q.2d 1477, 1479 (T.T.A.B. 1998) (rights in a mark
are created by its use in intrastate or interstate commerce); TMBP § 309.03(c)(A). An opposer
may rely on an unregistered mark as the basis for an opposition pursuant to Section 2(d), 15
U.S.C. § 1052(d), if the mark is distinctive of his or her goods. Otto Roth & Co. v. Universal
Foods Corp., 209 U.S.P.Q. 40, 45 & n.2 (C.C.P.A. 1981).

Mr. Brooks is the sole proprietor, director and manager of the Orchestra, and the
owner of the common law mark THE CAB CALLOWAY ORCHESTRA, which he has used
continuously since December 1998 for live musical performances and since at least April 1999
for compact discs and videotapes (Brooks Decl. §9 7, 11-13, Exs. 3, 7-11) — dates prior to the
filing date of the Application.* Indeed, in the Civil Action, both the federal district court and the
appeals court found, and Applicant did not dispute, that Opposer had commenced his use of THE
CAB CALLOWAY ORCHESTRA for entertainment services in 1998. (Gourvitz Decl., Ex. 14
at 2-3, Ex. 15 at 1.) Both decisions further acknowledged Opposer’s use of THE CAB
CALLOWAY ORCHESTRA as a mark in connection with live musical performances since
1998, as well as Opposer’s sale of compact discs and videotapes of his performances. (Gourvitz

Decl., Ex. 14 at 3; Ex. 15 at 1-2.)°

* As the owner of the mark THE CAB CALLOWAY ORCHESTRA, Opposer clearly has
standing to bring this opposition. E.g., Cunningham, 222 F.3d at 946 (standing requires that
party believes it is likely to be damaged by the registration, as shown by establishing a direct
commercial interest); TBMP § 309.03 (“[a] real interest in the proceeding and a reasonable belief
of damage may be found . . . where [Opposer] pleads (and later proves): a claim of likelihood of
confusion that is not wholly without merit”).

> The district court specifically noted that Opposer’s concert advertisements had “adopted the
mark ‘THE CAB CALLOWAY ORCHESTRA’” (Gourvitz Decl., Ex. 14 at 3); while the Second
Circuit observed that Opposer apparently was using “his own trademark, ‘The Cab Calloway
Orchestra.”” (Id., Ex. 15 at 1-2.)




The mark THE CAB CALLOWAY ORCHESTRA, which includes the full name of
Opposer’s famous late grandfather (Brooks Decl. §{ 1, 6), is inherently distinctive as applied to
Opposer’s goods and services. See Michael S. Sachs, Inc. v. Cordon Art, B.V., Opp. No. 95,655,
2000 WL 1052061, at *5 & n.8 (T.T.A.B. July 19, 2000) (“the name of an artist is presumptively
not merely descriptive”); see also In re St. Clair Apparel, Inc., Serial No. 75/649,382; 2002 WL
122616, at *3 (T.T.A.B. Jan. 29, 2002) (non-precedential) (“[p]ersonal name marks (so long as
they are not primarily merely surnames) are deemed to be inherently distinctive . . .”); Remos v.
Feierman, Opp. No. 114,000, 2001 WL 388787, at *7 (T.T.A.B. Apr. 7, 2001) (non-
precedential) (“[a] personal name mark, unless it is primarily merely a surname, is registrable on
the Principal Register without a showing of secondary meaning, and thus is deemed to be
inherently distinctive under the Lanham Act. . . . We see no logical basis for holding that a
personal name mark which is inherently distinctive for registration purposes must nonetheless be
shown to have acquired secondary meaning before it can be relied upon by an opposer in an
opposition proceeding”). Since the mark THE CAB CALLOWAY ORCHESTRA is not merely
descriptive, Opposer’s rights in that mark for his goods and services for purposes of priority date
back to his December 1998 and April 1999 uses. (Brooks Decl. §§ 7, 11-13, Exs. 3, 7-11.) See,
e.g., Brookfield Communications, Inc. v. West Coast Eﬁtm 't Corp., 50 U.S.P.Q.2d 1545, 1551
(%th Cir. 1999) (“ownership of an inherently distinctive mark . . . is governed by priority of
use”); 2 J. Thomas McCarthy, McCarthy on Trademarks & Unfair Competition § 16:4 (3d Ed.
2004) (for inherently distinctive marks, “the first to use a designation as a mark in the sale of
goods or services is the ‘owner’ and ‘senior user’”).

By comparison, the earliest priority date upon which Applicant can rely is the date it filed

its intent-to-use application, July 23, 1999. See 15 U.S.C. § 1057(c). While Applicant alleged




use of the mark for at least some services during the course of its application, this claim was
rejected by the Examiner, and by the courts in the Civil Action, both of which held that
Applicant and its predecessor had not made any use of CAB CALLOWAY as a mark as of 2001
(Gourvitz Decl., Ex. 14 at 10, Ex. 15 at 1-2), three years after Opposer acquired rights. This
precludes Applicant from now claiming use of CAB CALLOWAY prior to Opposer’s December
1998 and April 1999 first use dates. See Mother’s Restaurant Inc. v. Mama'’s Pizza, Inc., 221
U.S.P.Q. 394, 397 (Fed. Cir. 1983) (“issues which are actually and necessarily determined by a
court of competent jurisdiction are conclusive in a subsequent suit involving the parties to the
prior litigation”). Indeed, Applicant confirmed its own lack of use of the CAB CALLOWAY
mark as late as December 17, 2002, when it withdrew its amendment to allege use. (Application,

12/17/02 Amendment.)

B. Applicant’s Use of CAB CALLOWAY for the Goods and Services Set
Forth in Its Application is Likely to Cause Confusion With Opposer’s Mark

While generally in determining whether there is a likelihood of confusion under Section
2(d), the Board will consider the factors set forth in In re E. I. du Pont de Nemours & Co., 177
U.S.P.Q. 563 (C.C.P.A. 1973) that are of record, here there is no need to do so since Applicant
has acknowledged that a likelihood of confusion exists. Applicant admitted in the Civil Action
that “[Opposer’s] use of . . . “THE CAB CALLOWAY ORCHESTRA’ in connection with [his
concert performances and the sale of recordings of those performances] which are the same as or
related to the services of [Applicant], is likely to cause confusion, mistake and to deceive, with

respect to [Applicant’s] service mark ‘CAB CALLOWAY.>”® (Gourvitz Decl, Ex. 13 at § 18;

% While Applicant’s Complaint did not detail the “entertainment services” upon which it
purportedly relied for its infringement claim, these clearly were those set forth in its Application,
which Applicant amended to allege use less than two months before it filed the Civil Action.
(Ex. 13 at 1 13 (Applicant is successor to “all right, title and interest in the [CAB CALLOWAY]
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see id. at  14.) TMBP § 704.06(a) (“‘statements in pleadings may have evidentiary value as
admissions against interest by the party that made them”); Maremont Corp. v. Air Lift Co., 174
U.S.P.Q. 395, 396 n.4 (C.C.P.A. 1972) (admissions in pleading in one action available in later
action as evidence of the truth of the assertions contained); Bakers Franchise Corp. v. Royal
Crown Cola Co., 160 U.S.P.Q. 192, 194 (C.C.P.A. 1969) (admission in prior pleading properly
admitted and considered).

Even without Applicant’s admission, an analysis of the du Pont factors make clear that
the mark CAB CALLOWAY used in connection with the services set forth in the Application is
likely to cause confusion with Opposer’s prior-used mark THE CAB CALLOWAY
ORCHESTRA used for Opposer’s own goods and services. Indeed, not a single factor favors
Applicant. In applying the du Pont factors, the Board may focus on dispositive factors such as
the similarity of the parties’ marks and the relatedness of their goods and/or services. Hewlett-
Packard Co. v. Packard Press Inc., 62 U.S.P.Q.2d 1001, 1003 (Fed. Cir. 2002); Han Beauty Inc.
v. Alberto-Culver Co., 57 U.S.P.Q.2d 1557, 1559 (Fed. Cir. 2001). The Board also must resolve
any doubts on the question of likelihood of confusion against the Applicant who, as a newcomer
with an intent-to-use application, has the opportunity and obligation to avoid confusion with
existing marks. See TBC Corp. v. Holsa Inc., 44 U.S.P.Q.2d 1315, 1318 (Fed. Cir. 1997); In re
Hyper Shoppes (Ohio) Inc., 6 U.S.P.Q.2d 1025, 1026 (Fed. Cir. 1988). These principles in
combination with an analysis of the factors and Applicant’s admissions in the Civil Action that

the parties’ marks are similar, their goods and services are similar, and that the use of the mark

Mark,” “the good will of the services identified by [that] Mark” and “all pending applications . . .
relating thereto”); Application, 2/19/01 Amendment (alleging use of CAB CALLOWAY “on or
in connection with all the goods/services listed in the Application/Notice of Allowance”).
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THE CAB CALLOWAY ORCHESTRA by Opposer would cause a likelihood of confusion
require that the Board grant summary judgment to Opposer.
1. Similarity of the Marks

The first du Pont factor considers “[t]he similarity or dissimilarity of the marks in their
entireties as to appearance, sound, connotation and commercial impression.” du Pont, 476 F.2d
at 1361. The test is not whether the marks can be distinguished in a side-by-side comparison, but
rather whether the marks are sufficiently similar to be likely to cause confusion as to the source
of the goods offered under the respective marks. E.g., Sealed Air Corp. v. Scott Paper Co., 190
U.S.P.Q. 106, 108 (T.T.A.B. 1975). The focus is on the recollection of the average purchaser,
who normally retains a general rather than specific impression of trademarks. 7d. Although
marks must be compared in their entireties, one feature of the mark may be more significant than
others, and it may be appropriate to give more weight to this dominant feature in determining the
commercial impression created by the mark. Hewlett-Packard, 62 U.S.P.Q. at 1003; Giant
Food, Inc. v. Nation’s Foodservice, Inc., 218 U.S.P.Q. 390, 395 (Fed. Cir. 1983), see also In re
Denisi, 225 U.S.P.Q. 624, 624-25 (T.T.A.B. 1985) (“if the dominant portion of both marks is the
same, then confusion may be likely notwithstanding peripheral differences”). Also, where marks
would appear on virtually identical goods or services, the degree of similarity between the marks
necessary to support a finding of likely confusion declines. E.g., Century 21 Real Estate Corp. v.
Century Life of Am., 23 U.S.P.Q.2d 1698, 1700 (Fed. Cir. 1992).

Here, Applicant conceded in the Civil Action that Opposer’s mark THE CAB
CALLOWAY ORCHESTRA is “deceptively similar or identical” to its own alleged mark CAB
CALLOWAY, and that THE CAB CALLOWAY ORCHESTRA is a “variation or permutation”

of CAB CALLOWAY. (Gourvitz Decl., Ex. 13 at 3-4.) Indeed, there can be no material dispute
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of fact that the parties’ marks considered in their entirety are nearly identical in appearance,
sound, connotation and commercial impression, particularly since the dominant portion of both
marks is CAB CALLOWAY. See, e.g., In re Dixie Restaurants, 41 U.S.P.Q.2d 1531, 1534 (Fed.
Cir. 1993) (THE DELTA CAFE and design likely to be confused with DELTA); In re The U.S.
Shoe Corp., 229 U.S.P.Q. 707, 709 (T.T.A.B. 1985) (CAREER IMAGE (stylized) likely to be
confused with CREST CAREER IMAGES (stylized)); In re Denisi, 225 U.S.P.Q. at 624-25
(PERRY’S PIZZA likely to be confused with PERRY’S). Further enhancing the similarity is the
fact, noted below and conceded by Applicant, that these marks also will appear on near-identical
goods and services. Accordingly, this factor favors Opposer.
2. Similarity of the Parties’ Goods and Services

The second factor weighs “[t]he similarity or dissimilarity and nature of the goods or
services as described iﬁ an application or registration or in connection with which a prior mark is
inuse.” du Pont, 177 U.S.P.Q. at 567. The services set forth in the Application are those that
must be considered, even if the actual services Applicant intends to render might be more limited
in scope. E.g., In re Opus One, Inc., 60 U.S.P.Q.2d 1812, 1817 (T.T.A.B. 2001); Tuxedo
Monopoly, Inc. v. General Mills Fun Group, Inc.; 209 U.S.P.Q. 986, 988 (C.C.P.A. 1981).

The authority is legion that the question of registrability of an applicant’s

mark must be decided on the basis of the identification of goods set forth in

the application regardless of what the record may reveal as to the particular

nature of an applicant’s goods, the particular channels of trade or the class of

purchasers to which sales of the goods are directed.
Octocom Sys. Inc. v. Houston Computer Servs. Inc., 16 U.S.P.Q.2d 1783, 1787 (Fed. Cir. 1990).

Moreover, the applicant’s description of goods or services “must be construed most favorably to

the opposing prior user.” Tuxedo Monopoly, 209 U.S.P.Q. at 988.
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Confusion can occur not only between goods, but between goods and services involving
those goods. E.g., In re Hyper Shoppes, 837 U.S.P.Q. at 1026; see TBMP § 1207.01(a)(ii)
(Goods May Be Related to Services). Goods or services do not have to be identical or even
competitive to find likelihood of confusion. E.g., In re Opus One, 60 U.S.P.Q.2d at 1814-15; In
re Melville Corp., 18 U.S.P.Q.2d 1386, 1388 (T.T.A.B. 1991). Instead, it is enough that the
goods and/or services are related, or that the conditions and activities surrounding their
marketing are such that they would be likely to be encountered by the same persons under
circumstances that could, because of the marks used, give rise to a mistaken belief that they
originate from the same source or that there is an association or connection between the sources
of the respective goods or services. E.g., In re Opus One, 60 U.S.P.Q.2d at 1814-15; In re
Melville Corp., 18 U.S.P.Q.2d 1386, 1388 (T.T.A.B. 1991).

Here, Applicant again conceded in the Civil Action that Opposer is using THE CAB
CALLOWAY ORCHESTRA “in connection with goods and services which are the same or
related to the services of [Applicant].” (Gourvitz Decl., Ex. 13 at 4.) The undisputed evidence
shows that Opposer uses the mark THE CAB CALLOWAY ORCHESTRA in connection with
entertainment services and prerecorded media — specifically, live musical performances, compact
discs, and videotapes. (Brooks Decl. § 7-8, 12-13; Exs. 3-4, 8-11.) Applicant seeks to register
the mark CAB CALLOWAY for similar and identical services, and for services that involve
Opposer’s goods — specifically, “[r]etail stores, retail outlets and on-line retail store services
featuring compact discs, records, video tapes, cassettes, digital video and audio discs, and
other home entertainment related products; distribution of pre-recorded comedies, musicals and
dramas on video tapes, cassettes, digital video and audio discs, CD-ROM,; distribution of pre-

recorded theatrical musicals, comedies and dramas on video tapes, cassettes, digital video and
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audio discs, CD-ROM,; and distribution of pre-recorded music, drama, comedy and variety
shows on video tapes, cassettes, digital video and audio discs and CD-ROM” in International
Class 35, and “[e]ntertainment services in the nature of multimedia entertainment software
production services, scheduling of programs on a global computer network; production and
distribution of live music concerts, comedy, and dramatic series; production of live music
concerts and live theatrical plays; production of radio and television programs; production of
videotapes and sound recordings, namely, phonograph records, pre-recorded audio tapes,
compact discs, videotapes, digital audio tapes, compact disc videos, and laser discs;
production and distribution of motion pictures; production of comedies, musicals and dramas;
scheduling television and radio programming; production of music, drama, comedy and variety
shows; theatrical production of musicals, comedies and dramas” in International Class 41
(emphasis added).

Simply stated, Opposer provides entertainment services in the nature of live musical
concerts, and distributes compact discs and videos (Brooks Decl. 4 7-8, 12-13, Exs. 3-4, 8-11),
while Applicant seeks to provide entertainment services including the production and
distribution of live musical concerts and the production and distribution of compact discs and
videotapes. Clearly, the parties’ goods and services are overlapping if not identical. See also In
re Splendor Prods., Inc., Serial No. 76/ 152,209, 2004 WL 1294382, at *3 (T.T.AB. June 1,
2004) (non-precedential) (“musical sound recordings and live musical performances . . . may be
regarded by consumers of prerecorded music and musical entertainment services as emanating
from a common source”); In re James Raymond Bevan, Serial No. 75/810,317, 2002 WL
257400, at *3 (T.T.A.B. Feb. 21, 2002) (non-precedential) (“[t}here can be no doubt as to the

close relationship between live performances by a musical group, the production and
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presentation of musical concerts, and the sale of compact discs and cassettes featuring music”).
As such, this factor also favors Opposer.
3. The Parties’ Channels of Trade and Consumers

In determining likelihood of confusion, the Board also considers “[t]he similarity or
dissimilarity of established, likely-to-continue trade channels,” du Pont, 177 U.S.P.Q. at 567, and
the classes of purchasers. E.g., Packard Press, Inc. v. Hewlett-Packard Co., 62 U.S.P.Q.2d
1001, 1004-05 (Fed. Cir. 2000). If an application describes goods or services broadly, and there
is no limitation as to the nature, type, channels of trade or classes of purchasers, it is presumed
that the application encompasses all goods or services of the type described, that they move in all
normal channels of trade, and that they would be purchased by all potential customers. See, e.g.,
Packard Press, 62 U.S.P.Q.2d at 1005; In re Elbaum, 211 U.S.P.Q. 639, 640 (T.T.A.B. 1981).
Here, since the Application contains no restrictions or limitations, as a matter of law it is deemed
to encompass all of the channels of trade used by Opposer for his own goods and services, and
all purchasers of Opposer’s goods and services. Accordingly, these factors also favor Opposer.

4. Purchaser Sophistication

The next du Pont factor considers “the conditions under which and buyers to whom
sales are made, i.e., ‘impulse’ vs. careful, sophisticated purchasing.”” du Pont, 177 U.S.P.Q. at
567. Where goods or services are relatively inexpensive, this suggests a lesser standard of
purchasing care and thus a greater likelihood of confusion. See, e. 8., Recot Inc. v. M.C. Becton,
54 U.S.P.Q.2d 1894, 1899 (Fed. Cir. 2000). Here, purchasers of Opposer’s goods and services,
while likely to be fans of Big Band music, are not likely to be any more sophisticated than the
average consumer, and may include people who, for example, attend a concert on impulse when

passing by a venue where Opposer is performing, or choose to buy a compact disc or videotape
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after seeing Opposer perform. (Brooks Decl. § 15.) Opposer’s goods and services also are
relatively inexpensive. (See id.) Applicant’s Application is unrestricted as to any particular
consumers. Accordingly, its consumers are presumed to be the same as Opposer’s, exhibiting
the same degree of care.” This factor also supports a finding of likelihood of confusion.
3. Fame of Opposer’s Mark

To the extent there is evidence in the record, the Board will weigh “the fame of the prior
mark (sales, advertising, length of use).” du Pont, 177 U.S.P.Q. at 567. Here, Opposer and his
Orchestra have earned roughly $1 million in connection with his use of the mark THE CAB
CALLOWAY ORCHESTRA for the Orchestra and for the sale of compact discs and videos over
the course of six years. (Brooks Decl. § 14.) The Orchestra has performed at world-famous
venues including Carnegie Hall, Lincoln Center and Birdland, has broadcast nationally as part of
the entertainment at the Preakness Stakes horse race, and recently performed a version of the
“Jeopardy” theme in radio promotions for that television show that were distributed nationally.
(Brooks Decl. {1 8, 10, Ex. 4.) It also has received substantial media coverage. (Id.; Ex. 6.)
Accordingly, to the extent that there is evidence of record this factor also supports Opposer.

6. Third-Party Uses

This du Pont factor assesses “[t]he number and nature of similar marks in use on similar
goods.” du Pont, 177 U.S.P.Q. at 567. Opposer is unaware of any use of similar marks for
similar goods or services. (Brooks Decl. §16.) As noted by the Southern District of New York
and Second Circuit in the Civil Action, Applicant has not made any use of its purported mark,

(Gourvitz Decl., Ex. 14 at 10; Ex. 15 at 1-2), and those record or film companies that sell Cab

7 Any evidence Applicant may seek to introduce as to a specific class of customers to which its
entertainment and retail services are targeted cannot create a material fact sufficient to defeat
summary judgment since its application is unrestricted. Octocom, 918 F.2d at 942-43.
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Calloway’s musical or video recordings use his name merely as a descriptive fair use rather than
as amark. Accordingly, this factor also is in Opposer’s favor.
7. Actual Confusion

The issue of actual confusion between the parties’ marks is essentially moot where, as
here, the Application was filed as an intent-to-use application, and Applicant has not yet made
any use of the mark CAB CALLOWAY. See Hewlett-Packard, 62 U.S.P.Q.2d at 1005. As
such, this factor does not weigh in favor of either party.

8. Other Factors

The remaining du Pont factors either favor Opposer or are neutral; none favor Applicant.
Specifically, there has been no concurrent use of the parties’ respective marks without evidence
of actual confusion since, as noted above, the Application is based on intent to use and there has
been no use by Applicant. Further, there is and has been no consent, agreement or assignment
between the parties, and there can be no laches or estoppel issue since Applicant has not yet used
the mark in its application. As to whether Applicant has a right to exclude others from use of its
mark on its goods, both the Southern District of New York and the Second Circuit in the Civil
Action have formally determined that Applicant had no such right. (Gourvitz Decl, Exs. 14, 15)
Turning to “[t]he extent of potential confusion, i.e., whether de minimis or substantial,” du Pont,
476 F.2d at 1361, as discussed throughout this memorandum, Applicant admitted (Gourvitz
Decl., Ex. 13 at 4), and the analysis of the likelihood of confusion factors shows, substantial
potential confusion if Applicant is allowed to register CAB CALLOWAY for services similar or
identical to the goods and services offered by Opposer under the mark THE CAB CALLOWAY
ORCHESTRA. (See also Brooks Decl. ] 17.) Finally, the Board is required to consider “[alny

other established fact probative of the effect of use.” du Pont, 177 U.S.P.Q. at 567. Here,
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Applicant’s prior admissions that the parties’ respective uses of their respective marks on their
respective goods and services would be confusing (Gourvitz Decl., Ex. 13 at 4) strongly supports
a finding of likelihood of confusion. TMBP § 704.06(a); Maremont, 174 U.S.P.Q. at 396 n. 4;
Bakers Franchise, 160 U.S.P.Q. at 194,

When all of the du Pont factors are considered together, there simply is and can be no
material dispute that as a matter of law Applicant’s application to register CAB CALLOWAY
for the services set forth in the Application is likely to cause confusion with Opposer’s prior use
of the mark THE CAB CALLOWAY ORCHESTRA for entertainment services and prerecorded
media.

CONCLUSION

As noted above, to be granted summary judgment on the basis of Section 2(d) of the
Lanham Act, 15 U.S.C. § 1052(d), a movant must show priority and likelihood of confusion.
Here, there is and can be no material dispute of fact that Opposer has priority. Applicant did not
dispute in the Civil Action and cannot now dispute the fact that Opposer began using his mark
THE CAB CALLOWAY ORCHESTRA in 1998, prior to Applicant’s filing date for the
Application. Applicant was found to have made no use of the CAB CALLOWAY mark as of
2001 and by withdrawing its statements of use it has conceded that the only possible date it could
rely on for priority purposes is its filing date of July 23, 1999. There also is no material dispute
of fact that there is a likelihood of confusion between Opposer’s use of the mark THE CAB
CALLOWAY ORCHESTRA for his goods and services and Applicant’s use of CAB
CALLOWAY for the services in its Application. In the Civil Action, Applicant readily admitted

this likelihood of confusion. The facts set forth above and in the accompanying declarations and
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exhibits further confirm that there is a likelihood of confusion. Applicant can introduce no
evidence, testimony or further proceedings that would refute these facts.

For the reasons set forth above, the TTAB should grant summary judgment to Opposer
and deny registration to Applicant’s intent-to-use Application Serial No. 75/761,159 to register

CAB CALLOWAY under Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

Dated:  New York, New York Respectfully submitted,
December 30, 2004

FROSS ZELNICK LEHRMAN
& ZISSU, P.C.

By: M

Barbara A. Solomon

Evan Gourvitz

866 United Nations Plaza

New York, New York 10017
Phone: (212) 813-5900

Fax: (212) 813-5901

Attorneys for Potential Opposer
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b IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 75/761,159
Mark: CAB CALLOWAY
Opposer’s Ref: CWBK 04/18950

X
CHRISTOPHER BROOKS,

Opposer,

Opposition No. 91/160,266
- V. -

CREATIVE ARTS BY CALLOWAY, LLC,

Applicant.

X

DECLARATION OF CHRISTOPHER BROOKS IN
SUPPORT OF OPPOSER’S MOTION FOR SUMMARY JUDGMENT

I, Christopher Brooks, hereby declare under penalty of perjury:
1. I am the eldest grandson of the famous jazz musician and performer Cab Calloway and
the Opposer in this action. I submit this declaration on the basis of my own personal knowledge
and my review of my own business records.
2. I am a professional musician who performs full-time with my orchestra THE CAB
CALLOWAY ORCHESTRA and my various other band$. In connection with these
performances I sometimes use the stage names Calloway Brooks and C. Calloway Brooks. The
Orchestra performs about thirty to fifty shows per year throughout the United States. Our
upcoming tour dates include performances with the Springfield Symphony at the Springfield
Symphony Hall in Springfield, Massachusetts, the NFL Owners’ Party at Super Bowl XXXIX in
Jacksonville, Florida, and The Rainbow Room in New York City. A photocopy of my current

press packet for THE CAB CALLOWAY ORCHESTRA is attached as Exhibit 1.

id



3. I'am a 1980 Dean’s List graduate of the New England Conservatory of Music. While at
the Conservatory I studied composition, orchestration, and theory, including with noted Jazz
musician Jaki Byard. Also while at the Conservatory, I toured internationally, recorded with
several faculty members, and published several books of music transcriptions. I was a member
of the Conservatory’s faculty from 1977-80 and have taught music at the Westchester
Conservatory, the Community Music Center of Boston, and The Beaver Country Day School in
Boston. I'have also taught music theory classes through the New England Conservatory and
have given group music workshops at Harvard University and Boston University. I have
performed with the Duke Ellington Orchestra and the Lionel Hampton Orchestra and with such
Jazz greats as Milton Hinton, Cyrus Chestnut, Sheila Jordan, John Faddis, Bill Crow, Ran Blake,
Anthony Braxton, Kenny Burell, and many others. For many years prior to his death, I
performed with my grandfather Cab Calloway and many of the musicians who appeared with
him.

4., I made my first public appearance with my grandfather in 1955 on the Edward R.
Murrow show. Once I began studying music at the New England Conservatory I began
performing with him regularly starting in 1978. We performed together more than twenty-five
times from 1978 to 1993 at venues ranging from private parties to the Kennedy Center and
Lincoln Center. Articles concerning some of these performances are attached as Exhibit 2.

5. While he was alive, my grandfather told me that after his death I could do whatever I
wanted to maintain and spread his musical legacy, including naming a big band after him.

6. My grandfather died in 1994. In December 1998 I named my full orchestra THE CAB

CALLOWAY ORCHESTRA (“the Orchestra”) in his honor. The Orchestra performs a variety




of Jazz music, including songs written and recorded by my gmdfather, standards by a number
of other artists, and my own original songs and arrangements.

7. I have been using the mark THE CAB CALLOWAY ORCHESTRA in connection with
entertainment services — specifically, the Orchestra’s live musical performances — since
December 1998, when the Orchestra played its first show as THE CAB CALLOWAY
ORCHESTRA at the Sleepy Hollow Country Club in Scarborough, New York. Redacted copies
of contracts evidencing the sale of the Orchestra’s services under the mark THE CAB
CALLOWAY ORCHESTRA prior to July 23, 1999, the date Applicant filed Application Serial
No. 75/761,159 (the “Application”), are attached as Exhibit 3.

8. My Orchestra has performed hundreds of times over the last six years throughout the
United States using the mark THE CAB CALLOWAY ORCHESTRA, including at such famous
venues as Carnegie Hall, Lincoln Center, and Birdland, as well as at the Schomburg Auditorium
in Chicago, Illinois, the Palace Theater in Cleveland, Ohio, the Clifford Brown Jazz Festival in
Wilmington, Delaware, the Flint Jazz Festival in Flint, Michigan, the U.S.S. Hornet in Alameda,
California, and many other locations. Advertisements, flyers, showbills, performances and the
like have all prominently used the mark THE CAB CALLOWAY ORCHESTRA. Documents
evidencing some of these uses are attached as Exhibit 4. |

9. Over the last six years, the Orchestra also has performed benefit concerts for
organizations including the NAACP, St. Peters Church Homeless Outreach, the United Jewish
Appeal, the United Nations Youth Exchange Program, the Bronx Museum of the Arts, P.S. 117
Harlem, the Cooper Union for the Advancement of Science and Art, Ecofest, the Eubie Blake
Museum and Cultural Center, the Booker T. Washington Learning Center, Cancer Care, the

Greater Westchester Mental Health Association, the National Black Sports & Entertainment Hall




of Fame, Interfaith Neighbors - Homeless Hospitality Program, the Children's School of
Brooklyn NY, Dimock Community Health Center, SHORE (Saving the Homeless is Our
Responsibility), the National Academy of Design School, the Westchester County Association,
Bourbon Street Theatre Literacy Program, the Northern Westchester Center for the Arts, the
Maryland Historical Society, the Mount Gretna Senior Center, the New Rochelle Department of
Recreation, the National Black Theatre, the Duke Ellington Society, the Asian American Arts
Center, Horace Mann School, Community Concerts of Long Beach, the Dance Theatre of
Harlem, and the Cab Calloway Harlem Renaissance Center. Documents evidencing some of our
benefits are attached as Exhibit 5.

10.  The mark THE CAB CALLOWAY ORCHESTRA has become well-known, recognized
and famous over the last six years. In addition to performances as THE CAB CALLOWAY
ORCHESTRA at various concert venues, the Orchestra has performed at the Preakness Stakes
horse race, where its performance was broadcast on national television. The Orchestra also
recently performed a version of the “Jeopardy” theme song for a nationwide radio promotion for
the Jeopardy television show. This performance began with my statement “This is Calloway
Brooks and THE CAB CALLOWAY ORCHESTRA and we love to play Jeopardy.” The
Orchestra also has received a great deal of favorable media coverage over the last six years.
Examples of such coverage are attached hereto as Exhibit 6.

11.  Tam the sole proprietor, musical director and lead performer of the Orchestra. A
redacted copy of my 1998 Schedule C tax form for “Cab Calloway Orchestras” (the sole
proprietorship which includes THE CAB CALLOWAY ORCHESTRA and my other bands), and
a redacted federal tax record from early 2001 showing my receipt of an Employer Identification

Number for Cab Calloway Orchestras, are attached as Exhibit 7.



12. No later than April 1999 I started selling my first compact disc branded with the mark
THE CAB CALLOWAY ORCHESTRA. This compact disc has been available for sale at my
various concerts continuously since 1999. In 2001 I started selling a second compact disc
branded with the mark THE CAB CALLOWAY ORCHESTRA. This compact disc has been
available for sale at my various concerts continuously since 2001. Ibelieve that I have sold
about 2,000 copies of my two compact discs throughout the United States since 1999. A
photocopy of the first of these compact discs, which was sold prior to July 23, 1999, the date
Applicant filed the Application, is attached as Exhibit 8. Copies of invoices showing the
manufacture and sale of this first compact disc under the mark THE CAB CALLOWAY
ORCHESTRA prior to July 23, 1999, the date of the Application, are attached as Exhibit 9.
13. No later than April 1999 I also started selling a videotape branded with the mark THE
CAB CALLOWAY ORCHESTRA. This videotape has been available for sale at my various
concerts continuously since 1999. Ibelieve that I have sold about 300-400 copies of this
videotape throughout the United States since 1999. A photocopy of this videotape, which was
sold prior to July 23, 1999, the date Applicant filed the Application, is attached as Exhibit 10.
Copies of invoices showing the manufacture and sale of this videotape under the mark THE
CAB CALLOWAY ORCHESTRA prior to July 23, 1999, the date of the Application, is
attached as Exhibit 11.

14.  Since my adoption of the mark THE CAB CALLOWAY ORCHESTRA in connection
with the Orchestra six years ago, and for use on compact discs and videotapes shortly afterward,
I estimate that I have invested roughly $250,000 in promoting the Orchestra and the mark THE
CAB CALLOWAY ORCHESTRA, not including legal fees. Ialso promote the Orchestra

through websites located at www.cabcalloway.com and www.cabcalloway.cc. A copy of the




current homepage of the websites is attached as Exhibit 12. Since it was founded six years ago,
the Orchestra has been enormously successful, earning what I would estimate as more than $1
million in total .gross revenue. We have had gross bookings in the six figures this year and
expect to match that number in the coming year.

15. While I believe that the audience for the Orchestra’s performances, compact discs and
videotapes has excellent taste, the Orchestra has a broad appeal to all audiences, not merely
sophisticated consumers. Tickets for performances of THE CAB CALLOWAY ORCHESTRA
cost between $20 and $150 each, depending on the venue, and it is most common for people to
purchase tickets to one of our concerts on impulse after seeing an advertisement. Many people
in our audiences walk in off the street after seeing the name of the Orchestra on a theater
marquee. Similarly, I sell my compact discs for $10-20 each, and videotapes for $25-35. These
too often are impulse purchases made after people see them for sale at my shows.

16. I am not familiar with any third parties performing under the name THE CAB
CALLOWAY ORCHESTRA or a similar name. While many record companies still release my
grandfather’s albums, and while movie companies release videos featuring his theatrical
performances, it is my understanding that they use his name only in a descriptive sense to refer to
him, and not as a mark.

17. T am aware that Applicant filed its intent-to-use application on July 23, 1999 to register
the mark CAB CALLOWAY for certain services in International Classes 35 and 41. T am not
aware of any use of the mark CAB CALLOWAY by Applicant for any of the services identified
in the Application. Many of the services in the Application are essentially identical to those I
offer under the mark THE CAB CALLOWAY ORCHESTRA - for example, “services featuring

compact discs, records, video tapes, cassettes, digital video and audio discs,” “production and



distribution of live music concerts,” “production of live music concerts,” and “production of
videotapes and sound recordings, namely, phonograph records, pre-recorded audio tapes,
compact discs, videotapes, digital audio tapes, compact disc videos, and laser discs.”
Registration of Applicant’s mark would cause confusion among consumers as to the source of
Applicant’s services. Registration also would be inconsistent with my prior use of the mark THE

CAB CALLOWAY ORCHESTRA and could greatly inferfere with or injure my livelihood.
I declare under penalty of perjury that the foregoing is true.

Executed this Lféy of December, 2004

Christopher Brooks

I\egourvitz2\CWBK\041208-0100500-brooks-decl.doc



GOURVITZ
DECLARATION



‘ IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 75/761,159
Mark: CAB CALLOWAY
Opposer’s Ref: CWBK 04/18950

CHRISTOPHER BROOKS,
Opposer,
Opposition No. 91/160,266
- V' -

CREATIVE ARTS BY CALLOWAY, LLC,

Applicant.

X
DECLARATION OF EVAN GOURVITZ IN SUPPORT
OF OPPOSER’S MOTION FOR SUMMARY JUDGMENT

I, Evan Gourvitz, hereby declare under penalty of perjury:
1. I am an associate at the law firm of Fross Zelnick Lehrman & Zissu, P.C., counsel for
Opposer Christopher Brooks in this action. I submit this declaration on the basis of personal
knowledge.
2. Attached hereto as Exhibit 13 is a true and correct copy of Applicant’s April 16, 2001
complaint in Creative Arts by Calloway, LLC v. Brooks, 01 Civ. 3192 (CLB) (S.D.N.Y.).
3. Attached hereto as Exhibit 14 is a true and correct copy of the December 11, 2001
decision of the U.S. District Court of the Southern District of New York in the case Creative Arts
by Calloway, LLC v. Brooks, 01 Civ. 3192 (CLB) (S.D.N.Y. Dec. 11, 2001).
4. Attached hereto as Exhibit 15 is a true and correct copy of the October 11, 2002 decision
of the Second Circuit Court of Appeals in the case Creative Arts by Calloway, LLC v. Brooks,

No. 02-7050, 2002 WL 31303241 (2d Cir. Oct. 11, 2002).



5. Attached hereto as Exhibit 16 are true and correct copies of the non-precedential
Trademark Trial and Appeal Board decisions /n re Splendor Prods., Inc., Serial No. 76/152,2009,
2004 WL 1294382 (T.T.A.B. June 1, 2004); In re James Raymond Bevan, Serial No.
75/810,317, 2002 WL 257400 (T.T.A.B. Feb. 21, 2002); In re St. Clair Apparel, Inc., Serial No.
75/649,382; 2002 WL 122616 (T.T.A.B. Jan. 29, 2002); and Remos v. Feierman, Opp. No.
114,000, 2001 WL 388787 (T.T.A.B. Apr. 7, 2001).

I declare under penalty of perjury that the foregoing is true.

Executed this 30th day of December, 2004

—_—— &=

Evan Gourvitz

I\egourvitzZ\CWBK\041208-0100500-gourvitz-decl.doc
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The Cab Calloway Orchestra!

Directed by Cab’s Grandson

C. Calloway Brooks

CB oand €,




“ The Cab Calloway Orchestra rocked the hous

e! They swung hard all night long, they all played
their tails off. The charts are gorgeous!

The band was fantastic! I love it! --Pay] Shaffer - CBS

“The mission of the orchestra springs from the inspiration of the art, and
this is as it should be. And the enterprise appears to be in good hands
with C.C. Brooks at the helm. That is not a small thing, and | salute C.
Calloway Brooks for keeping that great engine running.” ~Skyjazz Review

. “Expect high style, high-stepping, good humor and deep
THE P, LAIN DEALER theatricality when the Cab Calloway Orchestra plays . ..
the orchestra is determined to keep the legacy of the big-band swing era so alive

and kicking that it's more swing than legacy.” -Carlo Wolf, The Cleveland Plain Dealer
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— “While Brooks may dress like his grandfather
and play his tunes, their voices sound nothing
==,  1Brooks - a talented singer and
o) = in his own right - doesn't try to
E—; ’ly the heir to the Calloway throne.”
& rilliant level of performance to the

; ge presence that he has
gndfather’s orchestra.
t, Rutland Herald
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| Blumenthal, Downbeat




The Cab Calloway Orchestra!

Directed by Cab’s Grandson

C. Calloway Brooks

/.| Celebrating
. 95 years of
Calloway

Greatness!
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Cab Calloway Orchestra Selected Repertoire

Are You Hep to the Jive?

At Last

Besame Mucho

Blues in the Night

Brazil

Bugle Blues

Bye Bye Blues

Caldonia

Calloway Boogie

Chant of the Jungle
Cherokee

Come On With the Come On.
Cute

Daybreak Express

Do Nothin' Till You Hear From Me
Don’t Be that Way

Don't Get Around Much Anymore
~ Embraceable You

Exactly Like You

Fastest Tune Ever Written
For Dancers Only

Geechie Joe

Hey Now

How Big Can You get?

How High the Moon?

It Ain’t Necessarily So

I Can't Get Started

I Got Rhythm

I Like Music Played Like This
I'll be Around

In a Mellow one

In the mood

Jonah Joins the Cab

Jumpin' At the Woodside
Jumpin Jive

Jumpin' W/Symphony Sid
King Porter Stomp

Lets Start Swingin’

Lil' Darlin’

Little Brown Jug -

Man From Harlem
Maybe It's Dinah
Minnie the Moocher
Minnies A Hep Cat Now
Moonglow

Moonlight Seranade

O Geechie River Lullaby
Oh Grandpa

One O'clock Jump
Pennsylvania 6-5000
Salt Peanuts

San Francisco Fan

Satin Doll

Savoy

Sepia Panorama

Sing Sing Sing

Stardust

Stormy Weather
Stardust

Such A Rebop Guy
Summertime

Take the A Train

Two Blocks Down

We the Cats Shall Hep Ya!
World on a String

Zah Zuh Zaz -

Zanzi

9:20 Speci al

And many other great songs!



Dramatic Notes

Hollywood recognized Cab’s dramatic flair long ago. Probably his best known role was with
Dan Aykroyd and John Belushi in the 1970°s smash hit, The Blues Brothers. Cab had nice
roles in many other films including the 1940’s classic -- Stormy Weather with Bill Bojangles
Robinson, Lena Horne, Fats Waller, the Nicholas Brothers, and Katherine Dunham. Cab
also appeared in the 1950°s in St. Louis Blues with Nat King Cole and Eartha Kitt, telling the
life story of the great Blues Composer W.C. Handy. Few other musicians have appeared in a
film side by side with the likes of Steve McQueen, Edward G. Robinson, and Ann Margaret
as Cab did in the 60’s production of The Cincinnati Kid. Theatrically Cab had major roles in
Connies Hot Chocolates, Porgy and Bess, Hello Dolly, The Pajama Game, and Bubbling
Brown Sugar.

In her groundbreaking video collection Design of a Decade not only does Janet Jackson sing
about and feature Cab Calloway in “All right”, but Cab himself struts the stage in a cameo at
the finale, in his Zoot Suit no less. It was one of his last major firm appearances Cab passed on
not too long afterwards in 1994.

Legacy Notes

Cab introduced his grandson C. Calloway Brooks (CB) to the world on the Edward R.
Murrow series “Person the Person” when CB was just a few weeks old infant. Decades later,
Brooks went on to perform and study extensively with his grandfather during the 1970’s and
1980°s and early 1990’s. Now Brooks directs the The Cab Calloway Orchestra.

The Cab Calloway Orchestra, directed by Cabs Grandson, C. Calloway Brooks continues to
delight audiences in venues all over the world.

After his granddad passed in 1994, C. Calloway Brooks retrieved hundreds of his grandfathers
original charts musical arrangements dating back through the 30’s, many of which have yet to be
recorded. Brooks also performs new and original works with his The Cab Calloway
Orchestra.

C. Calloway Brooks, a dean’s list graduate of the New England Conservatory of Music
assembles the world’s finest jazz musicians so that the Cab Calloway Orchestra will continue
advancing the historic legacy of the great American Jazz Orchestra tradition.

Personal Notes ,

Cab was an avid fan of horse races, and sports generally. Was always well dressed. Lived in
Westchester NY most of his life. Was very particular about drummers. Died satisfied that he
had lived his life to the fullest. Had 3 wives, 5 daughters, and 5 grandsons. Never owned a
foreign car. Cab loved barbecue cooking - fine champagne, and everything in between!.

Keep That Hi De Ho In Your Soul!!



The Cab Calloway Orchestra: Notes of Interest

Through dance, music, language, dress, attitude, and many other cultural developments, the
Swing Era is recognized as the period in which America first discovered it’s own unique multi-
cultural voice and projected it on a global scale. Cab Calloway became the cultural epitome of
the American Swing Era. It is difficult to conceive of any other single historical figure who as
visibly and effectively fostered, embraced and extolled as many aspects of this new and utterly
American Swing culture as Cab Calloway. From our decade long residency at the Cotton Club
and beyond, Calloway Orchestras have performed in ballrooms, theatres, schools, concert
~halls, casinos, nightclubs, churches, museums, military installations, outdoor arenas, and
clubs; breaking box office records globally, always dazzling the crowd, bringing the house
down, and carrying the good news of the best that humanity has to offer. Here are the facts.

Musical Notes

The Calloway Orchestra became famous for its hot, unpretentious sound that featured
confident soloists, simple, effective and highly rhythmic lyrics, precision sectionwork, a driving
Kansas City style rhythm section, low ranging saxophone writing, big powerful wails,
uninhibited attitude, broad emotional range, and blues grounded inflection, and the charismatic
singing and band leading of Cab Calloway. It is multifaceted, open, fun loving, and has
elements of Swing, Dixieland, Blues, European Classical, Boogie Woogie, early Be-Bop,
early Rock, early R&B, and a host of other musical styles. The Calloway style always has a
dramatic flair, and an enduring universal appeal to all sorts of audiences.

In the late 1920’s Cab Calloway was the only major bandleader to have shared the stage under
the legendary Jazz master - Louis Armstrong. Cab and Louis worked together at the hottest
nightclub in Chicago at the time — the famed Sunset Café. Cab’s band leading older sister,
Blanche Calloway, introduced the two future musical giants in 1925. Blanche, by all accounts
was more famous than either Cab or Louis at the time.

“Blanche Calloway and her Joy Boys” made some of the earliest recordings of Louis
Armstrong as a sideman with Blanche’s band way back in 1925, and was the first to record the
great Ben Webster. Cab Calloway later credited Armstrong with freeing up his singing voice,
and said that Louis was one of the main influences in his career. Cab probably had a bit of
influence on Louis as well, as they were lifelong friends. Cab introduced his grandson;
Calloway Brooks nicknamed “CB”, to Louis Armstrong when Brooks was just 9 years old.
The Calloway theme song “Minnie The Moocher”, was the first #1 hit song and the first
Million selling record penned and performed by an African American Big Band Leader.
“Minnie” was one of Cab’s many wonderful works of American Urban Folklore about the
culture and nightlife of Harlem. It became so popular that “Hi-de-hi-de-hi-de-ho” became a
catch phrase throughout the world. Cab was the dominant African- American male vocalist for
2 decades. “Minnie” was innovative in its use of responsorial audierice participation. Some of
Cab’s other big hits were “Stormy Weather”, “Jumpin Jive”, “St. James Infirmary Blues”,
“It Ain’t Nessasarily So”, “Blues in the Night”, and “Moonglow.” As a major part of the
Harlem Renaissance, Cab and his Orchestra recorded a whole series of songs following



“Minnie The Moocher” that referenced the hip subculture of Harlem, and Cab’s special Urban
Folklore of the era including: “Zaz Zuh Zaz,” “The Ghost of Smoky Joe,” “You Gotta Hi-
De-Ho,” “The Man from Harlem” “The Scat Song,” and “Harlem Hospitality,” all of which
were wildly popular. Cab’s “Jitter Bug,” started a whole new dance movement.

Cab always had great trumpet players such as Jonah Jones, Doc Cheatham, Shad Collins and
Dizzy Gillespie. Cab encouraged Dizzy Gillespie to record “Pickin the Cabbage” and
“Paradiddle” when he was with the band, both of which are considered to be precursors to Be-
bop and “modern” Jazz. Many historians feel that the Cab’s Orchestra was an incubator for
that next era in jazz — the Be-Bop era.

In 1930 Cab and his band, The “Missourians”, roared into Harlem’s Cotton Club to replace
the Duke Ellington Orchestra while Duke was on tour. Cab’s debut was a huge success they
- changed their name to Cab Calloway and his Cotton Club Orchestra, and took up residency at
the club with live national radio broadcasts. Calloway Brooks first met Ellington at age 3.

Cultural Notes

oooooooooooooooooooo

One of the great things about Cab’s artistry is that that so many wonderful historic artists grew
out of his band, and that so many of today’s artists turn to the Calloway approach for inspiration.
At the 2001 opening of the biggest-ever “Hip Hop” museum exhibit in New York, the very first
thing a visitor sees is one of Cab Calloway’s own Zoot Suits in a glass case. Many of today’s
R-and B, Jazz, Hip Hop artists claim Cab Calloway as the root of their approach.

Cab became the cultural icon for what many researchers believe is the only truly American suit:
the Zoot Suit. He did this at the same time that the so-called “Zoot Suit Riots” were taking
place in the US and became a cultural hero to Afro, Latino, and Anglo youth across the country.
Known as a multi-dimensional artist with tremendous style and wit, in 1938 Cab compiled and
published “Cab Calloway’s Hepster Dictionary: The Language of Jive.”

There was a youth movement in France prior to and during the German occupation that named
themselves the “ZazZous” after Cab’s famous scat singing song, Zah Zuh Zaz, which became
their slogan. They later developed into a branch of the French Resistance, and used the song as
their anthem during WWII.

During WWII the Calloway Orchestra recorded songs full of social commentary including
“Doing the Reactionary,” “The Fuhrer’s Got the Jitters,”J “The Great Lie,” “We’ll Gather
Lilacs,” and “My Lament for V Day.”

........................

Cab Calloway and his Cotton Club Orchestra were the first major African American Jazz
Orchestra to tour the south, and had a significant impact on the evolving cultural landscape of the
time.




C. Calloway Brooks!

www.cabcalloway.com
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You can’t miss it

h 11 Orchestra

At the Rainbow Room !

Fri. April 2, 23, 30

Sat. April 10
Reservations

212-632-5100

30 Rockerfeller Plaza, NY, NY
7PN  with dinner 8150

HOPM Drinks & Dancing §20

CcCOo

83 Myrtle Blvd
Larchmont, NY
10538

“The Calloway Orchestra rocked the house!
I loved it! The band was fantastic!
- Paul Shafter, CBS-TV

Printed by: www.4overd.com




i
:
{




The World Famous

Cab Calloway Orchestra

At The Rainbow Room!
65th Floor, 30 Rocketfeller Plaza NY, NY

The Calloway Orchestra
rocked the house! |
loved it! The band was
fantastic!--Paul Shaffer,
CBS

A\ AY1 Cash Bar and Dancing atler 10-PM - $20
T 11 A Calloway Orchestra w/Gourmet Dinner 7 PM $150
RRNEE L Reservations: 212-632-5100

Qw
a& }‘ \ Qj )i ' Fridays and Saturdays in November

. 7,14, 15,21, 22, 28, 29




“ The Cab Calloway Orchestra rocked the house! They swung hard all night long, they all played
their tails off. The charts are gorgeous! The band was fantastic! I love it! --Paul Shaffer - CBS

“The mission of the orchestra springs from the inspiration of the art, and
this is as it should be. And the enterprise appears to be in good hands
with C.C. Brooks at the helm. That is not a small thing, and | salute C.
Calloway Brooks for keeping that great engine running.” —Skyjazz Review

. “Expect high style, high-stepping, good humor and deep
THE PLAIN DEALER theatricality when the Cab Calloway Orchestra plays . . .

the orchestra is determined to keep the legacy of the big-band swing era so alive
and kicking that it's more swing than legacy.” —Carlo Wolf, The Cleveland Plain Dealer

oo —, “While Brooks may dress like his grandfather
-com and play his tunes, their voices sound nothing
m %ozmn @[ﬂbe alike, and Brooks - a talented singer and
’ guitarist in his own right - doesn't try to
imitate Calloway. ...he's a serious musician himself, not simply the heir to the Calloway throne.”

. —Steve Greenlee-The Boston Globe “Brooks maintained his brilliant level of performance to the
end” —Ernie Santosuoso-The Boston Globe

“Brooks proves through his stage presence that he has
earned the right to lead his grandfather’s orchestra.
Music is in his blood. —Gi! Bliss, Rutland Herald

AVILAND, VERRANE, 4.5.0,

1171 1 ,
DO\\’ 1 I BE AT “Brooks left the audience convinced” —Bob Blumenthal, Downbeat

4 Eagrt  “[Brooks] almost upstaged his grandfather on two meanly
picked blues” ~W. Royal Stokes, The Washington Post

S .= “Make sure you catch Calloway Brooks! He’s got the moves, the voice, and the suit. He put on a
. great show! Granddad would have been proud!” —Chris Valenti, WHPC-FM , New York

“...flashes of his Grandfathers' vocal quality shine through each
performance. This band is definitely not Mickey-Mouse.... it's that
smooth well-rehearsed sound of saxophones that sounds like thick cream

flowing... the brass and rhythm molded like Jell-O to go with the cream.”
-Dan Kassell, All about Jazz




Inter reﬂectlve Ener gy -A Calloway performance ignites audience participation

By ANN MARIE STEWART

For jazz fans around the world, the
name Cab Calloway is immediately
associated with his mest famous
song, the sultry yet playful
"Minnie the Moocher,"” which he
performed in the film "The Blues
Brothers" with John Belushi and
Dan Aykroyd. The hook for the
song: the familiar call and
response phrase "Hi-de-Hi-de-Hi-
de-Hi."

But outside of being a catchy part
of a song, that phrase, which bears
a passing resemblance to Ned
Flanders' "Hi-diddly-ho" in "The
Simpsons," is a greeting to friends,
an invitation to exchange. And it is
just that warm interactive quality
that is present at Cab Calloway
Orchestra performances.

"Live performance is one of the
most powerful and fascinating of
cultural phenomena," said C.
Calloway Brooks, Cab's grandson
and musical heir, the current
director of the Cab Calloway
Orchestra. "When you watch TV
or listen to a CD, it usually isn't as
interreflective, it's largely solitary.
A Calloway performance always
surfs with that interreflective
energy of a crowd of people.
"That's one of the reasons why
there is more audience
participation in a Calloway
performance than with any other
Jazz artist. Expect to do a little
singing yourself," Brooks added.

In 1996, two years after his
granddad passed away, Calloway
began prelaunch preparations for
the creation of the orchestra. "I
pulled together hundreds of his
original charts from his golden era
and some of the finest jazz
musicians in New York and
performed the orchestrations,

some of which had never been

-recorded," he said. "That was the

birth of the band I now lead."

Like rock 'n' roll, big band music
draws from diverse musical styles
and blends them together to create
a new amalgam. It is perhaps this
aspect of jazz that Calloway finds
most appealing and American. "In
order to create this music, many
American cultures came together
on a co-equal basis, including
African, European, Native
American and Hispanic, in order
to form a tremendously successful,
truly authentic American sound,"
he said. "Cotton Club-style music
epitomizes the possibilities
inherent in merging American
diversity. In the patriotic fervor
sweeping the country, even before
9/11, swing is really the most
American of all art music, the one
which the world most clearly
identifies with the United States.
"The music helps us look beyond
the things that divide us and
celebrate our common humanity."

Brooks comes from rich musical
roots, sharing his grandfather's
bloodline, training at the New
England Conservatory of Music
and earning a degree, as well as
having his unique experiences
watching Cab and performing with
him. "When I was just a little tyke
and Granddad was in town, he was
the de facto day care, and it gave
me a chance to spend time with
him in the hotel and to watch him
rehearse the band,” Brooks said.
"Once, when Mom came to pick
me up at the Blue Room, I refused
to go home. I was just mesmerized
watching him. I spent a lot of time
watching him perform and
rehearse, all through his life, to his
very last years sitting down
together, talking about the music.

According to the Tibetan Book of
the Dead, we see and choose our
parents, so who knows."

Every day Brooks carries on the
tradition of American big band
music. Made popular during the
1930s and 1940s by Calloway and
other famous jazz musicians such
as Louis Armstrong, Duke
Ellington, Pearl Bailey, Lena
Horne and Dizzy Gillespie (all of
whom performed with Calloway at
some point in their careers), swing
music and the big band sound is

- still energetic, joyous and soulful —

and still appealing to audiences,
young " and old. According to
Brooks, his granddad's last wish
was that he would try to keep the
music alive,

"We were sitting in the den of his
huge house in White Plains in New
York, listening to a recording of
the band, and he got all choked up,
which was rare, because he was
one tough cookie offstage,”" Brooks
said. "Granddad talked about the
music and said that he couldn't
understand why more people
didn't know and love it. He said he
was afraid it would die out and
that everybody would forget it.

"I'm glad so many people are
helping me prove the old man
wrong. I somehow know that
Granddad is smiling down on us
and maybe scatting along to seme
of his favorite tunes.”

—ANN MARIE STEWART
TRIBUNE CORRESPONDANT
JUNE 14™, 2002




















































































































































































































































































































































































































































