Trademark Trial and Appeal Board Electronic Filing System. hitp://estta. uspto.gov

ESTTA Tracking number: ESTTA29394
Filing date: 03/30/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Proceeding

91160266

. Defendant

- CREATIVE ARTS BY CALLOWAY, LLC
| CREATIVE ARTS BY CALLOWAY, LLC
- 405 REGENCY CT

| HOCKESSIN, DE 19707

| WILLIAM R. GOLDEN, JR.
" KELLY DRYE & WARREN
1101 PARK AVENUE

NEW YORK, NY 10178

Reply in Support of Motion

: Cynthia Johnson Walden

| /eynthia johnson walden/

1 03/30/2005

1 Document0006.pdf ( 9 pages )




INTHE UNITED STATES PATENT AND TRADEMARK OF TICE
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CHRISTOPHER BROOKS,
Opposce
V. ; Opposition Ne. 51 1;5&'}25&
CREATIVE ARTS BY CALLOWAY, LLC.
Appiicant.
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Applicant's Metion to Suspend.

As an imhial matter, it is important 1o note that in addition to the reasons 5=: foeth

in Applicart’s Motion to Suspend, the reason Applicants require a “time-out™ at
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possibly revenge, depriving that man’s wite, the intended beneficiary of his estate, of
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‘hat is a much broader legal dispute, complicated by the emotion _§“ &

divided, extended family, Whils there i3 much miore to this matter than mere to eti demark
. . -

faw, 1113 stgmificant that what Opposer is see

1% the Board’s imprimatr on his

ued deception of the public.

The genesis of this controversy is the

created a style and i zend

grear Cab Calloway [was a] world-resownad

¥

hioes P ; N Tt ahall
daughters from Ius marriage o Zulme, Cabella Cs

'f}"
E:j
;’;
-!t'.
=
paa ]
=
=
U’ﬁ
[54]
&
j=:
3
—
-
o,
(%)
I’
[
i
_,.-,
]
o
far?

2l

Cecilia Bulaslia Calloway,” and & grandson, Christopher Brooks, among other réiam 25
A few months before his death, My, Calloway and Zulme purported to assign “th ‘~o

sxciusive worldwide right in perpetuiny to market, merchandise, advertise and s 11

_-‘s":'r'.s' E‘v C‘z‘“‘ ‘oway v, 82

ted v Mr. Calloway is dispased.
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Lailoway’s property, real, pevsonal and mixed, of whatever nd,
and residuals or other pavments or rights o payment for the reproduction of my

peridrmances o any songs or lyvries or both iny which § have any ownership ar c:i T

ghis” and “whatever intellectual propenty nghts Mr, Calloway possessed at the tme of

and snd appropriated the n w.n ¢
Cab Calioway Orchestra,” purportediy at the “request” of s grandfather, '\‘w;a, aware

of no decumentation of any such “reguest,” ather than reports of Mr. Brooks’ r\:* cated

wher the name THE CAB CALLOWAY ORCHESTRA, and has released twa § M‘ng}a
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dizzs and & video of his poerformances. Mr. Brooks has even gone so far as 10 L
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1o his given name {which s "Choswpher William Brooks™ by u«:m
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sssumed 1he nemes “Chris Calloway”, "Chris Calloway Brooks™, “C. Calloway B:oe

wstopher Calloway Brooks™ snd “Calleway Brocks™, in connection with his!

leadersiup of the orcheslra to aggravats lus appropriation of the Calloway name “‘1:3 s

s
doult, enhance misunderstanding.”
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Sir. Brooks claims (o have performed 8t times with his grandfather, IF h S
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" o do so, “Chrs Cal

corract, he was the second descendent knoown as ™

Mr, Calloway’s daughter, whizis a

and the righss passed with e Fug
spmarhow vanizhad.

o. 3 zee also p. 1 of the Appellate opinton whick &5 part of Exhibit A
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2 regularly performs live concerts

wally celebrating her father’s musi
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fiout the United States and inte

legacy. Chns Calloway is a Managing Paniner of Applicant.

The sult on which the present motion is premised was brought by the prasent
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Applicant to restrain Mr. Brook’s uswrpation of the “Cab Calloway™ legacy. In broa

ive mark inftingement of the CAR
CALLOWAY name. The allommey for the estate is a very able hiigation and com Am rofal
aitoamey, iy not the cgual of Mr, Brooks” counsel at the technical intricacies o*

nthe
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wademark faw, As a resulty the Court held that there were no service mark rights

Doa

e the fucts that, in the Cowrt’s words, if tdentified “a style and legend that resonates

i the musie world” and 15 “world-renowned™
frve monihs before hiy stroke; and that his recorded porformances continued $o b sald -
mdesd they have been sold fo this day ) Nevertheless, the
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Xig Brooks® counsel that “Plannifs ¢

clalm, which does not exist urvder New
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Breoks® use of "Cab Calloway™ was & “igir use” undor Section 23(b¥4) ofthe

Trademuark Act.

The result is that Mr. Brooks remains free io conlinue his employment of the

CAB CALLOWAY name in cotnection with

wig so-vatled “legaey” orchestra. The most

oy public expectation, formed by & ell-known Estale of Ehw

Hlegacy™ bands, will be thas the presently existing CAB O XLLQ

Drohestra 15 authorized by the Caliowsy Estate andror & continuation of an ongo i s band,
fizoonitisant ctioned recreation four vears after Mr. Calloway's demise

certing the entity created 1o pressrve and

Mr. Calloway's wife and two

honor Cab Calloway’s legacy and repu

cdged daughters from reg
iz iy dire straighis, facing the pro
. Brooks, howesver, continues to benefit from the CAB CALLOWAY name.

Undder the chroumstances, & recess o pammit Applicant and its new '*mrﬂ V3 {0

develop an onderly plan Lo salvage whatever 13 salvageable from the sorry situatipn i3 1

g. Oopposcr attacks three bases for the motion. We address them brgfly,
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Successor counsel have been retalned and are appearing now. To level th

ving Seld, however, will reguire time o locaie and review the veduramous pdi« record,

arsd addressing several very complicaed izsues, not the least of which is the exg
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counsel W respond comprehensively o the

notion. Applhicant’s request for suspension of the procesdings to permit addiion:

L prepare 2 Tesponse o the sunumary judar wotion while its new counsel familiarizes

% T b

wself with the veluminous vecord in this matier is reasonable and is made in good faith,

2. JLLNESS OF APPLICANT'S PRINCIPAL AND PRIMARY MEMBER
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Chris Calloway has heon and continaes o be seriously

past couple of months her iilness has taken a particularty heavy toll. Cabella ©

MEry L“r.ffiu]‘ er i ho

and Chris. Androw Langsam, whom
Opposer suggests is readily available 1o help extensively with this casc, is a Board
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Certfiad Trauvma Emergency Phyvsician &t the Christtana Hospital in Newark, De

he works long hours, can sse hundreds a veork day, 15 often “on call

docs not have the ability o sdequately assist with the preparation of the rt:apimse
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tance to include the specific, persona
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woridwide right in perpetulty to market, merchandise, advertise and sell pmducés and
servicees of every and and paturs embodyving (Mr. Calloway's) name, Hkeness, w CE,

caricarure, ote.” It is understandable that two sericusly 31 women did not want 4

thewr detatled private medical records on public record. If counsel for My, Brooks or the
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Board seriously question their ilnesses, we are willing 1o discloss that information to

hem, provided the information will remain confideniial to the Board and Mr. Rmo, g

ement discussiong. Despite her own phy
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Settlement negotiations were and hiave been angoing for the past several monhs,

shruary 20, 2005 deadlina for Appi

respanse 1o the summary judgment motion, Opposer’s attomey contacted Applic

attormey regarding settementl. The undersigned are not fully apprised of the presens

status or prospects for these settlfement ¢ tons, but even Opposer says ondy that 1

hed to Opposer’s oppo 5Lr 5els

are not “meanineful” The Gourviw
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ing a proposed settlemeny mestng. The Gourvite Declaration Regiaris o

on that the Mareh 8, 2003 latter om My Karlin indicating the dates Chy 13

Calieeway could be available for & meeting was in responsc to a request from € ’Ms* SEr o

have 2 meeting 1o discuss soitlerment.
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Applicants, on the other hand, 1§

required to move precipiloosty and w

and recovenng rom the serious iline

wial, well might make a w

For the reasons sct forth sbove, Apphicant’s motion for & six month susy e::m af

fis answer (o the summary judugment m Chio
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In the interests of justice, it is submined that a suspension Lo provide a riaso
cxiension of ime 1o answer Opposer’s motion for summary fudgment is meri! EA

¢ ayhmitted,

FISH & RICHARDSON P.C,

Dared:  Mgafde 30, 260F By T f;; ‘}k@fl,,-q,b {”M& _
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Boston, MaA 021 i"" 804
'E‘a‘iﬁ \‘r‘fﬁ {6171 542-5070
Facsimiie: {017} 342-8906
‘CRE —*-LTI‘% E XRTS BT Cﬁ\l LOWAY LLC
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sarbara A, Solomon, Esqg.
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