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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

UMAC, Inc., Opposition No. 91160262

Opposer, APPLICANT'S ANSWER,
AFFIRMATIVE DEFENSES AND

V- COUNTERCLAIMS

Upside Software, Inc.,
Applicant.

APPLICANT'S ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS
Applicant, Upside Software, Inc., answers Opposer UMAC, Inc.'s Notice of

Opposition that was re-filed! on July 6, 2004, in accord with the Board's Order of July 22,
2004, in correspondingly numbered paragraphs as follows:

1. Applicant is without knowledge or information sufficient to form a belief as to
the truth of the averment in this paragraph of the Notice of Opposition.

2. Applicant is without knowledge or information sufficient to form a belief as to
the truth of the averment in this paragraph of the Notice of Opposition.

3. Applicant is without knowledge or information sufficient to form a belief as to
the truth of the averment in this paragraph of the Notice of Opposition.

4, Applicant is without knowledge or information sufficient to form a belief as to
the truth of the averment in this paragraph of the Notice of Opposition.

5. Applicant is without knowledge or information sufficient to form a belief as to

the truth of the averment in this paragraph of the Notice of Opposition.
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1 Opposer's initial Notice of Opposition was dated February 25, 2004, but was not signed, in
violation of Rule 11 of the Federal Rules of Civil Procedure. The Board ultimately allowed Opposer to re-file its
Notice of Opposition, after the close of the opposition period, and after Opposer had left Applicant's Motion to
Strike unopposed.
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6. Applicant admits that on May 15, 2001, it filed an application to register the
mark UPSIDE SOFTWARE for "computer consulting services for electronic commerce,
namely, assisting clients in the processing of supplier invoices and invoicing customer
accounts electronically over the world wide web" in International Class 42. Applicant further
admits that this application was assigned U.S. Service Mark Application Serial
No. 76/257,660, and was initially published for opposition on October 28, 2003. Applicant
denies the remaining allegations of this paragraph of the Notice of Opposition, and notes that
Applicant's deadline to answer Opposer's Notice of Opposition has been extended to and
including September 2, 2004, by the Board's Order dated August 13, 2004.

7. Denied.

8. Applicant denies that the mark sought to be registered, namely, UPSIDE
SOFTWARE, is confusingly similar to the mark in Opposer's registration. As to the
remainder of the allegations in this paragraph of Opposer's Notice of Opposition, Applicant is
without knowledge or information sufficient to form a belief as to the truth of the averments.

9. Applicant denies that there is a likelihood of confusion, mistake or deception,
but Applicant is without knowledge or information sufficient to form a belief as to the truth of
the remaining averments in this paragraph of the Notice of Opposition.

10.  Denied.

11.  Denied.

WHEREFORE, Applicant requests that the Notice of Opposition be dismissed with
prejudice, that Opposer be denied all of the relief sought in its Notice of Opposition, and that

the opposed application be approved for issuance of a registration.

AFFIRMATIVE DEFENSES
12. There is no likelihood of confusion, mistake or deception because, inter alia,

Applicant’'s mark and Opposer's mark are not confusingly similar.
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13.  There is no likelihood of confusion, mistake or deception because the goods
and/or services of Applicant and Opposer are not similar, and they do not travel in the same
channels of trade.

14,  There is no likelihood of confusion, mistake or deception, because Applicant's
goods and services are purchased by sophisticated consumers who, in contracting for
"computer consulting services for electronic commerce, namely, assisting clients in the
processing of supplier invoices and invoicing customer accounts electronically over the world
wide web,” are not likely to be confused into thinking that they are in fact purchasing a
subscription to a "monthly business magazine for executives and investors in technology
industries."

COUNTERCLAIM

15.  Opposer UMAC, Inc., in its Notice of Opposition, claims ownership of U.S.
Registration No. 1,653,067 (the "subject registration™).

16.  The subject registration covers the mark UPSIDE (with no design or stylized
features) for "monthly business magazine for executives and investors in technology
industries,"” in International Class 16 (the "subject mark").

17.  Applicant, Upside Software, Inc., owns U.S. Service Mark Application Serial
No. 76/257,660 to register the mark UPSIDE SOFTWARE (without any design or stylized
features) for "computer consulting services for electronic commerce, namely, assisting clients
in the processing of supplier invoices and invoicing customer accounts electronically over the
world wide web,"” in International Class 42.

18.  Applicant's application lists a Current Filing Basis of 44(e), based on its
existing Canadian registration for the mark UPSIDE SOFTWARE, filed on November 15,
2000, and registered on February 19, 2003 for "computer consulting services in electronic
commerce, namely, assisting clients in the processing of supplier invoices and invoicing

customer accounts electronically over the world wide web."
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19.  On information and belief, Opposer (including any and all predecessors or
successors in interest and related companies) has abandoned the UPSIDE mark in the United
States, since at least October 2002.

20. On information and belief, Opposer (including any and all predecessors or
successors in interest and related companies) has no intent to resume use of the UPSIDE
mark.

Counterclaim Count I - Petition to Cancel Registration

21.  On information and belief, Opposer has abandoned any and all interest in the

UPSIDE mark, and lacks any enforceable rights in the UPSIDE mark.

22.  Applicant is injured by the Opposer's registration of the UPSIDE mark.

WHEREFORE, Applicant requests that the present Counterclaim be sustained and that
the subject registration be cancelled, or in the alternative, that the subject registration be
limited to goods and/or services such as to prevent further injury to applicant.

Applicant submits herewith payment of the $300.00 U.S. government fee for the
petition to cancel in the aforesaid Counterclaim. The commissioner is authorized to charge to

Deposit Account No. 03-1740 any fees that are authorized by the undersigned, by telephone

or otherwise.
Respectfully submitted this l & day of 5. L\\? LLML?“’ 2004.
CHRISTENSEN O'CONNOR
JOHNSON KINDNESS™t<c
Wl ‘Q{UAE&&MA
Everett E. Fruehling, Esq.
Gregory F. Wesner, Esq.
Attorneys for Applicant Upside
Software, Inc.
APPLICANT'S ANSWER, AFFIRMATIVE CHRIgT.c%\’N%EgR LAW OFFICES
DEFENSES AND COUNTERCLAIMS - 4 JOHNSON | Seatte, Wh 951002347
UPSI2617PL3.DOC KINDNESS™C | TELEPHONE: 206.682.8100




= - I R

[ R N T N T N T N R T o R e T e N N T e e T e
B = O O N P O = TN = B « - LS o . W, I S 5V B e =

CERTIFICATE OF MAILING

I hereby certify that Applicant's Answer, Affirmative Defenses and Counterclaims is being deposited
with the U.S. Postal Service in a sealed envelope as first class mail with postage thereon fully prepaid and
addressed to the Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3514, on the below

date.
b _shafinlo | 200t sdheuy K Kot

CERTIFICATE OF SERVICE

I hereby certify that on the Ist day of September 2004, a true copy of the foregoing Applicant's Answer,
Affirmative Defenses and Counterclaims was served on counsel for Opposer by depositing a true and correct
copy thereof in the United States mail in a sealed envelope with postage thereon fully prepaid, addressed as
follows:

Simor L. Moskowitz, Esq.
Jacobson Holman, PLLC

400 Seventh Street, N.W.
Washington, D.C. 20004-2201

Executed on: _k&%}jﬂﬂlgﬂ_:_l_ 2004 g , ; Z ::
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