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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

UMAC, INC.

Opposer,
Opposition No.
V.

UPSIDE SOFTWARE INC.

Applicant.
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NOTICE OF OPPOSITION

in the matter of an application to register a trademark under the

Trademark Act of 1946, Application Serial No. 76/257,660, in the name of Upside

Software Inc., which was published for opposition in the Trademark Official
Gazette of October 28, 2003, Vol. 1275, No. 4 at page TM 266, for the mark
UPSIDE SOFTWARE. Opposerbelievesitwillbedamagedbyregistrationofsaid
alleged mark, and hereby opposes same.

The grounds for opposition are as follows:

1.TheOpposer,UMAC,INC. (“Opposer”)isaDelawarecorporation,
located and doing business at 1100 Wilson Boulevard, Arlington, VA 22209.

2. Opposer markets a business publication throughout the United
States for executives and investors in technology industries under the mark
UPSIDE ("Opposer’'s Mark").

3. Opposer is the owner of U.S. Trademark Reg. No. 1,653,067,
whichissued August6, 1991, for"monthlybusiness magazineforexecutivesand
investors in technology industries." This registration is incontestable, and is
therefore conclusive evidence of Opposer's exclusive right to use its UPSIDE
mark in commerce, of Opposer’s ownership of the registration, and of the validity

of the registration, pursuant to 15 U.S.C. §§1065 and 1115(b). — ~ ~— .~
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4. Commencing long before the November 15, 2000 priority filing

 date of the opposed application, Serial No. 776/257,660, Opposer, through its

predecessorin interest and title, has continuously sold, advertised and promoted

its publications in connection with Opposer’s Mark throughout the United States.

5.Sincetheinitialuseof Opposer'sMark, Opposer’scustomers,and
the relevant trade and public, have come to know and recognize Opposer’s Mark
and to associate same with Opposer.

6. Upon information and belief, notwithstanding Opposer’s prior
reputationinits UPSIDE mark,ApplicantUpside SoftwareInc.filedanapplication
onMay 15, 2001 forregistration ofthe mark UPSIDE SOFTWARE, for"computer
consulting services for e4 lectronic commerce, namely, assisting clients in the
processing of supplier invoices and invoicing customer accounts electronically
over the world wide web” in Int'l. Class 42. This application was assigned Serial
No. 76/257,660, and was published for opposition on October 28, 2003; the
opposition period has been extended to and including February 25, 2004.

7. Upon information and belief, Applicant's adoption of the mark
UPSIDE SOFTWARE was with knowledge and notice of Opposer's Markand the
established reputation in connection therewith.

8. The mark sought to be registered by Applicant -- UPSIDE
SOFTWARE -- is substantially identical to, phonetically equivalent, confusingly
similar to, and a colorable imitation of Opposer's Mark UPSIDE. Applicant's
published UPSIDE SOFTWARE mark so resembles Opposer's Mark as to be
likely, when used in connection with the services of Applicant, to cause confusion

or mistake or to deceive actual and/or prospective purchasers, the trade, and
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consumers, thereby resulting in damage and detriment to Opposer, Opposer's
Mark, and reputation.

9. Uponinformation and belief, Opposer’s actual and/or prospective
customers,andthe publicingeneral,arelikely toconfused, mistakenordeceived
as to the origin and sponsorship of Applicant's services marketed, promoted,
advertised and/or sold under the UPSIDE SOFTWARE mark sought to be
registered by Applicant, and misled into believing that such services are sold by,
emanate from, affiliated with, sponsored by, orin some way, directly orindirectly,
are associated with Opposer and/or its UPSIDE mark, to the damage and
detriment of Opposer and its reputation.

10. Opposer has been and, upon information and belief, will be,
damaged by the registration by Applicant of the opposed UPSIDE SOFTWARE
mark, as setforthinthe opposed applicationtherefor, Ser.No.76/257,660, inthat
said mark is substantially similar to, a colorable imitation of, and substantially
identical to, Opposer’'s Mark, and is likely to cause confusion therewith.

11. By virtue of the prior use of Opposer's Mark, if Applicant is
granted the registration opposed herein and Applicant obtains such rights as
conferred under the Principal Register of the Trademark Act of 1946, Opposer
will continue to be subjected to great and irreparable damage, and Applicant will
obtainunlawful gainand advantage towhichitis notentitledunderthe Trademark
Act of 1946.

WHEREFORE, Opposer, UMAC, INC., believes and alleges that it
will be damaged by registration of the Applicant's mark as aforesaid, and
therefore Opposer prays that:

(a) judgment in the present Opposition be entered in favor of

Opposer;




(b) registrationonthe application of Upside Software, Inc., Serial No.
76/257,660, be rejected and refused; and

(c) the present Opposition be sustained in favor of Opposer.

Thefiling fee for this opposition in the amount of $300.00is enclosed
herewith in the form of counsel’s Credit Card Charge Form. Should this form

become detached, or the amount be insufficient, please charge Deposit Account

No. 06-1358.
UMAC, INC.
By:
Sl R L. MOS ITZ
Jacobson Holman, PLLC.
400 Seventh Street, N.W.
Washington, D.C. 20004-2201
(’ M «© (202) 638-6666
/ ATTORNEYS FOR OPPOSER
Dated:

Atty. Dkt. No.: 1-4980
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B¢ o THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRAOE™" BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

UMAC, INC. )
)
Opposer, ) Opposition No.
) Serial No. 76/257,660
v. )
) [ e —
UPSIDE SOFTWARE, INC. ) |
)
Applicant. ) TTAB
)

OPPOSER’S OPPOSITION TO APPLICANT’S MOTION
TO STRIKE OPPOSER’S NOTICE OF OPPOSITION
FOR FAILURE TO SIGN THE PLEADING

Opposer, UMAC, Inc., through its undersigned counsel, hereby opposes Applicant’s Motion
to Strike the Notice of Opposition for failure to sign the pleading, and submits herewith a copy of
the Notice of Opposition as filed, signed by Opposer’s undersigned counsel.

Although Applicant references the Trademark Rules, specifically 37 CFR § 2.116(a) and §
10.18(a), and cites TBMP § 502.01 and 527.02, as requiring pleadings signed by Opposer or its
counsel, Applicant apparently ignores the provision of 37 CFR § 2.119(e) which states that

Every paper filed in an inter-partes proceeding, and every request for an extension
of time to file an opposition, must be signed by the party filing it, or the party’s
attorney or other authorized representative, but an unsigned paper will not be refused
consideration if a signed copy is submitted to the Trademark Office within the time
limit set in the notification of this defect by the Office. [emphasis added]

This rule appears to have been interpreted by the Board to apply to it, as stated in TBMP § 309.02(b):

Although a complaint must be signed, an unsigned complaint will not be refused
consideration if a signed copy is submitted to the Board within the time limit set in
the notification of this defect by the Board [citing 37 CFR § 2.119(e) and TBMP §
106.02 (Signature of Submissions)].
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In view of the foregoing, and since Opposer’s submission of the attached signed Notice of
Deposition cures the asserted defect, Opposer respectfully submits that Applicant’s Motion should
be denied.

UMAC, INC.

N W

Simor L. Moskowitd/
Jacobson Holman, PLLC.

400 Seventh Street, N.W.
Washington, DC  20004-2201
(202) 638-6666

Attorneys for Opposer

Dated: July 6, 2004
Atty. Dkt. No.: 1-4980

CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing OPPOSER’S OPPOSITION TO
APPLICANT’S MOTION TO STRIKE OPPOSER’S NOTICE OF OPPOSITION FOR FAILURE
TO SIGN THE PLEADING was served by first-class mail, postage prepaid, upon counsel for
Applicant:

Gregory F. Wesner

Everett E. Fruehling

Christensen O’Connor Johnson Kindness PLLC
1420 Fifth Avenue, Suite 2800

Seattle, WA 98101-2347

this 6" day of July, 2004.




