ORIGINAL

THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Transtar Autobody Technologies, Inc.

Opposer, Opposition No.:

V.
PPG Industries Ohio, Inc. Mark: PPG TRUEFINISH
Filing Date: January 21, 2003

Publication Date: September 2, 2003

)
)
)
3
) Serial No. 78/205,298
)
)
Applicant )
)
)

NOTICE OF OPPOSITION

Opposer, Transtar Autobody Technologies, Inc. (“Opposer”), a corporation of the
State of Ohio, having a place of business at 7350 Young Drive, Cleveland, Ohio
44146, through its undersigned counsel, hereby opposes the above-identified
application Serial No. 78/205,298 in International Classes 2, 16 and 35, for the mark
PPG TRUEFINISH, and alleges as follows:

1. Applicant filed an intent-to-use subject application, Serial No. 78/205,298,

for the proposed mark PPG TRUEFINISH, on January 21, 2003, for use in connection

with: “coating compositions in the nature of paint for industrial and manufacturing
applications” in International Class 2; “printed color system for selecting, coordinating

and matching industrial and manufacturing coating compositions in the nature of paint,
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consisting of a color gallery, swatchbook, formula book and color fan deck” in
International Class 16; and “online and telephone retail services featuring paint for
industrial and manufacturing applications” in International Class 35. Applicant’s
proposed mark was published in the Official Gazette on September 2, 2003. Opposer
has filed timely requests for extension of time to oppose, up to 4and including January 2,
2004. Opposer's requests for extension have been granted by the Trademark Trial and
Appeal Board.

2. Opposer has used the mark TRUE FINISH continuously and extensively
in U.S. commerce since July 2000, long before Applicant’s intent-to-use application
filing date of January 21, 2003, in connection with coatings in the nature of urethane
clearcoat coatings for use in the automotive, fleet and industrial equipment industries.
Attached as Exhibit A is a true and correct copy of a press release issued by Opposer
in July 2000, introducing a line of urethane clearcoat coatings to be sold under the
TRUE FINISH trédemark. Attached as Exhibits B, C, D and E are representative labels
for Opposer’s urethane clearcoat coatings identified in the press release (product nos.
4900-01, 5901-04, 5902-04, and 5903-04). Such labels, which prominently feature the
TRUE FINISH trademark, were affixed to Opposer’s urethane coating products and sold
long befpre_Applicant’s filing date of January 21, 2003. Opposer’s urethane coating

products, bearing the aforesaid labels, were sold and distributed throughout the United




States for use in the automotive, fleet and industrial equipment industries well before
Applicant’s January 21, 2003 filing date.

3. Opposer's mark TRUE FINISH is the subject of a pending registration
application filed with the U.S. Patent and Trademark Office on May 29, 2003 and
assigned Serial No. 76/517,822. In an Office Action having a mailing date of December
16, 2003, Opposer’s pending application was suspended in view of Applicant’s earlier
filed application Serial No. 78/205,298.

4. There is no issue as to priority. Opposer adopted and commenced use of
its mark TRUE FINISH well before the January 23, 2003 filing date of Applicant’s intent-
to-use application and has sold coatings in the nature of urethane clearcoat coating
products throughout the United States under the TRUE FINISH mark well before
Applicant’s filing date.

5. Applicant’s proposed mark PPG TRUEFINSH closely resembles
Opposer’'s mark TRUE FINISH. With the exception of the term “PPG,” the marks are
essentially identical.

6. The goods that Opposer’'s mark are used on and in connection with are
essentially the same as the goods recited in International Class 2 of Applicant’s
application and are closely related to the goods and services recited in International

Classes 16 and 35 of Applicant’s application.




7. Opposer will be damaged by the registration of Applicant’s mark within the
meaning of 15 U.S.C § 1083(a). If Applicant is permitted to use and register its
proposed mark PPG TRUEFINISH for the goods and services recited in application
Serial No. 78/205,298, confusion in trade resulting in damage and injury to Opposer
would be caused by reason of the similarity in Applicant’s proposed mark PPG
TRUEFINISH and Opposer’s TRUE FINISH mark. If Applicant is granted a registration
for PPG TRUEFINISH, it would thereby obtain at least a prima facie exclusive right to
the use of its proposed mark. Such registration would be a source of damage and
injury to Opposer. Additionally, Opposer’s pending application Serial No. 76/517,822
has been suspended in view of Applicant’s application Serial No. 78/205,298 and, upon
information and belief, Opposer’s pending application will be refused registration if
Applicant’s application Serial No. 78/205,298 issues as a registration.

8. Applicant's proposed mark is unregisterable pursuant to 15 U.S.C.

§ 1052(d), as it so resembles a mark or trade name of another and not abandoned, as
to be likely, when used on or in connection with the recited goods and services of
Applicant, to cause confusion, or to cause mistake, or to deceive.

9. A duplicate copy of this Notice of Opposition and the required fee of

$900.00 ($300.00 for each of the three International Classes being opposed) are

enclosed. If any additional fees are required in connection with this opposition, or if any



credit becomes due, permission is hereby given to debit or credit Deposit Account 23-
0630 accordingly.

WHEREFORE, Opposer requests that the Board refuse registration of
Applicant’'s application Serial No. 78/205,298 in International Classes 2, 16 and 35, as
recited in the application, and the underlying mark, and that this opposition be
sustained in favor of Opposer.

Respectfully submitted,

L e D

George L. Pm(ﬂnak Reg. No. 37,697
William A. Johnston, Reg. No. 47,687
Watts Hoffmann Co., L.P.A.

1100 Superior Avenue, Ste. 1750
Cleveland, OH 44114-2518
Telephone: (216) 241-6700
Facsimile: (216) 241-8151

Email: gpinchak@wattshoff.com

Attorneys for Opposer
Transtar Autobody Technologies, Inc.




CERTIFICATE OF FILING BY EXPRESS MAIL

Mark:
Serial No.:
Applicant:
Opposer:

Applicant’s Attorneys:

The undersigned hereby certifies that, pursuant to 37 C.F.R. 1.10, this Notice of
Opposition is being deposited, on December 30, 2003 with the United States Postal
Service, as Express Mail (No. __£4 787¢ 0 204/ US ), in an envelope

addressed to:

Box TTAB Fee

NOTICE OF OPPOSITION

PPG TRUEFINISH

78/205,298

PPG Industries Ohio, Inc.

Transtar Autobody Technologies, Inc.

George L. Pinchak, Reg. No. 37,697
William A. Johnston, Reg. No. 47,687
Watts Hoffmann Co., L.P.A.

1100 Superior Avenue, Ste. 1750
Cleveland, OH 44114-2518
Telephone: (216) 241-6700
Facsimile: (216) 241-8151

Email: gpinchak@wattshoff.com

Commissioner for Trademarks

2900 Crystal Drive
Arlington, VA 22202

Jeanne Liptay




TRUE FINISH

PRESS RELEASE

2040 HEISERMAN DRIVE
BRIGHTON, MI 48114
PHONE: (800) 8§24-2843
FAX: (800) 477-7923

WEB SITE: www.tat-co.com
EMAIL: info@tat-co.com

July 2000

New Product Announcement:

True Finish Urethane Clearcoat

True Finish Urethane Clearcoat is a two component, universal urethane
clearcoat designed for spot, panel, and overall refinish jobs. True Finish offers a fast
drying, easy to use system that provides a durable finish with excellent gloss. This user
friendly system features a convenient four to one mix ratio. This system includes three
hardeners which allow the user to select the best for their needs by speed, shop tem-
perature or by specific application. The True Finish product line provides quality and
value, and is priced to compete with the lower end brand offerings of the major paint
companies. True Finish is manufactured and marketed by Transtar Autobody Tech-
nologies. For more information contact our friendly customer service at (800) 824-2843
or email us at info@tat-co.com.

Product Availability:
4900-01 True Finish Urethane Clearcoat, galion, 2/case
4900-04 True Finish Urethane Clearcoat, quart, 6/case
5901-04 True Finish Spot/Panel Hardener (Fast), quart, 4/case
5901-07 True Finish Spot/Panel Hardener (Fast), 1/2 pint, 12/case
5902-04 True Finish Multi-Panel/Overall Hardener (Medium), quart, 4/case
5902-07 True Finish Multi-Panel/Overall Hardener (Medium), 1/2 pint, 12/case
5903-04 True Finish Overall/High Temperature Hardener (Slow), quart, 4/case




WATTS HOFFMANN Co., L.P. A,

ATTORNEYS AT LAW

JOHN R. HLAVKA SUITE 1750 BLYTHE D. WATTS 1888-1984)
STEPHEN J. SCHULTZ JAMES T. HOFFMANN (I900-2002)
GEORGE L. PINCHAK 1100 SUPERIOR AVENUE DANIEL J. SAMMON (1934-1991)
JENNIFER NOCK HINTON

. aqlia-251
KENNETH o SMITH CLEVELAND, OHIO 44l1i4-2518

PATENTS + TRADEMARKS

WILLIAM A. JOHNSTON MAILING ADDRESS: COPYRIGHTS
MICHAEL A. MILLER AND OTHER

P.0. BOX 99839 INTELLECTUAL PROPERTY LAW
OF COUNSEL

THOMAS E. FISHER CLEVELAND, OHIO 44|99-0839 TELEPHONE
JAMES G. WATTERSON

(216} 241-6700
LINN J. RANEY —_—
December 30, 2003 B A s
FILE NO:
5128.1

VIA U.S. EXPRESS MAIL o
BOX TTAB FEE e T
Commissioner for Trademarks \M
2900 Crystal Drive o
Arlington, Virginia 22202 12-30-2003

U.§. Patent & TMOTE/TM Mail Rept Dt #78
Re:  Notice of Opposition

Mark: PPG TRUEFINISH

Serial No.: 78/205,298

Applicant: PPG Industries Ohio, Inc.

Opposer: Transtar Autobody Technologies, Inc.
Dear Sir:
Enclosed are the following:

1. Two copies of a Notice of Opposition.

2. A check for $900.00, pursuant to 37 C.F.R. §2.6(a)(17), for filing a Notice of
Opposition in three International Classes.

3. Please charge any additional fees or credit any overpayment to Deposit Account
No. 23-0630.

Respectfully submitted,

Date:_{ £ }30 ’ Ol .
[ L George L. Pin
Reg. No. 37,697
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