UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

az Mai | ed: Novenber 17, 2004
Qpposition No. 91158707
BMG Songs, | nc
V.
Astro Anerica, LLC
Before Walters, Holtzman, and Bottorff, Adm nistrative
Trademar k Judges.

By the Board.

On May 10, 2004, the Board granted opposer's notion
(filed February 9, 2004) for default judgnent as conceded by
appl i cant and because the Board had not received an answer
to the notice of opposition as ordered by the Board in its
institution order dated Decenber 8, 2003.

On May 17, 2004, applicant’s representative filed a
comuni cation with the Board, but did not provide proof of
service of the comruni cati on on opposer's attorney of
record. Thus, on July 13, 2004, the Board forwarded a copy
of the communi cation to opposer and all owed opposer tine for
filing a response. (Qpposer filed a response on August 12,
2004.

Applicant's comunication is essentially a notion for

relief fromfinal default judgment under Fed. R Cv. P.
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60(b), and the Board considers the notion as a Rule 60(b)
motion. !

Applicant argues that it “never received” the Board s
institution order dated Decenber 8, 2003. Further,
applicant maintains that it had termnated the services of
Chri stopher Day, applicant's attorney of record (who was
granted a power of attorney by applicant on Decenber 20,
2002) “in June 2003 because he didn't handle the notice of
opposition to our satisfaction”; that M. Day “did not
forward any of the papers your office thinks | failed to
respond to”; and that “[h]e did not send anything to ny
attention other than the opposing attorney's address and
their request for an extension of time,? which we granted on
2 different occasions.” Additionally, applicant contends
that its representative called the exam ning attorney and
told the exam ning attorney that applicant had term nated
the services of M. Day; and that applicant had a

replacenent attorney nanmed Joel S. Turtle. According to

! Opposer al so considers applicant’s comrunication as a notion
under Rule 60(b) for relief fromfinal judgnent. See first
sentence of opposer's response.

2 Because the Board file for this proceeding does not reflect
that opposer has filed any extensions of tine (for exanple, of
the discovery and testinony periods) after the proceeding
commenced, we conclude that applicant’s reference to “their
request for an extension of time” is to opposer's requests for
extensions of tine to oppose, which opposer filed prior to the
commencenent of this proceeding. The file for the involved
application reflects that opposer had filed several requests for
an extension of time to oppose prior to the commencenent of this
pr oceedi ng.
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appl i cant, opposer's attorney has been “in constant
negotiations” with M. Turtle in trying to resolve this
matt er.

I n response, opposer nmaintains that even if M. Day
failed to forward copies of any notices to applicant,
applicant is “bound by his attorney’s inaction” because a
party is accountable for the acts and om ssions of its
chosen counsel, citing Gaylord Entertai nment Co. v. Calvin
G lnore Prods, Inc. 59 USPQ2d 1369 (TTAB 2000) (“[We do not
bel i eve that opposer shoul d escape the consequences of its
failure to naintain adequate comuni cations with its forner
trademark counsel”). Further, with respect to applicant’s
contention that he had changed attorneys and that M. Turtle
was his “replacenent attorney,” opposer points out that
nei ther applicant nor M. Turtle filed a substitute power of
attorney or otherwi se notified the Board in witing of the
al |l eged change in attorney; and that any verbal notification
provided to the Ofice is ineffective because al
comuni cations with the Board are required to be conducted
inwiting, citing TBMP §8 104 (2d ed. rev. 2004). Qpposer
al so points out that it had served its notion for default
judgnent on both M. Day and M. Turtle because M. Turtle
had been involved in negotiations between the parties; that

applicant has not submtted a declaration fromM. Turtle
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stating that he did not receive the notion; and that
applicant has not disputed that M. Turtle received the
notion and failed to respond to the notion.

Fed. R Cv. P. 60(b) provides for relief fromjudgnent
in specified instances and requires that any notion for such
relief be nmade within a "reasonable tinme," with a one year
maxi mumlimtation on notions nade pursuant to the first
three grounds for relief (m stake, inadvertence, surprise,
excusabl e neglect; newy discovered evidence; or fraud). In
this case, applicant filed its Federal Rule 60(b) notion
seven days after the Board entered default judgnent agai nst
applicant. Cearly, the notion was filed within a
reasonabl e tine.

Anmong the factors to be considered in determning a
Rul e 60(b) notion for relief fromdefault judgnent are the
follow ng: (1) whether the non-defaulting party will be
prejudi ced, (2) whether the default was willful, and (3)
whet her defendant has a neritorious defense. See D eredjian
v. Kashi Co, 21 USQP2d 1613 (TTAB 1991). CQur primary
reviewi ng court, the Court of Appeals for the Federal
Crcuit, has advised that "Rule 60(b) is applied nost
liberally to judgnments in default.” Information Systens and
Net works Corp. v. United States, 994 F.2d 792, 795 (Fed.

Cr. 1993), quoting Seven Elves, Inc. v. Eskenazi, 635 F.2d
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396, 403 (5th Cr. 1981). Each of the three factors
identified above are discussed in turn bel ow.
Prejudice to the Non-Defaulting Party

Wi | e opposer has argued agai nst reopening this case,
opposer has not specifically alleged or denonstrated that it
woul d be prejudiced by an order granting relief fromthe
default judgnent. W do not discern any prejudice to
opposer, aside for the normal delays and expenses that exi st
in any | egal proceeding, if we grant applicant's notion.
Was Default WIIful

The circunstances outlined by applicant show that its
failure to act in this case was not wllful, but rather
resulted from m stake and i nadvertence. Applicant nmaintains
that it had discharged M. Day in June 2003, which was prior
to the filing of the notice of opposition on Novenber 26,
2003; and that it had inforned the exam ning attorney “on
nore than one occasion that [applicant] had term nated the
services of M. Day.” Applicant representative evidently
was under the m staken inpression that his conversations
with the exam ning attorney regarding applicant's
“repl acenent attorney” would suffice to change “the record”
to identify M. Turtle as its new attorney of record.
However, applicant's representative’s verbal statenents to
the exam ning attorney properly did not result in a change

in the correspondence address in the subject application.
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Trademark Rule 2.191 provides that “[t]he action of the
Ofice will be based exclusively on the witten record,” and
“Ia]ll business with the Ofice should be transacted in
witing.” Thus, the Ofice requires a witten revocation of
a power of attorney granted to an attorney, and appli cant
shoul d have filed a witten revocation of the power of
attorney granted to M. Day if it no | onger wanted M. Day
to represent applicant in connection with matters rel ating
to the involved trademark application. Applicant itself or
its “replacenent attorney” would then have been sent the
Board's institution order dated Decenber 3, 2003, which
encl osed a copy of the notice of opposition. Had it not
been for applicant's m stake, applicant woul d have been
informed of the existence of this proceeding and coul d have
defended itself.® In view of the foregoing, we find that
applicant's default was not willful.
Meritorious Defense

The Board typically considers the filing of an answer
as evidence of a neritorious defense to the action and as
satisfying the third |isted factor above. Applicant has not
yet filed an answer, but has filed a “response” to the
Board’s July 13, 2004 order which states applicant’s

position with respect to the allegations in the notice of

® The Board recogni zed the revocation of the power of attorney
granted to M. Day in applicant's Rule 60(b) notion. See Board
order dated July 13, 2004.
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opposi tion, nanely, that applicant does not “feel that there
is any conflict between our two conpanies.” In view of
applicant's statenent, we conclude that applicant has
satisfied the requirenent for a neritorious defense agai nst
the allegations of the notice of opposition.

Thus, in view of the foregoing, and m ndful that "Rule
60(b) is applied nost liberally to judgnents in default,"”
I nformati on Systens and Networks Corp., supra, we find that
appl i cant has shown good cause and deserves relief fromthe
Board’s order of default judgnent.® Applicant's notion for
relief fromfinal judgnment is hence granted and the Board’s
order dated May 10, 2004 entering default judgnent is
vacated. A copy of the notice of opposition is enclosed
with this order, and applicant is allowed until thirty days
fromthe mailing date of this order to serve and file a
formal answer to the notice of opposition.
Di scovery and Testinony Peri ods

Proceedi ngs are consi dered resuned, and the di scovery
and testinony periods are reset as foll ows:

DI SCOVERY TO CLOSE: June 1, 2005

30-day testinony period for party
in position of plaintiff to close: August 30, 2005

30-day testinony period for party
in position of defendant to close: October 29, 2005

“ W have considered all of opposer's argunents against finding
good cause, but have not found them persuasive.
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15-day rebuttal testinony period
to cl ose: Decenber 13, 2005

I N EACH | NSTANCE, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party WTH N TH RTY DAYS after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.1 29.
Representation in This Proceeding

Wil e applicant maintains that it has a “repl acenent
attorney,” applicant's representative filed applicant's Rul e
60(b) notion. Thus, applicant is ordered to informthe
Board whether it will proceed pro se or with the assistance
of an attorney within twenty days fromthe mailing date of
this order. |If applicant infornms the Board that it will be
represented by an attorney, applicant is also ordered to
file a change of correspondence address for applicant within
twenty days fromthe nailing date of this order, to
designate its attorney’s address as the correspondence
address for applicant. See Trademark Rule. 2.18.

If applicant intends to proceed pro se in this case,
applicant is advised of the foll ow ng.

Trademark Rule 2.119(a) and (b) require that every
paper filed in the Patent and Trademark O fice in a

proceedi ng before the Board nust be served upon the attorney
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for the other party, or on the party if there is no
attorney, and proof of such service nust be nade before the
paper will be considered by the Board. Consequently, copies
of all papers which applicant may subsequently file in this
proceedi ng nust be acconpani ed by a signed statenent
i ndi cating the date and manner in which such service was
made. The statenent, whether attached to or appearing on
the paper when filed, wll be accepted as prim facie proof
of servi ce.

It is recomended that applicant review the Trademark
Rul es of Practice, which is available for a fee fromthe
Superi ntendent of Docunments, U.S. Governnent Printing
O fice, Washington, D.C. 20402, or on the Internet at
http://ww. uspt o. gov/ web/of fices/tac/tm aw2. htm .

Strict conpliance with the Trademark Rul es of Practice
and where applicable, the Federal Rules of G vil Procedure,
is expected of all parties before the Board, whether or not

they are represented by counsel.®

- 000-

®> The Trademark Trial and Appeal Board Manual of Procedure
(TBMP) (Stock No. 903-022-00000-1) is available for a fee from

t he Superintendent of Docunents, U S. Government Printing Ofice,
Washi ngton, D.C. 20402. (Tel ephone (202) 512-1800). The TBMP is
al so available on the Internet at http://ww. uspto. gov.



