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STATEMENT OF THE ISSUES

1) FIM™ s the trademark of one of many assessment tools used in
measuring and categorizing the condition of medical-rehabilitation patients. No other
assessment tool is referred to as FIM or as a “functional independence measure” or as the
“functional independence measure”. No one other than Applicant-Respondent uses THE FIM
SYSTEM in conjunction with its goods or services. Under these circumstances, are FIM™ and

THE FIM SYSTEM® generic?

(2)  Asreflected in license agreements and industry literature, the relevant
public — i.e. researchers and practitioners in the medical-rehabilitation field — recognizes FIM™
and THE FIM SYSTEM® as source-identifying marks. Applicant-Respondent has advertised
the marks, promoted them at trade shows, entered into licenses with more than 1000 facilities
representing 65% to 80% of the inpatient-rehabilitation market, distributed promotional items
bearing the marks, and been the recipient of unsolicited media coverage using the brands as
trademarks over a period of many years. Have FIM™ and THE FIM SYSTEM® thereby

acquired distinctiveness?

FACTS
1. Background

a. Development of the FIM™ Instrument

Dr. Carl Granger, the Director of Uniform Data System for Medical

Rehabilitation (“UDS” or “UDSMR”)" and a physician with an extensive background and

Granger Test. at p. 106.



experience in rehabilitation medicine’, began to develop a medical-rehabilitation-assessment tool
in 1970. In early 1984, Dr. Granger became a member of a task force to look at rehabilitation

tools.*

Three months later, in May 1984, the Research Foundation of the State University
of New York applied for a grant to the National Institute of Handicapped Research within the
U.S. Department of Education.” The grant’s purpose was to develop a uniform national-data
system for medical rehabilitation. Dr. Granger was the grant’s Project Director.® Contrary to the
repeated statements in AMRPA’s Brief, the Task Force did not apply for or receive the grant;
indeed, the Task Force is explicitly identified in the grant application as nothing more than a
consultant.” As Dr. Granger testified, the Task Force played an advisory role.® In 1985, the
Research Foundation of the State University of New York filed a further application to continue

the grant.’

Granger Test. at p. 101-105.

} Granger Test. at p. 106-07.

¢ AMRPA Ex. 3.

5 Granger Test. at p. 108-109 and AMRPA APP 1.

6 AMRPA APP. 1 (grant application), page 2 (AMP 00062).

7 AMRPA APP. 1 (grant application), pages 5, 9, 10 (AMP 00065, 00069, 00070).

Granger Test. at p. 110.

? Granger Test. at pp. 109-110 and AMRPA APP 2 (second grand application), page 1 (AMP
00061).
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The FIM™ instrument was developed as part of the work under the grant; it was
not completed before the grant was completed.'® All rights in the FIM™ instrument were owned
by the Research Foundation of the State University of New York, and were assigned to

University at Buffalo Foundation Activities, Inc. (“UBFA”)."!

UDS, a division of UBFA,'? was formed on October 1, 1987.'% It offers tools to

the medical-rehabilitation field.'* UBFA is a New York not-for-profit corporation.'’

Office of Management and Budget Circular No. A-110, dated July 1, 1976 and in
effect to the present time, provides that nonprofit organizations (such as the Research Foundation
and UBFA) that receive grants from federal-government agencies are free to copyright any
books or publications developed under the federal grant. OMB Circular No. A-110, Sections 1,

2 and Attachment N(8)(b). As such, the Research Foundation, and its assignee, UBFA, were
entitled to copyright the materials developed under the government grant. The OMB Circular
was codified by the Department of Education in 34 CFR 74. 34 CFR 74.145(a) states: “Works
under grants. Unless otherwise provided by the terms of the grant, where copyrightable material

is developed in the course of or under a grant, the grantee is free to copyright the material or

Granger Test. at p. 110.

1 Granger Test. at p. 110, lines 11-16.
12 Dann Test. at p. 8, lines 22-23.

B Granger Test. at p. 105, lines 22-23.
14 Dann Test. at p. 8, lines 23-9, line 1.

15 AMRPA App. 3 (HCFA License Agreement), p. 1.
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permit others to do so.” Copies of the OMB Circular and 34 CFR 74.145(a) are attached in a

separate Appendix.'®

b. The HCFA License

In September 1995, UDS entered into a License Agreement with the U.S.
Department of Health and Human Services, Health Care Financing Administration (“HCFA”).17
Among other things, the HCFA License Agreement gives HCFA a right to use the FIM
instrument and related materials and zo license one or more third-parties to use UDS system “in
connection with the development, design, implementation, maintenance, operation, and
evaluation of the [Medicare] Payment System.”'® Specifically, the License Agreement permits
HCFA to sublicense hospitals to use the FIM™ instrument and related materials “without fee or
obligation to UDSmr” as part of the Medicare-payment system.'® There is, therefore, no merit
to AMRPA’s assertion that UDS has monopolized rehabilitation assessment by virtue of HCFA’s
adoption of the FIM™ instrument for use in its Medicare-payment systems. When used for that

purpose, hospitals and other facilities have a cost-free license to use the FIM™ instrument.

AMRPA’s citation to Colt Defense LLC v. Bushmaster Firearms, Inc., 82 U.S.P.Q.2d 1759, 486
F.3d 701 ( 1* Cir. 2007) is inapposite. See AMRPA Brief, pp. 30-31. The M4 weapon, unlike
the FIM™ instrument, was not developed under a government grant. Colt, unlike the Research
Foundation and UBFA, is not a not-for-profit corporation and therefore not subject to OMB
Circular No. A-110. And Colt did not coin the M4 name; that was part of the government-
created weapons-classification system. Here, both the FIM™ instrument and “FIM” as a name
for the instrument were developed under the Research Foundation’s government grant.

17 AMRPA APP 3 (HCFA License Agreement).

18

AMRPA APP 3 (HCFA License Agreement), Introductory Statement and Section 2(b (bracketed
inset supplied)).

AMRPA APP 3 (HCFA License Agreement), Section 2(b)(iii).
-8-



The HCFA License Agreement contains an acknowledgement by HCFA that

UBFA owns the FIM™ mark.?® Similarly, the rehabilitation assessment tool (IRF-PAI) issued

by the government for its Medicare prospective-payment system contains an acknowledgment

that “[t]he FIM mark is owned by UBFA, Inc.”*! Carolyn Zollar, currently an AMRPA

lobbyist?, who, at the time the HCFA License Agreement was signed was employed by the

National Association of Rehabilitation Facilities™, reviewed this language in the HCFA License

Agreement but never wrote to the government to object that it was incorrect.”* She also saw the

acknowledgment on the IRF-PAI form but does not recall having voiced any complaints or

objections to the government.*

2. Facts Relating to Genericness
a. There are many rehabilitation coding tools, only one of which is
referred to as the FIM™ instrument or functional independence
measure.

There are many rehabilitation coding tools, only one of which is referred to as the

FIM™ instrument or the functional independence measure or a functional independence

20

21

22

23

24

25

AMRPA APP 3 (HCFA License Agreement), Section 5 (b). AMRPA incorrectly states that
UBFA is arguing that UBFA has service mark rights because the government acknowledged
those rights, thereby bestowing those rights on UBFA. AMRPA Brief, pp. 29-31. UBFA is not
making that argument. The government’s acknowledgment is simply one more piece of
evidence, taken together with acknowledgments in journal articles, in license agreements, and in
unsolicited media coverage, to establish that the relevant public identifies FIM™ instruments
with a single source.

AMRPA Ex. 16, and Zoller 4/24/07 Test at pp. 50-51.
Zollar 4/24/07 Test. at p. 25, lines 1-25.

Zollar 4/24/07 Test. at p. 63, line 25 - p. 64, line 4.
Zoller 4/24/07 Test. at p. 70, lines 9-14.

Zoller 4/24/07 Test. at p. 50-2.




measure. A chart identifying eighteen of these tools, and citations to testimony from both UBFA
and AMRPA witnesses confirming that these other tools are not referred to as “FIM” or

functional independence measure, are set forth at pages 29 - 30 of this Brief.

The literature in the rehabilitation field confirms this. Elizabeth Eisenhauer,
UDS’s Information Resource Specialist, performed a literature search for the period 1987 - 1998.
Her search found dozens of articles identifying UDS as a source of the FIM™ instrument and
THE FIM SYSTEM® services. Many of these documents discuss other rehabilitation
assessment tools, most of them with coined names of their own, in addition to the FIM™
instrument but none of these articles refers to any of the other assessment tools as the “FIM”
or a “FIM” or as a functional independence measure. Those articles are described in detail in

Section 3(i) of the Facts section of this Brief, at pages 17 - 22.

b. Literature cited by AMRPA establishes that FIM™ and THE FIM
SYSTEM® are not generic.

In its Brief, AMRPA cites to seventeen documents that it claims prove that FIM™
is a generic term. These documents prove the polar opposite — i.e. that FIM™ is the source-
identifier of a specific rehabilitation assessment tool and that the authors of those documents
know that they are referring to the UDS instrument when they use the term. These seventeen

documents are described in detail in Point I(B)(3) of this Brief, at pages 33 - 36.

-10-



3. Facts Relating to Acquired Distinctiveness

a. Number of FIM™ instrument subscribers, license revenues, and

number of patients accessed using the instrument

In 1994, there were 622 subscribers to the FIM™ instrument and THE FIM
SYSTEM® goods and services. These subscribers were facilities with written-license
agreements with UDS, such as subacute-nursing facilities, inpatient-rehabilitation facilities, and
Veterans Affairs. The number of subscribers was 751 in 1995; 893 in 1996; 1029 in 1997; 1128
in 1998; 1011 in 1999; 1075 in 2000; 1053 in 2001; 1021 in 2002; 1017 in 2003; 1004 in 2004;

1078 in 2005; and 1130 in 2006.%¢

The license revenues between 1994 and 2006 for use of the FIM™ instrument and

THE FIM SYSTEM® goods and services increased as follows.?’

YEAR $ VOLUME OF FIM™ SALES
1994 1,533,767
1995 1,988,290
1996 2,577,173
1997 2,299,901
1998 2,867,441
1999 4,003,216
2000 4,547,631
2001 5,250,592
2002 7,086,511
2003 6,005,286
2004 6,052,216
2005 6,372,430
2006 6,334,837

TOTAL $56,919,291

26 App. Ex. 6 and Dann Test. at p. 9, line 18 - p. 10, line 21.

7 App. Ex. 6 and Dann Test. at p. 11, lines 3-15.

-11 -




The FIM™ instrument has been used to assess hundreds of thousands of patients

each year’®:
Total FIM™ Patients Total FIM™ & UDS

YEAR Assessed PRO® Patients Assessed

1998 391,684 391,684

1999 402,570 402,570

2000 519,833 519,833

2001 546,630 548,327

2002 60,288 550,672

2003 53,056 555,979

2004 47,049 549,223

2005 41,693 494,469

2006 26,350 368,073 (through portion of

4™ quarter)

TOTAL 4,380,830

The first column represents patients assessed using the FIM™ instrument outside the Medicare-
reimbursement context. The second column adds to the first column those patients assessed
using the FIM™ instrument that is incorporated into the IRF-PAI in a Medicare context. The
facilities doing the Medicare assessments are licensed to use the FIM™ instrument for Medicare

assessments under the government’s royalty-free license with UDSMR.%

b. Market penetration

UDS’s market penetration of inpatient-rehabilitation facilities using the FIM™

instrument under license as a percentage of all such facilities (including those using other

2 App. Ex. 11. Dann Test. at p. 19, lines 14 - p. 20, line 20.

» Dann. Test. at p. 19, line 14 - p. 20, line 20. The government’s license for Medicare assessments

is discussed at pages 8-9 of this Brief.
-12-



measures of functional assessment) has ranged from 65% to 80% between 1992 and 2006.%°

AMRPA witness Gerben DeJong estimates UDS’s market penetration as 70% to 80%.”!

C. Use of FIM™ and THE FIM SYSTEM® marks on UDS website

UDS has used FIM™ as a mark on its website, and has identified FIM
SYSTEM® as a mark on its website. Samples of UDS’s website in 1998 and 2006 appear in the
record. FIM™ is identified as a mark on both, and THE FIM SYSTEM® is identified as a

registered mark on the 2006 website.*

That website has a section describing UDS’s trademarks and service marks. The
record contains a printout of this section from 2006; with periodic revisions, that section has
been on the website for years.>> This section of the website describes both the FIM™ and THE

FIM SYSTEM® marks.

In addition, the UDS website has, for a number of years, contained an on-line

brochure describing THE FIM SYSTEM® subscription package.**

20 Dann Test. at p. 11, lines 16 - p. 21, line 1. Dann testified that this was the range of market

penetration during her tenure at UDS, which began in 1992. App. Ex. 5 (establishes when Dann
began working at UDS).

31

DeJong Test. at p. 89, line 20 - p. 90, line 1.
2 App. Ex. 7 (1998 website) and 8 (2006 website). Dann Test. at p. 13, lines 2 - p. 15, line 15.

33

App. Ex. 9. Dann Test. at p. 16, lines 11 - p. 17, line 4.

34

App. Ex. 10. Dann Test. at p. 18, lines 19 - p. 19, line 4.
-13-



d. Trade Shows

UDS has attended trade shows every year from 1994 to date. These trade shows
have been throughout the United States, including Washington, D.C.; Florida; New York;
California; Georgia; Tenessee; Colorado; Louisiana; Minnesota; Arizona; South Carolina;
Nevada; Pennsylvania; Massachusetts; Washington State; Maryland; Illinois; New Mexico;
Texas; North Carolina; and Hawaii.”> At each of these conferences, UDS has displayed literature
or other materials bearing the FIM™ and FIM SYSTEM® marks.*® These materials consist of
literature; exhibit materials (banners, exhibit graphics); sample guides; and promotional

handouts, such as mugs, pens and trinkets.”’

At the educational portions of rehabilitation and trade shows, UDS’s Dr. Carl
Granger has given educational presentations concerning the FIM™ instrument. In these
presentations, he has used posters describing the FIM™ instrument, displaying the FIM™

trademark and noting that “All marks associated with FIM....are owned by UBFA.”*®

At trade shows and educational conferences since 2002, UDS has publicly
displayed an eight foot color banner. The banner displays THE FIM SYSTEM® mark and

identifies UDS as its source.>’

35

App. Ex. 19; Hagerty Test. at p. 94, lines 1-12.

36 Hagerty Test. at p. 94, lines 13 - p. 95, line 4, and p. 96, lines 1-7.

37

Hagerty Test. at p. 95, lines 5-16 (general); p. 105, lines 11 - p. 106, line 1 (App. Ex. 28); p. 106,
lines 19- p. 108, line 21 (App. Ex. 29); p. 108, lines 6-18 (App. Ex. 30). See e.g. App. Exs. 28,
29, 30.

3 App. Exs. 25, 26. Hagerty Test. at p. 102, lines 1- p. 103, line 16.

3 App. Ex. 27. Hagerty Test. at p. 104, lines 1- p. 105, line 3.
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€. Promotional Items

For many years, UDS has given away promotional items bearing the FIM™
and/or THE FIM SYSTEM® marks. For example, since 1995 UDS has handed out mugs
bearing the FIM™ and THE FIM SYSTEM® marks at trade shows, to guests to its offices, and
to potential subscribers and partners.*> UDS hands out at trade shows and sells in its catalog a

mousepad bearing the FIM™ mark.*!

f. Newsletters

From April 1997 - February 1999, UDS produced a newsletter titled “The FIM
SYSTEM™ Update” for its subscribers and for nonsubscribers on UDS’s mailing list. The

newsletter prominently displayed the FIM and THE FIM SYSTEM™ marks.*?

g. Advertisements

From 1996 to present, UDS has advertised its FIM™ and THE FIM SYSTEM®
marks in rehabilitation journals. Examples of this advertising from Rehab Management are in

the record.*’

Expenditures for FIM-related advertising, including trade shows and other

advertising, has increased from $73,185 in 1994 to $368,466 in 2005:*

40

App. Ex. 20. Hagerty Test. at p. 96, line 16 - p. 97, line 10.

41

App. Ex. 21. Hagerty Test. at p. 97, line 19 - p. 98, line 14.

42

App. Ex. 22. Hagerty Test. at p. 99, lines 1-15.
» App. Ex. 23-24. Hagerty Test. at p. 99, line 1 - p. 100, line 23.
4 App. Ex. 33. Hagerty Test. at p. 111, line 20 - p. 112, line 22.
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YEAR TOTAL
1994 73,185
1995 83,224
1996 117,192
1997 69,452
1998 174,435
1999 120,350
2000 159,933
2001 267,818
2002 276,207
2003 182,242
2004 258,625
2005 368,466

THRU 9/2006 288,910

h. Unsolicited Media Coverage

The FIM™ and THE FIM SYSTEM® marks have received unsolicited media

coverage.”’ The following examples of unsolicited media coverage are in the record:

. FIM, Advance for Physical Therapists, June 5, 1995 (“The FIM was
developed by researchers at the State University of New York, Buffalo as
part of the Uniform Data Set for Medical Rehabilitation (UDS yg SM)»).46

o AAP Distinguished Academician Award Presented, Association of
Academic Physiatrists Journal, March/April 1999 (FIM mark noted).*’

o The Utility of External Performance Measurement Tools in Program
Evaluation, Rehabilitation Nursing, Jan/Feb 1998 (identifies FIM
instrument as a UDS tool; also identifies other assessment tools, such as
PECS, RIC-FAS, and LORS).*®

45

46

47

48

Hagerty Test. at p. 108, lines 19 - p. 111, line 12.
App. Ex. 31. Hagerty Test. at p. 109, lines 12-20; p. 110, lines 11-21.
App. Ex. 31. Hagerty Test. at p. 109, lines 12-20; p. 110, lines 11-21.
App. Ex. 32. Hagerty Test. at p. 111, lines 7-12.
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1. The relevant public identifies FIM™ and THE FIM SYSTEM® as
source-identifying marks.

The relevant public — i.e. those researchers and practitioners in the medical

rehabilitation field - recognizes FIM™ and THE FIM SYSTEM® as source-identifying marks.
UDS’ Information Resource Specialist* performed a literature search for the period 1987-1998,
finding many articles identifying UDS as the source of the FIM™ instrument and THE FIM
SYSTEM® services.”® While many of these documents discuss rehabilitation assessment tools
other than the FIM™ instrument, none of these articles refers to any of those other
assessment tools as the “FIM” or a “FIM” or as a functional independence measure. For

example, the following articles were identified in the search:

. Davis CH, Fardanesh, L., Rubner, D., Wanlass, R.L., McDonald, C.M.
Profiles of functional recovery in fifty traumatically brain-injured patients
after acute rehabilitation. American Journal of Physical and
Rehabilitation Medicine. 1997;76(3):213-218 (Compares FIM instrument
with another assessment tool, the DFSM. “The ‘FIM’ mark is both a
trademark and a service mark owned by UDSMR . . ..” In the article, the
other tool, the DFSM, is never referred to as a functional independence
measure or FIM.) (App. Ex. 36:UBF 1924).

° Dellarosa DM, Chan, R.S.K., Toglia, J.P., Finkelstein, N. ADL
assessment in acute care: Simultaneous grading of physical and verbal
levels of assistance. Occupational Therapy Practice. 1991;2(2):38-45
(Compares FIM instrument with another assessment tool, the New York
Hospital functional assessment. Attributes FIM instrument to Research
Foundation of State University of New York. Article never refers to the
New York Hospital functional assessment as a functional independence
measure or FIM.) (App. Ex. 36:UBF 1936-1943 and footnote 14).

° Disler PB, Roy, C.W., Smith, B.P. Predicting hours of Care needed.
Archives of Physical Medicine and Rehabilitation. 1993;74:139-143

* App. Ex. 34,p. 2.
%0 Eisenhauer Test. at p. 148-50.

-17-



(Discusses two assessment tools, the FIM instrument and the Edinburgh
Rehabilitation Status Scale, and identifies Research Foundation of State
University of New York as source of FIM instrument. Also mentions the
Barthel index. Does not refer to either Barthel or Edinburgh tool as a
functional independence measure or FIM.) (App. Ex. 36: UBF 1965-69
and footnote 8).

Greenspan, Al, Wrigley, J.M., Kresnow, M., Branche-Dorsey, C.M., Fine,
P.R. Factors influencing failure to return to work due to traumatic brain
injury. Brain Injury. 1996;10(3):207-218 (Refers to FIM instrument and
cites to UDS and Dr. Granger. Also refers to another tool, the AIS, but
does not refer to any other tool as a functional independence measure or
FIM.) (App. Ex. 36: UBF 1978-89 and footnote 21).

Hetherington H, Earlam, R.J., Kirk, C.J.C. The disability status of injured
patients measured by the functional independence measure (FIM) and
their use of rehabilitation services. Injury. 1995;26(2):97-101 (Identifies
FIM tool as originating from Buffalo, New York and cites to UDS as
source. Refers to other tools such as the AIS and the Glascow Outcome
Scale but does not refer to any of these other tools as a functional
independence measure or FIM.) (App. Ex. 36: UBF 1992-96 and footnote
3).

Lee LA, Eager, K.M., Smith, M.C. Subacute and non-acute casemix in
Australia. MJA. 1998;169:522-S25 (FIM instrument referenced with cite
to UDS as source. Also refers to another tool — the AN-SNAP system —
but does not refer to the AN-SNAP system as a functional independence
measure or FIM.) (App. Ex. 36, UBF 2011-2016 and footnote 22).

Ring H, Feder, M., Schwartz, J., Samuels, G. Functional measures of first
stroke rehabilitation inpatients: Usefulness of the Functional Independence
Measure total score with a clinical rationale. Archives of Physical
Medicine and Rehabilitation. 1997; 78:630-635 (“The FIM is part of the
Uniform Data System (UDS). . ..” Also refers to other tools, such as the
Northwick Park ADL Index, the LOTCA battery, the BIT and the ILAT,
but does not refer to any of those tools as a functional independence
measure or FIM.) (App. Ex. 36, 2042-2047 at 2042).

Smith-Knapp K, Corrigan, J.R., Amett, J.D. Predicting functional
independence form neuropsychological tests following traumatic brain
injury. Brain Injury, 1996; 10(9): 651-661. (Refers to FIM instrument
and cites to UDS. Also refers to other tools such as the HRNTB and the
LNNB-S memory scale but these other scales are not referred to as a
functional independence measure or FIM.) (App. Ex. 36: UBF 2071-2081
and footnote 4).
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Wilkander B, Ekelund, P., Milsom, I. An evaluation of multidisciplinary
intervention governed by Functional Independence Measure [FIM SM] in
incontinent stroke patients. Scandinavian Journal of Rehabilitation
Medicine. 1998; 30:15-21 (“FIM™ is a service mark of the Uniform Data
System for Medical Rehabilitation, a division of UB Foundation
Activities, Inc.”) (Refers to other assessment tools, such as the Katz scale
and the PGWB index, but does not refer to any of these other tools as a
functional independence measure or FIM.) (App. Ex. 36: UBF 2141-2147
and footnote 1 on p. 2141).

Carlson JE, Zocchi, K.A., Bettencourt, D.M., Gambrel, M.L., Freeman,
J.L., Zhang, D. Goodwin, J.S. Measuring frailty in the hospitalized
elderly: Concept of functional homeostatis. American Journal of Physical
and Rehabilitation Medicine. 1998; 77(3):252-257 (“FIM™ js a
trademark of the Uniform Data Set for Medical Rehabilitation, a division
of UB Foundation Activities, Inc..”) (App. Ex. 36: UBF 1977).

Cichowski KC. The Rehabilitation Institute of Chicago Functional
Assessment Scale. Journal of Rehabilitation Outcomes Measurement.
1997;1(4):66-71 (FIM™ is a service mark of the Uniform Data Set for
Medical Rehabilitation - UDSug.””) (App. Ex. 36: UBF 1905).

Meythaler JM, DeVivo, M.J., Braswell, W.C. Rehabilitation outcomes of
patients who have developed Guilain-Barre Syndrome. American Journal
of Physical Rehabilitation Medicine. 1997;76(5):411-419 (References
FIM instrument and states “FIM®M is a service mark of the Uniform Data
Set for Medical Rehabilitation, a division of UB Foundation Activities,
Inc.”) (App. Ex. 36: UBF 2018-2033 at 2018).

Tanaka S, Hachisuka, K., Nara, S., Ogata, H., Kobayashi, Y., Tanaka, H.
Effect of activities of daily living on fiber type atrophy of the vastus
literalis muscle in patients with joint disorders. American Journal of
Physical and Rehabilitation Medicine. 1998; 77(2):122-127. (“FIM™ js
a trademark of the Uniform Data Set for Medical rehabilitation.”) (App.
Ex. 36: UBF 2090-2101 at 2090).

Deshpande SA, MacNeil, S.E., Lictenburg, P.A., Pithadia, J., Velez, L.
Functional outcome differences in acute versus sub-acute geriatric
rehabilitation. Topics in Geriatric Rehabilitation. 1998;13(4):30-38
(“The FIM is a seven-point rating scale created as part of the Uniform
Data Set for Medical Rehabilitation.”) (App. Ex. 25: UBF 1950).

Dombovy ML, Drew-Cates, J., Serdans, R. Recovery and rehabilitation
following subarachnoid haemorrhage: Part II long-term follow-up. Brain
Injury. 1998;12(10):887-894 (Refers to numerous assessment tools,
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including FIM tool, and identifies UDS as source of FIM instrument.
Does not refer to any of the other tools as a functional independence
measure or FIM.) (App. Ex. 36: UBF 1970-77 and footnotes 19-20).

Smith SW, Struger, J. Haley, J.A. Successful experiences with clinical
pathways in rehabilitation. Journal of Rehabilitatoin. 1998; 64(2):29.
(“The FIM was developed by UDSMR.”) (App. Ex. 36: UBF 2082-2089
at 2084).

Charlifue SW, Gerhart, K. A., Whiteneck, G. G. Conceptualizing and
quantifying functional change: An examination of aging with spinal cord
injury. Topics in Geriatric Rehabilitation. 1998; 13(3):35-48 (Refers to
FIM instrument and references UDS as the source in footnote 26;
references several other measurement tools but does not refer to any of
them as the FIM or a functional independence measure.) (App. Ex.
36:UBF 1890-1904).

Di Scala C, Grant, C.C., Brooke, M.M., Gans, B.M. Functional outcome
in children with traumatic brain injury. American Journal of Physical and
Rehabilitation Medicine. 1992;71(3):145-148 (Refers to numerous
assessment tools and identifies the FIM tool with UDS. Does not refer to
any other tool as a functional independence measure or FIM.) (App. Ex.
36: UBF 1958-1961 and footnotes 3-5).

Bohannon RW. Acute care occupational therapy, functional performance
and disability disposition. International Journal of Rehabilitation
Research. 1994; 17(a):61-63 (Identified FIM rating scale as being
UDS’s.) (App. Ex. 36: UBF 1876).

Clinchot DM, Bogner, J.A., Kaplan, P.E. Cerebral aneurysms: Analysis of
rehabilitation outcomes. Archives of Physical Medicine and
Rehabilitation. 1997;78:346-349 (Refers to FIM instrument and references
UDS guide for use.) (App. Ex. 36: UBF 1912 and footnotes 29-34).

Cook L, Smith, D.S., Truman, G. Using Functional Independence
Measure profiles as an index of outcomes in the rehabilitation of brain-
injured patients. Archives of Physical Medicine and Rehabilitation.
1994,75:390-392 (Refers to FIM as one assessment tool and references
UDS as source.) (App. Ex. 36: UBF 1915 and footnote 2).

Czymy JJ, Merrill, A. Rehabilitation of amputees with end-stage renal
disease. American Journal of Physical and Rehabilitation Medicine.
1994,73(5):353-357 (Refers to FIM scores and attributes FIM to UDS.)
(App. Ex. 36: UBF 1919-1920 and footnotes 11-13).
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DiBlasi M, Savage, J. Revitalizing a documentation system.
Rehabilitation Nursing. 1992;7(1):27-29 (Refers to FIM scoring system
and identifies UDS as source.) (App. Ex. 36:UDS 1962-64 at 1963).

Miller MA, Miller, L.D. Effects of the program-managementmodel: A
case study on professional rehabilitation nursing. Nursing Administration
Quarterly. 1997;21(2):47-55 (Identifies FIM instrument with UDS.)
(App. Ex. 36: UBF 2034-2041 at 2037).

Sandstrom R, Mokler, P.J., Hoppe, K.M. Discharge Destination and Motor
Function outcome in several stroke as measured by the Functional
Independence Measure/Function-Related Group Classification System.
Archives of Physical Medicine and Rehabilitation. 1998; 79:762-765.
(References the FIM instrument and cites to UDS.) (App. Ex. 36: UBF
2049-52 and footnote 13).

Segal ME, Schall, R.R. Life satisfaction and caregiving stress for
individuals with stroke and their primary caregivers. Rehabilitation
Psychology. 1996;41(4):303-320. (Refers to FIM as “a well-known and
frequently used measure” and cites to UDS.) (App. Ex. 36: UBF 2053-
2070 at 2057).

Vanetzian E. Learning readiness for patient teaching in stroke
rehabilitation. Journal of Advanced Nursing. 1997; 26:589-594 (Refers to
FIM and references Research Foundation.) (App. Ex. 36:UBF 2130-2135
and References).

Vaughan N, Anger D., Clinchot, D.M. Preservation and wandering as a
predictor variable after brain injury. Brain Injury. 1997; 11(11):815-819
(FIM instrument referenced with citations to UDS and Dr. Granger.) (App.
Ex. 36: UBF 2136-2140 and footnotes 4-5).

Kong KH, Kevorkian, G.C., Rossi, C.D. Functional outcomes of patients
on a rehabilitation unit after open heart surgery. Journal of
Cardiopulmonary Rehabilitation. 1996;16(6):413-418 (References the
FIM instrument and cites to an article by Dr. Granger.) (App. Ex. 36: UBF
1997-2010 and footnote 17).

Mann NR, DeSantis, N.M., Zafonte, R.D., Wood, D.L., Stathakios, J.,
Pelshaw, C. Outcome Predication: Crystal ball or clinical skill. American
Journal of Physical Medicine and Rehabilitation. 1997; 76(2):171 (Refers
to FIM scores and references UDS as training practitioners to administer
test.) (App. Ex. 36: UBF 2017).
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. Tepper S., Betatty, P., Dejong, G. Outcomes in traumatic brain injury:
Self-report verus report of significant others. Brain Injury. 1996; 10(8):
575-581. (References the Fone FIM version of the FIM instrument and
references UDS.) (App. Ex. 36: UBF 2102-2108 and footnote 21).

° Tofil S., Clinchot, D.M. Recovery of automatic and cognitive functions in
traumatic brain injury using the functional independence measure. Brain
Injury. 1996; 10(12):901-910. (Refers to FIM and UDS.) (App. Ex.
36:UBF 2109-2118 and footnotes 2-3 referring to articles by Dr. Granger).

. Turpin RS, Ratner, D.H. A method of risk-adjust rehabilitation outcomes
using functional related groups. American Journal of Physical and
Rehabilitation Medicine. 1997,76(2):138-143 (Discusses FIM instrument
as one of several measurement tools.) (App. Ex. 36: UBF 2119-2129 at
2120).

In addition to the articles that make it clear that the FIM™ and THE FIM

SYSTEM® are source-identifying, the more than 1000 license agreements®' between UDS and

rehabilitation and other healthcare facilities show that these facilities acknowledge FIM™ and
THE FIM SYSTEM® as being identified with a single source. For example, the “FIM Systems®
Facility Service and Software License Agreement for Subacute/SNF/Transitional Hospital”*

provides explicitly that trademarks and service marks related to the products and services are

owned by UDSur>>, Those trademarks and service marks, including FIM™ and THE FIM

o App. Ex. 6 and Dann Test. at p. 9. Samples of the license agreements are provided in App. Ex.

38, authenticated by Jan Bailey at Bailey Test. p. 10, and admitted into evidence at Bailey Test.
p. 33, line 21 - p. 34, line 2.

2 App. Ex. 38: UBF 1515-1532.
3 Id. at 1516 (12(c)).
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SYSTEM®, are identified in the License Agreement.”* By way of further example, the “UDS-

PRO SYSTEM Facility Service and Software License Agreement” contains similar provisions.>

SUMMARY OF ARGUMENT

FIM™ and THE FIM SYSTEM® are not generic terms. The relevant generic
term — that is, the genus — is “rehabilitation coding tool” or “functional assessment tool” or
“assessment measure.” There are many functional assessment tools. The FIM™ instrument is
one specific functional assessment tool. People in the industry do not refer to any of the other
functional assessment tools as the FIM instrument or a functional independence measure or the
functional independence measure. Rather, they refer to competing assessment tools by such
names as Barthel index, PULSES matrix, ESCROW scale, LORS, REHABIS measure, and

PECS, to name a few.

The FIM™ and THE FIM SYSTEM® marks have acquired distinctiveness. The
FIM™ instrument has a 65% - 80% market penetration, with that percentage of inpatient
rehabilitation facilities using the FIM™ instrument under licenses that acknowledge UDS’s
trademarks and service marks. The literature in the field confirms that those in the field —i.e.
members of the relevant public — view the FIM™ and FIM SYSTEM® marks as source
identifiers. UDS promotes its marks with substantial advertising, including trade shows and

journal advertisements, both of which focus on the marks. Unsolicited articles have

54 Eg. id, at UBF 1515 (THE FIM SYSTEM®, UBF 1526 (FIM™),
53 App. Ex. 38: UBF 1655-1670 at UBF 1658 and 1665 (FIM™),
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acknowledged the UDS goods and services in conjunction with the marks and noted that UDS is

the source of those goods and services.

ARGUMENT

POINT 1. The FIM™ Mark Is Entitled To Registration. THE FIM
SYSTEM® Mark Should Not Be Cancelled.

A. Both registration applications were converted into Section 2(f) applications.
Therefore, the only issues are genericness and acquired distinctiveness.

On June 4, 1998, UBFA applied to register FIM in International Class 16, with a
first use date of January 1, 1994, for “printed publications in the field of rehabilitation, namely
printed coding forms, guides, measurement instruments and reports.””’ Faced with a
descriptiveness refusal,”® UBFA converted its application to one under Section 2(f), based upon
acquired distinctiveness.” UBFA submitted evidence of acquired distinctiveness.®® The
Examiner reviewed the evidence of acquired distinctiveness and passed the application to

publication. AMRPA then opposed the registration of FIM.

Also on June 4, 1998, UBFA applied to register THE FIM SYSTEM in

International Class 41.% After an initial refusal for descriptiveness,> UBFA converted its

%6 AMRPA Ex. 54, p. 3.
¥ Id.
8 1d. at p. 6-8.
» See id. at p. 50-51.
60 Id. atp. 54-77.
6 Id. atp.78.
62 AMRPA Ex. 55, pp. 1-5.
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application to one under Section 2(f), based upon acquired distinctiveness.** UBFA submitted
evidence of acquired distinctiveness,® and THE FIM SYSTEM passed to publication on March
6,2002.% THE FIM SYSTEM® was registered on November 12, 2002 in International Class 41
for “Developing measuring instruments and educational manuals for use by others in the field of
rehabilitation; teaching others to measure and report rehabilitation outcomes; analyzing

67

rehabilitation outcomes for others,”®’ with a first use date of January 1, 1996.%

Where, as here, a party seeks registration based on acquired distinctiveness, it is
assumed that the mark is merely descriptive and the only issue remaining under 2(f) is whether
the mark or proposed mark has acquired distinctiveness.® “Mere descriptiveness” is not an
issue.”® “The issue of acquired distinctiveness is a question of fact.””' The applicant bears the

burden of establishing acquired distinctiveness’ by a preponderance of the evidence.”?

6 Id. at p. 6-8.

6 See Id. atp. 41-42.
6 Id. at p. 43-83.

66 Id. at p. 86.

5 Id. atp. 87.

6 Id.

6 Yamaha International Corporation v. Hoshino Gakki Co., Ltd., 6 U.S.P.Q. 2d 1001, 1005, 840
F.2d 1572, 1577 (Fed. Cir. 1988).

™ In re The Council on Certification of Nurse Anesthetists, 2007 TTAB LEXIS 49, n. 2 (TTAB

2007)
n Yamaha, supra, 6 U.S.P.Q. 2d at 1008.
2 Id.
7 1.
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AMRPA opposes the registration of FIM™ and seeks to cancel THE FIM

SYSTEM® registration on the additional ground that it claims those terms are generic. AMRPA

bears the burden of proving genericness by a preponderance of the evidence.”

B. FIM™ and THE FIM SYSTEM® are not generic.

AMRPA argues that FIM™ is generic.”> It does not, however, argue that THE
FIM SYSTEM® is generic.”® In any event, although it bears the burden of proving genericness

by a preponderance of the evidence, it offers no evidence at all to that effect.”’

1. The legal standard for genericness.

The Board’s test for genericness is well known’®:

A generic term is the common descriptive name of a class of goods
or services...” H. Marvin Ginn Corp. v. International Association
of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir.
1986). The critical issue in genericness cases such as this on is
whether members of the relevant public primarily use or
understand the term sought to be registered to refer to the genus of
goods or services in question. Our primary reviewing court has set
forth a two-step inquiry to determine whether a mark is generic:
First, what is the genus (category or class ) of goods or services at
issue? Second, is the term sought to be registered understood by
the relevant public primarily to refer to that genus (category or
class) of goods or services? 228 USPQ at 530.

f The Tea Board of India v. The Republic of Tea, Inc., 80 U.S.P.Q. 2d 1881, 1887 (TTAB 2006).
7 AMRPA Brief, pp. 27-38.

7 See AMRPA Brief, pp. 27-44.

7 Tea Board, supra, 80 U.S.P.Q.2d at 1887.

7 In re The Council of Certification of Nurse Anesthesists, supra, 2007 TTAB LEXIS 49, at *26.
See also Magic Wand, Inc. v. RDB, Inc., 19 U.S.P.Q.2d 1551, 940 F.2d 638 (Fed. Cir. 1991) (the
test for determining whether a mark is generic is its primary significance to the relevant public).
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2. There are many rehabilitation coding tools and functional assessment tools and

only one is referred to as the FIM™ instrument or as a functional
independence measure.

In this case, the genus of goods or services is defined by the goods set forth in the
FIM™ application and THE FIM SYSTEM® registration. FIM™ is sought to be registered for
“printed publications in the field of rehabilitation, namely printed coding forms, guides,
measurement instruments and reports.”° THE FIM SYSTEM® was registered for “developing
measuring instruments and educational manuals for use by others in the field of rehabilitation;
teaching others to measure and report rehabilitation outcomes; analyzing rehabilitation outcomes

for others.”%°

AMRPA does not attempt to identify the genus. By implication, AMRPA
contends that the genus is the name of a form, or a number or a score®', but it provides no

support or evidence for that conclusory statement.

Contrary to the assertion that FIM™ or functional independence measure is a
generic term for rehabilitation coding tools or functional assessment tools, the evidence is clear
that there are and have been many different rehabilitation coding forms and functional
assessment tools, and only one of them is known as the FIM™ instrument or referred to as the

functional independence measure or a functional independence measure.®? David Stover,

” AMRPA Ex. 54, p. 3.
80 AMRPA Ex. 55, p. 87.
8 AMRPA Brief, p. 29.

8 In a footnote, AMRPA refers to an assessment tool it says is known as the SFIM, which

AMRPA says is an acronym for “spinal functional independence measure.” See AMRPA Brief,
p. 14, n. 1. A review of the exhibits cited by AMRPA shows that the measure is actually known
as the SCIM, not SFIM. See AMRPA Exs. 43, 47. The acronym SCIM stands for “Spinal Cord
Independence Measure.” With respect to other measures that incorporate the letters FIM in their
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AMRPA’s Rule 30(b)(6) witness®’, testified that there were many functional assessment
measuring tools, some of them used by multiple hospitals.** AMRPA witness and lobbyist
Carolyn Zollar also testified that there are various instruments that measure functional
assessment:

Q:  Are there other instruments besides the one [FIM™

instrument] that we have seen in Opposer’s exhibits that
measure functional assessment?

A. There are various instruments that measure different parts of
functional independence and ability, yes.*’

AMRPA presented the testimony of two expert witnesses, Gerben DeJong and
Kenneth Adams. They each testified that there are other functional assessment tools or
rehabilitation coding tools, and that none of them is referred to as FIM or THE FIM SYSTEM.%¢
UDSMR presented the testimony of Dr. Samuel Markello, who gave similar testimony.®” The

following chart summarizes that testimony:

name, AMRPA makes no showing that these are not measures owned by UBFA. For example,
AMRPA Ex. 51 refers to WeeFIM. That measure is owned by UBFA (App. Ex. 9, 29).

8 Applicant’s Notice of Reliance No. 2, Stover Test. at p. 64, lines 6-18.

84 Id., Stover Test. at p. 84, lines 8-16.

8 Zollar 4/24/07 Test. at p. 77, lines 1-12 (bracketed insert supplied).

86 Adams was not familiar with many of the functional assessment tools, such as LORS,

REHABIS, PECS or CADET. Adams Test. at p. 36-37.

8 Dr. Markello is UDSMR’s Associate Director, and was an Assistant Professor from 1995 to

2000 in the State University of New York at Buffalo Medical School’s Department of
Rehabilitation. App. Ex. 39; p. 1. He has taught workshops throughout the United States on
“Data Analysis, Interpretation and Application of Rehabilitation Outcomes.” App. Ex. 39, p. 3.
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Reference to Testimony Stating That This

Tool Tool is Not Referred to As FIM or THE
FIM SYSTEM
Barthel index DeJong Test. at 81, lines 18-22
Adams Test. at 26, lines 13-21
Markello Test at 74
PULSES matrix DeJong Test. at 83, lines 1-3
Markello Test. at p. 83, line 6 - p. 84, line 7
ESCROW scale Delong Test. at 83, lines 4-6

Markello Test. at p. 84, line 8 - p. 85, line 1

Level of Rehabilitation Scale
(LORS)

DeJong Test. at p. 83, line 7 - p. 84, line 14
Markello Test. at p. 77, line 5 - p. 78, line 12

REHABIS measure

DeJong Test. at p. 84, line 15 - p. 85, line 5

PECS system

DeJong Test. at 85, lines 9-19
Markello Test. at p. 75, line 21 - p. 77, line 4

FAI DeJong Test. at p. 85, line 19 - p. 86, line 7
Adams Test. at 37, lines 10-18
Markello Test. at p. 80, line 17 - p. 81, line 14
HUP DelJong Test. at 86, lines 11-19

Disability Rating Scale

DelJong Test. at 87, lines 1-12
Markello Test. at p. 82, line 13 - p. 83, line 5

Functional Status Index (FSI)

DeJong Test. at p. 87, line 13 - p. 88, line 1
Markello Test. at p. 79, line 17 - p. 80, line 16

POLTIS

Adams Test. at 36, lines 6-11

Rankin scale

Markello Test. at p. 74, line 22 - p. 75, line 20

Glasgow coma scale

Markello Test. at p. 78, line 13 - p. 79, line 16

Glasgow Outcome scale

Markello Test. at p. 81, line 15 -p. 82, line 12

Functional Assessment Measure

Markello Test. at p. 85, line 2 - p. 86, line 6
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Reference to Testimony Stating That This
Tool Tool is Not Referred to As FIM or THE
FIM SYSTEM
RIC FAS Markello Test. at 86, lines 7-23
SF-36 survey Markello Test. at 87, lines 1-17
HUI index Markello Test. at p. 87, line 18 - p. 88, line 9

Dr. DeJong testified that his employer, the National Rehabilitation Hospital,
developed its own functional status measure. This measure is known as the Functional Data
Assessment Team Feedback Form or, alternatively, as the “green monster.”*® As Dr. DeJ ong
conceded, the NRH “green monster” nowhere refers to itself as a functional independence
measure.® A review of the “green monster” document shows that the instrument is not named or
referred to as FIM, FIM SYSTEM, or even "functional independence measure.”*® The “green
monster” is one example of a functional assessment tool, just as the FIM™ instrument is another
example of such a tool. The generic term is “functional assessment tool” or “rehabilitation

coding tool”, not FIM™ or FIM SYSTEM® or even functional independence measure.

88 Adams Test. at p. 52, line 10 - p. 53, line 5. The Functional Data Assessment Team Feedback
Form appears at AMRPA Ex. 25.

8 DeJong Test. at p. 109, line 21 - p. 110, line 5.
%0 AMRPA Ex. 25.
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AMRPA’s witness, Dr. DeJong, also testified about an article that he co-authored
for the June 2004 issue of the American Journal of Physical Medicine & Rehabilitation.”’ In the

left-hand column of the first page of DeJong’s article in a section titled “Disclosures”, it states:

FIM ™ is a trademark of the Uniform Data System for Medical
Rehabilitation, a division of UB Foundation Activities, Inc.”?

In his article’s text, DeJong refers to the FIM instrument and footnotes a reference to UDS.”
While DeJong tried to explain away the attribution in the “Disclosures” section of his article’s
first page by stating that he did not review the galleys and that the “Disclosure” was probably
added by the editor, DeJong did not call or write the Journal to complain after the article was
published.”* And he conceded that since accuracy of journal articles appearing under his name is
important to his reputation within the field, it is important to correct anything that is published
that is incorrect.”® Yet he did not, leading to the inference that his testimony about the
Disclosure and attribution being inaccurate was nothing more than a litigation-inspired position

taken long after the fact.

91

DelJong Test. at pp. 124-28. The article is App.Ex. 4.
%2 App. Ex. 4, p. 468.

» App. Ex. 4, p. 476 and n. 18.

o4 Delong Test. at pp. 126, 128.

» Id. at p. 138, line 19 - p. 139, line 12.
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AMRPA’s other expert witness, Kenneth Adams, testified that he performed an
Internet search for the term FIM.>® He read the first five articles that came up from the search.”’

None of those articles referred to any assessment scale — other than UDS’s — as the FIM.*®

The conclusion that FIM™ and FIM SYSTEM® are not generic is further
supported by industry literature. This literature establishes that there are multiple rehabilitation
coding tools and functional assessment tools and that only the UDS tool is referred to as the FIM
instrument or as the functional independence measure. This literature is summarized at length in
Section 3 (i) of the Facts section of this Brief.”” Not a single article discussed there refers to any
other rehabilitation assessment tool as FIM or a functional independence measure or the
functional dependence measure.

3. The documentary examples cited by AMRPA establish that FIM™ and THE
FIM SYSTEM® are not generic.

In its Brief, AMRPA offers examples of documents that it says prove that FIM™

is a generic term.'®

(It does not even attempt to do this with THE FIM SYSTEM® mark.)
AMRPA’s examples prove just the opposite — i.e. that FIM™ is the name of a specific

rehabilitation assessment tool, the one developed under the Research Foundation grant, and that

% Adams Test. at p. 63, lines 21-25.
%7 Id. at p. 67, lines 18-24.

% Id. at p. 66, line 12 - p. 67, line 24.
% App. Ex. 36, admitted into evidence without objection at Eisenhauer Test. at p. 159.
100 AMRPA Brief, pp. 32-37.
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the authors of the documents referenced by AMRPA know that they are referring to the UDS-

owned instrument when they use the term.

AMRPA begins with a reference to six documents in which, it claims, “usages of

FIM in the text are generic references to the test.”'®! A review of those documents, however,

reveals that the authors were referring to only one specific rehabilitation assessment tool when

they referred to FIM — the UDS tool — and not to the general category of assessment tools, and

that the author knew the source of that tool:'?

AMRPA Ex. 57 (UBF 0848) - Page 1 of a letter from a UDSMR
subscriber to UDSMR (addressee is missing but writer identifies facility as
a UDS subscriber). Asks for UDSMR’s permission to use a modified
version of the FIM™ instrument. As a subscriber, the facility was
licensed to use the FIM™ instrument and would know that UDSMR is the
source of the instrument and related services.

AMRPA Ex. 57 (UBF 0980) - Letter from a college to UDSMR
(addressed to UDSMR’s Director of Subscriber Services) asking for
UDSMR’s permission to use FIM™-related materials in courses for
students. Notes that 51% of the school’s clinical fieldwork centers are
UDSMR subscribers that require the students to use the FIM instrument.
Since the letter notes that majority of school’s fieldwork centers are
subscribers, the letter’s author indicates knowledge that UDSMR is the
source of the FIM™ instrument and related materials.

AMRPA Ex. 57 (UBF 1919-1923) - Journal article with a reference to
“FIM scores” that cites (1) an article whose authors include Byron
Hamilton and Carl Granger (principals under the Research Foundation

101

102

AMRPA Brief, pp. 32-33.

AMRPA implies that in order for a term to serve as a trademark or service mark, the public must
be able to identify the source of the good or service. That is not the law. A word or name may
serve as a trademark or service mark as long as it distinguishes the goods or service of the mark
holder from the goods or services of others, “even if that source is unknown.” 15 U.S.C. § 1127.
See also A.J. Canfield Co. v. Honickman, 1 U.S.P.Q. 2d 1364, 808 F.2d 291 (3d Cir. 1986)(the
1984 amendment to the Lanham Act endorses the “long recognized anonymous source rule”).
See also McCarthy, Trademarks and Unfair Competition § 15:8 (2007 ed).
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grant), (2) the 1987 version of the Guide for Use of the Uniform Data Set
for Medical Rehabilitation that is attributed to the Research Foundation
(grant recipient) and (3) a second article authored by Hamilton and
Granger entitled “UDS report: the uniform data system for medical
rehabilitation report of first admissions for 1990.” (Footnotes 11-13)
Indicates that article’s author is aware that UDSMR is the source of the
FIM™ instrument and related materials.

4. AMRPA Ex. 57 (UBF 0835-0841) - Journal article with reference to
“Functional Independence Measure” that cites two articles whose authors
include Hamilton and Granger.

5. AMRPA Ex. 57 (UBF 1936-1943) - Journal article that refers to an
instrument known as the “New York Hospital functional assessment” that
is separate and distinct from the FIM instrument but incorporates some
modified elements of the FIM instrument. Shows that when FIM
instrument is modified, it is no longer called the FIM instrument. Also
supports idea that health care facilities do not refer to all assessment
instruments as “FIM instruments” or as a functional independence
measure.

6. AMRPA Ex. 57 (UBF 001944-1946) - Journal article (case study) that
refers to two separate tables contrasting “FIM score” with “NRS-R score.”
Description of tables states that “NRS-R” stands for “Neurobehavioral
Rating Scale - revised,” an assessment instrument that is separate and
distinct from the FIM instrument. Shows that FIM refers to a specific
assessment tool and is not a generic name for all assessment tools. Does
not refer to the NRS-R scale as FIM or as a functional independence
measure.

In addition to referring to only the UDS-owned assessment tool as the FIM instrument or FIM,
none of these documents refers to any other assessment tool as a functional independence

measure.

Next, AMRPA refers to five documents that it characterizes as examples of

competitors and media using that term FIM in a generic sense.'”® But in each case, the document

103 AMRPA Brief, pp. 35-36.
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refers to FIM as a specific rehabilitation assessment tool, that tool being the UDS tool, thereby

proving that FIM is not a generic term for “rehabilitation assessment tool””:

1. AMRPA Ex. 59 (UBF 0155-0245) - Teaching guide/course materials
relating to the FIM instrument. Course outline states (0160) that “The
Uniform Data System for Medical Rehabilitation (UDS) originated the
FIM.”

2. AMRPA Ex. 60 (UBF 0254) - Flyer for “FIM Certification Training
Class.” There is nothing to indicate that the training provider does not
attribute the FIM instrument to UDSMR.

3. AMRPA Ex. 61 (UBF 0926-27) - Trade publication article that refers
specifically to the eighteen items in the FIM instrument and refers to the
Minimum Data Set (MDS) as a separate assessment instrument that
incorporates only some of the FIM instrument’s eighteen items. The
article also notes that HCFA has a license with UDSMR that allows
HCFA to use the FIM instrument.

4. AMRPA Ex. 62 (UBF 1120) - Trade publication - quoted language is not
on the page AMRPA provided. That language does refer to the FIM
instrument as a separate and distinct assessment instrument.

5. AMRPA Ex. 63 (UBF 0680) - Business First news article about
UDSMR’s WeeFIM instrument. Article notes that UDSMR was the
“brainchild” of Dr. Granger and states that the FIM instrument (referred to
as the Functional Independence Measure) “was the first product to come
from Granger’s initiative.” Links the FIM instrument to UDSMR through
Dr. Granger.

In addition to referring to only the UDS-owned assessment tool as the FIM instrument or FIM,
none of these documents refers to any other assessment tool as a functional independence

measure.

Finally, AMRPA identifies six documents which it says are examples of UBFA

using FIM as “a generic term for a medical rehabilitation test.”'%* Reference to the documents

104 AMRPA Brief, p. 37.
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themselves, instead of to AMRPA’s characterization of them, shows that each document refers to
the specific rehabilitation assessment tool owned by UDS and not to other tools or to the genus

of “rehabilitation tools™:

1. AMRPA Ex. 64 (UBF 0046) - Appears to be a page from a UDSMR
report prepared for a UDSMR subscriber. Since subscribers are licensed
to use the FIM™ instrument, the report would relate to subscriber data
collected using that instrument (page also contains UDSMR copyright
notice).

2. AMRPA Ex. 65 (UBF 0095) - 1987 version of the FIM™ instrument.
Contains Research Foundation copyright notice.

3. AMRPA Ex. 66 (UBF 0097) - 1985 version of the FIM™ instrument
coding sheet with early version of the FIM™ instrument (18 items but
only 4 levels). Contains a copyright notice but does not indicate the
copyright owner. Heading refers to “National Data System for Medical
Rehabilitation.”

4. AMRPA Ex. 67 (UBF 0106) - 1987 version of FIM Profile graph.
Contains Research Foundation copyright notice.

5. AMRPA Ex. 68 (UBF 0876) - Letter from UDSMR librarian giving
permission to a hospital to use subsets of the FIM instrument in a
proposal. Requires hospital to give “proper credit” for such usage.

6. AMRPA Ex. 69 (UBF 0948) - E-mail from UDSMR copyright librarian
indicating that the FIM instrument was developed under a federal grant
but is not in the public domain. Intended to refute the common
misperception that works developed under federal grants are automatically
in the public domain (copyright concept, not a trademark concept).

In addition to referring to only the UDS-owned assessment tool as the FIM instrument or FIM,
none of these documents refers to any other assessment tool as a functional independence

measure.

As to THE FIM SYSTEM® mark, AMRPA’s Rule 30(b)(6) witness, David
Stover, testified that the mark THE FIM SYSTEM® is used by UDSMR, that the mark THE
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FIM SYSTEM® is not used by AMRPA and that he does not know of any third-party that has

used that mark.'®

4. Dr. DeJong’s and Dr. Adams’ testimony that FIM is a generic term is not
probative.

AMRPA attempts to bolster its argument that FIM is a generic term by citing to
the testimony of Dr. Gerben DeJong and Dr. Kenneth Adams that FIM is a generic acronym for
functional independence measure. These witnesses are anything but independent witnesses.

Their opinion testimony is not probative and should be given no weight.

Neither Dr. DeJong nor Dr. Adams is an independent witness. Dr. DeJong’s
employer, the National Rehabilitation Hospital (“NRH”), is the recipient of a $400,000 grant
from AMRPA, a portion of which will be allocated to Dr. DeJong’s salary.!” The CEO of Dr.

DeJong’s employer is an AMRPA Board member.'?’

Dr. Kenneth Adams has acted as a lobbyist for AMRPA before
Congress'® and has acted as an industry spokesman for AMRPA.!® He was at the time of his

testimonial examination a member of AMRPA’s Board of Directors.''°

105 Stover Test. at p. 95, lines 17 - p. 96, line 5 (attached to Applicant’s Notice of Reliance No.2,

Item 1).
106 DeJong Test. at p. 14, lines 5-14, and p. 74, lines 16 - p. 75, line 10.

107

DelJong Test. at p. 76, line 21 - p. 77, line 6.
108 Adams Test. at p. 43.

109 Adams Test., at p. 45, line 23 - p. 46, line 5.
""" AMRPA Ex. 41.
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When asked, Dr. DeJong conceded that he did not know the meaning of “generic”
in the trademark context."'" Dr. Adams testified that he did not conduct any surveys to
determine how people in the industry perceive the term FIM.'!? As a scientist, Dr. Adams
admitted that his method of determining how people perceive the term FIM did not pass

scientific muster — “[M]y scientific method was not valid . . ..”'!3

When the characterizations testified to by Drs. DeJong and Adams are stripped
away and their testimony regarding facts is considered, it is clear that FIM™ is not generic.
Both DeJong and Adams testified that there are many rehabilitation assessment tools and that no
one refers to any of those tools other than the UDS-owned instrument as the FIM instrument or

THE FIM SYSTEM. That testimony is cited in the chart at pages 29 - 30 of this Brief.

AMRPA’s burden here is to show both that 1) “functional independence measure”
is a generic term for the class of goods and services in UBFA’s applications for the registration
of the FIM™ and THE FIM SYSTEM® marks and 2) that the relevant public understands

“FIM” to be an abbreviation for a full generic phrase.''* AMRPA has not met either burden.

111

DeJong Test. at p. 72, line 20 - p. 73, line 3 (“I don’t know.”).

2 Adams Test. at p. 57, lines 9-10.

1 Id, at p. 58, lines 5-6. Dr. Adams testified that he had not heard of many of the other functional

assessment tools, the implication being that those tests were not known to persons in the
rehabilitation field. Adams Test. at p. 37, lines 2 - p. 38, line 9. AMRPA’s other expert witness
was more forthright - he readily testified to his familiarity with other assessment tools, all of
which are known by names other than FIM. DeJong Test. at pp. 81-87.

14 See eg. Capital Project Management, Inc. v. IMDSIS, Inc., 70 U.S.P.Q.2d 1172 (TTAB 2003).
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AMRPA has submitted no evidence to show that the relevant public used
“functional independence measure” or “FIM” in a generic sense, i.e. as referring to the entire
genus of rehabilitation assessment tools or functional assessment measures. In fact, AMRPA
acknowledges in its Brief that FIM refers to a single specific assessment tool and not to the class
of all assessment tools: “The functional independence measure (FIM) is @ well-known
assessment tool for measuring the condition of medical rehabilitation patients and potential
rehabilitation patients. . ..”'"> The overwhelming weight of the evidence confirms this, that both
“functional independence measure” and “FIM” are used by the relevant public to refer to a single
rehabilitation assessment tool and no other: the 18-item, 7-level assessment tool developed by

the Research Foundation under a government grant, and later assigned to UBFA.

AMPRA points to the inclusion of “FIM” in Acronyms, Initialisms &
Abbreviations as an acronym for “functional independence measure” as proof that FIM is
generic.''® It is no proof of genericness. The appearance of “FIM” or “functional independence
measure” in an acronym listing does not speak to whether the relevant public considers “FIM” or
“functional independence measure” to be a description for the entire genus of rehabilitation
assessment tools. In fact, the proof in the record is that those terms refer not to the genus of
rehabilitation assessment tools, but to only one specific rehabilitation assessment tool, the one
owned by UDS. Even the Acronyms, Initialisms & Abbreviations publication itself warns that
the inclusion of an acronym in its listing has no trademark significance: “The inclusion of an

acronym, initialism, or abbreviation (acronym) does not represent an expression of the

1s AMRPA Brief, p. 11 (emphasis supplied).
16 AMRPA Brief, p. 17.
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publisher’s opinion as to any legal rights, trademark or otherwise, in such acronym, nor should it
be relied upon as having any bearing on the validity or ownership of any trademark. The failure
to indicate that as [sic] acronym is a trademark is not intended as a representation by the
publisher that no trademark right exists in the acronym and does not affect any legal rights in

such acronym.”'"’

Where, as here, an acronym is not generally understood to be a recognized term
for a generic phrase, acronyms have been registered as marks, even in the face of challenge. For
example, “CV” (continuous vision)''?, “PCA” (Professional Cleaners Association)''?, “RWP”
(registered will plan)lzo “PDA” (property damage appraiser)'?', and “CLF” (current-limiting
fuse)'?? have all been registered, either after an opposition or after an appeal from an Examiner’s

refusal.

Because AMRPA has not met its burden of proving genericness, the only

remaining issue is acquired distinctiveness.

117

AMRPA Ex. 54, p. 11. Acronuyms, Initialisms & Abbreviations (38™ ed. 2007) itself lists such
well-known registered marks as Nasdaq, NBA, MLB and PBS. Id. at Vol.1, Part 3, pp. 3072,
3250, 3268.

18 Modern Optics, Inc. v. Univis Lens Co., 110 U.S.P.Q. 293, 234 F.2d 504 (CCPA 1956).
19 Racine Industries, Inc. v. Bane-Clene Corp., 35 U.S.P.Q.2d 1832 (TTAB 1995).
120 In re First National Bank of Canton, 152 U.S.P.Q. 293 (TTAB 1967).

121

Property Damage Appraisers, Inc. v. Property Damage Appraisers, Inc., 177 U.S.P.Q. 792
(TTAB 1973).

122

General Electric Company, Inc. v. The Chase-Schawmut Company, 133 U.S.P.Q. 341 (TTAB
1962).
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C. The FIM™ and THE FIM SYSTEM® marks have acquired distinctiveness.

The Federal Circuit has held that “a mark has acquired secondary meaning if it
has become ‘distinctive of the applicant’s goods in commerce.” Whether a mark has acquired
distinctiveness is a question of fact.”'> “The exact kind and amount of evidence necessarily
depends on the circumstances of the particular case” and “Congress has chosen to leave the exact
degree of proof necessary to qualify a mark for registration to the judgment of the Patent Office
and the courts.”'** “All that is necessary to establish secondary meaning is that the ordinary

buyer associates the mark with a single, albeit anonymous, source.”'?’

In an opposition proceeding (such as the opposition proceeding challenging
registration of FIM™), the acquired distinctiveness determination is made as of the date the issue

is being determined.'?®

In a cancellation proceeding (such as the proceeding seeking to cancel
THE FIM SYSTEM® registration), the date as of which to determine acquired distinctiveness is

the date of registration.'”’ THE FIM SYSTEM® was registered on November 12, 2002.'%®

12 The Hoover Company v. Royal Appliance Mg. Co., 57 U.S.P.Q.2d 1720, 1722, 238 F.3d 1357,
1360 (Fed. Cir. 2001) citing 15 U.S.C. §1052(f).

124 In re Owens’ Corning Fiberglas Corporation, 227 U.S.P.Q. 417,422, 774 F.2d 1116, 1125 (Fed.
Cir. 1985), quoting In re Hehr Manufacturing Company, 126 U.S.P.Q. 381, 383,279 F.2d 526,
528 (CCPA 1960).

123 McCarthy, Trademarks and Unfair Competition, §15:8 (2007 ed). See also In re Polar Music
Intern AB, 221 U.S.P.Q. 315, 317, 714 F.2d 1567, 1571 (Fed. Cir. 1983) (“the public need not
know the name of the owner of the marks™).

126 McCarthy, Trademarks and Unfair Competition, §15:71 (2007 ed). See also McCormick & Co.
v. Summers, 148 U.S.P.Q. 272, 276, 354 F.2d 668 (CCPA 1966).

127 McCarthy, Trademarks and Unfair Competition, §15:71 (2007 ed). See also Harsco Corp. v.
Electrical Sciences, Inc., 9 U.S.P.Q.2d 1570 (TTAB 1988).

128 App. Ex. 55 at p. 87.
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Despite the fact that there is a full record of testimony and exhibits before the
Board, AMRPA has limited its discussion of acquired distinctiveness to those items that were
submitted to the Examiner during the trademark and service mark application process.'?
Whether the submissions to the PTO were sufficient to establish acquired distinctiveness is,
however, irrelevant. Where, as here, “both sides presented all their evidence, filed briefs and
[will make] closing arguments, the only relevant issue . . . is which party should prevail on the
entire record. At this stage, evaluation of the entire record, not the prima facie showings
previously made by the respective parties, is the only issue relevant to the outcome.”'*® We now
turn to that issue — whether, based on the entire record, FIM and THE FIM SYSTEM have

acquired distinctiveness.

The evidence of acquired distinctiveness of the FIM™ and THE FIM SYSTEM®
marks is strong. Both marks have been in use since at least the mid-1990s. Since at least 1993,
UDS has licensed its FIM™ instrument."*' The number of licensed subscribers has risen from
622 in 1994, to 1021 in 2002, and to 1130 in 2006.1*? Revenues for use of the FIM™ instrument
and THE FIM SYSTEM® goods and services has increased from $1,533,767 in 1994; to
$7,086,511 in 2002, and, in 2006, was $6,334,837'> through November, the month in which

UDS’s Kathy Dann testified. From 1998 through late in 2006, more than 4.3 million patients

129 AMRPA Brief, pp. 17-27, 42-43.

130 Yamaha, supra, 6 U.S.P.Q.2d at 1006 (bracketed insert supplied and internal footnote omitted).

131

Bailey Test. at p. 10 - p. 33 and App. Ex. 38 (forms of license agreements).

132

App. Ex. 6 and Dann Test. at p. 9, line 18 - p. 10, line 21.

133

App. Ex. 6 and Dann Test. at p. 11, lines 3-15.
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. . 4
have been assessed using the FIM™ instrument. "

UDS’s market penetration of inpatient
rehabilitation facilities using the FIM instrument™ under license as a percentage of all such

facilities (including those using other measures of functional assessment) has ranged from 65%

to 80% between 1992 and 2006.'>

Because they have entered into license agreements, all of those facilities
administering the FIM™ instrument or utilizing THE FIM SYSTEM® goods or services
pursuant to a license agreement with UDS — representing 65% to 80% of the market — realize
that the FIM™ and THE FIM SYSTEM® marks designate source. AMRPA witness Gerben
DeJong agreed with these market penetration percentages — he estimates UDS’s market

percentage at 70% to 80%."*

UDS makes and has made affirmative and substantial efforts to promote the
FIM™ and THE FIM SYSTEM® marks as source identifiers. Each year, UDS attends trade
shows throughout the United States. From 1994 through 2006, UDS has attended 108 trade

shows in twenty states and the District of Columbia.'*’

At these shows (and elsewhere), UDS
displays literature bearing the FIM™ and THE FIM SYSTEM® marks, exhibited banners and

graphic materials displaying those marks, provided sample guides with the marks, and handed

134

App. Ex. 11 and Dann Test. at p. 19, line 14 - p. 20, line 20.

133 Dann Test. at p. 11, line 16 - p. 21, line 1. Dann testified that this was the range of market

penetration during her tenure at UDS, which commenced in 1992. App. Ex. 5 (establishes when
Dann began working at UDS).

136 DeJong Test. at p. 80, line 20 - p. 90, line 1.
137 App. Ex. 19.
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out promotional items such as coffee mugs, pens and mousepads displaying the marks.'*® At the
educational portions of some of these trade shows, UDS’s Dr. Granger has given educational
presentations concerning the FIM™ instrument. In doing so, he has used posters describing the
FIM™ instrument, displaying the FIM™ trademark and noting that “All marks associated with

FIM . . . are owned by UBFA.”'*’

These efforts to promote the FIM™ and THE FIM SYSTEM® marks at trade
shows have been successful. Even AMRPA witness Gerben DeJong acknowledges that he has

seen UDS’s booth at numerous trade shows!*? and that UDS displays the FIM™ mark:

Q. At those trade shows do they [UDS] use the FIM mark and display
the FIM mark?

A. Yes, they do. Ican’t recall the most recent one. But I’ve seen that
mark used frequently.'*!

UDS has advertised its goods and services. The FIM™ mark has been
prominently displayed in those advertisements. From 1994 through September 30, 2006, UDS
has spent more than $2.4 million on advertising, including trade shows and industry publication

ads."* Examples of written advertisements in Rehab Management are in the record.'

138

App. Exs. 27, 28, 29, 30 and Hagerty Test. at p. 95, lines 5-16; p. 105, line 11 - p. 106, line 1; p.
106, line 19 - p. 108, line 21; and p. 108, lines 6-18.

139

App. Exs. 25, 26. Hagerty Test. at p. 102, line 1 - p. 103, line 16.

140

DeJong Test. at p. 90, lines 2-13.

141

DeJong Test. at p. 90, lines 14-18 (bracketed insert supplied).

142

App. Ex. 33 (advertising expenditures). Hagerty Test. at 111, line 20 - p. 112, line 22.

143

App. Ex. 22-24. Hagerty Test. at p. 99, line 1 - p. 100, line 23.
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UDS’s promotion of the FIM™ and THE FIM SYSTEM® marks has resulted in
unsolicited media coverage. Unsolicited articles referring to the UDS goods and services and

identifying them with the FIM™ marks are in the record.'**

Perhaps the best indication that the public has come to treat the FIM™ and THE
FIM SYSTEM® marks as a source identifier is the plethora of professional articles identifying
UDS as the source of the FIM™ instrument and THE FIM SYSTEM® goods and services.
Several dozens of these articles are summarized at pages 17 - 22 of this Brief. In addition, in its

143" An actual review of these

discussion of genericness, AMRPA refers to seventeen documents.
documents reveals that the documents’ authors not only did not use FIM as a generic term, but

they were well aware that UDS was the source of the FIM™ instrument. These seventeen

documents are discussed at pages 33 - 36 of this Brief.

POINTII. “Policing” And “Abandonment” Are Not Issues In This
Proceeding.

A. Policing the Marks

During discovery, AMRPA stated the “Opposer is not claiming that Applicant did
not adequately police ‘FIM.””**® Even without this concession, the record is undisputed that

UDSMR has extensively policed and controlled the FIM™ and THE FIM SYSTEM® marks.

144 App. Exs. 31, 32. Hagerty Test. at p. 109, lines 12-20; p. 110, lines 11-21; and p. 111, lines 7-12.
143 AMRPA Brief, pp. 32-37.

146 Applicant’s Notice of Reliance No. 1, § 1: Opposer’s Response to Applicant’s First Set of
Interrogatories to Opposer, Response No. 6 (emphasis supplied).
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It has long been settled that “[t]he owner of a mark is not required to constantly
monitor every nook and cranny of the entire nation and to fire both barrels of his shotgun
instantly upon spotting a possible infringer.”'*’ Instead, “the owner must take reasonable steps,
under all the circumstances of the case, to prevent the public from being misled.”'*® Occasional
or sporadic misuses by non-licensees are insufficient to show that a mark has become generic

because of a failure to police the mark.'*

UDSMR has written to hundreds of vendors, subscribers, authors, journals, the
government and lobbying groups in a continuing effort to enure that the marks are used

appropriately.'>

AMRPA has pointed to only a few examples of what it claims to be generic use
of FIM™ or THE FIM SYSTEM®."*! And, in each of those instances, the references to FIM™
or THE FIM SYSTEM® are to the assessment tool and related materials developed under the

Research Foundation grant (and assigned to UDS) or developed later by UDS. None of those

147 Engineered Mechanical Services, Inc. v. Applied Medical Technology, Inc., 223 U.S.P.Q 324,

332,584 F. Supp. 1149 (M.D. La. 1984). See also Tea Board of India v. The Republic of Tea,
Inc., 80 U.S.P.Q. 1881, 1888 (TTAB 2006).

148

Midwest Plastic Fabricators, Inc. v. Underwriters Labs, Inc., 15 U.S.P.Q. 2d 1359, 1363, 906
F.2d 1568 (Fed. Cir. 1990).

149

University Book Store v. University of Wisconsin Board of Regents, 33 U.S.P.Q. 2d 1385 (TTAB
1994) (few occasional and transitory incidents regarding quality insufficient); Midwest, supra
(occasional, sporadic problem insufficient); McCarthy, Trademarks and Unfair Competition §
18:58 (2007 ed.).

130 Dann Test. at pp. 21-29 and App. Exs. 12-16 (letters to and from vendors, subscribers, authors,
journals and others).
151 See AMRPA Brief, pp. 32-33, 35-36, 37.
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examples is an instance of anyone referrring to a different assessment tool (or materials related to

a different assessment tool) as FIM or THE FIM SYSTEM.'*?

B. Abandonment

AMRPA has conceded that it is not claiming that Applicant has abandoned the
challenged marks. In its responses to interrogatories, AMRPA stated: “ Opposer does not claim

that Applicant has abandoned ‘Applicant’s Mark.””'*?

CONCLUSION

Beginning in 1984, the Research Foundation of the State University of New York
obtained a federal grant and developed an assessment tool, known as the FIM™ instrument, to
measure and categorize the condition of medical-rehabilitation patients. The Research
Foundation assigned its rights in the FIM™ instrument and related marks, goods and services to

UB Foundation Activities, Inc.

The FIM™ instrument is but one of many assessment tools. Only the UBFA
instrument is known as the FIM™ instrument. None of the other assessment tools is referred to
as FIM or THE FIM SYSTEM or “functional independence measure.” The extensive literature

in the rehabilitation field consistently refers to only the UBFA assessment tool as the FIM or

152

See discussion of AMRPA’s references at pages 33-36 of this Brief.
133 Applicant’s Notice of Reliance No. 1, § 1: Opposer’s Response to Applicant’s First Set of
Interrogatories to Opposer, Response No. 5 (emphasis supplied).
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THE FIM SYSTEM or “functional independence measure.” Even AMRPA concedes that “FIM”

1 3154
>

refers to “a well-known assessment too and not to the genus of all such assessment tools.

The FIM™ and THE FIM SYSTEM® marks have acquired distinctiveness. The
industry literature, the more than 1000 licenses entered into by UDS representing a 65% to 85%
market penetration, the 4.3 million patients assessed using UDS’s FIM™ instrument, the
advertising and promotion of the marks by UDS throughout the United States, and unsolicited
media coverage all point to the same conclusion — that the ordinary buyer associates the FIM™

and THE FIM SYSTEM® marks with a single source.

Because FIM™ and THE FIM SYSTEM® are not generic and have acquired
distinctiveness, AMRPA’s opposition to registration of FIM™ should be dismissed, and its

petition to cancel the registration of THE FIM SYSTEM® should be denied.
Dated: September 21, 2007

HODGSON RUSS LLP
Attorneys for Applicant-Respondent

foud 9 Fuh

Paul I. Perlman, of Counsel
The Guaranty Building
140 Pearl Street, Suite 100
Buffalo, NY 14202-4040
716.856.4000

By:

003599/00192 BFLODOCS 2020391v1

134 AMRPA Brief, p. 11 (emphasis supplied).
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APPENDIX
L Description of the Trial Record:

AMRPA has described a portion of its trial record and has not described any of
UBFA’s trial record.

A. Additional AMRPA Testimony and Exhibits

On September 13, 2007, AMRPA submitted the following additional testimony
and exhibits, which were not identified in its brief:

1. Carolyn Zollar Test. of 4/24/07"; and

2. App. Ex. 4: Marked during testimony of AMRPA witness Gerben
DeJong. Beatty, Neri, Bell, and DeJong. “Use of Outcomes
Information in Acute Inpatient Rehabilitation,” Am. J. Phys. Med.
Rehab, Vol. 83, No. 6, June 2004.'*

B. UBFA Testimony and Exhibits *7:
UBFA has submitted certified copies of the following testimony:

1. Kathleen Dann, Chief Operating Officer, Uniform Data Systems, a
division of UBFA (Dann Test. begins at 6 of 11/29/06 transcript);

2. Francis Hagerty, Director of Marketing, Uniform Data Systems
and Product Manager for UDS-Pro (Hagerty Test. begins at 88 of
11/29/06 transcript);

3. Elizabeth Eisenhauser, Information Resources Specialist, Uniform
Data Systems (Eisenhauer Test. begins at 146 of 11/29/06
transcript);

4. Janet Bailey, Director of Clinical trials, Uniform Data Systems
(Bailey Test. begins at 5 of 11/30/06 transcript);

5. Dr. Samuel J. Markello, Associate Director, Uniform Data Systems
(Markello Test. begins at 69 of 11/30/06 transcript); and

133 Docket Entry 67 (pp. 360 et seq.) in Opposition 91158512.
136 Docket Entry 67 (pp. 350-59) in Opposition 91158512.
137 Docket Entries 44-51 in Opposition No. 91158512.
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6. Dr. Carl Granger, Executive Director, Uniform Data Systems
(Granger Test. begins at 101 of 11/30/06 transcript).

With the certified copies of the testimony, UBFA submitted certified copies of the
exhibits introduced during that testimony:

APP Ex. 5:  Kathy Dann education and employment history

APP Ex. 6: Estimated Number of FIM™ subscribers and Estimated $ Volume
of FIM™ gales

APP Ex.7:  Pages from UDS website, 1998

APP Ex. 8:  Pages from UDS website, 2006

APP Ex.9:  Marks and Proper Citations for UDSMR Publications
APP Ex. 10: FIM System® Advantage

APP Ex. 11: Total FIM™ Patients Assessed and Total FIM™ UDS-PRO
Patients Assessed

APP Ex. 12: Documents relating to UDS’s “policing efforts”
APP Ex. 13: Documents relating to UDS’s “policing efforts”
APP Ex. 14: Documents relating to UDS’s “policing efforts”
APP Ex. 15: Documents relating to UDS’s “policing efforts”
APP Ex. 16: Documents relating to UDS’s “policing efforts”
APP Ex. 17: FIM application Response to Office Action No. 4
APP Ex. 18: Fran Hagerty education and employment history
APP Ex. 19: Trade shows attended by UDS (1994-2006)

APP Ex. 20: Photograph - UDS FIM™ and THE FIM SYSTEM® coffee mug
APP Ex. 21: UDS FIM™ Decision Tree mousepad

APP Ex. 22: The FIM System™ Update (Newsletter), April 1997

APP Ex. 23: UDS advertisements in REHAB Management, April/May 1997
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APP Ex.

APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.

APP Ex.

APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.
APP Ex.

OPP Ex.

OPP Ex.
OPP Ex.
OPP Ex.
OPP Ex.

OPP Ex.

24:

25:
26:
27:
28:
29:
30:
31:
32:

33:
34:
35:
36:
37:
38:
39:

27:

28:
29:
30:
31:

32:

UDS advertisements in REHAB Management, February/March
1997

Poster used by UDS’s Dr. Granger in educational seminars
Poster used by UDS’s Dr. Granger in educational seminars
UDS Banner: The FIM System®

UDS tri-fold brochure

UDS document holder brochure

UDS tri-fold brochure

Journal articles

The Utility of External Performance Measurement Tools in
Program Evaluation, Rehabilitation Nursing, Jan/Feb 1998

UDS advertising expenditures

Elizabeth Eisenhauer Resume

Literature search results

Journal articles

Janet Bailey education and employment history
UDS forms of license agreements

Samuel J. Markello Curriculum Vitae

Dann Declaration outlining the number of subscribers and uses of
the FIM™ instrument (June 21, 1999)

UDSMR Data Management Service Facility Agreement
Service Agreement, dated July 1, 1999

Service Agreement

Letter from Ela Weiss

Dann Declaration, June 21, 2000
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OPP Ex.
OPP Ex.
OPP Ex.
OPP Ex.
OPP Ex.
OPP Ex.

OPP Ex.

003599/00192 BFLODOCS 2020391v1

33:
34:
35:
36:
37:
38:

39:

Dann Declaration, January 28, 2002

Letter to Ron Miller

Letter dated August 22, 2001

Project Report

UDSMR National Advisory Committee, Oct. 28, 1991
UDSMR National Advisory Committee, Nov. 14, 1992

UDSMR National Advisory Committee, July 21, 1993
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OFFICE OF MANAGEMENT AND
BUDGET .

- [Circular No. A-110]

GRANTS AND AGREEMENTS WITH INSTI-
* TUTIONS OF HIGHER EDUCATION,

HOSPITALS, AND OTHER NONPROFIT
* ORGANIZATIONS

Uniform Adminis}rative Requirements

JuLy 1, 1976.

To the heads of executive departments
and establishments.

Subject: Uniform administrative re-
quirements for grants and other agree-
ments with institutions of higher edu-.
cation, hospitals, and other nonprofit
organizations . .

1, Purpose—This Circular promul-
gates standards for obtaining consisten-
cy and uniformity among Federal agen-
cies in the administration of grants to,
and other agreements with, public and
private Institutions of highef education,
public and private hospitals,-and other
quasi-public and private nonprofit or-
ganizations. This Circular does not apply
to grants, contracts, or other agreements
between the Federal Government and
units of State or local governments
covered by Federal Management Cir-
cular 74-1.

2. Effective date~The standards in
the attachments to this Circular will be

applied as soon as practicable but not

later than January.l, 1977.
3. Supersesﬁon.—m Clrcular res-

cinds and replaces parts IIT and IV of

tHe Appendix to Federal Management

Circular 73-7, Administration of college
. and university research grants.

4, Policy intent.—The uniform stand-
ards and requirements included in the
attachments to this Circular replace the
varying and often conflicting require-
ments that have been imposed by Ped-
eral agencies as conditions of grants and
other agreements’ with recipients.

6. Applicability and scope.—Except as
provided below, the standards promul-
gated by this Circular are applicable to
all Federal agencies. If any statue ex-
pressly prescribes policies or specific re-
quirements that differ from the stand-
ards provided herein, the provisions of
the statute shall govern.

The provisions of the attachments of
this Circuler shall be applied to subre-
ciplents performing substantive wofk
under grants that are passed through or
av/iarded by the primary recipient if such
subrecipients are organizations de-
scribed in paragraph 1.

6. Definitions. - -

a. The term “grant” means money or
property provided in lieu of money paid
or furnished by the Federal Government;
to recipfents under programs that pro-
vide financia} assistance or that provide
support or stimulation to accomplish a
public, purpose. The term “other agree-
ments” does not include contracts which
are required to be entered into and ad-
ministered under procurement laws and
regulations. Groants and other agree-
ments exclude (4) technical assistance
programs, which provide services instead
of money, (b) assistance in the form of

A ’

- " FEDERAL

NOTICES

general revenue sharing, loans, loan
guarantees, or insurance, and {c) direct

" payments of any kind to individuals.

b. The term “recipient” includes the
following types of nonprofit organiza-
tions that are receiving Federal funds
from a Federal agency or through a
State or local government: )

Public and private institutions of high-
er education; public and private hos-
pitals; and other quasi-public and pri-
vate nonprofit organizations such as-(but

not limited to) community action agen-_

cies, research institutes, educational as-
sociations, and -health centers:

The term does not include foreign or
international organizations (such as
agencies of the United Nations) and
Government-owned contractor operated
facilities -or research-centers providing
continued support for mission~oriented,
Iarge scale programs that are Govern-
ment-owned or controlled, or. are de-
signed as federally-funded research and
development centers.

7. Requests for exceptions.—The Office
.of Management and Budget may grant
exceptions from the requirements of this
Circular when exceptions are not pro-
hibited under existing laws.

However, in the interest of maximum
uniformity, exceptions from the re-
quirements of the Circular will be per-
mitted only in unusual chses. Agencles
may apply more restrictive requirements
to a class of recipients when approved by
the Office of Management and Budget.

8. Attachments—The standards pro-
mulgated by this Circular are set forth
in the Attachments, which are:

Attachment A Cash depositories.

Attachment B Bonding and insurance, .

Attachment C Reténtion and custodial re-
quirements for records.

Attachment D Program income.

Attachment E Cost sharing and matching.

Attachment F Standards for financial man-
agement systems.

Attachment G Financlal reporting require-

. ments.

Aftachment H Monitoring
program performance.

Attachment I Payment requirements.

Attachment J Revision of financial plans,

Attachment K Closeout procedures.

Attachment L Suspension and termination
procedures.

Attachment M Standard form for applying
for federal assistance.

Attachment N Property management stand-
ards, -

Attachment O Procurement standards.

9, Exceptions for certain recipients.—
Notwithstanding the provisions of para-
graph 7 if an applicanf/recipient has a
history of poor performance, is not fi-
nancially stable, or its management sys-
tem does not meet the standards pre-
scribed in the Ciréular, Federal agencies
may impose additional requirements as
needed provided that such applicant/
recipient is notified in writing as to:

a. Why the additional standards are
being imposed; '

b. what corrective action is needed.

Copies of such notifications shall be
sent to the Office of Management and
Budget and other agencies funding that
recipient at the same time the recipient
i;s notified.

and reporting

10. Responsibilities—Agencies respone
sible for administering programs that in«
volve grants and other agreements with
reciplents shall issue the appropriate
regulations necessary to implement the
provisions of this Circular. All portions
of such regulations that involve record-
keeping and/or reporting requirements
subject to the provisions of the Federal
Reports Act and OMB Clrcular A-40
'must be submitted to OMB for clearance
before being introduced into use. Upon
réquest all regulations and instructions
implementing this Circular shall be
furnished to the Office of Management
and Budget. Agencies shall also desig-
nate an officlal to serve as the agenoy
representative on matters relating to the
implementation of this Circular. The
name and title of such representative
shall be furnished to the Office of Man~
agement and Budget not later than Au-
gust 30, 1976.

11. Inquiries—Further information
concerning this Circular may be obtained
by contracting the Finanoial Manage-
ment Branch, Budget Review Division,
Office of Management and Budget,
ggsghington, D.C. 20503, telephone 395~

James T, Li¥ny,
Director.

ATTACHMENT A.—CIRCULAR No, A-110
CASH DEPOSITORIES

1. This attachment sots forth standards
governing the uso of banks and other ine
stitutions as depositories of funds advancod
under grants and othor agreomonts.

2. Except for situations described in paras«
graphs 8, 4, and 6, no Fedoral sponsoring
agengy shall:

a. Require physical segrogation of cash do«
positories for funds which are provided to o
recipient,

b. Establish any eligibility requiroments
for cash depositories for funds which are pro-
vided to & recipient.

3. A separate bank sccount shall bo roquire
when applicable lettor-of-ctedit agreomonts
provide that drawdowns will be mado whon
the reciplent's checks are presonted to tho
bank for payment.

4, Any monoys adbanced to o reciplont
which are subject to the control or regulae
tion of the United States or any of its officors,
ggents or employees’ (publio moneys as do=
fined in Treasury Circular No, 170, a3
amended) must be doposited in a bank with
Federal Deposit Insurance Corporation
(FDIC) insurance coverage and the balance
exceeding the FDIO coverage must bo col.
laterally secured.

§. Consistent with tho natlonal goal of
expanding the opportunitics for minority
business enterprises, recipionts and sube
reclpients shall be encouraged to use minor«
ity banks (a bank which is owned at least 60
percent by minority group mombers).

ATTACHMENT B.~~Cmcurar No, A-110
¢ DBONDING AND\XNSVRANOE

1. This attachment sets forth bonding and
{nsurance requiremeonts for grants and othor
agreements with recipionts. No other bond«
ing and insurance requirements shall be fm.
posed other than thoso narmally required by
the reciplent. ’

2. Except as othorwise required by law, a
grant or other agreement that roquires tho
contracting (or subcontracting) for cons
struction or facility lmprpvomonts shall pro«
vide for the reclplent to follow its own ro«

.
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ATTACEMENT N ~-Crecurar No. A-110
« PROPERTY MANAGEMENT STANDARDS

1. This attachment prescribes uniform
standards governing management of prop-
erty furnished by the Federal Government or
whose cost was charged to a profect sup-~
ported by a Federdl grant or other agreement,

~TFederal sponsoring-agencies shall require re-

cipients -to observe these standards under

. grants -and other agreements and shall not

impose addifional requirements unless spes,

~ ecifically required by Federal law. The recipi-

o

-~

ent may use its own property management
standards antd procedures provided it observes
the provisions of this attachment. This at~
tachment also applies to subrecipients es
referred to in paragraph & of the ‘basic clr-
cular.

2. The following definitions apply for the

* purpose of this attachment:

8. Real property—Resal property means
land, including land improvements, stiuc~
tures and appurtenances thereto, but ex-
cluding movable machinery and equipment,

b. Personal properiy—Personal property
of any kind except real property. It may beé
tangible—having physical existence, or intan-
-gible—having no physical existence, such as
patents, inventlons and copyrights.

c. Nonezpendable personal property.—~Non~
expendable personal property means tangible
personal property having a useful life of
more than one year and an acquisition cost
of $300 or more per unit exempt that reclp~
fents subject fo Cost Accounting Standards
Board regulations may use the CASB stand-
ard of $500 per unit and useful life of two
years. A recipient may use its own definition
of nonexpendable personal property provided
" that the definltion would at least include all
tangible personal property as defined above.

d. Ezpendable personal property.—~Expend-
able personal property refers to all tangible
personal property other than nonexpendable
property.

e. Ezcess property—Excess property means
property under -the control of agy Federal
sgency that, as determined by e head
thereof,"is no longer regqulred for its needs
or the discharge of its responslbilities, -

1. Acquisition cost of purchaesed nonex-

. pendable personal property—Acquisition cost
of an item of purchased nonexpendable per-
sonal property means the net invoice unit
price of the property including the cost of

‘ "modifications, attachments! accessorles, or

auxiliary apparatus necessary to make the
property.-usable for the purpose for which it
was acquired. Other charges such as the cost
of installation, transportation, taxes, duty
or protective in-transit insurance, shall be
Included or-excluded from the unit acquisi-

_ - tion cost in accordance with the recipient's

regular accounting practices.

g Ezempt property—Exempt property
means tangible personal property acquired in
whole or-in part with Federal funds, and
title to which is vested in the reciplent with«
-out further obligation to the ¥Federal Govern-
ment except as provided in subparagraph 6a
below. Such unconditional vesting of title
will be pursuant to any Federal legislation

- that provides the Federal sponsoring agency

with adeguate authority.

- 3. Real property—Each Federal sponsoring
agency shall preseribe requirements for re-
cipients concerning the use and disposition
of real property acquired partly or wholly
under grants or other agreeménts. Unless
otherwise provided by statute, such reguire-
ments, as a minimum, shall contain the,
following: \

a. Title to real property shall vest in the
reciplent subject to the condition that the
recipient shall use the real property for the
authorized purpose of the project, as long as

" it is needed. B

NOTICES

b. The reciplent shall obtain spproval by
the Federal sponsoring sgency for the use of
real property in other %rojects when the re-
clpient determines that the property is no
longer needed for the purpoese of the original
project. Use In other profects shall be limited
to those under other federally sponsored prof-
ects (Le, grants or other agreements) or pro-
grams that have purposes consistent with
thoss authorized for support by the Federal
spounsoring agency.

¢. When the real property is no longer
needed as provided in a and b above, the
reciplent shall request disposition instruc-
tlons from the Federal sponsoring agency or
its successor Federal sponsoring agency. The
Federal sponsoring sgency shall observe the
{ﬂlowmg rules in the disposition instruc-

ns: -

(1) The reciplent may be permitted to re-
tain title after it compensates the Federal
Government in an amount computed by ap-
plying the Federal percontage of participa-
tlon in the cost of the original project to the
falr market value of the property.

{2) The reciplent may be directed to sell
the property under guldelines provided by
the Federal sponsoring agency and pay the
Federal Government an unt computed
by applying the Federal percentage of par-
ticlpation In the cost of the original project
to tho proceeds from sale (after deducting
actual and reasonable selling and fix-up ex-
penses, if any, from the sales proceeds).
When the recipient is authorized or required
to sell the property, proper sales procedures
shall be established that provide for competi=
tion to the extent practicable and result in
the highest possible return.

(3) Thereciplent may be directed to trans-
fer title to the property to the Federal Gov~
ernment provided that in such caces the
reciplent shall be entitled to compensation
computed by opplylng the reciplent’s per-
centage of participation in the cost of the
program or project to the current fatr market
value of the property.

4. Federaly-owned nonexpendadle personal
property.—Titie to federally-owned property
remains vested in the Federal Government.
Reciplents shzll submit annually an inven-
tory listing of federally-owned property in
their " custody to the Federal spontoring
agency. Upon completion of the sgreement
or when the property is no longer needed,
the reciptent shall report the property to
the Federal sponsoring agency for further
agency utilization.

If the Federal sponsoring sgency has no
further need for the property, it shall be
declared excess and reported to the General

- Services Administrtion, Appropriate dispost-
tion instructions will be fssued to the xe-
clpient after completion of the Federal
agency review.

5. Ezempl property~—When statutory au-
thority exists, (e.g., P.L. 85-934, 42 US.C.
1892) title to nonexpendable personal prop~
erty acquired with project funds, shall be
vested in the reciplent upon scquisition un-

\less it is determined that to do £0 is not In
furtherance of the objectives of the Federal
sponsoring agency. \When title is vestod in
the reciplent, the reciplent shall have no
other obligation or accountability to the
Federal Government for its use or disposi-
tion except as provided in 6a below.

8. Other nonexpendable property—When
other nonexpendable tangiblo perconal prop-
erty is nsquired by o reciplent with project
funds, title shall not be taken by the Fed-
eral Government but shall vest in the re-
ciplent subject to the following conditions:

a. Right to transfer title—YFor items of
nonexpendable personal property having a
unit acquisition cost of 81,000 or more, the
Federal sponsoring agency may reserve the
right to transfer the title to the Federal

*
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Government or to & third party named by
the Federal Government when such third
party is otherwise eligible under existing
statutes, Such reservation shall be subject to
the following standardss

(1) The property shall be appropriately
identified in the grant or other agreement
or otherwise made known to the recipient
in w)rmx:lgnl .

2 e Pederal sponsoring agency shall
issue disposition instructions within 120 cal-
endar days after the end of the Pederal sup-
port of the profect for which it was
If the Federal sponsoring agency falls to issue
disposition instructions within the 120 cal-
endar day perfod, the reciplent shall apply
the standards of subparagraphs 6b and 6¢
as appropriate.

(3) When the Federal sponsoring agency
exercises it3 right to take title, the personal
property shall be subject to the provisions
for federally-owned nonexpendable property
discussed in paragraph 4, above.

(4) YWhen title {3 transferred elther to the
Federal Government or to e third party the
provisions of subparagraph 6¢(2) (b) should
be followed.

b. Use of other tangible nonexpendadle
property for which the recipient has title.

(1) The reciplent shall use the property
in the project or program for which it was
acquired as long as needed, whether or not
the project or program continues to be sup-
ported by Federal funds. When no longer
needed for the original project or program,
the recipient shall use the property in con-
nection with its other féderally sponsored
activifles, in the following order of priority:

(8) Activities, in the following order of

priority:

(b) Activities sponsored by other Federal
agencles.

(2) Shared wuse~During the time that
nonexempt nonexpendable personal proper-
ty 1s held for uce on the project or program
for which it wa3 acquired, the reciplent
shall make it available for use on other proj-
ects or programs if such other use will not
interfere with the work on the profect or
program for which the property was origi-
nally acquired., Plrst preference for such
other uce shall be given to other projects or
programs sponcored by the Federal agency
that financed the property; second prefer-
ence shall be given to projects or programs
sponsored by Other Federal agencies. If the
property Is owned by the Federal Govern-
ment, use on other activities not sponsored
by the Federal Government shall be per-
missible £ authorized by the Federal agency.
User charges should be considered if appro-

riate.
F c. Disposition of other nonexpendadble
property~\When the recipient no longer
needs the property as p_rovided in 6b above,
the property masay be used for other activi-
ties in accordance with the following stand-
ards:

{1) Nonexpendable property with a unit
acquisition cost of less than $1,000~The re-
ciplent may use the property for other activi-
ties without reimbursement to the FPederal
Government or sell the property and re-
tain the proceeds,

(2) Nonexpendabdle personal property with
a unft azquisition cost of $1,000 or more.~~
The recipfent may retain the property for
other uses provided that compensation is
made to the orlginal Federal sponsoring
agency or its successor. The amount of com-
pencation shall be computed by applying
the percentage of Federal participation in
the cost of the original profect or program to
the current fair market value of the property.
If the recipjent has no need for the property
and the property has further use value, the
yeciplent shall request disposition instruc-
tions from the original sponcoring agency.
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The Federal sponsoring agency shall deter-
mine whether the property can be used to
meot the agency's requiremients. If no re-
quirement exists within that agency, the
avallability of the property shall be report-
ed to the General Services Ad: tration
by the Federal agency to determine whethera
requirement for the property exists in other
Federal sgencies. The Federal sponsoring
agency shall issue instructions to the recipi-
ent no later than 120 days after the recipi~
ent's request and the .following procedures
shall govern:

(a) If 20 instructed or if disposition in-
structions are not issued within 120 calen-
dar days after the recipient’s request, the
recipient shall sell the property and reim-
burse the ZXederal sponsoring agency an
amount computed by applying to the sales
proceeds the percentage of Federal partici-
pation in the cost of the original project or
program. However, the reclpient shall be

tted to deduct and retain from the Fed-
eral sharo 8100 or ten percent of the pro-
ceeds, whichever i3 greater, for the recipient's
selllng and handling expenses, - .

(b). Xt the reciplent is instructed to ship
the property elsewhere, the reciplent shall
be reimbursed by the benefiting Federal
agency with an amount. which is computed

by applylng the percentage of the reciplent's

patticipation in the cost of the original grant
project or program to the current fair market
value of the property, plus any reasonable
shipping or interim storage costs incured.

(c) If the recipient is instructed to other-
wise dispose of the property, the reciplent
shall be relmbursed by the Federal sponsor-
ing agency for such costs incwred in its
disposition. .

d. Property managemént standards for
nonezpendadle property—The reciplent's
property management standards for nonex-
pendable personal property shall include the
following procedural requirements:

(1) Property records shall be maintained ’

acourately and shall include:

(a) A description of the property.

{b) Manutacturer's serial number, model
number, Federal stock number, national
gwck number, or other identification num-

er.

(o) Source of the property, including
grant or other agreement number.

{d) Whether title vests in the reclplent or
the Federal Government.

1{e) Acquisition date (or date received, if
tho property was furnished by the Federal
Government) and cost.

(f) Percentage (at the end of the budget
year) of Federal particlpation in the cost of
the project or program for which the prop-
erty was acquired. (Not applicable to prop-
erty furnished by the Federal Government.)

* (g) Location, use snd condition of the O

NOTICES

damage, ortheft of the property. Any loss,
damage, or theft-of nonexpendable property
shall be investigated and fully documented;
1f the property was owned by the Federal
Government, the recipient shall promptly no-

.tity the Federal sponsoring agency.

(6) Adequately msaintenance procedures

shall be implemented o keep the property -

in good condition, - . -

(6) Where tho recipient is authorized or
required to sell -the property, proper sales
procedures shall be established which would
provide for competition to the extent practt-
cable and result in the highest possible xe-

‘7. Ezpendable personal property~Title to
expendable personal property shall vest in
the recipient upon acquisition. It there is a
residual inventory of such property exceeding
81,000 in total aggregate fair market value,
upon termination or completion of the grant
or other agreement, and the property is not

- needed for any other federally sponsored

project or program, the recipient shall retain

the property for use on nonfederally spon- -

sored activities, or sell i, but must in either
case, compensate the Federal Governmenf
for its share. The amount of compensation
shall be computed in the same manner as
nonexpendable personal property.
8, Intangible property. .

. 8, Inventions and patents—If any program
produces patentable items, patent rights,

‘processes, or inventions, in the course of

work sponsored by the Federal Government,
such fact shall bo promptly and fully report-
ed to the Federal sponsoring agency. Unless
there is a prior agreement between the re-
oiplent ahd the Federal sponsoring agency
on disposition of such items, the Federal
sponsoring agency shall determine whether
protection on the invention or discovery shall
be sought.- The Federal sponsoring agency
will also determine how the rights in the in~
vention or discovery-—including rights under
any patent issued thereon—shall be allocated
and administered in order to protect the pub-
lic interest consistent with *“Government
Patent Policy” (President’s Memorandum
for Heads of Ex ve Departments and

Agencles, August 23, 1971, and statement of
Government Patent Policy as printed in 3§
F.Rb. 1((}3889).

%lghts.—mcggt 88 otherwise pro-
vided: 6 terms and condivions O 16

8ETE
[zt

v Sha

property and the date the information was—E286.

reported, -
(b) Unit acquisition cost. .

(1) Ultimate dispositidbn data, including

date of disposal and sales price or the method
used to determine current fair market value
where a recipient compensates the Federal
sponsoring agency for its share.

{2) Property ed by the Federal Gov-
ernment must be marked to indicate Fed-
eral ownership. .

{3) A physical inventory of property shall
be taken and the results reconciled with the
property records at least once every two
years. Any differences between quantities de-
tormined by the physical inspection and
those shown In the accounting records shall
be investigated to determine the ‘causes of
the difference, The recipient shall, in connec~
tlon with the inventory, verify the existence,
current utilization, and continued need for
the property.

(4) A control system shall be in effect to
insure adequate safeguards to prevent loss,

-

ATTACHMENT O—CmeuLsr No. A-110
’ PROCUREMENT STANDARDS

1. This attachment provides standards for
use by recipients-in establishing procedures
for -the procurement of supplies, equipment,
construction and other services with Federal
funds. These standards are furnished to en-
sure that such materials and services are ob-
tatned in an effective manner and i{n com-~
pliance with the provisions of applicable Fed-
eral law and executive orders. No additional
procurement standards or requirements shall
be imposed by the Federal sponsoring agen-
cles upon recipfents wunless specifically re-
quired by Federal statute or executive orders.

2. The standards contained in this attach-
ment do not relieve the reciplent of the con-
tractual responsibilities arising wunder its
contracts. The recipient is the responsible au-
thority, without recourse to the Federal spon-

-soring agercy regarding the settlement and

satisfaction of all contractual and adminis~

HeinOnline -- 41 Fed. Reg.

trative issues arising out of proouromonts
entered into, in support of a grant or othor
agreement. This includes disputes, olaims,
protests of award, sourco evaluation or othor
matters of a confractual nature, Mattors con-
cerning violation of law are to bo reforred to
such local, State or Foderal authority as may
have proper jurisdiction.

3. Reciplents may uso their own proouro-
ment policies and procedures. However, all ro«
ciplents shall adhere to tho standards sot
forth in paragraphs 3 and 4.

a.. The recipfent shall maintafn a codo or
standards of conduct that sholl govorn tho
performance of ifs officers, omployees or
agents engaged in tho awarding and admin-
istration of contracts using Fodoral funds,
No employes, officer or agont shall participato
in the selection, award or administration of
& contract in which Federal fundsg are used,
where, to his knowledge, he or hid {mmodiato
family, partners, or organization in which ho

.or his immediate family or partnor hns o

financial interest or with whom ho i3 nogo«
tiating or has any arrangomont concorning
prospective employment. Tho reolplonts® of«
ficers, employees or agents shall neither gollo-
it nor accept gratulties, favors or anything
of monetary value from contractors or poton«
tial contractors. Such standaxds shall provide
for disciplinary acttons to be appited for vio«
latfons of such standards by tho rooiplonts’
officers, employees or agonts,

b. All procurement transactions shall bo
conducted in & manner to provide, to the
maximum extent practical, open and freo
competition, Tho recipiont should bo alort
to organizational conflicts of intercst or non-
competitive proctices among contractors
that may restriot or eliminate competition
or otherwise restrain trado. In ordor to on-
sure objective contractor performancoe and
eliminate unfair competitive advantago, cons
tractors that develop or draft speolfications,
requirements, statoments of work, invita-
tions for bids and/or requests for proposals
should be excluded from compoting for such
proourements. Awards shall bo made to tho
bidder/offeror whose bid/offer is responsive
to the solicitation and is most adventagcous
to the reciptent, price and other faactors con-
stdered. Solicitations shall clenxly sot forth
all requirements that tho biddor/offcror must
111l in order for his bid/offer to be ovnlus
ated by the reciplent. Any and all bids/offors
may be rejected when it is in tho recipiont's
interest to do s0. ‘

¢. All reciplents shall catablish prociito«
ment procedures that provide for, at & min-

g imum, tho following procedural requirements.

(1) Proposed procurement aotions shall
follow & procedure to assure tho avoldanco
of purchasing unnecessary or duplicative
items. Where appropriate, an analysls sholl
bo made of lease and purchaso, altornatives
to determine which would Yo tho most
economical, practical procuroment.

(2) Solicltations for goods nnd sorvices
shall bo based upon s clear and ncourato
description of the technical requiremonts
fcr the materlal, product or service to bo
procured. Such o description shall not, in
competitive procurements, confain featured
which unduly restrict compotition. “Brand
name or equal” descriptions may bo usod
as 8 means to defilne the performance or
other salient requirements of a proouromeont,
and when so used the specifio fenturcs of tho
named brand which must bo met by bidders/
offerors shall be clearly specified.

(3) Positive efforts shall be made by tho
reciplents to utilizo small business and mi-
nority-owned business sources of supplicy
and services. Such efforts should allow theso
sources the maximum feasiblo opportunity
to compete for contracts utilizlng Fedoral
funds. R

{(4) The type of procuring instruments

_used, e.g, fixed price contracts, cost roim-
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PART-74--ADMINISTRATION OF
GRANTS

Subpart A—General

Purpose and scope of this part.
Scope of subpart,

Definitions.

Applicability of this part.
Deviations.

Special grant or subgrant conditions.

Subpart B-—Cash Depositories

74.10 Physical segregation and eligibility.
74.11 Checks-paid basis letter of credit.
74.12 Minority-owned banks.

Subpart C—Bonding-and Insurance

74.15 General.

74.16 Construction and facility improve-
ment.

Fidelity bonds.

Source of bonds.

Subpart-D—Retention and Access
Requirements for Records

Applicabllity.
74.21 Length of retention period.
74.22 Starting date of retention period.
74.23 Substitution of microfilm.
74.24 Access to records,
74.25 Restrictions on public access.

" Subpart-E~—Waiver of Single State Agency
Requirements

74.30 Policy.

Subpart F~—Grant-Related Income -

74.40 Scope of subpart.

T74.41 Meaning of program income.

74.42 General program income.

7443 Program income—proceeds from sale
of real property and from sale of equip-
ment and supplies acquired for use.

74.44 Program income—royalties and other
income earned from a copyrighted work.

74.45 Program income—royalties or equiva-
lent Income earned from patents or
from inventlons.

74.46 Program income—income after grant

o; subgrant support not otherwise treat-
e

74.47 ‘Interest earned on advances of grant-

unds,

Subpart G—Cost Sharing or Matching

74.50 Scope of subpart.
74.61 Deflnitions.

Sec.

74.52 Basic rule: Costs and contributions
acceptable.

74.53 Qualifications and exceptions.

74.54 Valuation of donated services.

74.55 Valuation of donated supplies and
loaned equipment or space.

74.56 Valuation of donated equipment,
bufldings, and land.

74.57 Appraisal of real property.

Subpart H--Standards for Grantee and Sub-
grantee Financial Management Systems and
Non-Federal Audits

74.60 Scope of subpart,

74.61 Financial management standards.

74.62 Non-Federal audits—State and local
governments and Indian tribal govern-
ments.

Subpart I—Financial Reporting Requirements

74.70 Scope and applicability of subpart.

74.71 Definitions.

74.72 General,

74.793 Financial Status Report.

74.74 Federal Cash Transactions Report.

74.75 Request for Advance or Reimburse-
ment,

74.76 Outlay report and request for reim-
bursement for construction programs.

Subpart J—Monitoring and Reporting: of
Program Performance

74.80 Scope of subpart.

74.81 Monitoring by recipients.

74.82 Performance reports under noncon-
struction grants.

74.83 Performance reports under construe-
tion grants.

74.84 Significant developments between
scheduled reporting dates.

74.85 Site visits.

Subpart K—Grant and Subgrant Payment
Requirements

74.90 Scope of subpart.

74.891 Definitions,

74.92 Baslic standard.

74.93 Payment methods under noncon-
struction grants. -

74.84 Payment methods under construc-
tion grants.

74.95 Withholding of payments.

974.96 Requesting advances or reimburse-
ments,

74,97 Payments Lo subgrantees,

Subpart L—Programmatic Changes and Budget
Revisions

74.100 Scope and applicability of this sub-
part.
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Sec.

74.101
74.102
74.103

Relationship to cost principles.

Prior approval procedures.

Programmatic changes.

74.104 Budgets generally.

74.105 Budget revisions-nonconstruction
projects.

74.106 Budget revisions-construction proj-

ts.

ects. .

74.107 Construction and nonconstruction
work under the same grant or subgrant.

74.108 Authorized funds exceeding needs.

Subpart M—Grant and Subgrant Closesout,
Suspension, and Termination

74.110 Definitions.

74.111 Closeout.

74.112 Amounts payable to the Federal
Government.

74.113 Violation of terms.

74,114 Suspension.

74.115 Termination.

74.116 Applicability to subgrants.

Subpart N—Forms for Applying for Grants

74.120 Scope of subpart,

74.121 Authorized forms and instructions
for governmental organizations.

74.122 Preapplications for Federal Assist-
ance for governmental organizations.
74.123 Notice of preapplication review
action for governmental organizations.
74.124 Application for Federal assistance
(nonconstruction programs) for govern-

mental organigations. .

74.125 Application for Federal assistance
(for construction programs) for govern-
mental organizations. .

74.126 Application for Federal assistance
(short form) for governmental organiza-
tions.

74.127 Authorized forms and instructions
for nongovernmental organizations.

Subpart O—Property

GENERAL
74.130 Scope and applicability of this sub-
t.

part.

74.131 Prohibition against additional re-
quirements.

74.132 Definitions.

74.133 Title to real property, equipment,
and supplies.

REAL PROPERTY
74.134 Real property.
EQUIPMENT AND SUPPLIES

74.136 Exemptions for equipment and sup-
plies subject to certain statutes,
74.136 Rights to require transfer of equip-

ment.
74.137 Use of equipment.

Sec. )

74.138 Replacement of equipment.

74.139 Disposition of equipment.

74.140 Equipment management
ments.

74.141 Supplies.

require-

FEDERAL SHARE OF REAL PROPERTY,
EQUIPMENT, AND SUPPLIES

74.142 Federal share of property.
74.143 Subgrantee's share of market value
or sales proceeds.

INTANGIBLE PERSONAL PROPERTY

74.144 Inventions and patents. .
74.145 Copyrights.

Subpart P—P:

74.160
74.161
74.162
74.163

¢ Standord

Scope of subpart; terminology.

General,

Code of conduct.

Free competition.

14,164 Procedural requirements.

74.165 Requirement for governments to
use formal advertising.

74.186 Contract provisions.

Subport Q—Cost Principles

Scope of subpart.

Governments.

Institutions of higher education.
Hospitals.

Other nonprofit organizations.
74.175 Subgrants and cost-type contracts.
74.176 Costs allowable with approval.

APPENDIX A—{RESERVED]

APPENDIX B—[RESERVED)

APPENDIX C—PRINCIPLES FOR DETERMINING
COSTS APPLICABLE TO GRANTS AND CON-
TRACTS WITH STATE AND LOCAL GOVERN-
MENTS

APPENDIX D—PART I—PRINCIPLES FOR DETER- E
MINING COSTS APPLICABLE TO RESEARCH !
AND DEVELOPMENT UNDER GRANTS AND CON- ’ |
TRACTS WITH EDUCATIONAL INSTITUTIONS

PART II—PRINCIPLES FOR DETERMINING
COSTS APPLICABLE TO TRAINING AND OTHER
EDUCATIONAL SERVICES UNDER GRANTS AND
CONTRACTS WITH EDUCATIONAL INSTITU-
TIONS

APPENDIX E—PRINCIPLES FOR DETERMINING
COSTS APPLICABLE TO RESEARCH AND DEVEL-
OPMENT UNDER GRANTS AND CONTRACTS
WITH HOSPITALS

APPENDIX F—PRINCIPLES FOR DETERMINING
COSTS APPLICABLE TO GRANTS AND CON-
TRACTS WITH NONPROFPIT INSTITUTIONS

AvuTHORITY: § U.8.C, 301,

Source: 46 FR 30856, May 9, 1980, unless
otherwise noted,

74.170
74.171
14.172
74.173
74.174
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which $160,000 was borne by the sub-
grant, only the $150,000 shall be in-
cluded in the grantee’s costs.)

(2) If the property is acquired by a
subgrantee, the Federal share of the
subgrantee’s costs under the grant and
hence of the property shall be calcu-
lated by multiplying the Federal share
of the grantee's costs by the latter's
share of the subgrantee’s costs. For
example, if the Federal share of a
grantee’s costs is 50 percent and the
subgrant bears only 50 percent of a
subgrantee’s ‘costs, then the Federal
share of that subgrantee’s costs (and
of the property acquired by that sub-
grantee) is 25 percent.

(b) Property acquired only partly
under a grant. (1) Sometimes only a
part of the acquisition cost of an item
of property is borne as a direct cost by
the grant or counted as a direct cost
towards a cost-sharing or matching re-
quirement. The remainder might, for
example, represent voluntary cost
sharing or matching, or it might be
charged to a different activity. Occa-
sionally, the amount paid for the
property is only a part of its value,
and the remainder is donated as an in-
kind contribution by the party that
provided the property.

(2) To calculate the Federal share of
such property, first determine the
Federal share of the acquiring party’s
total costs under the grant, as ex-
plained in the paragraph (a) of this
section. Then multiply that share by
the percentage of the property’s acqui-
sition cost (or its market value, if the
item was partly donated) which was
borne as a direct cost by the grant or
counted as a direct cost towards a cost-
sharing or matching requirement.

(¢) Replacement equipment. The
Federal share of replacement equip-
ment shall be calculated as follows:

(1) Step 1. Determine the Federal
share (percentage) of the equipment
replaced.

(2) Step 2. Determine the percentage
of the replacement equipment’s cost
that was covered by the amount re-
celved for trade-in or the sales pro-
ceeds from the equipment replaced.

(3) Step 3. Multiply the step 1 per-
centage by the step 2 percentage.

(4) Step 4. If an additional outlay for
the replacement equipment was

Title 34—Education

charged as a direct cost either to ED
grant funds or to required cost-sharing
or matching funds, calculate the Fed-
eral share attributable to that addi-
tional outlay as explained in para-
graph (b)(2) of this section. Add that
additional percentage to the step 3
percentage.

(d) Institutional cost-sharing agree-
ments. If a grant is subject to an insti-
tutional cost-sharing agreement (see
§ 74.130¢e)), the Federal share of prop-
erty acquired under the grant shall be
calculated as though there were no
cost-sharing requirement applicable to
the grant (that is, as if all the grant-
ee'swcost sharing were voluntary).

§74.143 Subgrantee's share of market
value or sales proceeds.

Where this subpart requires a shar-
ing of the market value or sales pro-
ceeds of property acquired under a
subgrant, the non-Federal share shall
be proportionally divided between the
grantee and the subgrantee. The sub-
grantee shall be entitled to the
amount it would have received or re-
tained if the award to it had been
made directly by the Federal Govern-
ment. The remainder of the non-Fed-
eral share shall belong to the grantee.

INTANGIBLE PERSONAL PROPERTY

§74.144 Inventions and patents.

ED's regulations on inventions and
patents arising out of activities assist-
ed by a grant are set forth in Parts 6
and 8 of this title,

§74.145 Copyrights.

(a) Works under grants. Unless oth-
erwise provided by the terms of the
grant, when copyrightable material is
developed in the course of or under a
grant, the grantee is free to copyright
the material or permit others to do so.

(b) Works under subgrants. Unless
otherwise provided by the terms of the
grant or subgrant, when copyrightable
material is developed in the course of
or under a subgrant, the subgrantee is
free to copyright the material or
permit others to do so.

(c) ED rights. If any copyrightable
material is developed in the course of
or under an ED grant or subgrant, ED
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shall have a royalty-free, nonexclu-
sive, and irrevocable right to repro-
duce, publish, or otherwise use, and to
authorize others to use, the work for
Federal Government purposes. A
grantee awarding a subgrant may re-
serve a similar right for itself with re-
spect to copyrightable material devel-
oped under that subgrant.

(d) Exemption of student-developed
works. ED awards training grants and
other kinds of grants under which in-
dividuals are provided stipends or
other financial assistance for the pri-
mary purpose of aiding them to fur-
ther their education or training.
Except as provided by the terms of the
grant, copyrightable material devel-
oped by an individual or group of indi-
viduals in the course of education or
training pursued with such assistance
shall not be subject to the ED right
described in paragraph (¢) of this sec-
tion, unless the development of the
material also receives other forms of
support under the same or another ED
grant (such as a research grant).

Subpart P—Procurement Standards

§74.160 Scope of subpart; terminology.

(a) This subpart contains standards
for use by recipients in establishing
procedures for the procurement of
supplies, equipment, construction, and
other services whose cost is borne in
whole or in part as a direct cost by
Federal grant funds.

(b) No additional procurement
standards or requirements shall be im-
posed by awarding parties upon recipi-
ents unless specifically required by
Federal statutes or Executive Orders.

(¢) As used in this subpart:

(1) “Formal advertising” refers to
that procurement method which in-
volves adequate purchase description,
sealed bids, and public opening of bids.

(2) “Negotiation” refers to any
method of procurement other than
formal advertising.

§74.161 General.

(a) Recipients may use their own
procurement policies: Provided, That
procurements subject to this subpart
are made in accordance with the
standards In this subpart.

§74.162

(b) The standards in this subpart do
not relieve the recipient of the con-
tractual responsibilities arising under
its contracts. The recipient is the re-
sponsible authority, without recourse
to ED, regarding issues arising out of
its procurements. This inciudes but is
not limited to: Disputes, claims, pro-
tests of award, source evaluation, or
other matters of a contractual nature.
Matters concerning violation of law
are to be referred to such local, State,
or Federal authority as may have
proper jurisdiction.

§74.162 Code of conduct.

(a) The recipient shall maintain a
code or standards of conduct that
shall govern the performance of its of-
ficers, employees or agents engaged in
the awarding and administration of
contracts that are subject to this sub-
part. The code or standards shall pro-
vide for disciplinary actions to be ap-
plied for violations of the code or
standards by the recipient’s officers,
employees, or agents. For governmen-
tal recipients, such disciplinary actions
are required only to the extent other-
wise permissible under the Govern-
ment's laws, rules, or regulations. To
the extent permissible under its laws,
rules, or regulations, the governmental
recipient shall also provide for actions
to be taken against contractors or
their agents who wrongfully take part
in a violation of the code or standards
of conduct. )

(b) The recipient's officers, employ-
ees or agents shall neither solicit nor
accept gratuities, favors, or anything
of monetary value from contractors or
potential contractors. This is not in-
tended to preclude bona-fide institu-
tional fund-raising activities.

(¢) No employee, officer, or agent of
a nongovernmental recipient shall par-
ticipate in the selection, award, or ad-
ministration of a contract subject to
this subpart where, to his or her
knowledge, any of the following has a
financlal interest in that contract:

(1) The employee, officer, or agent;

(2) Any member of his or her imme-
diate family: .

(3) His or her partner;
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':w.:he participating educational institution;

(57 Straight-time compensation of each
employee for time spent attending classes
guring working hours not in excess of 156
hours per year where circumstances do not
permit the operation of classes or attend-
ance at classes after regular working hours.

(¢) Costs of tuition, fees, training materi-
els and textbooks (but not subsistence,
salary, or any other emoluments) in connec-
tion with full time scientific and medical
edtzcation at a post-graduate (but not under-
graduate) college level related to the job re-
quirements of bona fide employees for a
total period not to exceed 1 school year for
each employee so trained, are allowable
when approved In writing by the awarding
agency.

(d) Grants to educational or training insti-
tutions, including the donation of facilities
or other properties, scholarships, or fellow-
ships, are considered contributions and are
unallowable,

45. Transportation costs. Transportation
costs include freight, express, cartage, and
postage charges relating either to goods
purchased, in process, or delivered. These
costs are allowable. When such costs can
readily be identified with the items in.
volved, they may be directly costed as trans-
portation costs or added to the cost of such
items (see section G-22).

Where identification with' the materiels
received cannot readily be made, inbound
transportation costs may be charged to the
appropriate indirect cost accounts if the in-
stitutfon follows a consistent, equitable pro-
cedure in this respect. Outbound freight, if
reimbursable under the terms of the grant
or contract, shall be treated as a direct cost.

46. Travel costs. (a) Travel costs include
costs of transportation, lodging, subsistence,
and incidental expenses, Incurred by institu-
tion personnel in a travel status while on of-
ficial business.

(b) Travel costs may be based upon actual
costs incurred, or on a per diem or mileage
basls in lieu of actual costs, or on a combina-
tion of the two, provided the method used
does not result in an unreasonable charge.
The difference in cost between first-class
and less than first-class air accommodations
is unallowable except when less than first-
class air accommodations are not reasonably
avallable to meet necessary mission require-
ments, such as where less than first-class ac-
commodations would (1) require clrcuftous
routing, (2) require trave! during unreason-
able hours, (3) greatly increase the duration
of the flight, (4) result In additional costs
which would offset the transportation sav-
ings, or (5) offer accommodations which are
not reasonably adequate for the medical
needs of the traveler.

(¢) Travel costs incurred in the normal
course of overall administration of the busl.

Part 75

ness are allowable and shall be treated as in-
dlrect costs.

(d) Travel costs directly attributable to
specific grant or contract performance are
allowable and may be charged to the grant
or contract in accordance with the principle
of direct costing (see section C).

(¢) Costs of personnel movement of a spe-
cial or mass nature are allowable only when
authorized or approved in writing by the
sponsoring agency.

PART 75—DIRECT GRANT
PROGRAMS

Subpart A—~General

REGULATIONS THAT APPLY TO DIRECT GRANT
PROGRAMS

Sec.

75.1 Programs to which Part 75 applies.

75.2 Exceptions in program regulations to
Part 75.

75.3 ED general grant regulations apply to
these programs.

75.4 Department contracts.

ELIGIBILITY FOR A GRANT

76.50 How to find out whether you are eli-
gible,
75.51 How to prove nonprofit status.

Subpart B—{Reserved]

Subpart C—How To Apply for a Grant

THE APPLICATION NOTICE

75.100 Publication of an application notice;
content of the notice.

75.101 Information in the application

. notice that helps an applicant apply.

75.102 Deadline date for applications.

75.103 Deadline date for preapplications.

75.104 Applicants must meet procedural
rules.

75.106 Annual priorities.

APPLICATION CONTENTS

15.107 Applications for new grants under a
discretionary grant program.

75.108 Applications for new grants under a
formula grant program. .

75,109 Changes to application; number of
coples,

75,110 Assure compliance with appropriate
requirements of law.

75.111 Describe the project.

95.112 Include a proposed project period
and a timeline.

76,113 Describe the key personnel.

75.114 Describe the resources.

15.116 Describe the evaluation plan.
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