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TRADEMARK OPPOSITION
DOCKET NoO. 8598.131

IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 76/362,977

Published in the Official Gazette of June 3, 2003 on page TM 441 o T T
International Class: 030 A0
Filed: January 24, 2002

Mark: ALPINE CONFECTIONS 08-09-204

U.8. Patent & TMOfc/TM Mail Rept Dt. #22

WORLD CONFECTIONS, INC. Opposition No. 91158237
Opposer,

Vs.
Rule 56(f) Motion for Additional Discovery
KENCRAFT, INC.

Applicant.

Applicant, Kencraft, Inc. moves for additional discovery pursuant to 37 CFR §2.127(e)(1),

TBMP §528.06, and FRCP 56(f)

Factual Background

1. Applicant filed an Intent to Use application for the trademark, “Alpine Confections” on
January 24, 2002. The mark was published in the Official Gazette June 30, 2003.
Opposer, World Confections, Inc. (WCI) opposed the Intent to Use application and an
opposition was instituted October 28, 2004.

2. Discovery began thereafter, and applicant served interrogatories, document requests and
requests for admission to obtain discovery regarding several categories of material issues
of fact including: type and similarity of the goods, source of origin of goods,

abandonment of the mark and lack of continuous use of the mark, similarity of channel of



]

trade, similarity of class of purchaser, and confusion. Declaration of Todd Zenger, para.

17.

. Applicant’s repeated discovery requests were met with deferrals and statements that

Opposer’s counsel had to discuss the discovery requests with the Opposer. Finally
Opposer repeatedly promised Applicant, a Utah Company, an opportunity to come to
New York (1) to inspect requested documents, and (2) to depose Mr. Matthew Cohen.
When applicant requested a specific time, Opposer again deferred applicant’s request,

then filed a motion for summary judgment. Declaration of Todd Zenger, paras. 18 - 20.

. The documents requested in formal discovery are in the defendant’s exclusive control and

provide material facts that establish WCI’s use or abandonment of the proposed mark,
the similarity of channel of trade between applicant’s and Opposer’s goods, similarity of
class of purchasers of Applicant’s and Opposer’s goods, type and similarity of the goods,

source of origin of the goods, and likelihood of confusion. Id. para., 21-49.

. The nature of the requested documents goes to the foundation on which the Opposer

bases its Opposition and motion for summary judgment, namely the claim of seniority of
Opposer’s mark and whether there is a likelihood of confusion between the Applicant’s
and Opposer’s mark. Id., para 44, 47-49.

The only evidence of these matters lies in the outstanding discovery requests, for which
full responses have not been provided. The evidence will support Applicant’s claim that
the Opposer has abandoned its use of the disputed mark, or that Opposer lacks us or

continuous use of the mark sufficient to oppose Applicant’s Intent to Use application.

. It appears WCI is avoiding discovery. Opposer has always maintained that Applicant

may discover the requested information, but despite Applicant’s repeated requests
Opposer never provided a time at which Applicant could discover, examine and copy the

documents, or depose Mr. Cohen.

. Accordingly, Applicant moves for a continuation under FRCP 56 (f) to allow more time

for Opposer to discover the requested information and depose Mr. Cohen before

responding to this motion for summary judgment.
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Argument
Despite Diligently Pursuing Discovery, Applicant Kencraft Has Been Unable Make

Adequate Discovery To Oppose WORLD CONFECTIONS, INC.’S (WCI) Rule 56 Motion For

Summary Judgment

The Federal Rules of Civil Procedure (FRCP) 56 (f) provides parties a way to extend the
time for discovery needed to adequately oppose a summary judgment motion. 37 CFR §
2.127(e)(i); TBMP §528.06. Furthermore Rule 56(f) allows courts to ensure the record is
complete before ruling on an issue. In Black v. NFL Player Ass’n the D.C. Circuit court cited
Moore’s Federal Practice in granting a party’s motion for further discovery to ensure a complete
record on which the court could rule. Black v. NFL Player Ass’n 87 F. Supp. 2d 1,4 (D. D.C.
2000) citing 11 James Wm. Moore Moore’s Federal Practice §56.10[8][a]. It is on these two
grounds, (1) to ensure each party has sufficient information to adequately oppose, and (2) to
ensure courts have a sufficiently complete record to rule on a summary judgment motion, that
courts generally grant a Rule 56(f) motion, as long as the moving party has been diligent.

Rule 56(f) states, “Should it appear from the affidavits of a party opposing the motion
that the party cannot for reasons stated present by affidavit facts essential to justify the party's
opposition, the court may refuse the application for judgment or may order a continuance to
permit affidavits to be obtained or depositions to be taken or discovery to be had or may make
such other order as is just.” FRCP 56(f). The three remedies provided by Rule 56(f) provide the
Board great discretion in deciding to allow further discovery. Accordingly, a Rule 56(f) motion
should generally be granted when the moving party shows diligence in pursuing discovery before
the summary judgment motion is made. E.g. Ayala-Gerena v. Bristol Meyers-Squibb Co., 95
F.3d 86, 92 (Ist Cir. 1996) (“Rule 56(f) is designed to minister to the vigilant, not to those who
slumber upon perceptible rights”).

Moore’s Federal Practice identifies eight factors courts consider in determining whether

a party has been diligent in pursuing discover:



(1) the length of the pendency of the case prior to the rule 56(f) request
(2)whether and when the party could have anticipated its need for the requested
discovery; (3)the previous efforts, if any, made to obtain the needed information
through formal discovery or otherwise (4) the degree and nature of discovery
already taken; (5) any limitations placed on discovery by the trial court; (6) any
prior solicitations of or provisions for discovery by the trial court (7) any warning
that, absent a speedier request, discovery might be denied; and (8) whether the
requested information was inaccessible to the requesting party. 11 James Wm.
Moore & Jeffrey W. Stempel, Moore’s Federal Practice §56.10(8][a]

Each of these factors, when applied to the moving party’s efforts to obtain the requested

documents, shows Kencraft was diligent, and thus should be granted its Rule 56(f) motion.

Inasmuch as factors 5,6, and 7 are not applicable, they will not be discussed below.

Opposition is still in discovery stage. Shortly after receiving WCI’s June 15, 2004
discovery response, Kencraft submitted to WCI interrogatories and discovery requests to find
support for Kencraft’s contention that WCI abandoned or lacked continuous use of the disputed
mark Alpine Confections. Declaration of Todd Zenger para. 17. When Kencraft requested
discovery of documents relied on by WCI in their response to the interrogatories, WCI promised
on five separate occasions that that non-privileged, identified documents would “be made
available for inspection and copying” in New York. Declaration of Todd Zenger para. 17-20.
Kencraft relied in good faith on WCI’s promise that the requested documents would be made
available to inspect and copy; but every time Kencraft attempted to arrange a time to inspect the
documents WCI’s counsel would demand more time to consult the client. Declaration of Todd
Zenger para.#20. Accordingly Kencraft should be allowed to adequately prepare to oppose the
motion for summary judgment inspect and copy the requested documents, as agreed to by WCI,
before the court rules on a motion for summary judgment.

Applicant discovered the need for the requested discovery upon receipt of Opposer’s
response to discovery requests. Applicant Kencraft anticipated the need for the requested

discovery in June 2004 when it reviewed WCI’s June 18, 2004response to the interrogatories.
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Declaration of Todd Zenger para.17. Kencraft identified and requested documents relied on by
WCI in its claim of a senior mark, and WCI promised to deliver, but failed to provide the
requested documents. Declaration of Todd Zenger para. 44. Kencraft’s good faith reliance on
WCT’s repeated assurances that Kencraft would have an opportunity to inspect and copy the
requested documents caused Kencraft to not seek stronger measures to compel WCI to allow the
requested discovery. Accordingly, the TTAB should use its equitable power under Rule 56(f) to
either deny WCI’s summary judgment or extend the time for discovery so that Kencraft can fully
prepare to defend against WCI’s motion for summary judgment.

Kencraft made five (5) separate written, follow-up requests for an appointment to
inspect the documents. Kencraft has made all reasonable efforts to gain access to the documents
and witnesses in WCI’s exclusive control, including formal discovery requests, telephone
requests and e-mail requests. Declaration of Todd Zenger paras. 17-20. Kencraft did not file a
motion to compel the requested discovery because it relied in good faith on WCI’s promise to
make the requested documents available for inspection and copying. Thus the TTAB should
grant Kencraft’s Rule 56(f) motion to allow more time for discovery because Kencraft has made
substantial and all reasonable efforts to gain access to the requested documents and witnesses.

Discovery already taken is limited in scope and cursory in nature. The degree and
nature of the discovery responses provided by WCI are too limited to allow Kencraft to
adequately defend against WCI’s motion for summary judgment, or to provide a sufficient record
to allow the TTAB to rule on the summary judgment motion. Declaration of Todd Zenger paras.

26-43, 45-46. Specifically, WCI has not provided documentation sufficient to establish their

~ claim of senior use of Applicant’s mark, nor their use of the mark as a mark rather than a trade

name. Declaration of Todd Zenger paras. 26-30. In addition, WCI has failed to show use since
2001 to refute abandonment. Declaration of Todd Zenger para. 31-43. Granting Kencraft’s Rule
56(f) motion would allow sufficient discovery to occur by giving WCI more time to provide the
documents it promised Kencraft access to inspect and copy, as well as further develop the record
the Board will rule on, thus furthering a just and fair determination of the opposition proceeding.

Accordingly, Kencraft requests the Board to grant its Rule 56(f) motion to allow completion of
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outstanding discovery, including the deposition of Mr. Cohen to occur prior to any ruling on
WCI’s motion for summary judgment.

Documents and information requested in discovery are in WCI’s exclusive control. The
documents that WCI promised to make available to Kencraft for inspection and copying are in
WCI’s exclusive possession and control, such as product packaging, deposition of Mr. Cohen,
documents as to use, the outlets through which WCI distributes its goods, evidence of actual
confusion, to name a few. For a more complete identification of outstanding fact matters see
Declaration of Todd Zenger paras.28, 35, 38, 40, 45, 47-49. Thus Kencraft has had and has no
other means available to discover the requested documents other than to go to WCI.

In addition to the above mentioned factors that weigh in favor of granting Kencraft’s
motion for additional discovery, the traditional reasons why courts deny Rule56(f) motions are
not applicable to the present case. Particularly, Kencraft’s request is not based on speculation,
but on identified issues, documents, and witnesses that WCI has already presented to Kencraft
for inspection and copying or for deposition. In addition, as discussed above, the information
requested is not already available to Kencraft, Kencraft has had no other opportunity to
discovery the information, and the information is relevant to ruling on the motion for summary
judgment because it goes to WCI’s claims and assertions of its opposition and motion for
summary judgment. Declaration of Todd Zenger.

Conclusion

Kencraft has been diligent in pursuing discovery from WCI, and Kencraft's good faith
reliance on WCI’s promise to provide the requested documents caused Kencraft to not seek a
motion to compel the requested discovery. Furthermore, each of the factors weighed by courts
weighs in favor of Kencraft or is neutral in this case. Accordingly, Kencraft prays the TTAB to
grants its Rule 56(f) motion for additional discovery to enable Kencraft to adequately oppose the
summary judgment motion, and to allow the record to be complete enough to enable the Board to

rule on WCI’s motion for summary judgment.



DATED this ‘;2 - day of August, 2004.

By:

KIRTON & McCONKIE

Tl Do

Todd E. Zengef, Heg. No. 33,610
KIRTON & ONKIE

1800 Eagle Gate Tower

60 East South Temple

Salt Lake City, Utah 84111
Phone: (801) 328-3600

Fax: (801) 31-4893

Attorney for Applicant
KENCRAFT, INC.



CERTIFICATE OF SERVICE

I hereby certify that on this b@—/ day of August, 2004, a true and correct copy of the
foregoing Rule 56(f) Motion for Additional Discovery was served on the following counsel, by

United States mail, postage prepaid, in an envelope addressed as follows:

John Rannells

BAKER & RANNELLS, PA
626 North Thompson Street
Raritan, New Jersey 08869
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TRADEMARK OPPOSITION
DOCKET No. 8598.131
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 76/362,977
Published in the Official Gazette of June 3, 2003 on page TM 441

International Class: 030 T e e T
Filed: January 24, 2002 e

Mark: ALPINE CONFECTIONS

08-09-204

U.S. Patent & TMOfc/TM Mail Rept Dt. #22

WORLD CONFECTIONS, INC. Opposition No. 91158237
Opposer,

VS.
RULE 56(f) DECLARATION
KENCRAFT, INC.

Applicant. Pursuant to 37 CFR §§ 2.20 and 2.127(e)(1)

The declarant, Todd E. Zenger, states:

1. I am counsel for Applicant Kencraft, Inc. in this matter.

L MATERIAL ISSUES AT CORE_OF OPPOSITION AND MOTION FOR
SUMMARY JUDGMENT

Type and Similarity of Goods

2. Opposer, World Confections, Inc. (“WCI”) asserts use of the mark ALPINE
CONFECTIONS “applied to a wide range of goods and services directed to
wholesale and retail customers.” Notice of Opposition, § 1.

3. WCI asserts that its gummi candy is sold throughout the forty-eight United States.
Cohen Decl., § 10.



4. WCI asserts substantially identical goods of “fruit flavored gummy candy.” Notice of
Opposition, § 2; Summary Judgment Brief, pgs. 3, 7-8 (“legally identical and
similar”).

Source of Origin of Goods

5. WCI asserts that the mark ALPINE CONFECTIONS identifies WCI “as the source of
a wide variety of goods.” Notice of Opposition, § 2.

Continuous Use of Mark

6. WCI asserts continued use. Notice of Opposition, 9 2-5; Summary Judgment Brief,
pgs. 3-5; Cohen Decl., §99, 11-12.
7. WCI asserts sales since 2003 under both the ALPINE and ALPINE CONFECTIONS
marks. Cohen Decl., § 12.
8. WCI admits suspending use of the ALPINE CONFECTIONS mark since April 2003.
Cohen Decl., § 13.; Ex. A, WCI Response to Interrogatory No. 8.
Senior Use of Mark

9. WCI asserts senior use. Notice of Opposition, Y 2-5, 7; Summary Judgment Brief,
pgs. 3-5; Cohen Decl., 99, 17.
Similarity of Channel of Trade

10. WCI asserts “same channels of trade.” Notice of Opposition, § 8; Summary
Judgment Brief, pgs. 3, 8-9 (“the channels of trade are legally identical”).

11.  WCI asserts that its gummi candy is sold through “all typical channels of trade,
including without limitation, supermarkets, grocery stores, so-called mom and pop
stores, drug stores, candy stores, delicatessens, convenience stores, and over the
Internet, namely all types of retail outlets through which candy is typically sold.”
Cohen Decl., § 10; Summary Judgment Brief, pgs. 8-9

Similarity of Class of Purchaser

12. WCI asserts “same ultimate consumer.” Notice of Opposition, § 8; Summary

Judgment Brief, pg. 11.



13.

Confusion

14.

15.

16.

II.

WCI asserts “that candy products are impulse purchase items.” Summary Judgment

Brief, pgs. 11-12.

WCI asserts confusing similarity. Notice of Opposition, § 9; Summary Judgment
Brief, in toto.

WCI asserts that the goods of Kencraft and WCI “are substantially related in part and
generally related in part.” Notice of Opposition,  10.

WCI asserts actual confusion. Cohen Decl., § 14-15; Summary Judgment Brief,

pgs. 9-11.

CORRESPONDING FACTUAL ISSUES WHICH KENCRAFT CANNOT

EFFECTIVELY ADDRESS WITHOUT DISCOVERY

Information in possession of Opposer and withheld from Kencraft by WCI

17.

18.

19.

20.

Shortly after receiving WCI’s June 15, 2004 discovery responses (mailed to counsel),
Kencraft sought to further discover information only in the possession of WCI by
way of document inspection and by deposing Mr. Cohen. Ex. B, pg. 3.

On June 25, 2004, WCI indicated it would identify such dates by Monday, June 28,
2004. That day came and went without the dates for discovery. Ex. B.

After Kencraft’s fifth attempt to set dates for document inspection and deposition,
on July 12 WCI again promised to identify dates for discovery by July 13, 2004.
Ex. B, pg. 2. Again, none were forthcoming.

Instead, Mr. Cohen, who had been in Europe (Ex. B, pg. 2) returns to the United
States and immediately signs his Declaration in support of the pending motion and
provides selected, self-serving statements and documents not subject to inspection or
cross-examination. Right up to Kencraft’s fifth request, WCI promised dates, only to
serve its motion for summary judgment, in an apparent attempt to avoid the needed,

relevant, and promised discovery.



Type and Similarity of Goods

21.

22.

23.

24,

WCI itself distinguishes “flavored gummi candy” from candy generally. WCI’s other
trademark registrations including SWAMP BUDDIES (Reg. No. 2685218), RUDE
DUDES (Reg. No. 2450995), SKIN CRITTERS (Reg. No. 1943193), and
DINOSAUR BONES (Reg. No. 1807782) (“WCI Registrations™) have a description
different from “flavored gummi candy” seeking protection for the “candy” instead.
They must mean something different to WCI. Kencraft is entitled to learn the
difference in discovery.

Kencraft has not made, sold, marketed or distributed flavored gummi candy. Ex. C,
Taiclet Decl., § 2.

Kencraft does not make, sell, market or distribute flavored gummi candy. Ex. C,
Taiclet Decl., q 3.

Kencraft has no intention of making, selling, marketing or distributing flavored

gummi candy under the mark ALPINE CONFECTIONS. Ex. C, Taiclet Decl., ] 4.

Source of Origin of Goods

25.

WCI uses of the mark have been in connection with its cottage logo and design.
Kencraft has neither used, uses, nor intends to use a cottage logo design. Ex. C,
Taiclet Decl., § 5. As a result, this permits WCI’s use of its cottage logo design to
continue to be exclusive to WCI without any potential source of origin problems

associated therewith.

Lack of use by WCI of ALPINE CONFECTIONS as a trademark

26.

27.

WCI asserts use of ALPINE CONFECTIONS as a trademark, when in fact, duration
of use is in question and the use itself is merely as a tradename. This is revealed by
WCI product packaging of Ex. 3 and by the Cohen Declaration.

The product packaging of WCI does not evidence intent of WCI or its predecessor to
use ALPINE CONFECTIONS as a trademark, but only as a tradename. Attached
hereto as Ex. D is product packaging provided by Mr. Cohen. As seen in reverse

through the back of the packaging is “Alpine Confections, Brooklyn, NY USA
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28.

29.

30.

11232.” “Alpine Confections” is again used on the front but without any “TM”
designation while a brand name STRAWBERRY PEAKS does bear a “TM”. WCI
has not used the available common law “TM” notice to indicate to the consuming
public that ALPINE CONFECTIONS is a trademark. That leaves only the tradename
use, apparently abandoned after November 2001, discussed below.

Mr. Cohen declares about his product packaging of Ex. 3: “... product packaging that
has been and/or is currently used by WCI for its gummy candy products.” Cohen
Decl., § 11. When? Has it been abandoned? When was it abandoned? All questions
of fact not yet disclosed, but what should be the proper subject of discovery,
including the deposition of Mr. Cohen.

All this purportedly at a time when Mr. Cohen’s company was represented by
trademark counsel and sought and obtained federal registration for a number of other
marks including SWAMP BUDDIES (Reg. No. 2685218), RUDE DUDES (Reg. No.
2450995), SKIN CRITTERS (Reg. No. 1943193), and DINOSAUR BONES (Reg.
No. 1807782) (“WCI Registrations”)l. Cohen Decl., § 6. The WCI Registrations
were prosecuted by counsel from 1992 through 2003. Ex. E.

WCI and Mr. Cohen did not provide samples of product packaging related to WCI
Registrations. Are they different as to trademark notice? If so, why? All such
inquiries are relevant and discoverable information via-a-vis to WCI’s lack of

trademark use or notice of trademark use.

Abandonment of use of ALPINE CONFECTIONS and Lack of Continuous Use

31.

32.

WCI business and marketing has steadily abandoned wuse of ALPINE
CONFECTIONS.

In early 2001, an earlier trademark application for ALPINE CONFECTIONS was
abandoned by WCI, formerly known as Alpine USA Ltd. See Application Ser.
No. 76/007736. When asked in Kencraft’s Interrogatory No. 19, why the application

' In addition, the WCI Registrations are owned by another entity, namely, World Candies, Inc. This issue also

needs to be discovered.



33.

34.

35.

36.

37.

38.

39.

40.

was abandoned, the entire and total response provided by Mr. Cohen is merely one
word, namely, “inadvertence.” Ex. A, pg. 12. No explanation. That the abandonment
was not inadvertent is evidenced by WCI’s prosecuting other marks and perfecting
registration or filing Section 8 & 15 affidavits before, during and after the
abandonment through the same counsel. Ex. E. This abandonment needs to be the
subject of discovery via document inspection and deposition.

In or about November 2001, use of the tradename ALPINE CONFECTIONS was
dropped by WCI. This abandonment needs to be the subject of discovery. See Cohen
Decl., Ex. 2.

In April 2003, WCI suspended use of the mark ALPINE CONFECTIONS
transitioning away from ALPINE CONFECTIONS. Ex. A, Response (5) to
Interrogatory No. 8. This suspension of use needs to be the subject of discovery.

In Interrogatory Nos. 2 and 15, Kencraft sought the identity of all persons having
first-hand and most knowledge of WCI’s use of the mark ALPINE CONFECTIONS
in commerce for each year from 1997 to the present. WCI identified only Mr.
Matthew Cohen. Ex. A, pgs. 5 and 11.

Mr. Cohen is the sole witness identified by WCI and the sole factual declarant in
support of continued use in WCI’s motion for summary judgment.

Mr. Cohen’s responses to Interrogatories and positions taken in the sole factual
declaration need to be the subject of discovery.

In Interrogatory Nos. 4-5, Kencraft sought the identification of all documents as to
use. WCI identified types of documents. Ex. A, pg. 6.

However, when asked to produce the documents identified in responses in
Interrogatories and to produce other documents in Document Request Nos. 1-24,
including Nos. 1, 9, 11, 19 and 24 directed to use, not a single document was
produced, only the promise that nonprivileged, identified documents “will be made
available for inspection and copying” in New York. Ex. F.

Facts as to use by WCI are uniquely in the possession of WCI.
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41.

In the Cohen Declaration submitted in support of WCI’s motion for summary
judgment (Cohen Decl., Ex. 2), some invoices are now provided. However, the
invoices themselves raise issues of fact because not a single invoice uses ALPINE
CONFECTIONS as trademark. Some use Alpine Confections as a tradename only.
Others, from November 2001 to the present don’t use ALPINE CONFECTIONS or

ALPINE at all, evidencing an apparent abandonment.

42.  The remaining, unproduced documents are worthy of discovery to further reveal
discontinued use of the term “ALPINE CONFECTIONS,” all before Kencraft filed its
application having a priority date of January 24, 2002.

43,  This evidence of abandonment reveals that the abandonment of Trademark
Application No. 76/007736 in March 2001 was not inadvertence.

Senior Use of Mark
44, To the extent WCI has not used ALPINE CONFECTIONS as a trademark, has

abandoned use as a tradename, and suspended use on product packaging, Kencraft’s

January 24, 2001 filing date establishes a senior priority in Kencratft.

Similarity of Channel of Trade

45.

WCI has not provided evidence in support of Mr. Cohen’s Declaration that WCI
candy is sold through “all types of retail outlets through which candy is typically
sold.” Cohen Decl. § 10. This unsubstantiated statement is a worthy subject of

discovery.

Similarity of Class of Purchaser

46.

Without citing a single factual basis in this case for its conclusion as to similarity of
class of customers, WCI argues in its brief that as a matter of law. the TTAB must
find similarity. This is erroneous. First, Kencraft agrees to refrain from selling
flavored gummi candy under the mark ALPINE CONFECTIONS. Second, there is
no rule of law that states that candy buyers do not seek out particular brands. Third,

other factors, including inspection of product packaging, equally influence impulse

buyers. Schieffelin & Co. v. The Jack Co., 31 USPQ2d 1865, 1879 (S.D.N.Y. 1994).

-7-



Confusion

47.

48.

49.

WCI alleges actual confusion and “receiving a number of communications from
parties wondering if there was a relationship between WCI and Kencraft’s parent
company, Alpine Confections, Inc.” Cohen Decl., § 13. Who? When? In what
context? Why? Creditors of WCI? Such noncandy communications would be
irrelevant. All unknowns which are ripe for discovery.

Similarly WCI asserts confusion by a publisher in the Cohen Decl., I 14 and 15.
However, the publisher is not a candy purchaser. The article relates to trade name use
of Kencraft’s parent company, not confusingly similar trademark use. Such a third
party, nonmarket error is not to be laid at the feet of Kencraft. Especially when the
third party uses the very terms now suspended by WCI. All topics proper for further
discovery.

Furthermore, Cohen declares that WCI attended a candy expo June 8-10 at which the
offending publication was distributed. However, in WCI’s June 15, 2004 discovery
responses there is no mention of it when Kencraft asked about confusion. Ex. A,
responses to Interrogatory Nos. 13 and 14. Why? Was it a nonevent at the candy

expo? This is an appropriate area for discovery of Mr. Cohen.

Identifiable issues of fact

50.

Based on the foregoing, identifiable issues of fact ripe for additional discovery
include, trade name v. trademark use, sales of candy bearing the terms ALPINE
CONFECTIONS from 1997 to the present, abandonment of use of the terms as a
trademark or trade name after 2000 including abandonment of earlier ALPINE
CONFECTIONS mark applications March 2001, abandonment of ALPINE
CONFECTIONS tradename 11/2001-, abandonment of continued use of the mark
ALPINE CONFECTIONS April 2003-, WCI tradename logo presents different sight,
meaning and commercial impression, no trade confusion (article of Cohen Ex. 4 is
not trade participant), no use by Kencraft in commerce (only dba of parent company),

erroneous act of third party not attributed to Kencraft, how was article distributed, by
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whom and to how many, Kencraft has not ignored the Professional Candy Buyer
publication matter, actual confusion by what “parties,” investors, creditors, suppliers?
Not industry participants in the trade channel or customers.

51.  This information is material to the issues presented by WCI’s motion for summary
judgment and in the possession. It has not been provided to Kencraft.

52.  Ideclare under penalty of perjury that the foregoing is true and correct.

Al e

Todd E. Zenger{Rgg. No. 33,610
KIRTON & McCONKIE

1800 Eagle Gate Tower

60 East South Temple

Salt Lake City, Utah 84111
Phone: (801) 328-3600

Fax: (801)31-4893

Executed on August(é’, 2004.

Attorney for Applicant
KENCRAFT, INC.
769680



CERTIFICATE OF SERVICE

I hereby certify that on this \& day of August, 2004, a true and correct copy of the
foregoing RULE 56(f) DECLARATION Pursuant to 37 CFR §§ 2.20 and 2.127(e)(1) was served
on the following counsel, by United States mail, postage prepaid, in an envelope addressed as

follows:

John Rannells

Stephen L. Baker

BAKER & RANNELLS, PA
626 North Thompson Street
Raritan, New Jersey 08869

-10 -



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

World Confections, Inc. s
Opposer Mark: ALPINE CONFECTIONS
V. Opposition No.: 91/158,237
Kencraft Inc. v Application No.  76/362,977
Applicant
X

OPPOSER'S RESPONSE TO APPLICANT'S FIRST
SET OF INTERROGATORIES

Pursuant to 2.120 of the Trademark Rules of Practice and Rules 26 and 33 of the Federal
Rules of Civil Procedure, Opposer World Confections, Inc. (“Opposer”) hereby responds and
objects to Applicant Kencraft Inc’s (“Applicant”) First Set of Interrogatories (the |
“Interrogatories’) dated April 26, 2004, as follows:

GENERAL OBJECTIONS

The following general objections are incorporated by reference in Opposer’s response to
each and every Interrogatory below.

1. The specific responses set forth below are for the purposes of discovery
only, and Opposer neither waives nor intends to waive, but expressly reserves, any and all
objections it may have to the relevance, competence, materiality, admission, admissibility or use
at trial of any information, documents or writing produced, identified or referred to herein, or to

the introduction of any evidence at trial relating to the subjects covered by such response.
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2. Opposer expressly reserves its right to rely, at any time including trial, upon
subsequently discovered information or information omitted from the specific responses set forth
below as a result of mistake, oversight or inadvertences.

3. The specific responses set forth below are based upon Opposer’s interpretation of
the language used in the Interrogatories, and Opposer reserves its right to amend or to
supplement it response in the event Applicant asserts an interpretation that differs from
Opposer’s interpretation.

4, By making these responses, Opposer does not concede it is in possession of any
informatio;l responsive to any particular Interrogatory or that any response given is relevant to
this action.

5. Subject to and without waiving the general and specific responses and objections
set forth herein, Opposer will provide herewith information that Opposer has located and
reviewed to date. Opposer will continue to provide responsive information as such is discovered.
Opposer’s failure to object to a particular Interrogatory or willingness to provide responsive
information pursuant to an Interrogatory is not, and shall not be construed as, an admission of the
relevance, or admissibility into evidence, of any such information, nor does it constitute a
representation that any such information in fact exists.

6. Because Opposer may not have discovered all the information that is possibly
within the scope of the Interrogatories, Opposer expressly reserves its right to amend or to
supplement these Resvponses and Objections with any additional information that emerges
through discovery or otherwise.

7. Opposer objects to the Interrogatories to the extent that they require the

production of documents protected-from disclosure by the attorney-client privilege, the attorney
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work product doctrine, the joint defense privilege or any other applicable privilege or immunity.
Opposer responds to the Interrogatories on the condition that the inadvertent response regarding
information covered by such privilege, rule, doctrine or immunity does not waive any of
Opposer’s rights to assert such privilege, rule, doctrine or immunity and the Opposer may
withdraw any such response inadvertently made as soon as idehtiﬁed.

8. Opposer objects to the Interrogatories to the extent hat they seek proprietary,
sensitive, or confidential commercial information or information made confidential by law or
any agreement or that reflects trade secrets. Opposer responds to the Interrogatories on the
condition ;hat the inadvertent responses regarding any proprietary, sensitive, or confidential
information does not waive any of Opposer’s rights and that Opposer may withdraw any such
response inadvertently made as soon as identified.

9. Opposer objects to the Interrogatories to the extent that they seek information that
1s not relevant to the subject matter of this action or reasonably calculated to lead to the
discovery of admissible evidence.

10. Opposer objects to the Interrogatories to the extent that they are vague,
ambiguous and/or overbroad and therefore not susceptible to a response as propounded.

1 1 Opposer objects to the Interrogatories to the extent that they exceed the
requirements of the Federal Rules of Civil Procedure of the Trademark Rules of Practice.

12. Opposer objects to the Interrogatories to the extent that they require Opposer to
undertake any investigation to ascertain information not presently within its possession, custody
or control on the grounds of undue burden and because information from other sources are

equally available to Applicant.
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13. Opposer objects to the Interrogatories to the extent that they require Opposer to
undertake such an extensive review that such Interrogatories are unduly burdensome and
harassing.

14. Opposer objects to the Interrogatories to the extent that Applicant seeks the
residential addresses of individuals, on the grounds that disclosure of such information impinges
on the privacy interest of such individuals.

15. Opposer objects to these Interrogatories to the extent that they are not limited to

matters within the United States or other commerce that Congress may regulate.

OBJECTIONS TO INSTRUCTIONS AND DEFINITIONS

1. Opposer objects to the definition of the terms “Opposer”, “you” or “yours” as being
overly broad and unduly burdensome to comply with and as potentially violative of the attorney-
client privilege, insofar as it includes “attorneys”, “agents”, and/_or “employees”. Further,
Opposer is under no obligation to provide information, documents or things not within Opposer’s
custody or control. Further, all communications between Opposer and Opposer’s attorneys are
protected by the attorney-client privilege and all information, documents and the like prepared by
Opposer’s attorneys in the course of or in anticipation of this proceeding are protected by the
attorney work product privilege.

2. Opposer objects to the definition of the term “Applicant” as being vague in its
reference to “predecessors in business, . . . officers, directors, agents, employees, and attorneys,
both past and present.” The entities and persons referred to are not identified by Applicant.

Accordingly, Opposer has no idea who Applicant may be referring to and cannot be expected to

respond as if Opposer did know their identities.
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3. Opposer objects to the definition of “identify” when referring to natural persons to
the extent it requires the provision of confidential information, or information unnecessary in
order to properly identify a person (e.g. home telephone number where business number
provided).

4. Opposer objects to the definition of “identify” when refering to “communications”
and/or when referring to “documents” as being overly broad and unduly burdensome to comply

with.

RESPONSES TO INTERROGATORIES

Interrogatory No. 1: Identify the person or persons who created or selected the ALPINE
CONFECTIONS mark as allegedly used by Opposer.
Response: Without waiver of and subject to each and every General Objection and

Objection to Definitions and Instructions, Opposer states: Matthew Cohen.

Interrogatory No. 2: Identify all persons who have first-hand knowledge of actual use of

the mark ALPINE CONFECTIONS by Opposer in commerce for each year from 1997 to

the present.

Response: Opposer objects to Interrogatory No. 2 insofar as it requests the identity of
“all persons™ as being overly broad. Without waiver of and subject to the above objection and
each and every General Objection and Objection to Definitions and Instructions, Opposer states
that the person with the most knowledge of actual use of the mark ALPINE CONFECTIONS by

Opposer in commerce for each year from 1997 to the present is Matthew Cohen.

Interrogatory No. 3: Identify all documents in Opposer’s possession, custody or control

which relate to the evolution, selection, trademark, searching, clearance, evaluation and
first use in commerce of the ALPINE CONFECTIONS on Opposer’s goods and/services.

Response: Without waiver of and subject to each and every General Objection and

Objection to Definitions and Instructions, Opposer states: Invoices.
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Interrogatory No. 4: Identify all documents in Opposer’s possession, custody or control
which evidence use of the mark ALPINE CONFECTIONS by Opposer between March
2000 and February 2002.

Response: Opposer objects t'o Interrogatory No. 4 insofar as it requests the identity of
“all documents” as being overly broad and unduly burdensome to comply with. Without waiver
of and subject to said objections and without waiver of and subject to each and every General
Objection and Objection to Definitions and Instructions, Opposer states: Invoices, financial
books and records (confidential), sell sheets, magazine article (“Professional Candy Buyer”),
advertisement (“Professional Candy Buyer”), signs, tradeshow materials (“NCA”), and

prbmotional material for the stated period.

Interrogatory No. 5: Identify all documents in Opposer’s possession, custody or control
which evidence use of the mark ALPINE CONFECTIONS by Opposer between May 1997
and February 2000.

Response: Opposer objects to Interrogatory No. 5 insofar as it requests the identity of
“all documents” as being overly broad and unduly burdensome to comply with. Without waiver
of and subject to said objections and without waiver of and subject to each and every General
Objection and Objection to Definitions and Instructions, Opposer states: Invoices, financial
books and records (confidential), tradeshow materials, sell sheets, and promotional materials for

the stated period.

Interrogatory No. 6: Answer whether Opposer has ever received, and identify all opinions

concerning trademark validity or possible conflicts arising out of Opposer’s application to
register and any subsequent adoption or use of the ALPINE CONFECTIONS mark.
Response: Opposer objects to Interrogatory 6 as being, in part, unintelligible. Opposer
responds to the interrogatory based upon the assumption that Applicant is requesting information
on any search reports that Opposer may have conducted or had conducted for it concerning the
mark ALPINE CONFECTIONS. Without waiver of and subject to each and every General
Objections and Objection to Definitions and Instructions, Opposer states that Opposer did not

conduct or commission a trademark search for the mark in issue.
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Interrogatory No. 7: If the answer to Interrogatory No. 4 is yes, then state the date upon

which each opinion was rendered, the identity of the person or persons rendering such
opinions, all recipients of each such opinion, and the identity of all documents in Opposer’s
possession, custody or control which refer to such opinions or upon which the opinion was
based and provide a descriptive of all investigations and/or surveys undertaken with each
such opinion. ’

Response: Opposer objects to Interrogatory 7 as being, in part, unintelligible. Opposer
responds to the interrogatory based upon the assumption that Applicant is actually referring to

interrogatory no. 6. Without waiver of and subject to each and every General Objection and

. Objection to Definitions and Instructions, Opposer states: N/A.

Interrogatory No. 8: Identify and describe in detail all uses of the mark ALPINE
CONFECTIONS by Opposer, such description of uses should include, but not be limited

to, facts such as the dates of use, geographic location of such uses, in interstate commerce in
the United States, if any, the type and/or class of customers, the trade, sale and/or
distribution channels, the number of units distributed or sold, and the price charged for all
sold units bearing the mark; for each such product or service identified, state whether the
use has continued to the present date, has changed in any respect (and describe all such
changes), or state the inclusive dates during which use of the APLINE CONFECTIONS
mark was discontinued for any period of time, and if there remain products or services for
which Opposer intends to use but has not yet started using the ALPINE CONFECTIONS
mark, identify the produ'cts, the date on which Opposer anticipates commencing use of the
mark on the products and the expected channels of distribution for the products.

Response: Opposer objects to interrogatory 8 to the extent it seeks information regarding
use outside the United States or use outside of commerce with the United States. Opposer also
objects to the interrogatory insofar as it requests Opposer to identify “all” uses of Opposer’s
mark as being overly broad and unduly burdensome to comply with. Without waiver of and
subject to the foregoing objections, and each and every General Objection and Objection to
Definitions and Instructions:

(1) Dates of Use of ALPINE CONFECTIONS. Response: Continuously from at least as
early as June 1997 to approximately present date.

(2) Geographic location of such uses. Response: The forty-eight (48) contiguous States.
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(3) The type and/or class of customers. Response: Purchasers of candies and confections

of every gender, every age group, every nationality, every socio-economic level, every sex, and

every geographic region of the continental United States.

(4) The trade, sale and/or distribution channels. Response: Manufacturer to wholesaler

to retailer to consumer. Such goods are sold in, without limitation, supermarkets, grocery stores,
bodegas, so-called mom and pop stores, drug stores, candy stores, delicatessens, convenience
stores, gas station comfort stores, Internet sales, and any other retail outlet through which candy

is sold. It is also sold through mass merchandisers and discounters.

(5) Dates When Use Discontinued. Response: Beginning in the late Spring of 2003,
Opposer began a change over from ALPINE CONFECTIONS to ALPINE BRAND. The

changeover was commenced as a result of Opposer receiving a barrage of communications from
parties concerning confusion as to a relationship between Opposer and Applicant. Opposer
decided to temporarily suspend use of the mark ALPINE CONFECTIONS. Opposer intends to

resume use of the mark upon a decision in the present case, or earlier.

(6) Number of Units Sold. Response: Opposer’s sale figures are confidential. Upon the

parties agreeing to and executing a formal protective order, Opposer shall respond.

(7) Wholesale Prices. Response: $.36 and $.65.

(8) Product Identification. Response: Primarily gummi type candies, but other types of

candy (e.g., sour licorice).

Interrogatory No. 9: Identify and describe in detail all of Opposer’s uses of the ALPINE

CONFECTIONS mark on product packaging labels or other media that accompany the
product in commerce.

Response: Opposer objects to interrogatory no. 9 as being vague and ambiguous insofar
as it refers to “media that accompany the product in commerce.” Opposer does not know what is
meant by the referenced phrase. Opposer will respond to that portion of the interrogatory upon

receiving an explanation. Without waiver of and subject to the foregoing objection and without
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waiver of and subject to each and every General Objection and Objections to Definitions and

Instructions, Opposer states that Opposer uses the mark on packaging containing candy products.

Interrogatory No. 10: Identify and describe in detail all types of media, including

publications, radio, television and Internet, through which Opposer has advertised or
offered for sale in the United States each of Opposer’s products or services using the
ALPINE CONFECTIONS mark and the geographic extent of such advertising, and state
the amounts measured in U.S. dollars, by type of media and by date, which have been or
will be expanded by Opposer in promoting, advertising or offering each of Opposer’
products or services using the ALPINE CONFECTIONS mark.

Response: Opposer objects to interrogatory 10 to the extent it seeks information
regarding marketing outside the United States or marketing outside of commerce with the United
States. Opposer also objects to the interrogatory insofar as it requests Opposer to identify “all”
types and uses of marketing Opposer’s mark as being overly broad and unduly burdensome to
comply with. Without waiver of and subject to each and every General Objection and Objection
to Definitions and Instructions, Opposer states:

(1) Types of Media: Response: Primarily trade publications and in-trade marketing

materials.

(2) Geographical Extent of Advertising: Response: Continental United States.

(3) Advertising and Promotion Expenses: Response: Opposer’s advertising and
promotion figures are confidential. Upon the parties agreeing to and executing a formal

protective order, Opposer shall respond.

Interrogatory No. 11:
(a) Explain all bases for Opposer’s assertions, if any, that its uses and/or

promotion of the ALPINE CONFECTIONS mark had created a public

perception of the mark as an indication of source in favor of Opposer.

(b) Identify the documents that evidence, refer to or otherwise relate to the

response to subparagraph (a) of this interrogatory.
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Response:

(a) Without waiver of and subject to each and every General Objection and Objection to
Definitions and Instructions, Opposer states that the bases, in part, of Opposer’s assertions that
its uses and/or promotion of the ALPINE CONFECTIONS mark had created a public perception
of the mark as an indication of source in favor of Opposer are Opposer’s sales and advertising
figures (and related documents), third party references to Opposer and Opposer’s Mark, the
number of years that Opposer has sold its products under Opposer’s Mark, and the

distinctiveness of Opposer’s Mark

(b) Without waiver of and subject to each and every General Objection and Objection to
Definitions and Instructions, Opposer states that all documents identified and/or produced in
response to Applicant’s discovery requests evidence, refer to or otherwise relate to Opposer’s

response to subparagraph (a) of this interrogatory.

Interrogatory No. 12: Identify all persons, other than Opposer, it any, allegedly authorized

or allowed by Opposer to use in commerce any of Opposer’s trademarks, including any
licensee(s) of Opposer’s ALPINE CONFECTIONS mark.

Response: Opposer objects to interrogatory 12 to the extent it seeks information
regarding trademarks of Oppposer other than ALPINE CONFECTIONS and variations of the
same. Without waiver of and subject to the foregoing objection, and each and every General
Objection and Objection to Definitions and Instructions, Opposer states: Opposer has no

licensees in the United States.

Interrogatory No. 13: Describe the factual bases for Opposer’s assertion of confusion,

mistake, deception, and misleading in Paragraphs 11 and 12 of its Notice of Opposition.
Response: Without waiver of and subject to each and every General Objection and
Objection to Definitions and Instructions, Opposer states: The marks in issue are identical and or
highly similar. The goods in issue are identical and/or substantially similar in nature. The
typical channels of trade through which such goods sold are identical. The same types of
consumers purchase the parties’ respective products. Opposer has priority as a result of prior use

of its mark. The goods in issue are impulse type items, not requiring a particular sophistication
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or particular care in choosing or purchasing such products. Additionally, all facts stated and all
documents identified and/or produced pursuant to applicant’s discovery requests recite, in part,
factual bases for Opposer’s assertion of confusion, mistake, deception, and misleading in

Paragraphs 11 and 12 of its Notice of Opposition.

Interrogatory No. 14: Identify all documents supporting answers and all persons providing

information to answers to all Interrogations.

Response: Opposer objects to interrogatory No. 14 as being overly broad and unduly
burdensome to comply with insofar as it requests “all documents supporting answers . . . to all
Interrogatories.” Opposer is now and has been, for many years prior to any date which may be
claimed by Applicant, engaged in the use Opposer’s Mark for Opposer’s goods. Accordingly,
and without waiver of and subject to the foregoing comments and objections, and/or the General
Objections and Objections to Definitions and Instructions, Opposer identifies various
representative types of documents, namely: invoices, packaging, sell sheets, trade ads, and sales
records (confidential). The person at Opposer providing information to answer the

Interrogatories is Matthew Cohen.

Interrogatory No. 15: Identify the person having the most knowledge of Opposer’s uses of

its ALPINE CONFECTIONS mark.
Response: Without waiver of and subject to each and every General Objection and

Objection to Definitions and Instructions, Opposer states: Matthew Cohen.

Interrogatory No. 16: Identify all persons Opposer intends to call as witnesses in this

matter; all documents upon which the witness(es) intends to rely upon and the substance of
the witness(es) intended testimony.

Response: Opposer objects to the interrogatory as being violative of the attorney work
product privilege. In any event, Opposer has not yet determined “all persons Opposer intends to
call as witnesses in this matter” and has not yet determined “all documents upon which the
witness(es) intend(s) to rely upon” and has not yet determined “the substance of the witness(es)

intended testimony”, and Opposer is under no obligation to provide such information.
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Interrogatory No. 17: Describe the relationship, if any, between Alpine USA, Ltd. and

Opposer, including the date and details of any transfer or license of rights or property
between the two.

Response. Without waiver of and subject to each and every General Objection and
Objection to Definitions and Instructions, Opposer states that Alpine USA Ltd. changed its name
to World Confections Inc. A certificate of Amendment of the Certificate of Incorporation of
Alpine USA Ltd. amending the name of the corporation to World Confections Inc. was filed with

the New York State Division of Corporations on January 24, 2002.

Interrogatory No. 18: List by month from June 1997 to the present the number of units

Opposer distributed in commerce bearing the mark ALPINE CONFECTIONS.

Response: Without waiver of and subject to each and every General Objection and
Objection to Definitions and Instructions, Opposer states: Opposer’s sales and distribution
figures are confidential. Upon the parties agreeing to and executing a formal protective order,

Opposer shall respond.

Interrogatory No. 19: If Opposer claims to be the successor-in-interest of, or the renamed

entity of Alpine USA, Ltd., state the reasons for abandonment of U.S. Trademark
Application Serial No. 76/007,736 and for any decision to refrain from reviving or failure to
revive U.S. Trademark Serial No. 76/007,736.

Response: Without waiver of and subject to each and every General Objection and

Objection to Definitions and Instructions, Opposer states: inadvertence.

Dated: June |, 2004
Respectfully submitted,

World Confections, Inc.

By:

Matthew Cohen
President, World Confections, Inc.
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.

John M~ Rannells

Baker And Rannells PA

Attorneys for Opposer

626 North Thompson St.
fitan, New Jersey 07769

CERTIFICATE OF SERVICE

I hereby certify a copy of the foregoing OPPOSER’S RESPONSE TO
APPLICANT'S FIRST SET OF INTERROGATORIES in re: World Confections, Inc. v.
Kencraft, Inc. Opp. No. 91/158,237 was served on counsel for Applicant, this / S day of

June, 2004, by sending same via First Class Mail, postage prepaid, to:

Michael F. Krieger, Esq.
Kirton & McConkie
1800 Eagle Gate Tower
60 East South Temple
Salt Lake City, Utah 84145

DATED: June / 6)04

Tohn M. Rannells
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JUL-28-2884 17:41 WORLD CANDIES 1718 493 4918 P.21

As to Objections:

I, Matthew Cohen, President of World Confections. Inc., have revewed the responses

set forth above and state that they are true anc correct to the bes: of my knowledge and
belief.

Vrnmpertyp"E——

Matthew Cohen

}C\CPN\L Coversahim vl A He abere individualz,

Sl;b;(bed nd sworn t
thj ay of __|/ 2004

CERTIFICATE OF SERVICE

I hereby certify a copy of the foregoing OPPOSER'S RESPONSE TO
APPLICANT'S FIRST SET OF INTERROGATORIES in re: Werld C onfections, Inc. v.
Kencraft, Inc. Opp. No. 91/158,237 was served on counsel for Applicant, this

___dayof
June, 2004, by sending same via First Class Mail, postage prepaid, to:

Michael F. Krieger, Esgq.
Kirton & McConkie
1800 Eagle Gate Tower
80 East South Temple
Salt Lake City, Utah 84145

DATED: June |, 2004
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